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EXTRACT FROM BY-LAWS

Section 9. No book shall, at any time, be taken from the

Library Room to any other place than to some court room of a

Court of Record, State or Federal, in the City of San Francisco,

or to the Chambers of a Judge of such Court of Record, and
then only upon the accountable receipt of some person entitled

to the use of the Library. Every such book so taken from the

Library, shall be returned on the same day, and in default of

such return the party taking the same shall be suspended from

all use and privileges of the Library until the return of the book
or full compensation is made therefor to the satisfaction of the

Trustees.

Sec. 11. No books shall have the leaves folded down, or be

marked, dog-eared, or otherwise soiled, defaced or injured. Any
party violating this provision, shall be liable to pay a sum not

exceeding the value of the book, or to replace the volume by a

new one, at the discretion of the Trustees or Executive Commit-
tee, and shall be liable to be suspended from all use of the

Library till any order of the Trustees or Executive Committee
in the premises shall be fully complied with to the satisfaction

of such Trustees or Executive Committee.
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NAMES AND ADDEESSES OF ATTORNEYS
OP RECOED

MESSRS. LYON & LYON,
LEWIS E. LYON, Esq.,

FREDERICK W. LYON, Esq.,

811 West 7th Ave.,

Los Angeles, California,

Attorneys for Appellants and Defendants.

MESSRS. TOWNSEND & HACKLEY,
CHAS. E. TOWNSEND, Esq.,

ROY C. HACKLEY, JR., Esq.,

Crocker Building,

San Francisco, California,

Attorneys for Appellees and Plaintiffs.

In the United States District Court

for the Northern District of California,

Southern Division.

In Equity No. 4090-R

GROVER D. TURNBOW,
Plaintiff,

vs.

FARMERS' COOPERATIVE EXCHANGE, 1st

Doe, 2nd Doe, 3rd Doe, 4th Doe and 5th Doe,

Defendants.

PLAINTIFF'S INTERROGATORIES
Interrogatory I. State, as of the date upon

which the bill of complaint was filed herein, the
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character of the organization of defendant, the busi-

ness of which is conducted under the name "Farm-

ers' Cooperative Exchange".

Interrogatory III. State precisely the nature of

the business conducted by defendant at its place of

business in Santa Cruz, California. [21*]

Interrogatory IV. State where the principal

place of business of defendant is situated.

Interrogatory Y. State the location of any place

or places of business of defendant other than that

named in answ^er to Interrogatory IV above.

Interrogatory VI. State w^hether or not, on or

before the date of filing the bill of complaint herein,

and subsequent to April 7, 1936, defendant was sell-

ing or offering for sale a parasiticide or parasiti-

cides or like compounds bearing the trade name

''Kon-Trold Nicotine" described in the label

thereon as having been manufactured and dis-

tributed by Alexander & Son, Van Nuys, California.

Interrogatory VII. If the answer to Interroga-

tory VI is not unqualifiedly in the affirmative, state

precisely what products, if any, manufactured by

Alexander & Son of Van Nuys, California, defend-

ant was selling or offering for sale at any time

within the period from April 7, 1936, to and includ-

ing the date of filing the bill of complaint herein.

Interrogatory VIII. State whether or not, in

the period mentioned in Interrogatory VI, defend-

ant was selling or offering for sale at any tune a

parasiticide compound known as '^Kon-Trold Nico-

*Page numbering appearing at foot of page of original certified

Transcript of Eecord.
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tiiie", manufactured and distributed by Alexander

& Son, Van Nuys, California, in flock treatment

form.

Interrogatory IX. State whether or not, in the

period mentioned in Interrogatory VI, defendant

was selling or offering for sale at any time a para-

siticide compound known as "Kon-Trold Nico-

tine", manufactured and distributed by Alexander

& Son, Van Nuys, California, in pellet or tablet

form. [22]

Interrogatory X. State whether or not, on the

30th day of September, 1936, defendant sold any

quantity whatsoever of the product described in

Interrogatory VIII.

Interrogatory XI. State whether or not, on the

30th day of September, 1936, defendant sold any

quantity whatsoever of the product described in

Interrogatory IX.

Interrogatory XII. State whether or not, on or

about the 30th day of September, 1936, defendant

sold three packages of "Kon-Trold Nicotine" for

flock treatment, manufactured by Alexander & Son,

Van Nuys, California, to C. P. Hall of Beach City

Creamery, Santa Cruz, California.

Interrogatory XIII. State whether or not, at

any time prior to the date of filing the bill of com-

plaint herein, defendant purchased any quantity

whatsoever of the product described in Interroga-

tory VIII above from Alexander & Sons, Van
Nuys, California.

Interrogatory XIV. State whether or not, at

any time prior to the date of filing the bill of com-
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plaint herein, defendant purchased any quantity

whatsoever of the product described in Interroga-

tory IX above from Alexander & Son, Van Nuys,

California.

Dated at San Francisco, California, this 25th day

of February, 1937.

TOWNSEND & HACKLEY
CHARLES E. TOWNSEND
ROY C. HACKLEY, JR.

Attorneys for Plaintiff. [23]

AFFIDAVIT OF MAILING OF PLAINTIFF'S
INTERROGATORIES

State of California

City and County of San Francisco—ss.

Mary C. Browme, being duly sworn, deposes and

says that she is employed in the office of Townsend

& Hackley, attorneys for plaintiff in the within

suit, and that she forwarded on the 25th day of

February, 1937, to Messrs. Lyon & Lyon, 811 West

Seventh Street, Los Angeles, California, attorneys

for defendants herein, by United States mail, a true

copy of Plaintiff's Interrogatories.

MARY C. BROWNE
Subscribed and sworn to before me this 25th day

of February, 1937.

[Seal] W. W. HEALEY
Notary Public in and for the City and County of

San Francisco, State of California.

My commission expires Aug. 29, 1937.

[Endorsed] : Filed Feb. 26, 1937. [24]
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[Title of District Court and Cause—In Equity No.

4090-R.]

DEFENDANT'S ANSWER TO PLAINTIFF'S
INTERROGATORIES. [25]

I.

Answering Interrogatory I, defendant, Farmers'

Cooperative Exchange, is a corporation organized

and existing under and by virtue of the laws of the

State of California; defendant is a non-profit

cooperative organization, organized under and by

virtue of the law^s of the State of California, and

has its principal place of business at Santa Cruz,

California, and its full and complete name is

FaiTners' Cooperative Exchange, Inc.

III.

Answermg Interrogatory III, the nature of the

business conducted by defendant. Farmers' Co-

operative Exchange, at its place of business at

Santa Cruz is as a cooperative marketing and pur-

chasing organization carried on on a non-profit

basis.

IV.

Answering Interrogatory IV, the principal place

of business of defendant. Farmers' Cooperative

Exchange, is Santa Cruz, California.

V.

Defendant, Farmers' Cooperative Exchange, has

its principal place of business in Santa Cruz, Cali-

fornia, a branch store at Cliffside, Santa Cruz
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Comity, California, and a second branch store at

Watsonville, California and none other.

VI.

Answering Interrogatory VI, defendant, Farm-

ers' Cooperative Exchange, prior to the filing of the

Bill of Complaint herein, and subsequent to April

7, 1936, was selling and offering for sale a cartoned

product purchased from Alexander & Son of Van
Nuys, California, and bearing the trade-mark

*'Kontrold Nicotine". [26]

VII.

Answering Interrogatory VII, no answer is re-

quired in view of defendant's answer to Interroga-

tory VI.

VIII.

Answering Interrogatory VIII, defendant. Fann-

ers' Cooperative Exchange, is not apprized as to

what is meant by the phrase "in flock treatment

form'*, as utilized in said interrogatory. Defendant,

how^ever, has sold ''Kon-Trold Nicotine" as pur-

chased from Alexander & Son, of Van Nuys, Cali-

fornia, in containers wherein the product is of

finely divided character as distinguished from a

product made in the form of tablets.

IX.

Answering Interrogatory IX, defendant, Farm-

ers' Cooperative Exchange, has not at any time

sold and/or offered for sale a similar compound

purchased from Alexander & Son, of Van Nuys,
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California, or elsewhere, under the name of '^Kon-

Trold Nicotine" which is or was in tablet form.

X.

Answ^ering Interrogatory X, defendant. Farmers'

Cooperative Exchange, is unable to answer spe-

cifically as to w^hether or not on the 30th day of

September, 1936, defendant sold any quantity what-

soever of the "Kon-Trold Nicotine" in granular

form interrogated about in Interrogatory VIII, but

does not deny having sold such compound upon

said day.

XI.

Answering Interrogatory XI, defendant, Farm-

ers' Cooperative Exchange, did not on the 30th day

of September, 1936, or at any other time or at all,

sell or offer for sale any quantity whatsoever of the

product described in Interrogatory IX. [27]

XII.

Answering Interrogatory XII, defendant. Farm-

ers' Cooperative Exchange, is unable to state

whether or not on or about the 30th day of Sep-

tember, 1936, defendant sold three packages of

*'Kon-Trold Nicotine" for flock treatment manufac-

tured by Alexander & Son, of Van Nuys, Califor-

nia, to C. P. Hall of Beach City Creamery, Santa

Cruz, California.

XIII.

Answering Interrogatory XIII, defendant. Farm-
ers' Cooperative Exchange, purchased, prior to the

filing of the Bill of Complaint herein, "Kon-Trold
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Nicotine" from Alexander & Son, of Van Nuys,

California, of granular form.

XIV.
Answering Interrogatory XIV, defendant, Farm-

ers' Cooperative Exchange, did not at any time pur-

chase from Alexander & Son, of Van Nuys, Cali-

fornia, or elsewhere, ''Kon-Trold Nicotine" in

tablet form.

FARMERS' COOPERATIVE
EXCHANGE

By GEORGE A. HAYDON
Assistant Manager

State of California

County of Santa Cruz—ss.

George A. Haydon, Assistant Manager of Farm-

ers' Cooperative Exchange, being first duly sworn,

deposes and says that the foregoing answers to

interrogatories are true to the best of his informa-

tion and belief.

GEORGE A. HAYDON
Subscribed and sworn to before me this 20th day

of March, 1937.

[Seal] HARRY M. PARKER
Notary Public in and for the County of Santa Cruz,

State of California.

[Endorsed] : Filed Mar. 23, 1937. [28]
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[Title of District Court and Cause—In Equity No.

4090-R.]

For Infringement of U. S. Letters Patent No.

2,036,638.

AMENDED BILL OF COMPLAINT

Come now plaintiffs above named, and for cause

of action allege:

I.

That plaintiffs Grover D. Turnbow and C. E.

Gray are residents of the City of Oakland, County

of Alameda, State of [43] California; and that

plaintiff Lederle Laboratories, Incorporated, is a

corporation duly organized and existing under and

by virtue of the laws of the State of Delaware, with

its principal place of business at New York City,

New York.

II.

That defendant Farmers' Cooperative Exchange,

Inc., is a corporation organized and existing under

and by virtue of the laws of the State of California,

and upon information and belief, that defendant

Farmers' Cooperative Exchange, Inc., is a non-

profit, cooperative organization, and that said de-

fendant has its principal place of business in Santa

Cruz, California; and that said defendants and all

of them, at all times hereinafter alleged as to them,

have been and now are residents and inhabitants of

the Northern District of California, Southern

Division.
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That defendants have jointly and severally m-

fringed upon the hereinafter described Letters Pat-

ent, and each and all of them are directly interested

in, and will be affected by, the result of said suit

;

and that said parties defendant threaten to con-

tinue to infringe upon said Letters Patent and to

destroy the value thereof to said plaintiffs.

III.

That defendants 1st Doe, 2nd Doe, 3rd Doe, 4th

Doe and 5th Doe are proper defendants in this

action and are pleaded herein by fictitious names by

reason of the fact that plaintiffs are unable at this

time to ascertain the true names of said defendants,

and therefore implead said 1st Doe, 2nd Doe, 3rd

Doe, 4th Doe and 5th Doe as parties defendant, and

pray leave to substitute the proper names of said

fictitiously impleaded defendants when and if said

true names be discovered [44]

IV.

That this is a suit in equity for infringement of

Letters Patent, jointly and severally committed by

all of said defendants; and that the jurisdiction of

the Court depends upon the patent laws of the

United States.

V.

That heretofore, to-wit, prior to the 15th day

of June, 1929, Frank Floyd Lindstaedt, of Oakland,

California, became and was the original, first and
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sole inventor of a new and useful invention, to-wit^

^' Parasiticide", not known or used by others in thirf

country before his invention or discovery thereof,

and not patented or described in any printed pub-

lication in the United States of America or in any

foreign country before his invention or discovery

thereof or more than two years prior to his herein-

after recited application for Letters Patent there-

for in the United States of America, and not in

public use or sale in this country for more than two

years prior to said application, and for which no

application for Letters Patent in any country for-

eign to the United States of America had been filed

more than twelve months prior to the filing of said

application in this country, and which said appli-

cation had not been abandoned ; that thereupon, to-

wit, on June 15, 1929, said Frank Floyd Lind-

staedt made application in writing in due form

of law to the Commissioner of Patents of the

United States of America for Isetters Patent on

said invention and complied in all respects with

the conditions and requirements of said law; that

thereafter, on or about the 30th day of July, 1935,

the said Frank Floyd Lindstaedt, by an instrument

in writing, profert of which is hereby made, did

assign to Grover D. Turnbow, plaintiff herein, the

entire right, title and interest in, to and under his

said invention and in, to [45] and under the ap-

plication for Letters Patent of the United States

aforesaid, and in, to and under any Letters Patent



!1

2

Farmers' Coop. Exchange, Inc.

of the United States which might be issued for said

invention in the United States; that thereafter, and

after due proceedings had and due examination

made by the Commissioner of Patents upon the

aforesaid application as to the patentability of said

invention, on April 7, 1936, Letters Patent of the

United States of America, Number 2,036,638, bear-

ing the date the day and year aforesaid, were in due

form of law granted and issued and delivered by

the Conmissioner of Patents of the United States

of America to the said Frank Floyd Lindstaedt, as

assignor of plaintiff Grover D. Turnbow; and that

thereby there was granted and secured to said

Frank Floyd Lindsteadt and to his said assignee,

Grover D. Turnbow, plaintiff herein, his successors,

legal representatives and assigns, for the full term

of seventeen (17) years from and after April 7,

1936, the exclusive right and liberty of making,

using and vending to others to be used the said in-

vention throughout the United States of America

and the territories thereof, all as will more fully

and at large appear in and by said original Letters

Patent or a copy thereof ready in Court to be pro-

duced, and profert of which is hereby made.

VI.

That by virtue of the premises aforesaid, plain-

tiff Grover D. Turnbow^ became and now is the

owner of the entire title in and to said Letters

Patent. That plaintiffs Grover T. Turnbow, C. E.

Gray, and Lederle Laboratories, Incorporated,



vs. Grover D, Turnhow, et al. 13

jointly own the entire right and interest in and to

said Letters Patent and have all rights and privi-

leges granted and secured thereby, save and exce])t

ing only title to said Letters Patent, which resides

exclusively in plaintiff Turnbow, as aforesaid. [46]

VII.

That the said invention and discovery patented as

aforesaid were and are of great utility, and that the

public has generally acquiesced in the usefulness of

said improvements and has generally acknowledged

and acquiesced in the rights of plaintiffs with re-

spect to said inventions and in the validity of said

Letters Patent.

YIIL
That plaintiffs have complied with the United

States statutes relating to the marking of any

articles manufactured, used and/or sold by them,

by marking said articles, or the containers in which

they are sold, and each of them, "Patented", to-

gether with the Letters Patent number hereinabove

set out; and that heretofore, and prior to the filing

of this suit and since the issuance of said patent in

suit, defendants and each of them have been noti-

fied by plaintiffs of the grant, issuance and delivery

of said Letters Patent and warned not to infringe

thereon.

IX.

That well knowing the premises and with intent

to injure and defraud the plaintiffs, defendants

have, jointly and severally, since the grant of said
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Letters Patent Number 2,036,638 and within six (6)

years prior to the filing of the Bill of Complaint

herein and within this District and elsewhere in the

United States, infringed upon said Letters Patent

and each and all of the claims thereof, and threaten

to continue so to infringe by making, using, or sell-

ing or offering for sale, articles manufactured

according to the claims of said Letters Patent Nmn-
ber 2,036,638, and particularly by selling and offer-

ing for sale that certain parasiticidal article

commercially known to the trade [47] and described

as Alexander & Son's "Kon-Trold" Nicotine Com-

pomid; that defendants and each and all of them

have conspired together to infringe upon said pat-

ent and the claims thereof; and that each and all

of them have refused to desist therefrom, and

threaten and intend, unless prohibited by this

Court, to continue to infringe said Letters Patent

and each of the claims thereof, by manufacturing,

selling, or using, or causing to be manufactured,

sold, or used, articles embodying or made according

to the claims of said Letters Patent and each of

them.

X.

That but for the infringement herein complained

of, plaintiffs would still be in the undisputed j)os-

session, use and enjoyment of the exclusive privi-

leges secured by said Letters Patent in suit, and in

the receipt of large gains and profits from the

same; and that the defendants have made and

realized large profits and advantages from their
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said infringement, which profits and advantages

rightfully belong to plaintiffs; but that neither the

amount of said profits nor the amount of damages

suffered by plaintiffs is known to plaintiffs, and

that the amount of said profits and damages can

only be ascertained by an accounting, but is believed

to be in excess of Ten Thousand Dollars

($10,000.00).

And plaintiffs further state that the use of the

said invention by the said defendants and their

continuation and persistence in the same, and their

unlawful acts in the premises, in disregard and de-

fiance of the rights of said plaintiffs, have the effect

to and do encourage others to venture to infringe

said Letters Patent in disregard of said plaintiffs'

rights, and all to said plaintiffs' irreparable dam-

age and injury. [48]

Wherefore, plaintiffs pray:

(1) That a writ of injunction issue out of this

court, enjoining and restraining defendants, and

each and every of them, their officers, clerks, attor-

neys, servants, agents and workmen, not only per-

petually but provisionally during the pendency of

this suit, from directly or indirectly making or

causing to be made, selling or causing to be sold,

or using or causing to be used, inventions embody-

ing or containing or made imder the claims of said

Letters Patent Number 2,036,638;

(2) That defendants, and each of them, be de-

creed to account for and pay over unto plaintiff's

all profits, gains and advantages realized or received
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by them, or any of them, from said infringing acts,

and that plaintiffs have judgment against defend-

ants, and each of them, for the damages suffered

by plaintiffs in the premises; and that the actual

damages be trebled, in view of the willful infringe-

ment by defendants;

(3) That plaintiffs be awarded costs;

(4) That plaintiffs have such other, further or

different relief as in equity and good conscience the

Court shall deem meet, and as the circumstances

may require.

Dated: January 20, 1938.

TOWNSEND & HACKLEY
CHAS. E. TOWNSEND
ROY C. HACKLEY, JR.

Counsel for Plaintiffs.

[Endorsed] : Filed Jan. 20, 1938. [49]

[Title of District Court and Cause—In Equity No.

4090-R.]

ANSWER OF DEFENDANT, FARMERS' CO-

OPERATIVE EXCHANGE, INC., TO THE
AMENDED BILL OF COMPLAINT, AND
COUNTERCLAIM FOR DECLARATORY
RELIEF. [50]

Comes now defendant. Farmers' Cooperative Ex-

change, Inc., and answ^ering the Amended Bill of

Complaint, admits, denies and alleges, and for cause

of action for declaratory relief, alleges:
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I.

Answering Paragraph I of the Amended Bill of

Complaint, defendant, Farmers' Cooperative Ex-

change, Inc., admits for the purpose of this cause

of action that plaintiffs, Grover D. Turnbow and

C. E. Gray, are residents of the City of Oakland,

County of Alameda, State of California, and that

plaintiff, Lederle Laboratories, Incorporated, is a

corporation organized and existing under and by

virtue of the laws of the State of Delaware, with its

principal place of business at New York City,

New York.

II.

Answering Paragraph II of the Amended Bill of

Complaint herein, defendant. Farmers' Coopera-

tive Exchange, Inc., admits that it is a corporation

organized and existing under and by virtue of the

laws of the State of California, and that the de-

fendant. Farmers' Cooperative Exchange, Inc., is a

non-profit, cooperative organization, and that said

defendant has its principal place of business in

Santa Cruz, California; but defendant denies all

knowledge as to the defendants named as "1st Doe,

2nd Doe, 3rd Doe, 4th Doe, and 5th Doe," or as to

their residence and habitation, or as to whether said

Doe defendants reside in, or are inhabitants of, the

Northern District of California, Southern Division.

Further answering Paragraph II of the Amended
Bill of Complaint, defendant. Farmers' Coopera-

tive Exchange, Inc., denies that it has jointly or sev-

erally infringed upon, or committed, any act of in-
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fringement of the pretended Letters [51] Patent

No. 2,036,638j and defendant, Farmers' Coopera-

tive Exchange, Inc., denies any knowledge with re-

spect to said Doe defendants, or as to whether said

defendants will, or will not, be affected by the result

of said suit, or whether said Doe defendants

threaten to continue said alleged infringement upon

said pretended Letters Patent No. 2,036,638, or to

destroy the value thereof to plaintiffs; but spe-

cifically deny that defendant. Farmers' Cooperative

Exchange, Inc., has in any way infringed upon said

pretended Letters Patent, or intends to, or has

threatened to continue to infringe upon said pre-

tended Letters Patent.

III.

Answering Paragraph III of the Amended Bill

of Complaint, defendant, Farmers' Cooperative

Exchange, Inc., is without knowledge or belief with

respect to said Doe defendants, or as to whether or

not plaintiffs are unable to ascertain the true names

of said defendants, and basing its answer upon that

gromid, denies each and every allegation of said

Paragraph III.

IV.

Answering Paragraph IV of the Amended Bill

of Complaint herein, defendant. Farmers' Coopera-

tive Exchange, Inc., admits that the jurisdiction of

this court arises out of the patent law^s of the

United States, but denies that said defendant has

committed any act or acts, either jointly or sep-
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arately of infringement of said pretended Letters

Patent No. 2,036,638.

V.

Answering Paragraph V of the Amended Bill of

Complaint herein, defendant, Farmers' Cooperative

Exchange, Inc., denies that prior to the 15th day of

June, 1929, or at any other time, Frank Floyd

Lindstaedt, of Oakland, California, became, or was,

the original, first, sole, or any, inventor of the pre-

tended invention, to-wit, "Parasiticide", not used

[52] or known by others in this country before his

alleged invention or discovery thereof, and not

patented or described in any printed j)ublication

in the United States of America or in any foreign

country before his alleged invention or alleged dis-

covery thereof or more than two years prior to his

hereinafter recited application for Letters Patent

therefor in the United States of America, and not

in public use or sale in this country for more than

two years prior to this said alleged application, and

denies that no application for Letters Patent in

any country foreign to the United States of America

had been filed more than twelve months prior to the

filing of said alleged application for Letters Patent

had not been abandoned; but defendant. Farmers^

Cooperative Exchange, Inc., admits that Frank

Floyd Lindstaedt made application in writing to

the Commissioner of Patents of the United States

of America for said pretended Letters Patent upon
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said alleged invention, but denies tliat said applica-

tion was in due form of law, or that said Frank

Floyd Lindstaedt complied in all respects with the

conditions and requirements of said law; and de-

nies that thereafter, on or about the 30th day of

July, 1935, or at any time, the said Frank Floyd

Lindstaedt, by an instrument in writing, did assign

to Grover D. Turnbow, plaintiff herein, the entire

right, title and interest in, to and under his alleged

invention, or in, to or under the alleged application

for pretended Letters Patent of the United States

aforesaid, or in, to, or under any Letters Patent of

the United States which might be issued for said

alleged invention in the United States, and denies

that thereafter, after due proceedings had and due

examination made by the Commissioner of Patents

upon the alleged application as to its patentability,

or otherwise, of said alleged hivention, on April 7,

1936, or at any time. Letters Patent of the United

States Number 2,036,638, bearing the date the day

and [53] year aforesaid, were in due form of law

granted and issued and delivered by the Commis-

sioner of Patents of the United States of America

to the said Frank Floyd Lindstaedt, as assignor of

plaintiff, Grover D. Turnbow, plaintiff herein; and

denies that thereby there was granted or secured to

said Frank Floyd Lindstaedt, or to his assignee,

Grover D. Turnbow, plaintiff herein, his successors,

legal representatives or assigns, for the full term of
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seventeen (17) years from and after April 7, 1936,

the exclusive right and liberty of making, using or

vending to others to be used the said alleged inven-

tion throughout the United States of America or

the territories thereof.

VI.

Answering Paragraph YI of the Amended Bill

of Complaint herein, defendant. Farmers' Coopera-

tive Exchange, Inc., is without knowledge or belief

with respect to the allegation of said Paragraph

VI, particularly with reference to any alleged in-

terest or right in or to said pretended Letters

Patent as allegedly held by said plaintiffs, Grover

D. Turnbow, C. E. Gray, and Lederle Laboratories,

Incorporated, a corporation, jointly or severally,

and basing its answer upon that ground, denies

each and all of said allegations with respect to

said Paragraph VI.

VII.

Answering Paragraph VII of the Amended Bill

of Complaint herein, defendant, Farmers' Coopera-

tive Exchange, Inc., denies that said pretended in-

vention or pretended discovery allegedly patented

in and by Letters Patent No. 2,036,638, is, or are,

of great, or any, utility, and denies that the public

has generally, or at all, acquiesced in the use of

said pretended improvements, or has generally ac-

knov/ledged or acquiesced in the rights of plaintiffs
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with respect to said [54] alleged inventions or in

the validity of said pretended Letters Patent.

VIII.

Answering Paragraph VIII of the Amended Bill

of Complaint herein, defendant, Farmers' Coopera-

tive Exchange, Inc., denies that the plaintiffs, or

any of them, have complied with the United States

Statutes relating to the marking of said articles

manufactured, used or sold by them, by marking

said articles, or the containers in which they are

sold, and each of them, ''Patented", together with

the Letters Patent No. 2,036,638; and defendant

denies that heretofore, and prior to the filing of

this suit, or since the issuance of said pretended

Letters Patent in suit, each of the defendants have

been notified by plaintiffs of the grant, issuance or

delivery of said pretended Letters Patent or warned

not to infringe thereon.

IX.

Answering Paragraph IX of the Amended Bill

of Complaint herein, defendant, Farmers' Coopera-

tive Exchange, Inc., denies that well knowing the

premises, or otherwise, or with intent to injure or

defraud the plaintiffs, or either or any of them,

that said defendant has, jointly or severally, since

the grant of said pretended Letters Patent No.

2,036,638, or within six (6) years prior to the filing

of the Bill of Complaint herein, or at any time, or

within this District, or elsewhere in the United
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States, infringed upon said pretended Letters Pat-

ent, or each or all of the claims thereof, and de-

nies that said defendant, Farmers' Cooperative

Exchange, Inc., threatents, or has threatened, to

continue to infringe upon said pretended Letters

Patent by making, using, or selling, or offering for

sale, articles manufactured in accordance with the

claims of said pretended Letters Patent No. 2,036,-

638, [55] but said defendant. Farmers' Cooperative

Exchange, Inc., admits the selling, and offering for

sale of a certain parasiticidal article commercially

known to the trade and described as Alexander &

Son's "Kon-Trold" Nicotine Compound, Flock

Treatment, but denies that defendant. Farmers'

Cooperative Exchange, Inc., has consj)ired with any

one to infringe upon said pretended Letters Patent,

or the claims thereof, and denies that defendant.

Farmers' Cooperative Exchange, Inc., has refused

to desist from infringing, or threatening to, or in-

tending to, infringe upon said pretended Letters

Patent, imless prohibited by this court; and de-

fendant. Farmers' Cooperative Exchange, Inc., de-

nies manufacturing, selling, or using, or causing to

be manufactured, sold, or used, any article embody-

ing or made in accordance with the claims of said

pretended Letters Patent, or any of them.

X.

Answering Paragraph X of the Amended Bill of

Complaint, defendant. Farmers' Cooperative Ex-
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change, Inc., denies that but for any act or acts of

this defendant that plaintiffs, or either or any of

them, would still be in the undisputed possession,

use or enjoyment of the pretended privileges se-

cured by the pretended Letters Patent in suit, or

in the receipt of large gains or profits, or any gains

or profits from the same, and defendant. Farmers'

Cooperative Exchange, Inc., denies that defendant

has made, or realized large, or any, profits or gains

or advantages from any infringement of said pre-

tended Letters Patent in suit, which profits or ad-

vantages rightfully belong to plaintiffs, and denies

that defendant. Farmers' Cooperative Exchange,

Inc., has made profits or damages by reason of in-

fringement of any right or rights of plaintiffs, or

any of them, under said pretended Letters Patent,

or any other pretended Letters Patent held by [56]

plaintiffs, jointly or severally, in the sum of Ten

Thousand Dollars ($10,000.00), or in any sum

whatsoever.

And further answering Paragraph X of the

Amended Bill of Complaint, defendant, Farmers'

Cooperative Exchange, Inc., denies that defendant

has utilized the pretended invention of said pre-

tended Letters Patent No. 2,036,638, or that said

defendant intends to, or has continued, or per-

sists, or intends to persist in, any infringement of

said pretended Letters Patent No. 2,036,638, in dis-

regard or defiance of the pretended rights of plain-
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tiffs, or . otherwise, or that because of any act or

acts of said defendant, others have been encouraged

to, and have, ventured to infiinge upon the said

pretended Letters Patent No. 2,036,638, in disregard

of said plaintiffs' alleged rights, all to the irrepar-

able damage, injury, or to any damage or injury, of

said plaintiffs.

Further answering the Amended Bill of Com-

plaint herein, and for separate, alternate and fur-

ther defenses, defendant. Farmers' Cooperative Ex-

change, Inc., alleges:

XI.

That Frank Floyd Lindstaedt w^as not the original

or hrst inventor of that wiiich is alleged to be pat-

ented in pretended Letters Patent No. 2,036,638, or

any material or substantial part thereof, but on

the contrary, that prior to the pretended invention

thereof, the thing or things alleged to be patented

by said pretended Letters Patent, and particularly

that which is described in the pretended claims

thereof, and all material and substantial parts

thereof, has been patented or described in each of

the following Letters Patent or the applications

therefor, and that the description contained in said

pretended Letters Patent and each or all of the

pretended claims thereof, had been published as a

printed [57] publication, the numbers of said prior

Letters Patent, the names of the patentees thereof,

and the dates of said Letters Patent being as

follows

:
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Oct. 1, 1878

Aug. 25, 1908

Dec. 14, 1909

May 30, 1911

Mar. 26, 1912

Dec. 31, 1912

Dec. 18, 1917

Apr. 15, 1919

Apr. 21, 1925

Nov. 6, 1928

Oct. 15, 1929

Oct. 15, 1929

Sept. 30, 1930

Oct. 14, 1930

July 9, 1935

July 9, 1935

Apr. 1, 1926

Name Namber

Arnold 208,505

Dieterich 896,807

Schmidt 943,163

Ellis 993,827

Horowitz 1,021,674

Lloyd 1,048,712

Lloyd _ 1,250,331

Lloyd 1,300,747

Hoyt 1,534,325

Volwiler 1,690,760

Mewborne 1,731,667

Mewborne 1,731,668

Lindstaedt 1,776,862

Lee 1,778,264

Lindstaedt 2,007,721

Lindstaedt 2,007,722

Swiss Patent 114,438

and further Letters Patent which this defendant

has not yet located, and for which this defendant

is diligently searching and prays leave to add to

this answer.

The names of said publications and the dates of

which are as follows: [58]

Printed Publications

''Cornell Veterinarian", Vol. XIII, No. 1,

pp. 223-231, July 1923.

''Cornell Veterinarian", Vol. XIV, p. 99,

April 1924, No. 2.

"Cornell Veterinarian", Vol. XV, No. 1, pp.

22-36, January 1925.

Report of the Veterinary Division, Michigan

State College, June 30, 1927, p. 63, etc.
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California Agricultural Extension Service,

Circular 8, February 1927, ''Diseases and Para-

sites of Poultry in California," J. R. Beach

and S. B. Freeborn, pp. 57-60.

World's Poultry Congress, Ottawa, Canada,

1927, pp. 336-339, ''The Use of Nicotine Sul-

phate in the Control of the Intestinal Round-

worm," Dr. Stanley B. Freeborn, University of

California Agricultural Experiment Station.

Journal of American Chemical Society,

35:837, 1913, "Precipitating Alkaloids by

Lloyd's Reagent," S. Waldblatt.

"Discovery of the Alkaloidal Affinities of

Hydrous Aluminum Silicate," by John Uri

Lloyd, Phar. M., 1916. Read before the Scien-

tific Section, A. Ph. A., San Francisco Meeting,

1916. From the Journal of the American Phar-

maceutical Association for April and May, 1916.

Bourse Building, Philadelphia.

"Concerning the Alkaloidal Reagent Hydrous

Aluminum Silicate," by John Uri Lloyd, Cin-

cinnati, Ohio, October 1, 1913.

"Economic Poisons", Special Publication No.

51, State of California Department of Agricul-

ture, California State Printing Office (1923-

1924).

"Economic Poisons," Special Publication No.

58, State of California Department of Agricul-

ture, California State Printing Office (1924-

1925).

"Economic Poisons," Special Publication No.

66, State of California Department of Agricul-
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ture, California State Printing Office (1925-

1926).
^

' Economic Poisons,
'

' Special Publication No.

75, State of California Department of Agricul-

ture, California State Printing Office (1926-

1927).

^^Economic Poisons," Special Publication No.

88, State of California Department of Agricul-

ture, California State Printing Office (1927-

1928).

"Economic Poisons," Special Publication No.

94, State of California Department of Agricul-

ture, California State Printing Office (1928-

1929). [59]

''The Enforcement of the Kansas Live Stock

Remedy Law" Agricultural Experimental Sta-

tion, Kansas State Agricultural College, Man-

hattan, Kansas, Inspection Circular No. 17,

published by Kansas State Agricultural College

at Manhattan, Kansas, on or about July 1922.

"Report of the Kansas State Board of Agri-

culture for the Quarter Ending September

1924", Vol. XLIII, No. 171, published October

20, 1924.

"Report of the Control Division of ihe Kan-

sas State Board of Agriculture for the Quarter

Ending June, 1926," Section A on Live-Stock

Remedies, Vol. XLV, Section A, No. 178, \M\h-

lished by the Kansas State Board of Agricul-

ture, August 5, 1926.

"Report of the Control Division of the Kan-
sas State Board of Agriculture for the Quarter
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Ending March, 1928," Section B on Live-Stock

Remedies, Vol. XLYII, Section B, No. 185,

published by the Kansas State Board of Agri-

culture, October 25, 1928.

Catalogue issued by the Haver-Glover Lab-

oratories, entitled "Special Veterinary Prep-

arations Biologicals Pharmaceuticals Instru-

ments and Appliances," Copyright 1928, Third

Edition.

"Science", Vol. LVII, No. 1485, published

Friday, June 15, 1923, by the Science Press.

"Report of the Veterinary Division for the

Year Ending June 30, 1927," Michigan State

College of Agriculture and Applied Science,

East Lansing, Michigan.

California Agricultural Extension Service,

Circular 8, Revised and Reprinted February,

1929, entitled "Diseases and Parasites of Poul-

try in California," J. R. Beach and S. B. Free-

born.

"Control of Sheep Stomach Worms," by G-.

H. Lamson, Jr., Jour. A. V. M. A., Ixii (1923),

n.s. 15 (4), pp. 556-227.

"Prevention and Control of Poultry Dis-

eases," by L. D. Bushnell and W. R. Hinshaw,

Agricultural Experiment Station, Kansas State

Agricultural College, Manhattan, Kansas. Cir-

cular 106, July 1924.

"Diseases of Poultry", U. S. Department of

Agriculture, Farmers' Bulletin No. 1357, issued

October, 1927, Washington, D. C.
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Journal of Economic Entomology, '

' Scientific

Notes", Vol. 11, pp. 341-342 (1918) June.

'^Poultry Diseases, Their Prevention and

Control", Agricultural Experiment Station,

Kansas State Agricultural College, Manhattan,

Kansas, Bulletin 247, (Circular 106 Revised),

June 1929.

and further printed publications which this defend-

ant has not yet located but for which this defendant

is diligently searching and prays leave to add to this

answer. [60]

XII.

Further answering the Amended Bill of Com-

plaint herein, and for a further and additional de-

fense, defendant alleges on information and belief

that prior to any supposed invention or discovery

by Frank Floyd Lindstaedt, that which is alleged to

be patented in and by the pretended Letters Patent

No. 2,036,638, and particularly that which is de-

scribed and claimed therein, and all material and

substantial parts thereof, had in the United States

been invented, used by, or known to each of the per-

sons whose names, places of invention, knowledge

of use and residences are as follows

:

(a) Each and every patentee mentioned in the

preceding paragraph, residing at the place indicated

in the respective patents and at the place stated as

the place of residence of the respective patentees.

(b) R. Gr. Mewborne,

Albuquerque, New Mexico.
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Dr. Stanley B. Freeborn,

University of California Agricultural Ex-

periment Station,

Davis, California.

J. R. Beach,

University of California Agricultural Ex-

periment Station,

Davis, California.

J. J. Bergstedt,

Petaluma, California.

H. W. Graybill,

Petaluma, California.

W. B. Herms,

University of California Agricultural Ex-

periment Station,

Davis, California.

E. R. de Ong,

University of California Agricultural Ex-

periment Station,

Davis, California.

J. E. Dougherty,

University of California Agricultural Ex-

periment Station,

Davis, California. [61]

C. D. Carpenter,

Petaluma, California.

George H. Lee Company,

Omaha, Nebraska.

Columbia Hog & Cattle Powder Co.,

Kansas City, Missouri.

Eureka Chemical Co.,

East Moline, Illinois.
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Standard Chemical Manufacturing Co.,

Omaha, Nebraska.

Frank Benesh,

Cuba, Kansas.

Pioneer Stock Dip & Remedy Co.,

Kansas City, Missouri.

Kalo Stock Remedy Co.,

Quincy, Illinois.

The Kinyon Remedy Co.,

Topeka, Kansas.

Clarence Teeter,

Huron, Kansas.

Moore's Live-stock Remedy Co.,

Kansas City, Missouri.

Moorman Manufacturing Co.,

Quincy, Illinois.

W. R. Talbot Chemical Co.,

Sandusky, Ohio.

Guarantee Veterinary Co.,

Sioux City, Iowa.

Feil Manufacturing Co.,

Cleveland, Ohio.

Sipe Conditioner Manufacturing Co.,

Kansas City, Missouri.

J. W. Smyser,

Sterling, Kansas.

Uncle Sam Stock Medicine Co.,

Quincy, Illinois.

Victor Manufacturing Co.,

Spring Hill, Kansas.

Dr. David Roberts Veterinary Co.,

Waukesha, Wisconsin.
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Farmers Manufacturers Remedy & Supply

Co.,

Kansas City, Missouri. [62]

G. E. Conkey, Co.,

Cleveland, Ohio.

National Live Stock Remedy Co.,

Chicago, Illinois.

Shores-Mueller Co.,

Cedar Rapids, Iowa.

S. G. Atkinson Laboratories,

St. Paul, Minnesota.

Midwest Grocery Co.,

Kansas City, Missouri.

Drs. Hess & Clark,

Ashland, Ohio.

Illinois Stock Medicine Co.,

Quincy, Illinois.

Larkin Poultry Service Co.,

Topeka, Kansas.

Ivan D. Stewer,

Emmit, Kansas.

The Rostetter Laboratories,

Canton, Kansas.

Williams Stock Medicine Co.,

Quincy, Illinois.

The Barber Medicine Co.,

Kansas City, Missouri.

G-. R. Bigler Co.,

Chattanooga, Teimessee.

Barada & Page, Inc.,

Kansas City, Missouri.
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E. M. Clark,

Wichita, Kansas.

Economy Hog & Cattle Powder Co.,

Shenandoah, Iowa.

Frank Manufacturing Co.,

Parsons, Kansas.

Haver Glover Laboratories,

Kansas City, Missouri.

Dr. L. D. DeGear Medicine Co.,

St. Louis, Missouri.

The W. T. Muncy Co.,

Tecumseh, Nebraska.

The Parker Laboratories,

El Dorado, Kansas. [63]

Pratt Food Co.,

Philadelphia, Pennsylvania.

Dr. A. H. Pruitt,

Wichita, Kansas.

Quisenberry-Hobbs Co.,

Kansas City, Missouri.

The Ross Hatchery,

Junction City, Kansas.

Scarless Remedy Co.,

Winterset, Iowa.

The Superior Products Supply Co., Inc.,

Canton, Kansas.

Spratt's Patent (America) Limited,

Newark, New Jersey.

D. C. Stone,

Kansas City, Missouri.

Poultry Products Co.,

Olathe, Kansas.
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Larkin Poultry Club,

Howard, Kansas.

H. R. Galbalt Chemical Co.,

Sandusky, Ohio.

and others whose names and addresses this defend-

ant has not yet learned and for which this defend-

ant is diligently searching and prays leave to add to

this answer.

XIII.

Further answering the Amended Bill of Com-

plaint, defendant. Farmers' Cooperative Exchange,

Inc., alleges that in view of the state of the art at

and before the alleged invention or inventions of the

pretended Letters Patent in suit defined in the

claims of said pretended Letters Patent, said claims

can not be so interpreted as to bring within the pur-

view thereof as infringement thereof any article or

compound used or sold by this defendant. [64]

XIV.
Further answering the Amended Bill of Com-

plaint, defendant. Farmers' Cooperative Exchange,

Inc., is informed and believes, and therefore avers,

that while the application for the said pretended

Letters Patent No. 2,036,638 was pending in the

United States Patent Office, the applicant therefor

so limited and confined the claims of said applica-

tion under the requirements of the Commissioner of

Patents that plaintiffs herein can not now seek for,

nor obtain, constructions for such claims sufficiently

broad to cover any article, produce or compound
made, used or sold by this defendant.
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XY.
Furthering answering the Amended Bill of Com-

plaint, defendant, Farmers' Cooperative Exchange,

Inc., is informed and believes, and therefore avers,

that while the application for said pretended Letters

Patent No. 2,036,638 was pending in the United

States Patent Office, the applicant therefor, and the

assignee of said pretended Letters Patent, Grover

D. Turnbow^, plaintiff, so limited, confined and rep-

resented the claims of said application for said pre-

tended Letters Patent to be limited to a tablet treat-

ment, and that said pretended Letters Patent in suit

described, set forth and claimed only a tablet treat-

ment, and that the product of said pretended Let-

ters Patent lacks entirely utility if the product

therein is attempted to be utilized as a dmely di-

vided product, and that both plaintiff, Grover D.

Turnbow, and Frank Floyd Lindstaedt, are for-

ever estopped and can not now seek to or obtain a

construction for said pretended Letters Patent, or

for the claims thereof, sufficiently broad to cover

any article, products or compound made, used or

sold by this defendant. [65]

XVI.

Further answering the Amended Bill of Com-

plaint, defendant. Farmers' Cooperative Exchange,

Inc., alleges that the alleged disclosure or disclo-

sures of the pretended Letters Patent in suit, in

view of the state of the art as it existed at the date

of the alleged invention or inventions therein dis-

closed, does not involve invention or contain any
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patentable novelty, but consists in the mere adapta-

tion of well known methods, devices, articles and

compositions of matter for use in the treatment of

round worms in poultry as extensively utilized

throughout the art and as utilized by each of the

parties as specifically set forth and enumerated in

Paragraph XII (b) of this answ^er, and that as

such, said patent discloses merely the use of ordi-

nary skill to be expected of one in this art.

XVII.

Further answering the Amended Bill of Com-

plaint, defendant. Farmers' Cooperative Exchange,

Inc., alleges that the alleged invention or inventions

claimed in the pretended Letters Patent in suit are

substantially identical with the alleged invention

claimed in prior Letters Patent granted upon the

application of the same alleged inventor, to-wit,

Frank Floyd Lindstaedt, and that the pretended

Letters Patent in suit are invalid and void because

of double patenting and because the disclosure of

said pretended Letters Patent in suit does not pat-

entable differentiate or distinguish from the dis-

closure of the prior Frank Floyd Lindstaedt pat-

ents, to-wit:

Frank Floyd Lindstaedt No. 1,776,862 Sept. 30, 1930

Frank Floyd Lindstaedt No. 2,007,721 July 9, 1935

Frank Floyd Lindstaedt No. 2,007,722 July 9, 1935

XVIII.

Further answering the Amended Bill of Com-

plaint, defendant. Farmers' Cooperative Exchange,
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Inc., alleges that {_QQ~\ said pretended Letters Pat-

ent No. 2,036,638, and each and every claim thereof,

is invalid and void because the alleged invention

claimed therein is not a new and patentable com-

bination of elements, but is a mere aggregation of

old elements producing no new result or effect.

XIX.
Further answering the Amended Bill of Com-

plaint, defendant, Farmers' Cooperative Exchange,

Inc., alleges that the description of the alleged in-

vention or inventions in the specification of the

pretended Letters Patent in suit, No. 2,036,638, is

not in such full, clear, concise and exact terms as

to enable any person skilled in the art or science

to which it pertains or with which it is most clear-

ly connected, to make, construct, compound and

use the same.

XX.
Further answering the Amended Bill of Com-

plaint, defendant. Farmers' Cooperative Exchange,

Inc., alleges that the description of the alleged in-

vention or inventions of the specification of the

pretended Letters Patent in suit. No. 2,036,638, is,

as drafted, intended to deceive, mislead and er-

roneously instruct with reference to the pretended

invention as therein allegedly disclosed and is in-

tentionally and misleadingly drawn to erroneously

disclose an attempt to set forth and classify many

articles as organic colloids which in fact are not

such and which in fact will not produce the pre-
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tended or alleged result of said pretended Letters

Patent, and as such is not such a full, clear, con-

cise and exact disclosure of the pretended inven-

tion of said pretended Letters Patent as would en-

able any person skilled in the art or science to

which it pertains to make, compound or use the

same, but that said pretended Letters Patent, for

the purpose of misleading the public, attempts to

classify articles as organic colloids which [67] have

no utility for the alleged purpose of said pretended

Letters Patent in suit.

Wherefore, defendant. Farmers' Cooperative Ex-

change, Inc., denies that the plaintiffs are entitled

to the relief prayed for in said Amended Bill of

Complaint, and prays to be hence dismissed with its

costs in this case sustained, and for such other and

further relief as to the court may seem just.

A.

Comes now Farmers' Cooperative Exchange,

Inc., defendant and cross-complainant, and for

cause of action for declaratory relief alleges:

B.

That defendant-cross-complainant. Farmers' Co-

operative Exchange, Inc., is a corporation organ-

ized and existing under and by virtue of the laws

of the State of California, a non-profit organiza-

tion, and that said defendant-cross-complainant has

its principal place of business at Santa Cruz, Cali-

fornia, within the Northern District of California,

Southern Division.
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C-

That plaintiffs-cross-defendants, Grover D. Turn-

bow, C. E. Gray, and Lederle Laboratories, Incor-

porated, are individuals and a corporation, resid-

ing, organized, and having their principal place of

business as alleged in Paragraph I of the Amended

Bill of Complaint herein.

D.

That this is a suit in equity for declaratory re-

lief arising because of plaintiffs-cross-defendants'

assertion of infringement by defendant-cross-com-

plainant, Farmers' Cooperative Exchange. Inc., of

pretended Letters Patent No. 2,091,840, granted to

plaintiff-cross-defendant, Grover D. Turnbow,

August 31, 1937, for Improvement in Vermifuge.

[68]

E.

That defendant-cross-complainant has been, and

is now, engaged in the selling of a certain para-

siticide or vermifuge commercially know^n to the

trade and described as '* Alexander & Son's ^Kon-

Trold' Nicotine Compound" for Flock Treatment,

which parasiticide or vermifuge is in the form of

small, granular particles intended to be mixed with

the feed or mash as fed to fowl for the purpose of

treatment of such fowl for round worms (asca-

ridia lineata), and has been engaged in the sale of

such parasiticide or vermifuge since prior to and

subsequent to the issue of Letters Patent No. 2,-

091,840, for Improvement in Vermifuge.
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F.

That heretofore, to-wit, plaintiffs-cross-defend-

ants, have represented to defendant-cross-complain-

ant that United States Letters Patent No. 2,091,840

were granted and issued to Grover D. Turnbow

August 31, 1937, for Improvement in Vermifuge,

and have asserted that defendant-cross-complain-

ant's sale of said "Alexander & Son's 'Kon-Trold'

Nicotine Compound" constitutes infringement of

said pretended Letters Patent No. 2,091,840, and

have asserted that as soon as the issues of this litiga-

tion tendered by the Amended Bill of Complaint

herein have been determined, that it is the inten-

tion of plaintiffs-cross-defendants, to institute suit

for infringement of said pretended Letters Patent

No. 2,091,840, against said defendant-cross-com-

plainant, and have notified counsel for defendant-

cross-complainant of their said intention.

a.

That it is alleged by plaintiffs-cross-defendants

that the same composition parasiticide or vermifuge

as sold by defendant-cross-complainant under the

name of "Alexander & Son's 'Kon-Trold' Nicotine

Compomid" infringes not only said pretended [69]

Letters Patent No. 2,091,840, but also infringes the

Frank Floyd Lindstaedt Patent No. 2,036,638 as

set forth in the Amended Bill of Complaint herein,

and that the issues as tendered concerning said in-

fringement by said single compound of both of

said Letters Patent arise out of the same transac-
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tion, to-wit, the sale by defendant-cross-complain-

ant of said compound, parasiticide or vermifuge,

that such issues of infringement and validity of

said pretended Letters Patent may be determined

in this single action.

H.

That upon information and belief, defendant-

cross-complainant alleges that it is the express in-

tention of the plaintiffs-cross-defendants by con-

tinued acts of litigation to force the discontinuance

of the sale of said ''Alexander & Son's 'Kon-Trold'

Nicotine Compound", and that said parasiticide

and vermifuge known as ''Alexander & Son's 'Kon-

Trold' Nicotine Compound" is of particular use

and benefit in the treatment of fowl for round

w^orms (ascaridia lineata) and that defendant-

cross-complainant is therefore extremely desirous

of continuing the sale and distribution of said

"Alexander & Son's 'Kon-Trold' Nicotine Com-

pound" because it has found such compound to be

most effective in the treatment of fowl and chick-

ens for elimination of round worm (ascaridia line-

ata), and believes that in selling and distributing

said "Alexander & Son's 'Kon-Trold' Nicotine

Compound" it is, as a cooperative organization

formed of member producers and growers of fowl,

particularly interested in making available to such

growers and producers of fowl the products most

effective for elimination of the roiuid worms (as-

caridia lineata) from such fowl, and that it is im-
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able to utilize any other product of which it has

knowledge for the effective control of round worms

(ascaridia lineata), and it is believed that it is, in

such capacity, carrying out its duty to its indi

vidual [70] members in making available to theni

the product most effective for overcoming this dif-

ficulty in the production and raising of chickens

and fowl and that defendant-cross-complainant has

been advised that in selling said ''Alexander &

Son's 'Kon-Trold' Nicotine Compound" that it is

not infringing upon any valid patent or ]mtents

held by plaintiffs-cross-defendants, or any of them,

including the pretended Letters Patent No. 2,091,

840, allegedly granted August 31, 1937, for Im-

provements in Vermifuge; that there actually ex-

ists betw^een plaintiffs-cross-defendants and defend

ant-cross-complainant a controversy with respect to

the rights of plaintiffs-cross-defendants under said

pretended Letters Patent No. 2,091,840, and the

rights of defendant-cross-complainant to continue

the sale of said vermifuge and parasiticide.

I.

That defendant-cross-complainant is informed

and therefore believes that plaintiffs-cross-defend-

ants, Grover D. Turnbow, C. E. Gray and Lederle

Laboratories, Incorporated, each claim or assert

rights under the pretended Letters Patent No. 2,-

091,840, granted August 31, 1937, pursuant to the

terms of a purported agreement allegedly existing

between said plaintiffs-cross-defendants as alleged
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in Paragraph VI of the Amended Bill of Complaint

herein, and that said parties are each and all es-

sential to, or proper parties for, the determination

of all of the issues of this cross-complaint.

J.

That defendant-cross-complainant asserts that

the pretended Letters Patent No. 2,091,840 allegedly

granted August 31, 1937, for Improvements in Ver-

mifuge were not granted by the Commissioner of

Patents within the authority granted him under due

form of law, or after due proceedings were had

with respect to the application filed, by or on be-

half of plaintiff-cross-defendant, Grover D. Turn-

bow, but asserts that said [71] pretended Letters

Patent were irregularly granted without proper

and due consideration of the application for said

pretended Letters Patent.

K.

Defendant-cross-complainant asserts that in mak-

ing sales of parasiticide and vermifuge since the

grant of said pretended Letters Patent No. 2,091,-

840, and known as "Alexander & Son's 'Kon-Trold'

Nicotine Compound", it has not infringed upon

the said pretended Letters Patent No, 2,091,840, or

any claim or claims thereof.

L.

That defendant-cross-complainant asserts that

Grover D. Turnbow was not the original or first

inventor of that which is alleged to be patented in
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pretended Letters Patent No. 2,091,840 in suit, or

any material or substantial part thereof, but on

the contrary, prior to the supposed invention there-

of, the thing or things alleged to be patented by

said pretended Letters Patent, and particularly that

which is described in the pretended claims there-

of, and all material and substantial parts thereof,

has been patented or described in each of the fol-

lowing Letters Patent or the applications therefor,

and that the description contained in said pre-

tended Letters Patent and each or all of the pre-

tended claims thereof, had been published as a

printed publication, the numbers of said prior Let-

ters Patent, the names of the patentees thereof,

and the dates of said Letters Patent being as fol-

lows:

Arnold 208,505 Oct. 1

Dieterich 896,807 Aug. 25

Schmidt 943,163 Dec. 14

Ellis 993,827 May 30

Horowitz 1,021,674 Mar. 26

Lloyd 1,048,712 Dec. 31

Lloyd 1,250,331 Dec. 18

Lloyd 1,300,747 Apr. 15

Hoyt 1,534,325 Apr. 21

Volwiler 1,690,760 Nov. 6

Mewborne 1,731,667 Oct. 15

Mewborne 1,731,668 Oct. 15

Lindstaedt 1,776,862 Sept. 30

Lee 1,778,264 Oct. 14

Lindstaedt 2,007,721 July 9

Lindstaedt 2,007,722 July 9

Lindstaedt 2,036,638 Apr. 7

Swiss Patent 114,438 Apr. 1

1878

1908

1909

1911

1912

[72]

1912

1917

1919

1925

1928

1929

1929

1930

1930

1935

1935

1936

1926
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and further Letters Patent which this defendant-

cross-complainant has not yet located, and for which

this defendant-cross-complainant is diligently

searching and prays leave to add to this cross-com-

plaint.

The names of said publications and the dates of

which are as follows:

Printed Publications

'' Cornell Veterinarian", Vol. XIII, No. 1,

pp. 223-231, July 1923.

"Cornell Veterinarian", Vol. XIV, p. 99,

April 1924, No. 2.

"Cornell Veterinarian", Vol. XV, No. 1, pp.

22-36, January 1925.

Report of the Veterinary Division, Michigan

State College, June 30, 1937, p. 63, etc.

California Agricultural Extension Service,

Circular 8, February 1927, "Diseases and Para-

sites of Poultry in California," J. R. Beach

and S. B. Freeborn, pp. 57-60. [73]

World's Poultry Congress, Ottawa, Canada,

1927, pp. 336-339, "The Use of Nicotine Sul-

phate in the Control of the Intestinal Round-

worm," Dr. Stanley B. Freeborn, University of

California Agricultural Experiment Station.

Journal of American Chemical Society,

35:837, 1913, "Precipitating Alkaloids by

Lloyd's Reagent," S. Waldblatt.

"Discovery of the Alkaloidal Affinities of

Hydrous Aluminum Silicate," by John Uri

Lloyd, Phar. M., 1916. Read before the Scien-



vs. Grover D. Turnhow, et al. 47

tific Section, A. Ph. A., San Francisco Meet-

ing, 1916. From the Journal of the American

Pharmaceutical Association for April and May,

1916. Bourse Building, Philadelphia.
*

' Concerning the Alkaloidal Reagent Hydrous

Aluminum Silicate," by John Uri Lloyd, Cin-

cinnati, Ohio, October 1, 1913.

^'Economic Poisons", Special Publication

No. 51, State of California Department of Ag-

riculture, California State Printing Office

(1923-1924).

''Economic Poisons," Special Publication

No. 58, State of California Department of Ag-

riculture, California State Printing Office

(1924-1925).

"Economic Poisons," Special Publication

No. 66, State of California Department of Ag-

riculture, California State Printing Office

(1925-1926).

"Economic Poisons," Special Publication

No. 75, State of California Department of Ag-

riculture, California State Printing Office

(1926-1927).

"Economic Poisons," Special Publication

No. 88, State of California Department of Ag-

riculture, California State Printing Office

(1927-1928).

"Economic Poisons," Special Publication

No. 94, State of California Department of Ag-

riculture, California State Printing Office

(1928-1929).
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''The Enforcement of the Kansas Live Stock

Remedy Law" Agricultural Experiment Sta-

tion, Kansas State Agricultural College, Man-

hattan, Kansas, Inspection Circular No. 17,

published by Kansas State Agricultural Col-

lege at Manhattan, Kansas, on or about July

1922.

Report of the Kansas State Board of Agri-

culture for the Quarter Ending September

1924, Vol. XLIII, No. 171, published October

20, 1924.

Report of the Control Division of the Kan-

sas State Board of Agriculture for the Quar-

ter Ending June, 1926, Section A on Live-Stock

Remedies, Vol. XLV, Section A, No. 178, pub-

lished by the Kansas State Board of Agricul-

ture, August 5, 1926.

Report of the Control Division of the Kan-

sas State Board of Agriculture for the Quar-

ter Ending March, 1928 Section B on Live-

stock Remedies, Vol. XLVII, Section B, No.

185, published by the Kansas State Board of

Agriculture, October 25, 1928, [74]

Catalogue issued by the Haver-Glover Labo-

ratories, entitled "Special Veterinary Prepara-

tions Biologicals Pharmaceuticals Instruments

and Appliances," Copyright 1928, Third Edi-

tion.

"Science", Vol. LVII, No. 1485, published

Friday, June 15, 1923, by the Science Press.
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Report of the Veterinary Division for the

Year Ending June 30, 1927, Michigan State

College of Agriculture and Applied Science,

East Lansing, Michigan.

California Agricultural Extension Service,

Circular 8, Revised and Reprinted February,

1929, entitled ''Diseases and Parasites of Poul-

try in California," J. R. Beach and S. B. Free-

born.

''Control of Sheep Stomach Worms," by G.

H. Lamson, Jr., Jour. A.V.M.A., Ixii (1923),

n.s. 15 (4), pp. 556-227.

"Prevention and Control of Poultry Dis-

eases," by L. D. Bushnell and W. R. Hinshaw,

Agricultural Experiment Station, Kansas State

Agricultural College, Manhattan^ Kansas. Cir-

cular 106, July 1924.

"Diseases of Poultry", U, S. Department

of Agriculture, Farmers' Bulletin No. 1337,

issued October, 1927, Washington, D. C.

Journal of Economic Entomology, "Scientific

Notes", Vol. 11, pp. 341-342 (1918) June.

"Poultry Diseases, Their Prevention and

Control", Agricultural Experiment Station,

Kansas State Agricultural College, Manhattan,

Kansas, Bulletin 247, (Circular 106 Revised),

June 1929.

and further printed publications which this defend-

ant has not yet located but for which this defendant

is diligently searching and prays leave to add to

this cross-complaint.



50 Farmers' Coop. Exchange, Inc.

M.

Further defendant-cross-complainant alleges up-

on information and belief that prior to any sup-

posed invention or discovery by Grrover D. Turn-

bow, that which is alleged to be patented in and by

the pretended Letters Patent No. 2,091,840, and

particularly that which is described and claimed

therein, and all material and substantial parts

thereof, had in the United States been invented,

used by, or known to each of the persons whose

names, places of invention, knowledge of use and

[75] residences are as follows:

(a) Each and every patentee mentioned in the

preceding paragraph, residing at the place indi-

cated in the respective patents and at the place

stated as the place of residence of the respective

patentees.

(b) R. G. Mewborne,

Albuquerque, New Mexico.

Dr. Stanley B. Freeborn,

University of California Agricultural Ex-

periment Station,

Davis, California.

J. R. Beach,

University of California Agricultural Ex-

periment Station,

Davis, California.

J. J. Bergstedt,

Petaluma, California.

H. W. Graybill,

Petaluma, California.
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W. B. Herms,

University of California Agricultural Ex-

periment Station,

Davis, California.

E. R. de Ong,

University of California Agricultural Ex-

periment Station,

Davis, California.

J. E. Dougherty,

University of California Agricultural Ex-

periment Station,

Davis, California.

C. D. Carpenter,

Petaluma, California.

George H. Lee Company,

Omaha, Nebraska.

Columbian Hog & Cattle Powder Co.,

Kansas City, Missouri.

Eureka Chemical Co.,

East Moline, Illinois.

Standard Chemical Manufacturing Co.,

Omaha, Nebraska.

Frank Benesh,

Cuba, Kansas. [76]

Pioneer Stock Dip & Remedy Co.,

Kansas City, Missouri.

Kalo Stock Remedy Co.,

Quincy, Illinois.

The Kinyon Remedy Co.,

Topeka, Kansas.
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Clarence Teeter,

Huron, Kansas.

Moore's Live-Stock Remedy Co.,

Kansas City, Missouri.

Moorman Manufacturing Co.,

Quincy, Illinois.

W. R. Talbot Chemical Co.,

Sandusky, Ohio.

Guarantee Veterinary Co.,

Sioux City, Iowa.

Feil Manufacturing Co.,

Cleveland, Ohio.

Sipe Conditioner Manufacturing Co.,

Kansas City, Missouri.

J. W. Smyser,

Sterling, Kansas.

Uncle Sam Stock Medicine Co.,

Quincy, Illinois.

Victor Manufacturing Co.,

Spring Hill, Kansas.

Dr. David Roberts Veterinary Co.,

Waukesha, Wisconsin.

Farmers Manufacturers Remedy & Supply

Co.,

Kansas City, Missouri.

G. E. Conkey Co.,

Cleveland, Ohio.

National Live Stock Remedy Co.,

Chicago, Illinois.

Shores-Mueller Co.,

Cedar Rapids, Iowa.
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S. G. Atkinson Laboratories;

St. Paul, Minnesota.

Midwest Grocery Co.,

Kansas City, Missouri.

Drs. Hess & Clark,

Ashland, Ohio. [77]

Illinois Stock Medicine Co.,

Quincy, Illinois.

Larkin Poultry Service Co.,

Topeka, Kansas.

Ivan D. Stewer,

Emmit, Kansas.

The Rostetter Laboratories,

Canton, Kansas.

Williams Stock Medicine Co.,

Quincy, Illinois.

The Barber Medicine Co.,

Kansas City, Missouri.

G. R. Bigler Co.,

Chattanooga, Tennessee.

Barada & Page, Inc.,

Kansas City, Missouri.

E. M. Clark,

Wichita, Kansas.

Economy Hog & Cattle Powder Co.>

Shenandoah, Iowa.

Frank Manufacturing Co.,

Parsons, Kansas.

Haver Glover Laboratories, '

Kansas City, Missouri.
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Dr. L. D. De Gear Medicine Co.,

St. Louis, Missouri.

The W. T. Muncy Co.,

Tecumseh, Nebraska.

The Parker Laboratories.

El Dorado, Kansas.

Pratt Food Co.,

Philadelphia, Pennsylvania.

Dr. A. H. Pruitt,

Wichita, Kansas.

Quisenberry-Hobbs Co.,

Kansas City, Missouri.

The Ross Matchery,

Junction City, Kansas.

Scarless Remedy Co.,

Winterset, Iowa,

The Superior Products Supply Co.. Inc.,

Canton, Kansas. [78]

Spratt's Patent (America) Limited,

Newark, New Jersey.

D. C. Stone,

Kansas City, Missouri.

Poultry Products Co.,

Olathe, Kansas.

Larkin Poultry Club,

Howard, Kansas.

H. R. Galbalt Chemical Co.,

Sandusky, Ohio.

and others whose names and addresses this defend-

ant-cross-complainant has not yet learned and for
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which this defendant-cross-complainant is diligent-

ly searching and prays leave to add to this cross-

complaint.

N.

Further defendant-cross-complainant alleges that

in view of the state of the art at and before the

alleged invention or inventions of the pretended

Letters Patent No. 2,091,840 or attempted to be

defined in the claims, or any claim of said pretend-

ed Letters Patent, said claims, or any of them, can

not now be so interpreted as to bring within their

purview as an infringement thereof, any parasiti-

cide or vermifuge as sold by defendant-cross-com-

plainant.

O.

Defendant-cross-complainant alleges that while

the alleged application for the pretended Letters

Patent No. 2,091,840 was pending in the United

States Patent Office, the applicant therefor so lim-

ited and confined the claims of said alleged appli-

cation under the requirements of the Commissioner

of Patents that plaintiffs-cross-defendants cannot

now seek for, nor obtain, a construction for any

claim of said pretended Letters Patent sufficiently

broad to cover any parasiticide or vermifuge sold

by defendant-cross-complainant. [79]

P.

Defendant-cross-complainant further alleges that

the alleged invention or inventions of pretended

Letters Patent No. 2,091,840, in view of the state
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of the art as it existed at the date of the alleged

invention or inventions do not involve invention

or contain any patentable novelty, but consist in

the mere adaptation of well known methods, devices

and compositions of matter for the required uses

involving merely the skill expected of one in the

art to which said pretended Letters Patent per-

tains.

Defendant-cross-complainant further alleges that

the invention or inventions claimed in the pretend-

ed Letters Patent No. 2,091,840 is substantially

identical wdth an alleged invention claimed in the

prior patent issued to plaintiff-cross-defendant,

Grover D. Turnbow, No. 2,036,638, and the title

and rights which are allegedly jointly held by plain-

tiffs-cross-defendants in common with the title and

rights under the pretended Letters Patent No. 2,-

091,840.

E.

Defendant-cross-complainant further alleges that

the said pretended Letters Patent No. 2,091,840,

and each and every claim thereof, is invalid and

void because the alleged invention claimed therein

is not a new and patentable combination of ele-

ments, but is a mere aggregation and mixture of

well known chemical reagents acting to produce

no new result or effect.

S.

Defendant-cross-complainant further alleges that

the pretended Letters Patent No. 2,091,840 is in-
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valid and void because the claims thereof do not

distinctly and definitely set forth and define the

claim of the alleged invention or description [80]

of said pretended Letters Patent, but said claims

are of a scope broader than the disclosure of said

pretended Letters Patent and seek to claim broadly

as a class certain ingredients when only one such

ingredient is set forth in the description and dis-

closure of said pretended Letters Patent.

T.

Defendant-cross-complainant further alleges that

the description of the alleged invention or inven-

tions of the specification of the pretended Letters

Patent in suit No. 2,091,840 is not in such full, clear,

concise and exact terms as to enable any person

skilled in the art or science to which it pertains, or

with which it is most clearly connected, to make,

compound, or use the same.

U.

Defendant-cross-complainant further alleges that

it has acted promptly to present this, its cross-com-

plaint for declaratory relief as soon as it was ap-

prized of the claim made by plaintiffs-cross-defend-

ants of alleged infringement of said pretended Let-

ters Patent No. 2,091,840, and as soon as defendant-

cross-complainant had an opportunity to study,

consider and analyze the said pretended Letters

Patent No. 2,091,840.
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Wherefore, defendant-cross-complainant prays

:

1. That a decree be issued out of this court de-

creeing said Letters Patent No. 2,091.840 and the

respective claims thereof be invalid and void.

2. That a decree issue out of this court decree-

ing that defendant-cross-complainant has not in-

fringed any claim of said pretended Letters Patent

No. 2,091,840.

3. That defendant-cross-complainant be award-

ed its costs herein. [81]

4. That defendant-cross-complainant have such

other, further or different relief as in equity and

good conscience the court shall deem meet and as

the circumstances may require.

Dated: January 20, 1938.

LYON & LYON,
LEWIS E. LYON,

Counsel for Defendant-

Cross-Complainant.

[Endorsed] : Filed Jan. 31, 1938. [82]

[Title of District Court and Cause—In Equity

No. 4090-R.]

ANSWER TO COUNTERCLAIM

Come now plaintiffs Grover D. Turnbow, C. E.

Gray and Lederle Laboratories, Inc., a corporation,

plaintiffs and cross-defendants in the above en-

titled cause, and with regard to the Cross-Complaint
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for Declaratory Relief filed herein under order of

court made January 31, 1938, answer, deny and

allege as follows: [83]

I.

Plaintiffs-cross-defendants admit the allegations

of Section B of the Cross-complaint herein.

II.

The allegations of Section C of the Cross-com-

plaint herein are admitted.

III.

Plaintiffs-cross-defendants deny each and every,

all and several, the allegations of Section D of the

Cross-Complaint herein.

IV.

Answering Section E of the Cross-complaint

herein, plaintiffs-cross-defendants admit that de-

fendant-cross-complainant has been and is now

engaged in the selling of a certain parasiticide or

vermifuge commercially known to the trade and

described as "Alexander & Son's 'Kon-Trold' Nico-

tine Compound for Flock Treatment", which para-

siticides or vermifuge is in the form of small gran-

ules intended to be mixed with the feed or mash

as fed to fowl, for the purpose of treatment of

such fowl for roundworms, and plaintiffs-cross-

defendants admit that defendant-cross-complain-

ant has been engaged in the sale of such parasiti-

cide or vermifuge since prior to, and subsequent
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to, the issuance of United States Letters Patent

No. 2,091,840 for ''Improvement in Vermifuge";

plaintiffs-cross-defendants asserting, however, that

in the admissions above contained, plaintiffs-cross-

defendants are not admitting nor conceding that

Alexander & Son's Kon-Trold Nicotine Compound
for Flock Treatment is the only parasiticide or

vermifuge sold by defendant-cross-complainant.

V.

Answering Section F of the Cross-complaint

herein, plaintiffs-cross-defendants admit that U. S.

Letters Patent No. [84] 2,091,840, was granted and

issued to Grover D. Turnbow on August 31, 1937,

for ''Improvement in Vermifuge"; but plaintiffs-

cross-defendants deny that said fact has been rep-

resented to defendant-cross-complainant; and

plaintiffs-cross-defendants deny that plaintiffs-

cross-defendants have asserted that defendant-

cross-complainant's sale of said Alexander's Kon-

Trold Nicotine Compound constitutes infringement

of said Letters Patent No. 2,091,840 ; and plaintiffs-

cross-defendants deny that plaintiffs-cross-defend-

ants have asserted that as soon as the issues of this

litigation tendered by the Amended Bill of Com-

plaint herein have been determined, it is the inten-

tion of plaintiffs-cross-defendants to institute suit

for infringement of said Letters Patent No. 2,091,-

840 against said defendant-cross-complainant; and

plaintiffs-cross-defendants deny that plaintiffs-

cross-defendants have notified counsel for defend-
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ant-cross-complainant of any said intention. How-

ever, plaintiffs-cross-defendants allege, and to tha

extent admit, that defendant-cross-complainant, in

the manufacture, sale or use, as the case may be

of Alexander & Son's Kon-Trold Nicotine Com
pound for Flock Treatment, is infringing- upon U.

S. Letters Patent No. 2,091,840 issued to Grover D.

Turnbow August 31, 1937, for "Improvement in

Vermifuge '

'.

VI.

Answering Section G of the Cross-complaint

herein, plaintiifs-cross-defendants deny that at any

time heretofore they have alleged to defendant-

cross-complainant that the same composition parasi-

ticide or vermifuge as sold by the defendant-cross-

complainant under the name "Alexander & Son's

Kon-Trold Nicotine Compound" infringes not only

U. S. Letters Patent No. 2,091,840, but also United

States Letters Patent No. 2,036,638, the subject of

the Amended Bill of Complaint herein, and that the

issues as [85] tendered concerning said infringe-

ment by said single compound, of both of said

United States Letters Patent, therefore arise

out of the same transaction, to wit, the manufacture,

use and/or sale by defendant-cross-complainant of

said compound parasiticide or vermifuge.

VII.

Answering Section H of the Cross-complaint

herein, plaintiffs-cross-defendants deny each and
every, all and singular the allegations of said sec-
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tion, and put defendant-cross-complainant upon

strict proof thereof, save and excepting that plaintiffs-

cross-defendants admit that defendants-cross-com-

plainants have committed acts of infringement in

the manufacture, sale or use of Alexander & Son's

Kon-Trold Nicotine Compound, a product for use in

the treatment of fowl for roundworms, and to that

extent plaintiffs-cross-defendants admit that a con-

troversy with respect to the rights of plaintiffs-

cross-defendants under United States Letters Pat-

ent No. 2,091,840 has by the Cross-complaint filed

herein been created.

VIII.

Answering Section I of the Cross-complaint

herein, plaintiffs-cross-defendants admit that Grover

D. Turnbow, C. E. Gray and Lederle Laboratories,

Inc., each possess rights of varying sorts, kind and

character, under U. S. Letters Patent No. 2,091,840,

and LT. S. Letters Patent No. 2,036,638, and that an

agreement creating the rights and interests of said

plaintiffs-cross-defendants, one with the other, ex-

ists, a true copy of which said agreement is filed

under seal with the pleadings of this cause in answer

to Interrogatory 21 propounded by the defendant-

cross-complainant herein on or about December 16,

1937. [86]

IX.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section J of the

Cross-complaint herein, and put defendant-cross-

complainant upon strict proof thereof.
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X.

Answering Section K of the Cross-complain1

herein, plaintiffs-cross-defendants deny the allega-

tions in said paragraph contained; and directly to

the contrary thereof plaintiffs-cross-defendants al-

lege that in making sales of parasiticide and vermi-

fuge known as '^ Alexander & Son's Kon-Trold Nico-

tine Compound" and perhaps other parasiticides

and vermifuges, defendant-cross-complainant has

since the grant thereof and of each thereof, in-

fringed upon United States Letters Patent No.

2,091,840 and No. 2,036,638, and each and all of the

claims thereof and of each thereof.

XI.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section L of the

Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof.

XII.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section M of the

Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof.

XIII.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section N of the

Cross-Complaint herein, and place defendant-cross-

complainant upon strict proof thereof. [87]
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XIV.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section O of the

Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof.

XY.
Plaintiffs-cross-defendants deny each and every,

nil and singular, the allegations of Section P of the

Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof.

XYI.
Plaintiffs-cross-defendants deny each and every,

all and smgular, the allegations of Section Q of the

Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof.

XVII.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section R of the

Cross-complaint herein, and place defendant-

cross-complainant upon strict proof thereof.

XVIII.

Plaintiffs-cross-defendants deny each and every,

all and singular, the allegations of Section S of the

Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof.

XIX.
Plaintiff's-cross-defendants deny each and every,

all and singular, the allegations of Section T of the
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Cross-complaint herein, and place defendant-cross-

complainant upon strict proof thereof. [88]

XX.
Answering Section U of the Cross-complaint

herein, plaintiffs-cross-defendants deny that defend-

ant-cross-complainant has acted promptly to pre-

sent its cross-complaint allegedly for declaratory

relief, and plaintiffs-cross-defendants deny that de-

fendant-cross-complainant has presented its cross-

complaint allegedly for declaratory relief herein, as

soon as it was apprised of any claim made by plain-

tiffs-cross-defendants of infringement of U. S.

Letters Patent No, 2,091,840, and as soon as de-

fendant-cross-complainant had an opportunity to

study, consider and analyze said Letters Patent

No. 2,091,840.

Wherefore, Plaintiffs-cross-defendants pray

:

(1) That a decree be issued out of this court,

finding United States Letters Patent No. 2,091,840

and the respective claims thereof to be valid and in

full force and effect

;

(2) That a decree issue out of this court, finding

that United States Letters Patent No. 2,091,840 has

been infringed by defendant-cross-complainant;

(3) That a writ of injunction issue out of this

court, enjoining and restraining defendant-cross-

complainant, its officers, clerks, attorneys, servants,

agents and workmen, not only perpetually but pro-

visionally during the pendency of this suit, from

directly or indirectly making or causing to be made.
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selling or causing to be sold, or using or causing to

be used, inventions embodying or containing or

made under the claims of said Letters Patent No.

2,091,840.

(4) That defendant-cross-complainant be decreed

to account for and pay over unto plaintiffs all profits,

gains and advantages realized or received by them,

from said infringing acts, and that plaintiffs-cross-

defendants have judgment against defendants- [89]

cross-complainants for the damages suffered by

plaintiffs-cross-defendants in the premises; and

that the actual damages be trebled, in view of the

willful infringement by defendants-cross-com-

plainants.

(5) That plaintiffs-cross-defendants be awarded

the costs of this action.

(6) That plaintiffs-cross-defendants have such

other, further, or different relief as in equity and

good conscience this Honorable Court shall deem

meet and proper in the premises.

Dated February 14, 1938.

TOWNSEND & HACKLEY
CHAS. E. TOWNSEND
ROY C. HACKLEY, JR.

Attorneys for Plaintiffs-Cross

-

Defendants.

[Endorsed] : Filed Feb. 14, 1938. [90]
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[Title of District Court and Cause—In Equity

No. 4090-R.]

MOTION FOR BILL OF PARTICULARS,

LXVL
State precisely the page or pages referred to in

each and every printed publication, excepting in

such printed publications as where the reference

thereto includes such page number, wherein said

printed publication is claimed by cross-coni] >lainant

to contain material or information which cross-

complainant will rely upon at the time of trial of

this cause; and, [91] except in instances when any

printed publication was the subject of but one edi-

tion, give the exact edition referred to, in answer

hereto or in Section L, as the case may be.

LXVII.

State precisely, fully and separately with regard

to each and every printed publication listed in Sec-

tion L of the cross-complaint herein how, at the

time of trial of this cause, cross-complainant will

contend there is found anticipation of claim 1 of

United States Letters Patent No. 2,091,840.

LXXVII.
With reference to the following alleged prior

users described in Section M of the cross-complaint

herein, state precisely the officer or officers of

the companies listed who have exact knowledge of

the alleged prior use or uses relied upon to support

the allegations of said Section M:
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George H. Lee Company

Columbian Hog & Cattle Powder Co.

Eureka Chemical Co.

Standard Chemical Manufacturing Co.

Pioneer Stock Dip & Remedy Co.

Kalo Stock Remedy Co.

The Kinyon Remedy Co.

Moore's Live-Stock Remedy Co.

Moorman Manufacturing Co.

W. R. Talbot Chemical Co.

Guarantee Veterinary Co.

Peil Manufacturing Co.

Sipe Conditioner Manufacturing Co.

Uncle Sam Stock Medicine Co.

Victor Manufacturing Co. [92]

Dr. David Roberts Veterinary Co.

Farmers Manufacturers Remedy & Supply (^o.

G. E. Conkey Co.

National Live Stock Remedy Co.

Shores-Mueller Co.

S. G. Atkinson Laboratories

Midwest Grocery Co.

Illinois Stock Medicine Co.

Larkin Poultry Service Co.

The Rostetter Laboratories

Williams Stock Medicine Co.

The Barber Medicine Co.

G. R. Bigler Co.

Barada & Page, Inc.

Economy Hog & Cattle Powder Co.

Frank Manufacturing Co.
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Haver Glover Laboratories

Dr. L. D. DeGear Medicine Co.

The W. T. Muncy Co.

The Parker Laboratories

Pratt Food Co.

Quisenberry-Hobbs Co.

The Ross Hatchery

Scarless Remedy Co.

The Superior Products Supply Co., Inc.

Spratt's Patent (America) Limited

Poultry Products Co.

Larkin Poultry Club

H. R. Galbalt Chemical Co.

TOWNSEND & HACKLEY
CHAS. E. TOWNSEND
ROY C. HACKLEY, JR.

Attorneys for Plaintiffs,

Cross Defendants.

Dated

:

February 16, 1938.

[Endorsed] : Filed Feb. 16, 1938. [93]

[Title of District Court and Cause—In Equity No.

4090-R.]

PLAINTIFFS-CROSS-DEFENDANTS ' INTER-
ROGATORIES RE COUNTERCLAIM OF
DEFENDANT CROSS COMPLAINANT.

Interrogatory 3: State precisely the formula,

both quantitatively and qualitatively, of Alexan-
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der's Nicotine Compoimd, as sold by defendant

cross complainant, as of the date of the filing of

the Cross-Complaint herein. [94]

Interrogatory 4 : State whether or not the prod-

uct Alexander's Nicotine Compound has at any time

from the commencement of the sale thereof to the

date of filing the Cross-Complaint herein, varied

in formula, either quantitatively or qualitatively.

Interrogatory 5: If the answer to Interrogatory

4 above was in the affirmative, state precisely each

and every formula, both qualitative and quantita-

tive, of Alexander's Nicotine Compound sold by

defendant cross complainant from the date of first

sale of any thereof to the date of filing the Cross-

Complaint herein.

Interrogatory 6: State precisely the process of

manufacture of Alexander's Nicotine Compound as

sold by defendant cross complainant as of the date

of filing the said Cross-Complaint

Interrogatory 7: State whether or not the pro-

cess of manufacture of Alexander's Nicotine Com-

pound has varied at any time from the process

described in answer to Interrogatory 6 above.

Interrogatory 8: File with the Clerk of this

Court, and furnish to plaintiffs cross defendants,

a true sample, in form and carton as actually sold

by defendant cross complainant, of the Alexander's

Nicotme Compound sold by defendant cross com-

plainant as of the date of filing the Cross-Com-

plaint herein.
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Interrogatory 9: File with the Clerk of this

Court, and furnish to plaintiffs cross defendants,

a statement of each and every variation, qualita-

tive or quantitative, of the formula of Alexander's

Nicotine Compound as sold by defendant cross com-

plainant to the trade, from the date of first sale

thereof to the date of filing the Cross-Complaint

herein.

Interrogatory 10: State precisely the method of

use by defendant cross complainant in feeding Alex-

ander's Nicotine Compound to fowl.

Interrogatory 11: State precisely the quantity

of Alexander's Nicotine Compound recommended

by defendant cross [95] complainant as adequate

to be taken by a single fowl for treatment of such

fowl for roundworms.

Interrogatory 12: State precisely the maximum
amount of Alexander's Nicotine Compound that

may be consumed by a single fowl in a single day

without becoming lethal to the fowl.

Interrogatory 13: State precisely the maximum
amount of Alexander's Nicotine Compound that

may be taken by a fowl in a single day without

creating excess toxicity in the fowl.

Interrogatory 26: State whether or not Alexan-

der's Nicotine Compound the subject of the cross-

complaint herein has at any time been manufac-

tured by defendant cross-complainant.

Interrogatory 27: If the answer to Interroga-

tory 26 was in the affirmative, state when defendant
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cross complainant first manufactured Alexander's

Nicotine Compound.

Interrogatory 28: If the answer to Interroga-

tory 26 was in the negative, state by whom Alex-

ander's Nicotine Compound is manufactured.

Interrogatory 29: If the answer to Interroga-

tory 26 was in the negative, state from whom de-

fendant cross complainant has, prior to the filing

of the Cross-Complaint herein, purchased Alexan-

der's Nicotine Compound.

Interrogatory 30: If the answer to Interroga-

tory 26 was in the negative, state whether the con-

cern mentioned in the answer to Interrogatory 29

is ''Alexander & Son, Van Nuys, California".

Interrogatory 38 : State precisely and fully how,

at the trial of this cause, defendant cross-complain-

ant will contend that Alexander's Nicotine Com-

l^ound, as manufactured, used or sold by it, avoids

infringement of Claim 1 of United States Letters

Patent Number 2,091,840.

Interrogatory 39 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that [96] Alexander's Nicotine

Compound, as manufactured, used or sold by it,

avoids infringement of Claim 2 of said United

States Letters Patent Number 2,091,840.

Interrogatory 40 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound, as manufactured, used or sold by it, avoids



vs. Grover D. Turnhow, et al. 73

infringement of Claim 3 of said Patent Number

2,091,840.

Interrogatory 41 : State precisely and fully how,

at the trial of this cause, defendant cross com-

plainant will contend that Alexander's Nicotine

Compound, as manufactured, used or sold by it,

avoids infringement of Claim 4 of said Patent

Number 2,091,840.

Interrogatory 42 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound is manufactured, used or sold by it avoids

infringement of Claim 3 of said Patent Number

2,091,840.

Interrogatory 43 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it avoids

infringement of Claim 6 of Patent Number 2,-

091,840.

Interrogatory 44: State precisely and fully how,

at the ti'ial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

poimd as manufactured, used or sold by it, avoids

infringement of Claim 7 of said Patent Number

2,091,840.

Interrogatory 45 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

poimd as manufactured, used or sold by it avoids



74 Farmers^ Coop. Exchange, hic.

infringement of Claim 8 of said Patent Number
2,091,840.

Interrogatory 46 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it avoids

infringement of Claim 9 of said Patent Number

2,091,840. [97]

Interrogatory 47 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 1 of United States Letters

Patent Number 2,036,638.

Interrogatory 48 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it avoids

infringement of Claim 2 of United States Letters

Patent No. 2,036,638.

Interrogatory 49: State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 3 of said United States Let-

ters Patent Number 2,036,638.

Interrogatory 50 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it avoids
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infringement of Claim 4 of said United States Let-

ters Patent Nmnber 2,036,638.

Interrogatory 51 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 5 of said United States Let-

ters Patent Number 2,036,638.

Interrogatory 52 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 6 of said Patent Number

2,036,638.

Interrogatory 53 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend [98] that Alexander's Nicotine

Compound as manufactured, used or sold by it,

avoids infringement of Claim 7 of said Patent Num-

ber 2,036,638.

Interrogatory 54: State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it avoids

infringement of Claim 8 of said Patent Number

2,036,638.

Interrogatory 55 : State precisely and fully how^,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

jjound as manufactured, used or sold by it avoids
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infringement of Claim 9 of said Patent Number

2,036,638.

Interrogatory 56 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 10 of said Patent Number

2,036,638.

Interrogatory 57 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 11 of said Patent Number

2,036,638.

Interrogatory 58 : State precisely and fully how,

at the trial of this cause, defendant cross complain-

ant will contend that Alexander's Nicotine Com-

pound as manufactured, used or sold by it, avoids

infringement of Claim 12 of said Patent Number

2,036,638.

Interrogatory 59 : State precisely, full}^ and sepa-

rately with regard to each and every Letters Pat-

ent listed in Section L of the Cross-Complaint here-

in, how, at the time of trial of this cause, defendant

cross complainant will contend there is found an-

ticipation of Claim 1 of United States Letters Pat-

ent Number 2,091,840.

Interrogatory 60 : State precisely, fully and sepa-

rately with regard to each and every Letters Patent

listed in Section L of the Cross-Complaint herein,

how, at the time of trial of this [99] cause, de-



vs. Grover D. Turribow, et al. 11

fendant cross complainant will contend there is

found anticipation of Claim 2 of United States Let-

ters Patent Nmnber 2,091,840.

Interrogatory 61 : State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how, at

the time of trial of this cause, defendant cross com-

plainant will contend there is found anticipation of

Claim 3 of said United States Letters Patent Num-

ber 2,091,840.

Interrogatory 62 : State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how, at

the time of trial of this cause, defendant cross com-

plainant will contend there is found anticipation of

Claim 4 of said United States Letters Patent Num-
ber 2,091,840.

Interrogatory 63 : State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how, at

the time of trial of this cause, defendant cross com-

plainant will contend there is found anticipation of

Claim 5 of said United States Letters Patent Num-
ber 2,091,840.

Interrogatory 64: State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how,

at the time of trial of this cause, defendant cross

complainant will contend there is found anticipation

bf Claim 6 of said United States Letters Patent

Number 2,091,840.
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Interrogatory 65 : State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how, at

the time of trial of this cause, defendant cross com-

plainant will contend there is found anticipation of

Claim 7 of said United States Letters Patent Num-
ber 2,091,840. [100]

Interrogatory QQ: State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how,

at the time of trial of this cause, defendant cross

complainant will contend there is found anticipa-

tion of Claim 8 of said United States Letters Pat-

ent Number 2,091,840.

Interrogatory 67 : State precisely, fully and sepa-

rately with regard to each and every patent listed

in Section L of the Cross-Complaint herein, how, at

the time of trial of this cause, defendant cross com-

plainant will contend there is found anticipation of

Claim 9 of said United States Letters Patent Nmu-
ber 2,091,840.

Interrogatory 68: State precisely, fully and sepa-

rately with regard to each and every printed pub-

lication listed in Section L of the Cross-Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is fomid

anticipation of Claim 1 of United States Letters

Patent Niunber 2,091,840.

Interrogatory 69 : State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross-Complaint
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herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is

fomid anticipation of Claim 2 of United States Let-

ters Patent Nmnber 2,091,840.

Interrogatory 70: State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross-Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is

found anticipation of Claim 3 of said United States

Letters Patent Number 2,091,840.

Interrogatory 71 : State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section [101] L of the Cross-Com-

plaint herein, how, at the time of trial of this cause,

defendant cross complainant will contend there is

foimd anticipation of Claim 4 of said United States

Letters Patent Number 2,091,840.

Interrogatory 72 : State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross-Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is

found anticipation of Claim 5 of said Patent Num-
ber 2,091,840.

Interrogatory 73: State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross-Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is
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found anticipation of Claim 6 of said Patent Num-

ber 2,091,840.

Interrogatory 74: State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross-Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is

found anticipation of Claim 7 of said Patent Niun-

ber 2,091,840.

Interrogatory 75 : State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is

found anticipation of Claim 8 of said Patent Num-
ber 2,091,840.

Interrogatory 76: State precisely, fully and sepa-

rately with regard to each and every printed publi-

cation listed in Section L of the Cross-Complaint

herein, how, at the time of trial of this cause, de-

fendant cross complainant will contend there is

found anticipation of Claim 9 of said Patent Num-
ber 2,091,840.

Interrogatory 77: State with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

person, firm or corporation, which defendant cross-

complainant will, at the time of trial of this cause,

contend anticipate Claim 1 of United States Letters
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Patent [102] Number 2,091,840; and in that re-

spect, state the following:

(a) The place of the alleged prior use

;

(b) The time or times of the alleged prior use.

(c) The extent of the alleged prior use.

(d) The precise formula, quantitative and

qualitative, of the product allegedly constituting

prior use

;

(e) The exact process of manufacture by which

the product the subject of the alleged prior use is

or was manufactured;

(f) The method of feeding the product to fowl.

(g) The quantity of product given to fowl in a

single day.

(h) Results obtained, as to treatment of fowl

for roundworms.

Interrogatory 78: State with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein the act or acts of said

person, firm or corporation, which defendant cross

complainant will, at the time of trial of this cause,

contend anticipate Claim 2 of said United States

Letters Patent Number 2,091,840, the answer hereto

to embody the points numbered (a) to (h) in In-

terrogatory 77 above.

Interrogatory 79: State, with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

persons, firms or corporations which defendant cross

complainant will, at the time of trial of this cause,

contend anticipate Claim 3 of said United States
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Letters Patent number 2,091,840, the answer hereto

to embody the points lettered (a) to (h) in Inter-

rogatory 77 above.

Interrogatory 80: State, with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

persons, firms, or corporations which defendant

cross complainant will, at the time of trial of this

cause, contend anticipate Claim 4 of said Patent

[103] Number 2,091,840, the answer hereto to em-

body the points lettered (a) to (h) in Interroga-

tory 77 above.

Interrogatory 81: State, with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

person, firm or corporation which defendant cross

complainant will, at the time of trial of this cause,

contend anticipate cliam 5 of said Patent Number

2,091,840, the answer hereto to embody the points

lettered (a) to (h) in Interrogatory 77 above.

Interrogatory 82: State, with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

person, firm or corporation which defendant cross

complainant will, at the time of trial of this cause,

contend anticipate Claim 6 of said Patent Number

2,091,840, the answer hereto to embody the points

lettered (a) to (h) in Interrogatory 77 above.

Interrogatory 83: State, with reference to each

and every alleged prior user listed in Section M of



vs. Grover D. Turnhow, et al. 83

the Cross-Complaint herein, the act or acts of said

person, firm or corporation which defendant cross

complainant will, at the time of trial of this cause,

contend anticipate Claim 7 of said Patent Nimiber

2,091,840, the answer hereto to embody the points

lettered (a) to (h) in Interrogatory 77 above.

Interrogatory 84: State, with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

person, firm or corporation which defendant cross

complainant will, at the time of trial of this cause,

contend anticipate Claim 8 of said Patent Number

2,091,840, the answer hereto to embody the points

lettered (a) to (h) in Interrogatory 77 above.

Interrogatory 85: State, with reference to each

and every alleged prior user listed in Section M of

the Cross-Complaint herein, the act or acts of said

person, firm or corporation which [104] defendant

cross complainant will, at the time of trial of this

cause, contend anticipate Claim 9 of said Patent

Number 2,091,840, the answer hereto to embody the

points lettered (a) to (h) in Interrogatory 77

above.

Interrogatory 86: File with your answer to the

interrogatories herein, a true sample of any alleged

product allegedly manufactured, used or sold by

any and each of the alleged prior users listed in

Section M of the Cross-Complaint herein, upon

which defendant cross-complainant will rely at the

time of trial of this cause to anticipate the claims, or

any thereof, of United States Letters Patent Num-
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ber 2,091,840; and furnish a duplicate sample

thereof to plaintiffs cross defendants.

Interrogatory 140: State what, if any, other

United States Letters Patent of plaintiffs cross de-

fendants, or any of them, other than those the sub-

ject of this litigation, defendant cross complainant

was aware of as of the date of filing the Cross-

Complaint herein.

TOWNSEND & HACKLEY
CHAS. E. TOWNSEND
ROY C. HACKLEY, JR.

Attorneys for Plaintiffs-

Cross-Defendants.

Dated

:

February 16, 1938.

[Endorsed] : Piled Feb. 17, 1938. [105]

PLAINTIFF'S EXHIBIT 6-A

[Title of District Court and Cause—In Equity

No. 4090-R.]

DEFENDANT CROSS-COMPLAINANTS' AN-
SWER TO PLAINTIFF CROSS-DEFEND-
ANTS' INTERROGATORIES RE COUN-
TERCLAIM [106]

Comes now defendant, Farmers' Cooperative Ex-

change, Inc., and through an officer having knowl-

edge as to the facts interrogated about gives the fol-

lowing answers to the interrogatories heretofore

propounded to defendant under Equity Rule 58

:
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1.

Answering Interrogatory 1, no answer is re-

quired pursuant to an agreement and understanding

arrived at between counsel for plaintiffs and dc

fendant.

2.

Answering Interrogatory 2, no answer is required

pursuant to an agreement and understanding ar-

rived at between counsel for plaintiffs and de-

fendant.

3.

Answering Interrogatory 3, defendant submits

herewith a sample, marked Exhibit A, of the prod-

uct which it has sold, and in the carton and bearing

the label in which such product has been sold by

defendant; that defendant has no knowledge of the

formula, process of manufacture, or contents of

Alexander's nicotine compound, other than the rep-

resentations on the container in which this product

is sold ; that defendant is informed that said product

is manufactured under a secret process, the nature

of which this defendant has no knowledge ; that this

defendant has never made any investigation to de-

termine the constituents of or process of manufac-

ture of Alexander's nicotine compound. [107]

4.

Answering Interrogatory 4, defendant is unable

to answer this interrogatory in view of the answer

to Interrogatory 3.

5.

Answering Interrogatory 5, defendant is unable
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to answer this interrogatory in view of the answer

to Interrogatory 3.

6.

Answering Interrogatory 6, defendant is unable

to answer this interrogatory in view of the answer

to Interrogatory 3.

7.

Answering Interrogatory 7, defendant is unable

to answer this interrogatory in view of the answer

to Interrogatory 3.

8.

Answering Interrogatory 8, defendant submits

herewith a carton, marked Exhibit A, which is a

true sample in form and carton as actually sold by

defendant cross-complainant of the Alexander's nic-

otine compound sold by defendant cross-complain-

ant as of the date of filing of the counterclaim

herein. [108]

9.

Answering Interrogatory 9, defendant is unable

to answ^er this interrogatory in view of the answer

to Interrogatory 3.

10.

Answ^ering Interrogatory 10, defendant states

that it is a corporation and not in the business of

feeding or caring for fowl, and does not feed Alex-

ander's nicotine compound to fowl.

11.

Answering Interrogatory 11, the defendant
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makes no recommendations as to the quantity of

Alexander's nicotine compound adequate to be

taken by a single fowl for treatment of such fowl

for round worms, other than those recommendations

made on the carton containing Alexander's nicotine

compound attached hereto and marked Exhibit A.

Answering Interrogatory 12, defendant has no

knowledge of the maximum amount of Alexander's

nicotine compound that may be consumed by a sin-

gle fowl in a single day without becoming lethal to

the fowl, other than the representations made on the

carton in which the product is sold.

13.

Answering Interrogatory 13, defendant has no

knowledge of the maximum amount of Alexander's

nicotine compound that may be taken by a fowl in

a single day without creating excess toxicity in the

fowl, other than the representations made on the

carton in which Alexander's nicotine compound is

sold. [109]

14.

Answering Interrogatory 14, no answer is re-

quired pursuant to an agreement and understand-

ing arrived at between counsel for plaintiffs and

defendant.

15.

Answering Interrogatory 15, no answer is re-

quired pursuant to an agreement and understand-
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ing arrived at between counsel for plaintiffs and de-

fendant.

16.

Answering Interrogatory 16, no answ^er is re-

quired pursuant to an agreement and understand-

ing arrived at between counsel for plaintiffs and

defendant.

17.

Answering Interrogatory 17, no answer is re-

quired pursuant to an agreement and imderstand-

ing arrived at between counsel for plaintiffs and

defendant.

18.

Answering Interrogatory 18, no answ^er is re-

quired pursuant to an agreement and understand-

ing arrived at between counsel for plaintiffs and

defendant. [110]

19.

Answering Interrogatory 19, no answer is re-

quired pursuant to an agreement and understand-

ing arrived at between counsel for plaintiffs and

defendant.

20.

Answering Interrogatory 20, no answer is re-

quired pursuant to an agreement and understand-

ing arrived at between counsel for plaintiffs and

defendant.

21.

Answering Interrogatory 21, no answer is re-

quired pursuant to an agreement and understand-
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ing arrived at between counsel for plaintiffs and

defendant.

22.

Answering Interrogatory 22, no answer is re-

quired pursuant to an agreement and understand

ing arrived at between counsel for plaintiffs anil

defendant.

23.

Answering Interrogatory 23, no answer is re

quired pursuant to an agreement and understand

ing arrived at between counsel for plaintiffs and

defendant.

24.

Answering Interrogatory 24, no answer is re-

quired pursuant to an agreement and understand

ing arrived at between counsel for plaintiffs and

defendant. [Ill]

25.

Answering Interrogatory 25, no answer is re-

quired pursuant to an agreement and understand-

ing arrived at between counsel for plaintiffs and

defendant.

26.

The answer to Interrogatory 26 is No.

27.

I Answering Interrogatory 27, in view of the an-

swer to Interrogatory 26, no answ^er is required to

this Interrogatory.

28.

Answering Interrogatory 28, defendant has no
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knowledge, other than the representations on the

carton marked Exhibit A, as to who is the manu-

facturer of Alexander's nicotine compound; that

defendant purchases said product from Alexander

& Sons, Van Nuys, California.

29.

Answering Interrogatory 29, defendant purchases

Alexander's nicotine compound from Alexander &
Son, Van Nuys, California.

30.

The answer to Interrogatory 30 is Yes. [H2]

31.

The defendant is not required to answer this in-

terrogatory, as its objection to this interrogatory

was sustained by the order of this Court, of April

8, 1938.

32.

The defendant is not required to answer this

interrogatory, as its objection to this interrogatory

was sustained by the order of this Court, of April

8, 1938.

33.

The defendant is not required to answer this in-

terrogatory, as its objection to this interrogatory

was sustained by the order of this Court, of April

8, 1938.

34.

The defendant is not required to answer this in-

terrogatory, as its objection to this interrogatory
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was sustained by the order of this Court, of April

8, 1938.

35.

The defendant is not required to answer this in-

terrogatory, as its objection to this interrogatorv

was sustained by the order of this Court, of April

8, 1938.

36.

The defendant is not required to answer this in-

terrogatory, as its objection to this interrogatory

was sustained by the order of this Court, of April

8, 1938.

37.

The defendant is not required to answer this in-

terrogatory, as its objection to this interrogatory

was sustained by the order of this Courts of April

8, 1938. [113]

38.

Answering Interrogatory 38, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 1 of

United States Letters Patent No. 2,091,840,

39.

Answering Interrogatory 39, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given
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its whole knowledge as to the product it is selling.

Without further knowledge with respect thereto,

it cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 2 of

United States Letters Patent No. 2,091,840.

40.

Answering Interrogatory 40, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 3 of

United States Letters Patent No. 2,091,840.

41.

Answering Interrogatory 41, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given its

whole knowledge as to [114] the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 4

of United States Letters Patent No, 2,091,840.

42.

Answering Interrogatory 42, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is selling.
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Without further knowledge with respect thereto,

it cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 5 of

United States Letters Patent No. 2,091,840.

43.

Answ^ering Interrogatory 43, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto,

it cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 6 of

United States Letters Patent No. 2,091,840.

44.

Answering Interrogatory 44, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is selling.

Without further knowledge with respect thereto,

it cannot state at this time any comparison of any

Alexander Nicotine compoimd with Claim 7 of

United States Letters Patent No 2,091,840. [115]

45.

Answering Interrogatory 45, defendant has no

knowledge of the facts sufficient to enable it to an-

swer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any
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Alexander Nicotine compound with Claim 8 of

United States Letters Patent No. 2,091,840.

46.

Answering Interrogatory 46, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 9 of

United States Letters Patent No. 2,091,840.

47.

Answering Interrogatory 47, defendant has no

knowledge of the facts sufficient to enable it to an-

swer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 1 of

United States Letters Patent No. 2,036,638.

48.

Answering Interrogatory 48, defendant has no

knowledge of the facts sufficient to enable it to an-

swer this interrogatory. Defendant has given its

whole knowledge as to [116] the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 2

of United States Letters Patent No. 2,036,638,
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49.

Answering Interrogatory 49, defendant has no

knowledge of the facts sufficient to enable it to

answ^er this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Mcotine compound with Claim 3

of United States Letters Patent No, 2,036,638.

50.

Answering Interrogatory 50, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 4

of United States Letters Patent No. 2,036,638.

51.

Answering Interrogatory 51, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 5 of

United States Letters Patent No. 2,936,638. [117]

52.

Answering Interrogatory 52, defendant has no

knowledge of the facts sufficient to enable it to
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answer this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 6 of

United States Letters Patent No. 2,036,638.

53.

Answering Interrogatory 53, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given its

whole knowledge as to the product it is selling.

Without further knowledge with respect thereto, it

cannot state at this time any comparison of any

Alexander Nicotine compound with Claim 7 of

United States Letters Patent No. 2,036,638.

54.

Answering Interrogatory 54, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison

of any Alexander Nicotine compound with Claim 8

of United States Letters Patent No. 2,036,638.

55.

Answering Interrogatory 55, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is selling.

Without further knowledge with [118] respect there-
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to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 9 of

United States Letters Patent No. 2,036,638.

56.

Answering Interrogatory 56, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 10 of

United States Letters Patent No. 2,036,638.

57.

Answering Interrogatory 57, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 1 of

United States Letters Patent No. 2,036,638.

58.

Answering Interrogatory 58, defendant has no

knowledge of the facts sufficient to enable it to

answer this interrogatory. Defendant has given

its whole knowledge as to the product it is sell-

ing. Without further knowledge with respect there-

to, it cannot state at this time any comparison of

any Alexander Nicotine compound with Claim 12 of

United States Letters Patent No. 2,036,638. [119]
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59.

Answering Interrogatory 59, the respective Let-

ters Patent of the prior art disclosed in Section L
of the cross complaint herein, disclose fully the re-

spective subject matters thereof. This defendant

has no knowledge thereof other than is disclosed

thereby, and is unable to make any more specific

answer to this interrogatory than to refer to said

respective Letters Patent for the factual disclosures

thereof.

60.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 59.

61.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 59.

62.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 59.

63.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 59.

64.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 59.

65.

Defendant makes the same answer to this inter-

rogatory [120] as it made to Interrogatory 59.



vs. Grover D. Turnhotv, et al. 99

66,

Defendant makes the same answer to this in-

terrogatory as it made to Interrogatory 59.

67.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 59.

68.

Answering Interrogatory 68, the respective print-

ed publications of the prior art disclosed in Section

L of the cross-complaint herein disclosed fully the

respective subject matters thereof. This defendant

has no knowledge thereof other than is disclosed

thereby and is unable to make any more specific

answers to this interrogatory than to refer to said

respective printed publications for the factual dis-

closures thereof.

69.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.

70.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.

71.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68. [121]

72.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.
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73.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.

74.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.

75.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.

76.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 68.

77.

Answering Interrogatory 77, defendant-comiter-

claimant will at the trial of this Cause rely upon

and assert as prior inventors, prior users, or as

having prior knowledge of the alleged invention or

inventions of the pretended Letters Patent No. 2,-

091,840 upon each and all of said parties or persons

pleaded in Section M of the counterclaim other than

R. G. Mewborne as to said parties or persons upon

whom counterclaimant will rely as far as counter-

claimant now understands and believes defendant

counterclaimant will at the trial of this Cause rely

as showing such prior invention, prior use, or prior

knowledge upon the published records of the prod-

ucts, advertisements, registrations [122] of as

pleased or as to which said plaintiff-cross-defendant

was notified at the taking of the depositions by the
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defendant-counterclaimant except as to the allega-

tions of prior use, prior invention, or prior knowl-

edge as to those listed individuals now in the employ

of plaintiff-cross-defendant, or one of them, the

knowledge as to which is more readily ascertainable

by plaintiff-cross-defendant than to defendant-

counterclaimant, which individuals or parties upon

information or belief defendant-counterclaimant

states to be

E. R. de Ong
CD. Carpenter

J. R. Beach

H. W. Graybill

W. B. Herms.

As to J. J. Bergstedt, defendant will rely upon and

will show that long prior to January 15, 1928, he

invented, used and had knowledge of the use as a

vermifuge or parasiticide, or both, of a combination

or mixture of nicotine sulfate, or nicotine and a

substance of the same ''colloidal nature" for admin-

istering alkaloid to chickens or fowl to eliminate

roundworms, which "colloidal substance" was both

of the alleged classes of "proteins", "starches" or

other of said alleged classes as set forth in the pre-

tended Letters Patent in suit. As to the party R. G.

Mewborne, defendant-counterclaimant will rely

solely upon the Letters Patent pleaded as issued to

him.

78.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.
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79.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.

80.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77. [123]

81.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.

82.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.

83.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.

84.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.

85.

Defendant makes the same answer to this inter-

rogatory as it made to Interrogatory 77.

86.

Answering Interrogatory 86, defendant states that

at present it has no samples of any products which

it alleges were manufactured, used or sold by any

of the alleged prior users listed in Section M, upon

which defendant-cross-complainant will rely at the

time of trial.
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Interrogatories 87 to 139,

Inclusive.

Answering Interrogatories 87 to 139, inclusive, no

answer is required pursuant to an agreement and

understanding arrived at between counsel for plain-

tiff and defendant. [124]

140.

Answering Interrogatory 140 defendant asserts

that there are no other United States Letters Patent

of plaintiff-cross-defendants, or any of them, other

than those which are the subject of this litigation,

of which the defendant-cross-complainant was aware

of as of the date of the filing of the cross-complaint

herein.

FARMERS' COOPERATIVE
EXCHANGE, INC.,

By GEO. A. HAYDON,
Assistant-Manager.

State of California,

County of Santa Cruz—^ss.

George A. Haydon, being first duly sw^orn, deposes

and says that he is Assistant Manager of Farmers'

Cooperative Exchange, Inc., defendant and counter-

claimant in the foregoing Answer to Plaintiff Cross-

Defendant 's Interrogatories re Counterclaim and

knows the contents thereof; that the same is true of

his own knowledge except as to the matters stated

to be alleged on information and belief, and that as

to those matters he believes them to be true.

GEORGE A. HAYDON.
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Subscribed and sworn to before me this 27th day

of April, 1938.

[Seal] J. A. WYCKOFF,
Notary Public in and for the State of California,

County of Santa Cruz.

[Endorsed] : Filed May 5, 1938.

[Endorsed]: U. S. Dist. Ct. N. D. Cal. No. 4090

& 21067 Pltf's. Ex. No. 6-A. Filed Nov. 30, 1938.

Walter B. Maling, Clerk. [125]

[Title of District Court and Cause.—In Equity

No. 4090-R.]

STIPULATION.

It Is Hereby Stipulated by and between the par-

ties hereto, for the purpose of shortening the time

required to present the proofs in the above entitled

cause and for the purpose of reducing and narrow-

ing the issues in said cause during the trial thereof,

as follows:

1. That if the following individuals were called

at [128] the time of trial of the cause to testify on

behalf of plaintiffs, they would testify as follows

:

(a) C. P. HALL,
a resident of Santa Cruz, California, would testify

that, at the request of plaintiff Grover D. Turnbow,

he purchased from defendant Farmers' Cooperative

Exchange, Inc., Santa Cruz, California, on Septem-

ber 30, 1936, three (3) cartons of ''Kon-Trold Nico-
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tine", ill flock treatment form, upon the label of

Avliich said cartons it was stated that the same were

manufactured and distributed by Alexander & Sons,

Van Nuys, California, and that the product con-

tained therein had a nicotine content of not less

than five per cent (5%). Further, the witness would

produce a sales tag covering the purchase, a photo-

static copy of which sales tag is attached hereto,

made a part hereof by this reference, and marked

"Exhibit 1", it being understood that the original

sales tag will be produced and offered as plaintiffs'

exhibit at the time of trial of this cause, and that

the same may be received in evidence under this

stipulation.

Mr. Hall would further testify that on September

30, 1936, the cartons received by him from defend-

ant Farmers' Cooperative Exchange, Inc., in orig-

inal sealed condition, were delivered by him, in that

condition, to Grover D. Turnbow, one of the plain-

tiffs in this cause.

(b) That

GROVER D. TURNBOW
would testify that he delivered all three cartons

obtained from C. P. Hall, in unopened and origi-

nally sealed condition, to one of his employees, H. A.

Spillman, of Oakland, California.

(c) That

H. A. SPILLMAN,
a resident of Oakland, California, delivered all three

cartons, in original sealed condition, to Dr. E. R.

deOng, of San Francisco, California.
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(d) That

DR. E. R. DeONG
retained all three cartons [129] received by him

from H. A. Spillman, and that he in turn delivered

two of said cartons, still unopened and in original

sealed condition, back to the said H. A. Spillman.

(e) That

H. A. SPILLMAN
delivered to Dr. C. D. Leake, of San Francisco, Cali-

fornia, the two cartons, in original sealed condition,

of the product received as aforesaid from Dr. E. R.

DeOng.

(f) That

DR. C. D. LEAKE
subsequently delivered one of said cartons, still in

sealed condition as received by him, to Dr. William

D. Ramage, of San Francisco, California.

(g) That the carton of product received by Dr.

William D. Ramage and retained by him in the man-

ner above indicated, may be offered and received in

evidence pursuant to this stipulation, and without

further proof thereof.

(h) That the carton of product received by Dr.

C. D. Leake and retained by him in the manner

above indicated may be offered and received in evi-

dence pursuant to this stipulation, and without fur-

ther proof thereof.

(i) That the carton of product received by Dr.

E. R. de Ong and retained by him in the manner

above indicated may be offered and received in evi-
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dence pursuant to this stipulation, and without fur-

ther proof thereof.

2. That if called as a witness on behalf of plain-

tiff herein,

RICHARD S. CHILDS,
a resident of the City of New York, State of New
York, would testify that he is vice president of Led-

erle Laboratories, Incorporated, one of the plain-

tiffs in this cause, and that with the approval of the

Board of Directors of Lederle Laboratories, Inc., he

entered into a contract with C. E. Gray and G. D.

Turnbow, the other plaintiffs in this case, under

[130] date of March 21, 1936, on terms and condi-

tions identical to those set out in a true copy thereof

filed under seal in this cause pursuant to order of

court in response to Interrogatory 21 of Defendant's

Interrogatories, filed December 16, 1937; and that

the abstract of said document filed under seal,

omitting only figures relating to amounts of royalty

provided to be paid by Licensee (Lederle Labora-

tories, Inc.) to Licensors (C. E. Gray and G. D.

Turnbow), and reference to a pending application

for United States Patent, is attached to Plaintiffs'

Answers to Defendant's Interrogatories, filed herein

on February 14, 1938. Mr. Childs would further tes-

tify that said contract of March 21, 1936, entered

into as aforesaid between the plaintiffs herein, has

been at all times since the date of execution thereof,

March 21, 1936, and is now, in full force and effect,

and has not been amended, altered or revoked, in

whole or in part, and that said contract represents
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the full, complete and entire understanding and

agreement between plaintiff Lederle Laboratories,

Inc., and plaintiffs C. E. Gray and G. D. Turnbow,

relating in any manner to United States Letters

Patent Nos. 2,036,638 and 2,091,840 involved in this

action.

(3) That the entire right, title and interest in,

to and under United States Letters Patent No. 2,-

036,638, issued April 7, 1936, was assigned, prior to

issuance thereof, by the assignees of the patentee

thereof, to plaintiff G. D. Turnbow; that thereafter

plaintiff G. D. Turnbow assigned to plaintiff C. E.

Gray an undivided one-half interest in said United

States Letters Patent No. 2,036,638 ; and that there-

after plaintiffs Grover D. Turnbow and C. E. Gray

entered into that certain contract and license with

plaintiff Lederle Laboratories, Inc., [131] referred

to in section 2 hereinabove.

(4) That defendant Farmers' Cooperative Ex-

change, Inc., received, on or about September 29,

1936, a letter addressed to it by Chas. E. Townsend,

signing as attorney for plaintiff G. D. Turnbow, a

true copy of which said letter is attached hereto,

made a part hereof by this reference, and marked

''Exhibit 2"; that plaintiffs may offer, at the time of

trial of this cause, a copy of the letter Exhibit 2

attached hereto, with the same force and effect with

which they might offer the original thereof, and

without further proof than the presentation of this

stipulation.

(5) That title to Turnbow patent No. 2,091,840,

is vested in plaintiffs C. E. Gray and Grover D.
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Turnbow, and that said patent is licensed to Lederle

Laboratories, Incorporated, in the same manner as

Lindstaedt patent No. 2,036,638, under the terms of

the agreement of March 21, 1936, between the plain-

tiffs, said agreement being described in section 2 of

this stipulation.

(6) That plaintiffs may offer, and there may be

received, in evidence, with the same force and effect

as the original, a plain copy of Lindsteadt patent

No. 2,036,638 in suit.

Either party to this cause may offer this stipula-

tion, in whole or in part, and when so offered it shall

stand as full proof, for all purposes, of the facts,

and all thereof, covered hereby.

TOWNSEND & HACKLEY,
CHAS. E. TOWNSEND,
ROY C. HACKLEY, JR.,

Attorneys for Plaintiffs.

LYON & LYON,
LEWIS E. LYON,

Attorneys for Defendant.

Dated November 18, 1938.

So Ordered:

MICHAEL J. ROCHE,
United States District Judge. [132]
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EXHIBIT 2.

September 28, 1936

The Farmers^ Exchange,

Santa Cruz, California.

Gentlemen

:

On behalf of our client, Grover D. Tumbow, of

Oakland, California, owner of United States Letters

Patent Number 2,036,638, issued April 7, 1936, you

are hereby duly advised that the sale or use by you

of the product known as '^Alexander's Kon-Trold

Nicotine Compound", in either pellet or flock-treat-

ment form, constitutes an infringement of the above

specified patent; and you are hereby requested

forthwith to cease and desist from this action and

to account to our client for past infringement;

otherwise we are instructed to take adequate legal

steps to protect the rights of Mr. Tumbow.

Very truly yours,

(s) CHAS. E. TOWNSEND,
Attorney for Grover D. Tumbow.

RCHJrMCB

Registered : Return receipt requested.

[Endorsed] : Filed Nov. 22, 1938. [134]
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PLAINTIFF'S EXHIBIT NO. 8-A

[Title of District Court and Cause—In Equity

No. 4090-R.]

CROSS-COMPLAINANTS' BILL OF
PARTICULARS. [135]

Pursuant to the Order of this Court, entered

April 8, 1938, the Cross-Complainants, for their Bill

of Particulars herein as presently advised, state as

follows

:

As to Particular QQ.

''Discovery of the Alkaloidal Affinities of Hyd-

rous Aluminum Silicate", by John Uri Lloyd,

Phar. M., 1916. Read before the Scientific Sec-

tion, A. Ph. A., San Francisco Meeting, 1916.

From the Journal of the American Pharma-

ceutical Association for April and May, 1916.

Bourse Building, Philadelphia. (Pg. 381-390).

"Concerning the Alkaloidal Reagent Hydrous

Aluminum Silicate", by John Uri Lloyd, Cin-

cinnati, Ohio, October 1, 1913. The entire arti-

cle.

"Economic Poisons", Special Publication No.

58, State of California Department of Agricul-

ture, California State Printing Office (1924-

1925). (Pg. 35,36,46).

"Economic Poisons", Special Publication No.

66, State of California Department of Agricul-

ture, California State Printing Office (1925-

1926). (Pg. 24-26).

"Economic Poisons", Special Publication No.

75, State of California Department of Agricul-
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ture, California State Printing Office (1926-

1927). (Pg. 34-37, and 39).

''Economic Poisons", Special Publication No.

88, State of California Dei)artnient of Agri-

culture, California State Printing Office (1927

1928). (Pg. 34, 35).

''Economic Poisons", Special Publication No.

94, State of California Department of Agricul-

ture, California State Printing Office (1928-

1929). (Pg. 32, 33).

Report of the Kansas State Board of Agricul-

ture for the Quarter ending September, 1924,

Vol. XLIII, No. 171, published October 20,

1924. (Pg. 28-64).

Report of the Control Division of the Kansas

State Board of Agriculture for the Quarter

ending June, 1926, Section A on Live-Stock

Remedies, Vol. XLV, Section A, No. 178, pub-

lished by the Kansas State Board of Agricul-

ture, August 5, 1926. (Pg. 34, 35, and 45-79).

Report of the Control Division of the Kansas

State Board of Agriculture for the Quarter

ending March, 1928, Section B on Live-Stock

Remedies, Vol. XLVII, Section B, No. 185,

published by the Kansas State Board of Agri-

culture, October 25, 1928. (Pg. 21, 61-93, and

48-53). [136]

Catalogue issued by the Haver-Glover Labora-

tories, entitled "Special Veterinary Prepara-

tions Biologicals Pharmaceuticals Instruments
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and Appliances", Copyright 1928, Third Edi-

tion. (Pg. 120).

^'Science" Vol. LVII, No. 1485, published Fri-

day, June 15, 1923, by the Science Press. (Pg.

692, 693).

Report of the Veterinary Division for the Year

Ending June 30, 1927, Michigan State College

of Agriculture and Applied Science, East Lan-

sing, Michigan. (Pg. 63).

California Agricultural Extension Service, Cir-

cular 8, Revised and Reprinted February, 1929,

entitled "Diseases and Parasites of Poultry in

California'', J. R. Beach and S. B. Freeborn.

(Pg. 68-70).

"Prevention and Control of Poultry Diseases,"

by L. D. Bushnell and W. R. Hinshaw, Agricul-

tural Experiment Station, Kansas State Agri-

cultural College, Manhattan, Kansas. Circular

106, July, 1924. (Pg. 50-51).

"Diseases of Poultry", U. S. Department of

Agriculture, Farmers' Bulletin No. 1337, issued

October, 1927, Washington, D. C. (Pg. 24, 25).

"Poultry Diseases, Their Prevention and Con-

trol", Agricultural Experiment Station, Kansas

State Agricultural College, Manhattan, Kansas,

Bulletin 247, (Circular 106 Revised), June,

1929. (Pg. 69-71, and 74-75).

As to Particular 67.

The respective printed publications listed in Sec-
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tion L in Cross-Complaint herein, disclose fully the

respective subject matters thereof. This defendant

has no knowledge thereof other than is disclosed

thereby, and is unable to give a more particular

statement than to refer to said respective printed

publications for the factual disclosures thereof.

As to Particular 77.

On information and belief, counter-claimant al-

leges that all the officers of the companies listed in

Section M of the Cross-complaint, have exact

knowledge of the alleged [137] prior use or uses re-

lied upon to support the allegations of said Sec-

tion M.

Dated this 22nd day of November, 1938.

FARMERS' COOPERATIVE
EXCHANGE, INC.,

By LYON & LYON,
LEWIS E. LYON,
FREDERICK W. LYON,
Attorneys for Defendant

Address : 811 West Seventh Street,

Los Angeles, California.

Received copy of above this 23rd day of Novem-
ber, 1938.

TOWNSEND & HACKLEY,
ROY C. HACKLEY, JR.,

Attorneys for Plaintiffs. [138]
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AFFIDAVIT OF SERVICE

State of California,

County of Los Angeles—ss.

Irene J. Knudsen, being first duly sworn, deposes

and says: That she is an employee of the firm of

liyon & Lyon, 811 West Seventh Street Building,

Los Angeles, California, attorneys for the defend-

ant in the above entitled cause ; That she served the

foregoing Cross-Complainants' Bill of Particulars

upon Messrs. Townsend & Hackley, attorneys for

the plaintiffs, by enclosing a true and correct copy

thereof in an envelope addressed to

Messrs. Townsend & Hackley,

908 Crocker Building,

San Francisco, California,

first class postage prepaid, and depositing the same

in the United States Postoffice this 22nd day of

November, 1938.

IRENE J. KNUDSEN.

Subscribed and sworn to before me this 22nd day

of November, 1938.

[Seal] LOUISE BLACKBURN,
Notary Public in and for the County and State

above named.

[Endorsed] : Filed Nov. 22, 1938.

[Endorsed] : U. S. Dist. Ct. N. D. Cal. No. 4090

& 21067. Pitts'. Ex. No. 8-A. [139]
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[Title of District Court.]

At a stated term of the Southern Division of the

United States District Court for the Northern Dis-

trict of California, held at the Court Room thereof,

in the City and County of San Francisco, on Wed-

nesday, the 30th day of November, in the year of

our Lord one thousand nine hundred and thirty-

eight.

Present : The Honorable Michael J. Roche,

District Judge.

[Title of Cause—No. 4090-R Eq.]

This cause came on regularly this day for trial.

Roy C. Hackley and J. E. Hursh, Esqrs., appearing

as attorneys for plaintiffs and Lewis E. Lyon and

Frederick W. Lyon, Esqrs., appearing as attorneys

for defendant. Lewis E. Lyon, Esq., presented and

filed a motion to consolidate this cause with cause

No. 21067-S for the purposes of trial, and after

hearing had, it is Ordered that said motion be and

the same is hereby granted and that this cause be

and the same is hereby consolidated with Cause No.

21067-S, Lederle Laboratories, Incorporated, et al.,

vs. Farmers' Cooperative Exchange, Inc., et al., for

trial. Mr. Hackley made a statement to the Court on

behalf of the plaintiff and Mr. Lewis E. Lyon made
a statement to the Court on behalf of the defendant.

Plaintiffs introduced in evidence Plaintiffs' Exhib-

its Nos. 1, 2, 3, 3a, 3b, 4, 5, 5a, 6, 6a, 7, 8, 8a, 9, 10,

11, 12, 13, 14, and 15. William D. Ramage was sworn

and testified on behalf of the plaintiffs. The at-

torneys for the respective parties in open Court,
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stipulated that one-half of the expense of transcrib-

ing the proceedings herein be paid for by each of the

parties hereto and that the same may be taxed as

costs by the prevailing party. Ordered that the fur-

ther trial hereof be continued until 10 o'clock A.M.

tomorrow. [140]

[Title of District Court.]

At A Stated Term of the Southern Division of the

United States District Court for the Northern Dis-

trict of California, held at the Court Room thereof,

in the City and County of San Francisco, on Thurs-

day, the 30th day of March, in the year of our Lord

one thousand nine hundred and thirty-nine.

Present : the Honorable Michael J. Roche,

District Judge.

[Title of Cause—No. 4090-R Equity.]

This cause having been heretofore tried and sub-

mitted to the Court for consideration and decision,

being now fully considered and the Court having

filed its Memorandum Opinion thereon, it is, in ac-

cordance with said opinion, ordered that the defend-

ant's cross-complaint be and the same is hereby

dismissed, that a writ of injunction issue perpetu-

ally restraining the defendant from infringing on

the patents set forth in this suit, that the plaintiffs

have an accounting for the profits realized by de-

fendant after the date of issuance of the Lindsteadt

patent, that plaintiffs recover their costs incurred

herein and that a decree be entered herein accord-
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ingly upon findings of fact and conclusions of law

to be prepared by the attorneys for the plaintiffs

pursuant to Rule 42 of this Court. [141]

[Title of District Court and Cause—In Equity

No. 4090-R.]

FINDINGS OF FACT AND
CONCLUSIONS OF LAW

The above entitled cause having come on regu-

larly to be heard in the above named Court, in a

trial commencing November 30, 1938, and conclud-

ing December 22, 1938, and the parties having been

represented by counsel; evidence having been of-

fered by and on behalf of both parties ; and the case

having been fully argued in briefs on behalf of both

parties, and having been duly submitted to the

Court; the Court, having been fully advised in the

premises, upon due consideration of the evidence,

and having heretofore, to wit on the 30th day of

March, 1939, announced and filed its Memorandum
Opinion comprising its decision and findings in this

cause, [142] now, in conformity therewith, does

make the following supplemental Findings of Fact

and Conclusions of Law:

FINDINGS OF FACT

1. The Lindstaedt patent in suit, No. 2,036,638,

was issued by the United States Patent Office on

April 7, 1936, on an application filed June 15, 1929,

entitled '* Parasiticide", and is essentially directed

I
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to the production of a non-lethal product which will

have the property of destroying internal parasites

in animals such as dogs, chickens and cattle.

2. Plaintiffs Grover D. Turnbow and C. E. Gray

are residents of the City of Oakland, County of

Alameda, State of California; and plaintiff Lederle

Laboratories, Inc., is a corporation duly organized

and existing under and by virtue of the laws of the

State of Delaware, and has its principal place of

business in New York, New York.

3. The entire right, title and interest in and to

Lindstaedt patent No. 2,036,638 in suit was, prior

to the issuance thereof, assigned by mesne assign-

ments to plaintiff Grover D. Turnbow, who in turn,

prior to the issuance of said patent, assigned to

plaintiff C. E. Gray an interest therein; thereafter,

on March 21, 1936, plaintiffs Grover D. Turnbow

and C. E. Gray granted to plaintiff Lederle Labora-

tories, Inc., an exclusive license to manufacture, use

and sell, and cause to be manufactured, used and

sold, products embodying the invention disclosed

and claimed in Lindstaedt patent No. 2,036,638 in

suit. At all times since March 21, 1936, said exclu-

sive license has been, and it now is, in full force

and effect.

4. Plaintiffs Grover D. Turnbow, C. E. Gray and

Lederle Laboratories, Inc., are the owners, jointly,

of the entire right, title and interest in and to all

causes of action for infringement of said Letters

Patent No. 2,036,638 heretofore accruing, whenever

and wherever said infringement be committed. [143]

5. Defendant Farmers' Cooperative Exchange,
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Inc., is a non-profit cooperative, organized and exist-

ing under and by virtue of the laws of the State of

California, having its principal place of business

in the City of Santa Cruz, County of Santa Cruz,

State of California, and said Farmers' Cooperative

Exchange, Inc., is a resident and inhabitant of the

Northern District of California, Southern Division.

6. This proceeding is a suit in equity, maintained

under the patent laws of the United States of Amer-

ica, for infringement of United States Letters Pat-

ent No. 2,036,638, issued April 7, 1936, to Frank

Floyd Lindstaedt, assignor to Plaintiff Grover D.

Tumbow.
7. The poultry industry of California, at least

as early as 1910, was a major business, large por-

tions of the investment in which were located in the

City of Petaluma and vicinity, in the Northern Dis-

trict of California.

8. As early as 1910, millions of dollars were be-

ing lost annually to the poultry industry as a result

of heavy round worm infestation of chickens, which

brought about tremendous losses in Qg^ production,

produced unhealthy birds, and caused the death of

large numbers of birds, and in some cases of entire

flocks.

9. As early as 1916, the University of California,

in what is known as the California Agricultural

Experiment Station, commenced work to attempt to

discover an adequate solution to the round worm
problem.

10. The earliest experiments in the treatment of

round worm involved the production of a tobacco
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infusion for internal administration to poultry, the

tobacco infusion being made by steeping chopped

tobacco stems in water. After some experimentation,

this process was abandoned as unsafe and unsatis-

factory, in that it failed to eliminate the round

worms and frequently caused the death of the

treated birds. [144]

11. About the year 1918 experiments were con-

ducted, particularly in Northern California, on the

use of tobacco dust mixed with poultry feed in the

ratio of 2%, by weight, of the dry mash, the dust

being fed over a period of three or four weeks.

While the tobacco dust method of treatment w^as

considered an advance over the old infusion method,

the unreliability of the nicotine content produced

unsatisfactory results, frequent high toxicity, and

sometimes lethal effect; wherefore this method was

subsequently abandoned.

12. The next principal step in the art was the

development by the California Agricultural Experi-

ment Station in 1923 of a capsulized mixture of

fuller's earth and "Black Leaf 40". This product

comprised Q.Q cc. (7.92 grams) of Black Leaf 40

with 16 grams of Lloyd's Alkaloidal Reagent, a re-

fined fuller's earth. After a thorough mixing, the

resultant powder was packed in No. 2 gelatin cap-

sules, in sufficient quantity to weigh when filled 350

to 400 milligrams per capsule. This product was

popularly known as the "University Capsule", and

so marked in substantial quantities, until displaced

on the market by the Nico-Gel Pellets, Nico-Gel

Granules, and Floxide, products manufactured by
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plaintiffs under the Lindstaedt patent No. 2,036,638

in suit.

13. The University Capsule was a product re-

quiring manual administration with great care, and

while it was the best product on the market until

the advent on the market of the plaintiffs' products

made under the Lindstaedt patent No. 2,036,638, it

was unsatisfactory in that the capsule had a ten-

dency to stick in the mouth of the bird to which it

was administered, as a result of which the capsule

dissolved in the mouth of the bird, bringing death

or severe shock to the bird. Strangulation frequently

resulted from the use of the University Capsule.

[145]

14. The state of the parasiticide art at the time

Lindstaedt conceived the invention set forth and

claimed in Letters Patent No. 2,036,638 in suit is

set forth and described in the paper delivered by

Dr. Stanley B. Freeborn before the World's Poul-

try Congress at Ottawa, Canada, in August, 1927,

and published in the proceedings of that Congress.

The maximum advance made by the art prior to

Lindstaedt is defined by Dr. Freeborn in said pub-

lication, and shows that the art had failed to pro-

gress to a point beyond the stage represented by

the University Capsule, itself a dangerous and un-

satisfactory, manually administered, parasiticide.

15. The problem facing Lindstaedt in January,

1928, when he entered the field of production of a

satisfactory parasiticide for treatment of poultry

for round worms, was principally that of devising

some method of holding nicotine or other suitable
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toxic substance in a manner which would render

the nicotine harmless to the animal to which it was

administered, and yet leave or place it in such form

as would permit it to exert its desired parasiticidal

fimction.

16. While nicotine and such substances were

recognized in the art as capable of destroying round-

worms, and therefore as desirable parasiticides,

nevertheless nicotine in parasiticidal quantities,

when administered internally, would likewise kill

the animal to which it was administered as a pro-

posed remedy.

17. Lindstaedt was the first to produce, under

patent No. 2,036,638, in products such as Mco-Gel

(Mco-Gel Pellets) and Floxide (Nico-Gel Granules),

an entirely safe, readily administered, and fully

successful product for the destruction of such para-

sites as round worms in poultry and other animals.

[146]

18. Frank Floyd Lindstaedt, patentee of patent

No. 2,036,638, conceived the invention therein dis-

closed and claimed not later than January 15, 1928.

19. Frank Floyd Lindstaedt, patentee of Patent

No. 2,036,638, reduced to practice the invention set

forth and claimed in said patent not later than

March 1, 1928.

20. Frank Floyd Lindstaedt first disclosed to

others the invention set forth and claimed in Letters

Patent No. 2,036,638 not later than January 25,

1928.

21. Not later than April 1, 1928, Frank Floyd

Lindstaedt, patentee of patent No. 2,036,638, made
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a complete written description of the invention dis-

closed and claimed therein.

22. During the year 1929, products manufac-

tured under the invention disclosed and claimed in

Letters Patent No. 2,036,638, first were offered to

the trade and extensively used for the purpose of

treating poultry for roundworm infestation.

23. Commencing July 1, 1930, and at all times

thereafter, plaintiffs, acting directly and through

agents, representatives and licensees, extensively

manufactured, used and sold to the trade, and

caused to be manufactured, used and sold to the

trade, parasiticides known as "Mco-Gel Pellets",

'^Mco-Gel Granules" and ''Floxide", said products

and each of them embodying the invention disclosed

and claimed in Letters Patent No. 2,036,638; and

the sale of said products, in doses per anmun were

approximately as follows

:

Nico-Gel Nico-Gel

Year Pellets Granules FIoxid«

1930 428,500 175,400

1931 1,507,200 780,200

1932 1,459,700 303,000

[147]

1933 737,500 135,100

1934 789,700 59,000

1935 876,000 27,000

1936 671,800 1300

1937 322,900 2850

1938 328,000 1400

Totals 7,121,300 1,479,700 5550

24. Lindstaedt taught in his patent No. 2,036,-

638 the production of a parasiticide which would be
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effective in destroying parasites such as round

worms in the intestinal tract of poultry and other

animals, and that the best products for destruction

of such parasites are alkaloids such as nicotine and

the salts of nicotine, for example nicotine sulphate

;

but that taken in quantity sufficient to kill the para-

sites these products, unless protected as taught by

him, will likewise kill the animal being treated ; and

that as little as, for example, 5 to 10 milligrams of

nicotine will kill a chicken when the nicotine is

placed in the mouth of the bird.

25. Lindstaedt taught that the absorption and

adsorption, or either, of nicotine on or by sub-

stances of a colloidal nature having the character-

istics of the protein of casein, or resins such as

rosin, will render an amount of, say, 70 to 80 milli-

grams of nicotine—ten times the amount of a nor-

mally lethal dose—safe for a bird; and that such

quantities are entirely sufficient to destroy para-

sites present in the animal.

26. The fundamental discovery and teaching of

Lindstaedt in patent No. 2,036,638 was that certain

substances of colloidal nature, when mixed in suffi-

cient quantities with a normally lethal dose of nico-

tine, would act to hold the [148] nicotine against its

lethal effect, while at the same time holding the

nicotine in a form to permit release of the same at

the habitat of the parasite, in the passage of the

product through the intestinal tract of the animal

being treated.

27. None of the patents, publications and alleged

prior products discloses any prior invention, knowl-
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edge, use or patenting of the products respectively

defined in claims 2, 3, 6, 8, 11 and 12 of patent No.

2,036,638, the claims in suit of said patent.

28. The alleged prior art offered by defendant

in this cause, comprising patents, publications,

products and alleged prior uses, fails to disclose a

parasiticide for internal use comprising a toxic sub-

stance in more than normally lethal quantity, and

a colloidal substance for colloidally holding the said

toxic substance to protect against the lethal effect

of said substance.

29. Frank Floyd Lindstaedt, patentee of said

United States Letters Patent No. 2,036,638, assignor

to plaintiff Grover D. Turnbow, was the first inven-

tor in the art to produce the products defined in

claims 2, 3, 6, 8, 11 and 12 of said patent.

30. The products defined in claims 2, 3, 6, 8, 11

and 12 of patent No. 2,036,638 are, each and all, a

substantial and meritorious advance over anything

found in the art prior to the invention thereof by

said Frank Floyd Lindstaedt.

31. A¥ithin six years prior to the filing of the

Bill of Complaint herein, and subsequent to the

issuance of the patent here in suit, defendant Farm-

ers' Cooperative Exchange, Inc., did sell and use, or

cause to be sold and used, in the Northern District

of California and elsewhere within the United

States of America, a parasiticide for the treatment

of poultry for round worms, known as **Alexander

& Son's 'Kon-Trold Nicotine' ". [149]
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32. Alexander & Son's '^Kon-Trold Nicotine",

the product herein charged and found to infringe

Lindstaedt patent No. 2,036,638, was manufactured

by Alexander & Son, Van Nuys and Burbank, Cali-

fornia.

33. Said Alexander & Son's ^'Kon-Trold Nico-

tine", manufactured by Alexander & Son, Van Nuys

and Burbank, California, and sold and used and

caused to be sold and used by defendant Farmers'

Cooperative Exchange, Inc., is a parasiticide for

internal use comprising a toxic substance, nicotine

or one of its salts, in quantity greater than a nor-

mally lethal dose, and a colloidal substance, such as

rosin, casein, fuller's earth or their equivalent, for

colloidally holding the toxic substance to protect

against the lethal effect of such dose.

34. Said Alexander & Son's ^'Kon-Trold Nico-

tine" by analysis was shown to contain approxi-

mately four to five per cent nicotine and approxi-

mately sixty per cent colloidal substances including

resinous matter and proteinous matter, in addition

to approximately thirty per cent of inorganic col-

loidal substances and other incidental ingredients

making up the whole.

35. Three samples of said Alexander & Son's

*'Kon-Trold Nicotine", manufactured by Alexander

& Son, Van Nuys and Burbank, California, and sold

and used, or caused to be sold and used, by defend-

ant Farmers' Cooperative Exchange, showed quali-

tative and quantitative chemical analyses as follows

:
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Sample #1 Sample #2 Sample #3

Nicotine 4.2% 4.0% 4.5%

Colloidal substances:

Resin

Protein

46.7%

11.2%

57.9%
46.4%

10.9%

57.3%

49.6%

10.7%

60.3%

Ash 31.5% 31.7% 31.4%

Sulphur Trioxide 2.2% 2.1% 2.3%

Combined water and

classified materials .

un-

4.2% 4.9%

150]

1.5%

100.0% 100.0%

[

100.0%

36. Said Alexander & Son's "Kon-Trold Nico-

tine" substantially duplicates, in its proportions of

nicotine and colloidal substances such as resinous

matter and proteinous matter present, the teach-

ings of Lindstaedt patent No. 2,036,638, where it is

taught that a ratio should be preserved of, prefer-

ably, from 70 to 80 milligrams of nicotine to 900

to 1000 milligrams of such colloidal substances. In

this respect defendant employed a ratio of 70 to 80

milligrams of nicotine to 965 to 1103 milligrams of

colloidal substances, comprising resinous and pro-

teinous matter, in said product Alexander's ''Kon-

Trold Nicotine".

37. Said Alexander's '^Kon-Trold Nicotine"

manufactured by Alexander & Son, Van Nuys and

Burbank, California, and used and sold, and caused

to be used and sold, by defendant Farmers' Cooper-

ative Exchange, Inc., is qualitatively and quanti-

tatively substantially identical to the preferred em-

bodiment of the invention of Lindstaedt as disclosed

and claimed by him in his patent No. 2,036,638.



130 Farmers' Coop. Exchange, Inc.

38. Said Alexander & Son's '^Kon-Trold Nico-

tine", a parasiticide, includes each and all of the

elements of claims 2, 3, 6, 8, 11 and 12 of said Let-

ters Patent No. 2,036,638 in suit.

39. Lindstaedt discovered, in the product dis-

closed in Letters Patent No. 2,036,638, the best man-

ner of controlling the release of nicotine; defend-

ant paid tribute to this discovery of the holding or

controlling effect achieved by Lindstaedt, by featur-

ing and describing defendant's product under the

purported trade mark found on its product, the word

*'Kon-Trold", a mere misspelling of the word ''con-

trolled".

40. The principal product on the market prior to

the commercialization by plaintiffs of Lindstaedt 's

discovery [151] disclosed and claimed in patent No.

2,036,638 was the University Capsule and certain

incidental products, all of which were substantially

driven from the market by the product of Lind-

staedt, as is evidenced by the following table show-

ing sales of plaintiffs' products and of prior art

products, in number of doses per annum

:

Plaintiffs* University Capsules and
Year Products Prior Art Products

1928 1,288,800

1929 1,465,600

1930 603,900 1,247.800

1931 2,287,400 264,700

1932 1,762,700 217,300

1933 872,600 120,600

1934 848,700 52,100

1935 903,000 95,900

1936 673,100 72,000

1937 325,750 90,000

1938 329,400 13,200

Total birds treated „ 8,606,550 4,928,000
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41. The marked falling off in plaintiffs' business

in the year 1933, from its position of nearly two

million doses sold in the year 1931 and 1932, as

shown in the foregoing table, was due to the entry

upon the market in 1933 of Alexander & Son's

''Kon-Trold Mcotine" in pellet and flock treatment

form, the product which in this proceeding has been

found to infringe the Lindstaedt patent No. 2,036,-

638.

42. The manufacture by Alexander & Son, Van

Nuys and Burbank, California, and the sale and use,

or causing to be sold and used, by defendant Farm-

ers' Cooperative Exchange, of said Alexander's

^'Kon-Trold Nicotine", and the insistence by said

defendant and said Alexander & Son upon continu-

ing [152] the use thereof, constitute an irreparable

injury to plaintiffs, for which plaintiffs have no

plain, speedy or adequate remedy at law.

43. Alexander & Son, Van Nuys and Burbank,

California, controlled and conducted the defense of

this cause, and were represented during the entire

trial of this cause by Claude E. Alexander, a part-

ner in said Alexander & Son, one of the witnesses

testifying for the defendant herein.

44. Plaintiffs at all times subsequent to July 9,

1936, duly and regularly complied with the provi-

sions of Section 4900, United States Revised Stat-

utes, by duly marking the label and containers un-

der which plaintiffs sold their products manufac-

tured and sold under Letters Patent No. 2,036,638,

by fixing thereon the word ''Patent' together with

the number of said patent.
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45. Furthermore, plaintiffs gave defendant writ-

ten notice of infringement of said patent No. 2,036,-

638 in suit, in a letter to said effect mailed to defen-

dant under date of September 28, 1936.

CONCLUSIONS OF LAW
1. The entire right, title and interest in and to

United States Letters Patent No. 2,036,638 in suit

has been at all times since the issuance thereof on

April 7, 1936, and now is, vested in plaintiffs Grover

D. Turnbow and C. E. Gray; and plaintiff Lederle

Laboratories, Inc., has been ever since the issuance

of said patent, and now is, the exclusive licensee

thereunder.

2. United States Letters Patent No. 2,036,638,

issued April 7, 1936, and particularly claims 2, 3, 6,

8, 11 and 12 thereof is good and valid in law, and is

entitled to a liberal construction. [153]

3. Defendant Farmers' Cooperative Exchange,

Inc., by selling and using, and causing to be sold and

used, Alexander's ^'Kon-Trold Nicotine", a para-

siticide manufactured by Alexander & Son, Van

Nuys and Burbank, California, has infringed upon

said United States Letters Patent No. 2,036,638, the

property of plaintiffs, and particularly upon claims

2, 3, 6, 8, 11 and 12 thereof.

4. Alexander & Son, Van Nuys and Burbank,

California, was and is the real party in interest in

this proceeding, and stands in full privity with de-

fendant Farmers' Cooperative Exchange, Inc.,

herein.
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5. Upon the cross-complaint and counterclaim

of defendant Farmers' Cooperative Exchange, Inc.,

herein, the Court concludes that Turnbow Patent

No. 2,091,840 at issue therein is valid and infringed

by the acts of defendant; and particularly that

claims 1, 2 and 7 of said patent are good and valid

in law and are entitled to a liberal construction ; and

that defendant Farmers' Cooperative Exchange,

Inc., by selling and using and causing to be sold and

used, Alexander's "Kon-Trold Nicotine", a para-

siticide manufactured by Alexander & Son, Van

Nuys and Burbank, California, has infringed upon

said United States Letters Patent No. 2,091,840, the

property of plaintiffs, and particularly upon claims

1, 2 and 7 thereof.

6. Plaintiffs are entitled to an injunction per-

petually restraining defendant, its officers, em-

ployees, servants, workmen, salesmen, attorneys, and

those in privity with it or them, or any of them,

from infringing upon the said Letters Patent No.

2,036,638, and particularly from selling and using,

and causing to be sold and used, Alexander & Son's

''Kon-Trold Nicotine".

7. Plaintiffs are entitled to the relief prayed in

their amended Bill of Complaint in this cause, in-

cluding injunctive and compensatory relief against

the infringement [154] herein found, together with

their costs of suit.

8. Plaintiffs are entitled to the relief prayed in

the Answer to defendant's cross-complaint and

counterclaim herein.
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Dated: April 16th, 1939.

MICHAEL J. ROCHE,
United States District Ju(l^(\

[Endorsed] : Filed May 16, 1939. [155]

[Title of District Court and Cause—In Equity-

No. 4090-R.]

DEFENDANTS' ADDITIONS AND REVI-

SIONS TO PLAINTIFFS' PROPOSED
FINDINGS OF FACT, CONCLUSIONS OF
LAW AND DECREE.

Defendants propose and request the following

additional Findings:

I.

The earliest use in the treatment of round worms

involving the use of nicotine or nicotine salts is the

tobacco infusion method made by steeping chopped

tobacco stems in water, boiling the resulting nico-

tine-bearing liquid with wheat and mixing that

product with chicken mash. This treatment was

abandoned because of the unpleasant odors and

labor necessary to produce it. This product suc-

cessfully eliminated round worms from chickens.

[156]

II.

Starting in 1916 and for years thereafter tobacco

dust was mixed with poultry feed in the ratio of

two percent by weight of the dry mash and fed to

poultry over a period of three or four weeks.
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Though this method was successful in destroying

round worms the unreliability of the nicotine con-

tent of the tobacco dust gave results which in in-

stances were unreliable.

III.

In 1917 tobacco dust, fortified by the addition of

nicotine sulphate, was mixed with chicken mash

and fed to chickens. This was a successful product

in eliminating round worms.

IV.

From 1918 until 1938 nicotine sulphate in the

form of Black Leaf 40 was mixed with mash and

fed to chickens with a successful elimination of

round worms.

Y.

Patent No. 1,250,331 to John Uri Lloyd issued

December 18, 1917, discloses that nicotine can be

absorbed or adsorbed by Fullers earth in propor-

tions of 1 part nicotine to 20 parts Fullers earth,

and the same will result in a safe internal medicine.

VI.

The patent to John Uri Lloyd, No. 1,250,331,

dated December 18, 1917, teaches that nicotine and

Fullers earth in proportions of 1 to 20, when taken

internally, will hold the nicotine in the acid digestive

tract and deposit the nicotine in the alkaline diges-

tive tract.

VII.

Nicotine or nicotine sulphate has been mixed or

combined with a multitude of substances, both or-



136 Farmers' Coop. Exchange, Inc.

ganic and inorganic, and as thus mixed or combined

was administered to animals for the treatment of

romid worms. [157]*******
LYON & LYON,
LEWIS E. LYON,
FREDERICK W. LYON,
Attorneys for Defendants. [162]

AFFIDAVIT OF SERVICE.

State of California,

County of Los Angeles—ss.

Irene J. Knudsen, being first duly sworn, deposes

and says that she is an employee of the firm of

Lyon & Lyon, 811 West Seventh Street, Los An-

geles, California, attorneys for the defendants in

the above entitled cause; that she served the at-

tached Defendants' Additions and Revisions to

Plaintiffs' Proposed Findings of Fact, Conclusions

of Law and Decree upon Townsend & Hackley, at-

torneys for the plaintiffs, by enclosing a true and

correct copy thereof in an envelope addressed to

Townsend & Hackley,

908-917 Crocker Building,

San Francisco, California,

first class postage prepaid, and depositing the same

in the United States Post Office this 12th day of

April, 1939.

IRENE J. KNUDSEN.
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Subscribed and sworn to before me this 12th day

of April, 1939.

[Seal] LOUISE BLACKBURN,
Notary Public in and for the County and Stale

above named.

[Endorsed] : Filed May 16, 1939. [163]

In the United States District Court for the North-

ern District of California, Southern Division.

In Equity No. 4090-R

GROVER D. TURNBOW, C. E. GRAY and

LEDERLE LABORATORIES, INC.,

a corporation.

Plaintiffs,

vs.

FARMERS' COOPERATIVE EXCHANGE,
INC., et al.,

Defendants.

DECREE
This cause having come on regularly to be heard

before this Court upon the pleadings and proofs,

both documentary and oral, and having been duly

argued by counsel for both parties in briefs and

memoranda, and having been duly submitted, both

parties having at all times been represented by coun-

sel, and the case having been submitted to the Court

for its consideration and decision: and the Court
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having made and filed lierein its Memorandum
Opinion and its Findings of Fact and Conclusions

of Law;

Now, therefore, pursuant to such Findings of

Fact and Conclusions of Law, it is hereby

Ordered, Adjudged and Decreed as follows : [164]

1. That United States Letters Patent No, 2,036,-

638, issued April 7, 1936, for ''Parasiticide", to

Frank Floyd Lindstaedt, assignor by mesne assign-

ments to plaintiff Grover D. Turnbow; and particu-

larly claims 2, 3, 6, 8, 11 and 12 thereof, is good and

valid in law.

2. That the entire right, title and interest in and

to United States Letters Patent No. 2,036,638 in suit

has been at all times since the issuance thereof on

April 7, 1936, and now is, vested in plaintiffs Grover

D. Turnbow and C. E. Gray, and that plaintiff Led-

erle Laboratories, Inc., has been, ever since the is-

suance of said patent, and now is, the exclusive

licensee thereunder.

3. That defendant Farmers' Cooperative Ex-

change, Inc., since the issuance of said Letters Pat-

ent, within six years prior to the commencement of

this suit, without the license or consent of plaintiff',

and within the Northern District of California and

elsewhere within the United States of America, has

sold and used, or caused to be sold and used, a para-

siticide known as "Alexander & Son's 'Kon-Trold

Nicotine' ", manufactured by Alexander & Son, Van
Nuys and Burbank, California, which said para-

siticide embodies the inventions claimed and pat-
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ented by claims 2, 3, 6, 8, 11 and 12 of said Letters

Patent No. 2,036,638; and that said defendant

Farmers' Cooperative Exchange, Inc., has by its

acts aforesaid infringed said Letters Patent No.

2,036,638, and particularly claims 2, 3, 6, 8, 11 and

12, and each and all of them, thereof.

4. That defendant Farmers' Cooperative Ex-

change, Inc., its officers, employees, servants, work-

men, salesmen, representatives, attorneys, and those

in concert or privity with it or them, or any of them,

and each and all of them, are hereby perpetually

enjoined and restrained, both jointly [165] and

severally, from making, using, selling or causing to

be made, used or sold, any product embodying or

containing the invention patented and claimed in

and by Letters Patent No. 2,036,638, and particu-

larly in and by claims 2, 3, 6, 8, 11 and 12 thereof,

and from infringing upon said claims, or any of

them, of said Letters Patent, directly or indirectly,

or in any manner whatsoever, and from aiding,

abetting or contributing to any infringement

thereof, and from offering or threatening to infringe

or to contribute to infringement of said claims or

any of them.

5. That plaintiffs herein shall have and recover

of and from said defendant Farmers' Cooperative

Exchange, Inc., the profits which said defendant

has realized and the damages which plaintiffs have

sustained from and by reason of the said infringe-

ment of Letters Patent No. 2,036,638, and particu-

larly of claims 2, 3, 6, 8, 11 and 12, and all of them
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thereof; and for the purpose of ascertaining the

amount of said profits and damages, this case is

hereby referred to as Special

Master, pro hac vice, to ascertain, make, and report

to this Court an account of all the profits received,

realized or accrued by or to said defendant, and to

assess all damages suffered by the plaintiffs from

and by reason of the infringement aforesaid; and

that on said accounting plaintiffs have the right to

cause an examination of said defendant, its officers,

employees, servants, workmen, salesmen, representa-

tives, attorneys, and each of them, ore tenus, and are

entitled to the production of the books, vouchers,

documents and records of said defendant, its officers,

servants, workmen, employees, salesmen, representa-

tives, attorneys, and each and all of them, in con-

nection with the said accounting; and that said de-

fendant, its officers, employees, servants, workmen,

salesmen, [166] representatives and attorneys, and

each and all of them, attend for such purpose before

the Master from time to time as the Master shall

direct.

6. That plaintiffs herein shall have and recover

the costs and disbursements sustained by them in

the maintenance of this action, against said defend-

ant ; and that plaintiffs shall have the right to apply

to the Court from time to time for such other, fur-

ther or different relief against defendant as plain-

tiffs may deem necessary and proper in the prem-

ises.

7. That upon the counterclaim and cross-com-

plaint herein the Court decrees that Tumbow Pat-
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ent No. 2,091,840 is good and valid in law, and has

been infringed by defendant in committing the acts

hereinabove recited; and particularly that claims

1, 2 and 7 of said patent are good and valid in law,

and are entitled to a liberal construction, and that

said claims and said Patent No. 2,091,840 have been

infringed by defendant Farmers' Cooperative Ex-

change, Inc., in selling and using and causing to be

sold and used Alexander's ''Kon-Trold Nicotine",

a parasiticide manufactured by Alexander & Son,

Van Nuys and Burbank, California.

8. That Alexander & Son, Van Nuys and Bur-

bank, California, manufacturer of the parasiticide

Alexander's ''Kon-Trold Nicotine" herein found to

infringe Letters Patent No. 2,036,638 is in privity

with defendant Farmers' Cooperative Exchange,

Inc., and is the real party in interest in the defense

of this cause.

Costs taxed at $521.52.

Dated: April 16th, 1939.

MICHAEL J. ROCHE,
United States District Judge.

[Endorsed]: Filed and entered May 16, 1939.

[167]
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In the United States District Court for the

Northern District of California, Southern Division

Civil Action

No. 21067-S

For infringement of IT. S. Letters Patent Number
2,091,840.

LEDERLE LABORATORIES, INC., a corpora-

tion, OROVER D. TURNBOW, and C. E.

GRAY,
Plaintiffs,

vs.

FARMERS' COOPERATIVE EXCHANGE,
INC., 1st Doe, 2nd Doe, 3rd Doe, 4th Doe and

5th Doe,

Defendants.

COMPLAINT

Come now plaintiffs above named, and for cause

of action allege

:

I.

That plaintiffs Grover D. Turnbow and C. E.

Gray are residents of the City of Oakland, County

of Alameda, State of [168] California; and that

plaintiff Lederle Laboratories, Incorporated, is a

corporation duly organized and existing under and

by virtue of the laws of the State of Delaware, with

its principal place of business at New York City,

New York.
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11.

That defendant Farmers' Cooperative Exchange,

Inc., is a corporation organized and existing under

and by virtue of the laws of the State of California,

and upon information and belief, that defendant

Farmers' Cooperative Exchange, Inc., is a non-

profit, cooperative organization, and that said de-

fendant has its principal place of business in Santa

Cruz, California; and that said defendants and all

of them, at all times hereinafter alleged as to them,

have been and now are residents and inhabitants of

the Northern District of California, Southern Divi-

sion.

That defendants have jointly and severally in-

fringed upon the hereinafter described Letters Pat-

ent, and each and all of them are directly interested

in, and will be affected by, the result of said suit;

and that said parties defendant threaten to continue

to infringe upon said Letters Patent and to destroy

the value thereof to said plaintiffs.

III.

That defendants 1st Doe, 2nd Doe, 3rd Doe, 1th

Doe, and 5th Doe are proper defendants in this

action and are pleaded herein by fictitious names by

reason of the fact that plaintiffs are unable at this

time to ascertain the true names of said defendants,

and therefore implead said 1st Doe, 2nd Doe, 3rd

Doe, 4th Doe and 5th Doe as parties defendant, and

pray leave to substitute the proper names of said

fictitiously impleaded defendants when and if said

true names be discovered. [169]
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IV.

That this is a suit for infringement of Letters

Patent, jointly and severally committed by all of

said defendants; and that the jurisdiction of the

Court depends upon the patent laws of the United

States.

V.

That heretofore, to-wit: prior to the 30th day of

September, 1930, Grover D. Turnbow, of Oakland,

California, became and was the original, first and

sole inventor of a new and useful invention, to-wit

:

''Vermifuge", not known or used by others in this

country before his invention or discovery thereof,

and not patented or described in any printed publi-

cation in the United States of America or in any

foreign country before his invention or discovery

thereof or more than two years prior to his herein-

after recited application for Letters Patent therefor

in the United States of America, and not in public

use or sale in this country for more than tw^o years

prior to said application, and for which no applica-

tion for Letters Patent in any country foreign to

the United States of America had been filed more

than twelve months prior to the filing of said appli-

cation in this country, and which said application

had not been abandoned; that thereupon, to-wit: on

September 30, 1930, said Grover D. Turnbow made

application in writing in due form of law to the

Commissioner of Patents of the United States of

America for Letters Patent on said invention and

complied in all respects with the conditions and re-
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quirements of said law; that thereafter, and after

due proceedings had and due examination made by

the Commissioner of Patents upon the aforesaid

application as to the patentability of said invention

on August 31, 1937, Letters Patent of the United

States of America, Number 2,091,840, bearing the

date, the day [170] and year aforesaid, were in due

form of law granted and issued and delivered by

the Commissioner of Patents of the United States

of America, to the said Grover D. Turnbow^, plain-

tiff herein, his successors, legal representatives and

assigns, for the full term of seventeen years from

and after August 31, 1937, the exclusive right and

liberty of making, using and vending to others to be

used, the said invention, throughout the United

States of America and the territories thereof, all as

will more fully and at large appear in and by said

original Letters Patent or a copy thereof ready in

Court to be produced and profert of which is hereby

made.

VI.

That by virtue of the premises aforesaid, plain-

tiff Grover D. Turnbow became and now is the

owner of the entire title in and to said Letters Pat-

ent. That plaintiff Grover D. Turnbow, C. E. Gray,

and Lederle Laboratories, Incorporated, jointly ow^n

the entire right and interest in and to said Letters

Patent and have all rights and privileges granted

and secured thereby, save and excepting only title to

said Letters Patent, which resides exclusively in

plaintiff Turnbow, as aforesaid.



146 Farmers' Coop. Exchange, Inc.

VII.

That the said invention and discovery patented

as aforesaid were and are of great utility, and that

the public has generally acquiesced in the useful-

ness of said improvements and has generally

acknowledged and acquiesced in the rights of plain-

tiffs with respect to said inventions and in the

validity of said Letters patent.

VIII.

That plaintiffs have complied with the United

States statutes relating to the marking of any arti-

cles manufactured, [171] used and/or sold by them,

by marking said articles, or the containers in which

they are sold, and each of the ''Patented", together

with the Letters Patent number hereinabove set

out; and that heretofore, and prior to the filing of

this suit and since the issuance of said patent in

suit, defendants and each of them have been notified

by plaintiffs of the grant, issuance and delivery of

said Letters Patent and warned not to infringe

thereon.

IX.

That well knowing the premises and with intent

to injure and defraud the plaintiffs, defendants

have, jointly and severally, since the grant of said

Letters Patent Number 2,091,840 and within six

years prior to the filing of the Complaint herein

and within this District and elsewhere in the United

States, infringed upon said Letters Patent and each

and all of the claims thereof, and threaten to con-
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tinue so to infringe by making, using, or selling or

offering for sale, articles manufactured according

to the claims of said Letters Patent Number 2,091,-

840, and particularly by selling and offering for sale

that certain parasiticidal article commercially

known to the trade and described as Alexander &

Son's ''Kon-Trold" Nicotine Compound: that de-

fendants and each and all of them have conspired

together to infringe upon said patent and the claims

thereof ; and that each and all of them have refused

to desist therefrom, and threaten and intend, unless

prohibited by this Court, to continue to infringe

said Letters Patent and each of the claims thereof,

by manufacturing, selling, or using, or causing to

be manufactured, sold, or used, articles embodying

or made according to the claims of said Letters Pat-

ent and each of them. [172]

X.

That but for the infringement herein complained

of, plaintiffs would still be in the undisputed pos-

session, use and enjoyment of the exclusive privi-

leges secured by said Letters Patent in suit, and

in the receipt of large gains and profits from the

same; and that the defendants have made and real-

ized large profits and advantages from their said

infringement, which profits and advantages right-

fully belong to plaintiffs; but that neither the

amount of said profits nor the amount of damages

suffered by plaintiffs is known to plaintiffs, and

that the amount of said profits and damages can
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only be ascertained by an accounting, but is believed

to be in excess of Ten Thousand Dollars ($10,-

000.00).

And plaintiffs further state that the use of the

said invention by the said defendants and their con-

tinuation and persistence in the same, and their un-

lawful acts in the premises, in disregard and defi-

ance of the rights of said plaintiffs, have the effect

to and do encourage others to venture to infringe

said Letters Patent in disregard of said plaintiffs'

rights, and all to said plaintiffs' irreparable dam-

age and injury.

Wherefore, plaintiffs pray:

(1) That a writ of injunction issue out of this

court, enjoining and restraining defendants, and

each and every of them, their officers, clerks, at-

torneys, servants, agents and workmen, not only

perpetually but provisionally during the pendency

of this suit, from directly or indirectly making or

causing to be made, selling or causing to be sold, or

using or causing to be used, inventions embodying

or containing or made under claims of said Letters

Patent Number 2,091,840;

(2) That defendants, and each of them, be de-

creed to [173] account for and pay over unto plain-

tiffs all profits, gains and advantages realized or

received by them, or any of them, from said infring-

ing acts, and that plaintiffs have judgment against

defendants, and each of them, for the damages suf-

fered by plaintiffs in the premises; and that the

actual damages be trebled, in view of the willful in-

fringement by defendants

;
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(3) That plaintiffs be awarded costs

;

(4) That plaintiffs have such other, further or

different relief as in equity and good conscience the

Court shall deem meet, and as the circumstances

may require.

Dated: November 25th, 1938.

TOWNSEND & HACKLEY,
CHAS. E. TOWNSEND,
ROY C. HACKLEY, JR.,

Counsel for Plaintiffs.

[Endorsed] : Filed Nov. 25, 1938. [174]

[Title of District Court and Cause.]

Civil Action No. 21067R.

ANSAYER OF FARMERS' COOPERATIVE
EXCHANGE, INC., TO COMPLAINT.

Comes now defendant Farmers' Cooperative Ex-

change, Inc., and answering the Complaint herein

admits, denies and alleges

:

I.

Admits the allegations of Paragraph I. [175]

II.

Admits that defendant Farmers' Cooperative Ex-

change, Inc., is a corporation organized and existing

under and by virtue of the laws of the State of

California, and is a non-profit, cooperative organi-

zation, and that said defendant has a place of busi-
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ness in Santa Cruz, California. Defendant Farm-

ers' Cooperative Exchange, Inc., is without knowl-

edge as to the identity, residence and inhabitations

of the other defendants named, and basing its an-

swer upon this fact, denies the remainder of said

allegations of Paragraph II of the Complaint, and

specifically denies that defendant Farmers' Co-

operative Exchange, Inc., has jointly or severally

or in any way infringed upon the Letters Patent

No. 2,091,840, or that said defendant threatens to

continue to infringe upon said Isetters Patent or

to destroy any value thereof to the plaintiffs.

III.

Defendant is without knowledge as to the allega-

tions of Paragraph III of the Complaint, and bas-

ing its answer upon that ground, denies said alle-

gations and leaves plaintiffs to their proof thereof.

IV.

Answering Paragraph IV defendant Farmers'

Cooperative Exchange, Inc., admits that this is a

suit for alleged infringement of li'^tters Patent and

that the jurisdiction of this Court depends upon

the Patent Laws of the United States.

V.

Answering Paragraph V of said Complaint de-

fendant denies that heretofore, or at any time to

wit, prior to the 30th day of September, 1930,

Grover D. Turnbow of Oakland, California, became
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or was the original first or sole inventor of an al-

leged new or useful invention to wit, "Vermifuge",

and [176] denies that said Vermifuge w^as not

known or used by others in this country before the

pretended invention or discovery thereof by said

Turnbow, and that said alleged or pretended inven-

tion was not patented or described in a printed

publication in the United States of America or in

any foreign country before Turnbow 's pretended

discovery or invention thereof or more than two

years prior to his alleged application for Letters

Patent therefor in the United States of America,

and denies that said Vermifuge was not in public

use or sale in this country for a period of more

than two years prior to the said application; de-

fendant Farmers' Cooperative Exchange, Inc., has

no knowledge as to whether or not an application

for Letters Patent was filed in any country foreign

to the United States of America, an application

filed more than twelve months orior to the filing

of said application by Turnbow in this coimtry;

defendant admits that on September 30, 1930, said

Grover D. Turnbow filed an application with the

Commissioner of Patents of the United States of

America for Letters Patent on said pretended in-

vention but denies that said application was in due

form of law or complied in all or any respects with

the conditions and requirements of said law, and

defendant Farmers' Cooperative Exchange, Inc.,

denies that after due proceedings or due examina-
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tion made by the Commissioner of Patents upon

the aforesaid application as to the patentability of

said pretended invention on August 31, 1937, or at

any other time that Letters Patent were duly and

regularly issued in accordance with the law, but

admits that Letters Patent No. 2,091,840 bearing

the date of August 31, 1937, were upon that day

granted and issued, but denies that said Letters

Patent were in due form of law or were regularly

or legally issued or delivered by the Commissioner

of Patents of the United States of America to said

Grover D. Turnbow, plaintiff herein, his successors,

legal representatives [177] and assigns, and denies

that said patent conferred upon said Grover D.

Turnbow his legal representatives or assigns, the

exclusive or any right or liberty of making or using

or vending to others to be used the said pretended

invention throughout the United States of America

and the territories thereof.

VI.

Answering Paragraph VI of said Complaint de-

fendant denies upon information and belief and

because of lack of knowledge that plaintiff Grover

D. Turnbow became or now is the owner of the

entire title in and to said pretended Letters Patent

;

denies that plaintiffs Grover D. Turnbow, C. E.

Gray and Lederle Laboratories, Incorporated,

jointly own the entire right and interest in and to

said pretended Letters Patent, or have all rights

or privileges granted and secured thereby save and
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excepting only title to said pretended Letters Pat-

ent which resides exclusively in plaintiff Turnbow.

VII.

Answering Paragraph VII of said Complaint

defendant Farmers' Cooperative Exchange, Inc.,

denies that said invention and discovery patented

as aforesaid were or are of great utility or that

the public has generally acquiesced in the useful-

ness of said patented improvements and has gen-

erally acknowledged or acquiesced in the rights of

plaintiff with respect to said alleged inventions or

in the pretended validity of said Letters Patent.

VIII.

Answering Paragraph VIII of said Complaint

defendant denies that plaintiffs have complied with

the United States statutes relative to the marking

of articles used and/or sold by them, by marking

said articles, or the containers in which they are

sold, and each of them "Patented", together with

the [178] Letters Patent number; defendant Farm-

ers' Cooperative Exchange, Inc., admits having re-

ceived notice of the pretended Letters Patent No.

2,091,840.

IX.

Answering Paragraph IX of the Complaint de-

fendant Farmers' Cooperative Exchange, Inc., de-

nies each and every of said allegations saving and

excepting that defendant Farmers' Cooperative

Exchange, Inc., admits that prior to the filing of
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the Complaint herein and within the period of six

years last passed prior to said time and within the

jurisdiction of this Court having sold and offered

for sale a parasiticidal article known to the trade

and described as Alexander & Son's "Kon-Trold"

Nicotine Compound "Flock Treatment".

X.

Answering Paragraph X of the Complaint de-

fendant Farmers' Cooperative Exchange, Inc.,

denies each and every of said allegations and spe-

cifically denies that said defendant has made or

realized large or any profit or profits or advantages

from any infringement of said pretended Letters

Patent No. 2,091,840, and denies that defendant

Farmers' Cooperative Exchange, Inc., has per-

formed any unlawful act or acts in the premises in

disregard or defiance of the rights of said plaintiffs,

or that any act or acts performed by defendant

Farmers' Cooperative Exchange, Inc., have or had

the effect to or that they do encourage others to

venture to infringe said pretended Letters Patent

in disregard of the said plaintiffs' alleged rights or

to the plaintiffs' irreparable damage or injury.

XI.

That upon information and belief, defendant

Farmers' Cooperative Exchange, Inc., alleges that

it is the express [179] intention of the plaintiffs by

continued acts of litigation to force the discontinu-

ance of the sale of said "Alexander & Son's 'Kon-
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Trold' Nicotine Compound", and that said para-

siticide and vermifuge known as *'Alexander &

Son's 'Kon-Trold' Nicotine Compound" is of par-

ticular use and benefit in the treatment of fowl for

round worms (ascaridia lineata) and that defend-

ant is therefore extremely desirous of continuing

the sale and distribution of said ''Alexander &

Son's 'Kon-Trold' Nicotine Compound" because it

has found such compound to be most effective in

the treatment of fowl and chickens for elimination

of romid worm (ascaridia lineata), and believes

that in selling and distributing said "Alexander &

Son's 'Kon-Trold' Nicotine Compound" it is as a

cooperative organization formed of member pro-

ducers and growers of fowl, particularly interested

in making available to such growers and producers

of fowl the products most effective for elimination

of the round worms (ascaridia lineata) from such

fowl, and that it is unable to utilize any other

product of which it has knowledge for the effective

control of round worms (ascaridia lineata), and it

is believed that it is, in such capacity, carrying out

its duty to its individual members in making avail-

able to them the product most effective for over-

coming this difficulty in the production and raising

of chickens and fowl and that defendant has been

advised that in selling said "Alexander & Son's

'Kon-Trold' Nicotine Compound" that it is not

infringing upon any valid patent or patents held

by plaintiffs, or any of them, including the pre-
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tended Letters Patent No. 2,091,840, allegedly

granted August 31, 1937, for Improvements in

Vermifuge.

For separate and additional defenses defendant

Farmers' Cooperative Exchange, Inc., alleges: [180]

XII.

That defendant asserts that the pretended Letters

Patent No. 2,091,840 allegedly granted August 31,

1937, for Improvements in Vermifuge were not

granted by the Commissioner of Patents within the

authority granted him under due form of law, or

after due proceedings were had with respect to the

application filed, by or on behalf of plaintiff, Grover

D. Turnbow, but asserts that said pretended Letters

Patent were irregularly granted without proper and

due consideration of the application for said pre-

tended Letters Patent.

XIII.

That defendant asserts that Grover D. Turnbow

was not the original or first inventor of that which

is alleged to be patented in pretended Letters Pat-

ent No. 2,091,840 in suit, or any material or sub-

stantial part thereof, but on the contrary, prior to

the supposed invention thereof, the thing or things

alleged to be patented by said pretended Letters

Patent, and particularly that which is described

in the pretended claims thereof, and all material

and substantial parts thereof, has been patented or

described in each of the following Letters Patent
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or the applications therefor, and that the description

contained in said pretended Letters Patent and each

or all of the pretended claims thereof, had been

published as a printed publication, the numbers of

said prior Letters Patent, the names of the pat-

(;ntees thereof, and the dates of said Letters Patent

being as follows:

Name Number Data

Arnold 208,505 Oct. 1, 1878

Dieterich 896,807 Aug. 25, 1908

Schmidt 943,168 Dec. 14, 1909

Ellis 993,827 May 30, 1911

Horowitz 1,021,674 Mar. 26, 1912

Lloyd 1,048,712 Dec. 31, 1912

Lloyd 1,250,331 Dec. 18, 1917

Lloyd 1,300,747 Apr. 15, 1919

Hoyt 1,534,325 Apr. 21, 1925

Volwiler 1,690,760 Nov. 6, 1928

Mewborne 1,731,667 Oct. 15, 1929

Mewborne 1,731,668 Oct. 15, 1929

Lindstaedt 1,776,862 Sept. 30, 1930

Lee 1,778,264 Oct. 14, 1930

Lindstaedt ,2,007,721 July 9, 1935

Lindstaedt 2,007,722 July 9, 1935

Lindstaedt 2,036,638 Apr. 7, 1936

Swiss Patent 114,438 Apr. 1, 1926

[181]

and further Letters Patent which this defendant

has not yet located, and for which this defendant

is diligently searching and prays leave to add to this

answer.

The names of said publications and the dates of

which are as follows:



158 Farmers' Coop. Exchange^ Inc,

Printed Publications,

*' Cornell Veterinarian", Vol, XIIT, No. 1,

pp. 223-231 July 1923.

"Cornell Veterinarian", Vol. XIV, p. 99,

April 1924, No. 2.

'^ Cornell Veterinarian", Vol. XV, No. 1, pp.

22-36, January 1925.

Report of the Veterinary Division, Michigan

State College, June 30, 1937, p. 63, etc.

California Agricultural Extension Service,

Circular 8, February 1927, "Diseases and Para-

sites of Poultry in California", J. R. Beach and

S. B. Freeborn, pp. 57-60. [182]

World's Poultry Congress, Ottowa, Canada,

1927, pp. 336-339, "The Use of Nicotine Sul-

phate in the Control of the Intestinal Round-

worm", Dr. Stanley B. Freeborn, University

of California Agricultural Experiment Station.

Journal of American Chemical Society,

35:837, 1913, "Precipitating Alkaloids by

Lloyd's Reagent," S. Waldblatt.

"Discovery of the Alkaloidal Affinities of

Hydrous Aluminum Silicate," by John Uri

Lloyd, Phar. M., 1916. Read before the Scien-

tific Section, A. Ph. A., San Francisco Meet-

ing, 1916. From the Journal of the American

Pharmaceutical Association for April and May,

1916. Bourse Building, Philadelphia.

"Concerning the Alkaloidal Reagent Hy-

drous Aluminum Silicate," by John Uri Lloyd,

Cincinnati, Ohio, October 1, 1913.
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'^ Economic Poisons", Special Publications

No. 51, State of California Department of

Agriculture, California State Printing Office

(1923-1924).

''Economic Poisons", Special Publication

No. 58, State of California Department of

Agriculture, California State Printing Office

(1924-1925).

"Economic Poisons", Special Publication

No. 66, State of California Department of

Agriculture, California State Printing Office

(1925-1926).

"Economic Poisons", Special Publication

No. 75, State of California Department of

Agriculture, California State Printing Office

(1926-1927).

"Economic Poisons", Special Publication

No. 88, State of California Department of

Agriculture, California State Printing Office

(1928-1929).

"The Enforcement of the Kansas Live Stock

Remedy Law" Agricultural Experiment Sta-

tion, Kansas State Agricultural College, Man-

hattan, Kansas, Inspection Circular No, 17,

published by Kansas State Agricultural College

at Manhattan, Kansas, on or about July 1922.

Report of the Kansas State Board of Agri-

culture for the Quarter Ending September

1924, Vol. XLIII, No. 171, published October

20, 1924.
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Report of the Control Division of the Kansas

State Board of Agriculture for the Quarter

Ending June, 1926, Section A on Live-Stoclv

Remedies, Vol. XLV, Section A, No. 178, pub-

lished by the Kansas State Board of Agricul-

ture, August 5, 1926.

Report of the Control Division of the Kansas

State Board of Agriculture for the Quarter

Ending March, 1928, Section B on Live-Stock

Remedies, Vol. XLVII, Section B, No. 185,

published by the Kansas State Board of Agri-

culture, October 25, 1928. [183]

Catalogue issued by the Haver-Grlover Lab-

oratories, entitled "Special Veterinary Prepa-

rations Biologicals Pharmaceuticals Instru-

ments and Appliances," Copyright 1928, Third

Edition.

"Science", Vol. LVII, No. 1485, published

Friday, June 15, 1923, by the Science Press.

Report of the Veterinary Division for the

Year Ending June 30, 1927, Michigan State

College of Agriculture and Applied Science,

East Lansing, Michigan.

California Agricultural Extension Service,

Circular 8, Revised and Reprinted February,

1929, entitled "Diseases and Parasites of Poul-

try in California," J. R. Beach and S. B. Free-

born.

"Control of Sheep Stomach Worms," by

G. H. Lamson, Jr., Journ. A.V.M.A., Ixii

(1923), n.s. 15 (4), pp. 556-227.
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"Prevention and Control of Poultry Dis-

eases," by L. D. Bushnell and W. R. Hinshaw,

Agricultural Experiment Station, Kansas State

Agricultural College, Manhattan, Kansas. Cir-

cular 106, July 1924.

"Diseases of Poultry", U. S. Department

of Agriculture, Farmers' Bulletin No. 1337.

issued October, 1927, Washington, D. C.

Journal of Economic Entomology. "Scien-

tific Notes", Vol. 11, pp. 341-342, (1918) June.

"Poultry Diseases, Their Prevention and

Control", Agricultural Experiment Station,

Kansas State Agricultural College, Manhattan,

Kansas, Bulletin 247. (Circular 106 Hevised),

June 1929.

and further printed publications which this defend-

ant has not yet located but for which this defendant

is diligently searching and prays leave to add to

this answer.

XIY.
Further defendant alleges upon information and

belief that prior to any supposed invention or dis-

covery by Grover D. Turnbow, that which is al-

leged to be patented in and by the pretended Let-

ters Patent No. 2,091,840, and particularly that

which is described and claimed therein, and all

material and substantial parts thereof, had in the

United States invented, used by, or known to each

of the persons whose names, places of invention,

knowledge of use and residences are as follows:

[184]
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(a) Each and every patentee mentioned in the

preceeding paragraph, residing at the place indi-

cated in the respective patents and at the place

stated as the place of residence of the respective

patentees.

(b) R. G. Mewborne,

Albuquerque, New Mexico.

Dr. Stanley B. Freeborn,

University of California Agricultural

Experiment Station,

Davis, California.

J. R. Beach,

University of California Agricultural

Experiment Station,

Davis, California.

J. J. Bergstedt,

Petaluma, California.

H. W. Graybill,

Petaluma, California.

W. B. Herms,

University of California Agricultural

Experiment Station,

Davis, California.

E. R. de Ong,

University of California Agricultural

Experiment Station,

Davis, California.

J. E. Dougherty,

University of California Agricultural

Experiment Station,

Davis, California.
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C. D. Carpenter,

Petaluma, California.

George H. Lee Company.

Omaha, Nebraska.

Columbian Hog & Cattle Powder Co.,

Kansas City, Missouri.

Eureka Chemical Co.,

East Moline, Illinois.

Standard Chemical Manufacturing Co.,

Omaha, Nebraska.

Frank Benesh,

Cuba, Kansas. [185]

Pioneer Stock Dip & Remedy Co.,

Kansas City, Missouri.

Kalo Stock Remedy Co.,

Quincy, Illinois.

The Kinyon Remedy Co.,

Topeka, Kansas.

Clarence Teeter,

Huron, Kansas.

Moore's Live-Stock Remedy Co.,

Kansas City, Missouri.

Moorman Manufacturing Co.,

Quincy, Illinois.

W. R. Talbot Chemical Co.,

Sandusky, Ohio.

Guarantee Veterinary Co.,

Sioux City, Iowa.

Feil Manufacturing Co.,

Cleveland, Ohio.
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Sipe Conditioner Manufacturing' C(;.,

Kansas City, Missouri.

J. W. Smyser,

Sterling, Kansas.

Uncle Sam Stock Medicine Co^

Quincy, Illinois.

Victor Manufacturing Co,,

Spring Hill, Kansas.

Dr. David Roberts Veterinary Co.,

Waukesha, Wisconsin.

Farmers Manufacturers Remedy & Supply

Co.,

Kansas City, Missouri.

G. E. Conkey Co.,

Cleveland, Ohio.

National Live Stock Remedy Co.,

Chicago, Illinois.

Shores-Mueller Co.,

Cedar Rapids, Iowa.

S. G. Atkinson Laboratories,

St. Paul, Minnesota.

Midwest Grocery Co.,

Kansas City, Missouri.

Drs. Hess & Clark,

Ashland, Ohio. [186]

Illinois Stock Medicine Co.,

Quincy, Illinois.

Larkin Poultry Service Co.,

Topeka, Kansas.

Ivan D. Stewer,

Emmit, Kansas.
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The Rostetter Laboratories,

Canton, Kansas.

Williams Stock Medicine Co.,

Quincy, Illinois.

The Barber Medicine Co.,

Kansas City, Missouri.

G. R. Bigler Co.,

Chattanooga, Tennessee.

Barada & Page, Inc.,

Kansas City, Missouri.

E. M. Clark,

Wichita, Kansas.

Economy Hog & Cattle Powder Co.,

Shanandoah, Iowa.

Frank Manufacturing Co.,

Parsons, Kansas.

Haver Glover Laboratories,

Kansas City, Missouri.

Dr. L. D. DeGear Medicine Co.,

St. Louis, Missouri.

The W. T. Muncy Co.,

Tecumseh, Nebraska

The Parker Laboratories,

El Dorado, Kansas.

Pratt Food Co.,

Philadelphia, Pennsylvania.

Dr. A. H. Pruitt,

Wichita, Kansas.

Quisenberry-Hobbs Co.,

Kansas City, Missouri.
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The Ross Hatchery,

Junction City, Kansas.

Scarless Remedy Co.,

Winterset, Iowa.

The Superior Products Supply Co., Inc.,

Canton, Kansas. [187]

Spratt's Patent (America) Limited,

Newark, New Jersey.

D. C. Stone,

Kansas City, Missouri.

Poultry Products Co.,

Olathe, Kansas.

Larkin Poultry Club,

Howard, Kansas.

H. R. Galbalt Chemical Co.,

Sandusky, Ohio,

and others whose names and addresses this defend-

ant has not yet learned and for which this defend-

ant is diligently searching and prays leave to add

to this answer.

XV.
Further defendant alleges that in view of the

state of the art at and before the alleged invention

or inventions of the pretended Letters Patent No.

2,091,840 or attempted to be defined in the claims,

or any claim of said pretended Letters Patent, said

claims, or any of them, cannot now be so inter-

preted as to bring within their purview as an in-

fringement thereof, any parasiticide or vermifuge

as sold by defendant.
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XVI.

Defendant alleges that while the alleged applica-

tion for the pretended Letters Patent No. 2,091,840

was pending in the United States Patent Office, the

applicant therefore so limited and confined the

claims of said alleged application under the require-

ments of the Commissioner of Patents that plain-

tiffs cannot now seek for, nor obtain, a construction

for any claim of said pretended Letters Patent

sufficiently broad to cover any parasiticide or ver-

mifuge sold by defendant, [188]

XVII.

Defendant further alleges that the alleged inven-

tion or inventions of pretended Letters Patent No.

2,091,840, in view of the state of the art as it

existed at the date of the alleged invention or in-

ventions do not involve invention or contain any

patentable novelty, but consist in the mere adapta-

tion of well known methods, devices and composi-

tions of matter for the required uses involving

merely the skill expected of one in the art to

which said pretended Letters Patent pertains.

XVIII.

Defendant further alleges that the invention or

inventions claimed in the pretended Letters Patent

No. 2,091,840 is substantially identical with an al-

leged invention claimed in the prior patent issued

to plaintiff, Grover D. Turnbow, No. 2,036,638, and

the title and rights which are allegedly jointly held
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by plaintiffs in common with the title and rights

under the pretended Letters Patent No. 2,091,840.

XIX.
Defendant further alleges that the said pretended

Letters Patent No. 2,091,840, and each and every

claim thereof, is invalid and void because the al-

leged invention claimed therein is not a new and

patentable combination of elements, but is a mere

aggregation and mixture of w^ell known chemical

reagents acting to produce no new^ result or effect.

XX.
Defendant further alleges that the pretended

Letters Patent No. 2,091,840 is invalid and void

because the claims thereof do not distinctly and

definitely set forth and define the claim of the

alleged invention or description of said pretended

Letters Patent, but said claims are of a scope

broader than the disclosure of said pretended Let-

ters Patent [189] and seek to claim broadly as a

class certain ingredients when only one such in-

gredient is set forth in the description and dis-

closure of said pretended Letters Patent.

XXI.

Defendant further alleges that the description

of the alleged invention or inventions or the speci-

fication of the pretended Letters Patent in suit

No. 2,091,840 is not in such full, clear, concise and

exact terms as to enable any person skilled in the
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art or science to which it pertains, or with which

it is most clearly connected, to make, compomid,

or use the same.

Wherefore, defendant prays:

1. That a decree be issued out of this court

decreeing said Letter Patent No. 2,091,840 and the

respective claims thereof to be invalid and void.

2. That the Complaint herein be dismissed.

3. That a decree be issued out of this court

decreeing that defendant has not infringed any

claim of said pretended Letters Patent No.

2,091,840.

4. That defendant be awarded its costs herein.

5. That defendant have such other further or

different relief as in equity and good conscience

the court shall deem meet and as the circumstances

may require.

FARMERS' COOPERATIVE
EXCHANGE, INC.

By LYON & LYON,
LEWIS E. LYON,
FREDERICK W. LYON,

Its Attorneys and Counsel.

Receipt of copy acknowledged this 30th day of

Nov., 1938, at 11:42 A.M.

ROY C. HACKLEY, JR.

Attorney for Pltfs.

[Endorsed] : Filed Nov. 30, 1938. [190]
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[Title of District Court.]

At A Stated Term of the Southern Division of the

United States District Court for the Northern

District of California, held at the Court Room
thereof, in the City and County of San Francisco,

on Thursday, the 30th day of March, in the year

of our Lord one thousand nine hundred and thirty-

nine.

Present: the Honorable Michael J. Roche, Dis-

trict Judge.

[Title of Cause—No. 21067-R.]

This cause having been heretofore tried and sub-

mitted to the Court for consideration and decision,

being now fully considered and the Court having

filed its Memorandum Opinion thereon in cause

No. 4090-R, Grover D. Turnbow, et al., vs. Farmers'

Cooperative Exchange Inc., et al., it is, in accord-

ance with said opinion. Ordered that a writ of in-

junction issue perpetually restraining the defend-

ant from infringing on the patents set forth in this

suit, that the plaintiffs have an accounting for the

profits realized by defendant after the date of

issuance of the Lindstaedt patent, that plaintiffs

recover their costs incurred herein and that a De-

cree be entered herein accordingly upon findings of

fact and conclusions of law to be prepared by the

attorneys for the plaintiffs pursuant to Rule 42

of this Court. [191]
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[Title of District Court and Cause—Civil Action

No. 21067 R.]

FINDINGS OF FACT AND CONCLUSIONS
OF LAW.

The above entitled cause having come on regu-

larly to be heard in the above named Court, in a

consolidated trial with Turnbow. et al., vs. Farm-

ers' Cooperative Exchange, Inc., et al.. Equity No.

4090-R, commencing November 30, 1938, and con-

cluding December 22, 1938, and the parties having

been represented by counsel; evidence having been

offered by and on behalf of both parties; and the

case having been fully argued in briefs on behalf

of both parties, and having been duly submitted

to the Court; the Court, having been fully advised

in the premises, upon due consideration of the evi-

dence, and having heretofore, to wit on the 30th

day of March, 1939, announced and filed its Memo-

randum Opinion comprising its decision and find-

ings in this cause, now, in conformity there- [192]

with, does make the following supplemental Find-

ings of Fact and Conclusions of Law:

Findings of Fact

1. The Turnbow patent in suit. No. 2,091,840,

was issued by the United States Patent Office on

August 31, 1937, on an application filed September

30, 1930, entitled '^ Vermifuge", and is essentially

directed to the production of a non-lethal product

which will have the property of destroying internal
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parasites in animals such as dogs, chickens and

cattle.

2. Plaintiff Lederle Laboratories, Inc., is a cor-

poration duly organized and existing under and by

virtue of the laws of the State of Delaware, and

has its principal place of business in New York,

New York; and plaintiffs Grover D. Turnbow and

C. E. Gray are residents of the City of Oakland,

County of Alameda, State of California.

3. The entire right, title and interest in and to

Turnbow patent No. 2,091,840 in suit was issued to

the patentee thereof, Grover D. Turnbow, who,

while the application for said patent was pending,

assigned to plaintiff C. E. Gray an interest therein,

and said letter assignment, on March 21, 1936, plain-

tiffs Grover D. Turnbow and C. E. Gray granted

to plaintiff Lederle Laboratories, Inc., an exclusive

license to manufacture, use and sell, and cause to

be manufactured, used and sold, products embody-

ing the invention disclosed and claimed in Turnbow

patent No. 2,091,840 in suit. At all times since

March 21, 1936, said exclusive license has been,

and it now is, in full force and effect.

4. Plaintiffs Lederle Laboratories, Inc., Grover

D. Turnbow and C. E. Gray are the owners, jointly,

of the entire right, title and interest in and to all

causes of action for infringement of said Letters

Patent No. 2,091,840 heretofore accruing, whenever

and wherever said infringement be committed.

[193]
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5. Defendant Farmers' Cooperative Exchange,

Inc., is a non-profit cooperative, organized and ex-

isting under and by virtue of the laws of the State

of California, having its principal place of business

in the City of Santa Cruz, County of Santa Cruz,

State of California, and said Farmers' Cooperative

Exchange, Inc., is a resident and inhabitant of the

Northern District of California, Southern Division.

6. This proceeding is a suit in equity, main-

tained under the patent laws of the United States

of America, for infringement of United States Let-

ters Patent No. 2,091,840, issued August 31, 1937,

to plaintiff Grover D. Tumbow.

7. The poultry industry of California,, at least

as early as 1910, was a major business, large por-

tions of the investment in which were located in

the City of Petaluma and vicinity, in the Northern

District of California.

8. As early as 1910, millions of dollars were

being lost annually to the poultry industry as a

result of heavy round worm infestation of chick-

ens, which brought about tremendous losses in Qgg

production, produced unhealthy birds, and caused

the death of large numbers of birds, and in some

cases of entire flocks.

9. As early as 1916, the University of California

in what is known as the California, Agricultural

Experiment Station, commenced work to attempt

to discover an adequate solution to the round worm
problem.
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10. The earliest experiments in the treatment

of round worm involved the production of a tobacco

infusion for internal administration to poultry, the

tobacco infusion being made by steeping chopped

tobacco stems in water. After some experimenta-

tion, this process was abandoned as unsafe and

unsatisfactory, in that it failed to eliminate the

round worms and frequently caused the death of

the treated birds. [194]

11. About the year 1918 experiments were con-

ducted, particularly in Northern California, on the

use of tobacco dust mixed with poultry feed in the

ratio of 2%, by weight, of the dry mash, the dust

being fed over a period of three or four weeks.

While the tobacco dust method of treatment was

considered an advance over the old infusion

method, the unreliability of the nicotine content

produced unsatisfactory results, frequent high

toxicity, and sometimes lethal effect; wherefore this

method was subsequently abandoned.

12. The next principal step in the art was the

development by the California Agricultural Experi-

ment Station in 1923 of a capsulized mixture of

fuller's earth and ''Black Leaf 40". This product

comprised 6.6 cc (7.92 grams) of Black Leaf 40

with 16 grams of Lloyd's Alkaloidal Reagent, a

refined fuller's earth. After a thorough mixing, the

resultant powder was packed in No. 2 gelatin cap-

sules, in sufficient quantity to weigh when filled

350 to 400 milligrams per capsule. This product
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was popularly known as the "University Capsule",

and so marketed in substantial quantities, until

displaced on the market by the Nico-Gel Pellets,

Nico-Gel Granules, and Floxide, products manu-

factured by plaintiffs under the Turnbow patent

No. 2,091,840, in suit.

13. The University Capsule was a product re-

quiring manual administration with great care, and

while it was the best product on the market until

the advent on the market of the plaintiffs' products

made under the Turnbow patent No. 2,091,840, it

was unsatisfactory in that the capsule had a ten-

dency to stick in the mouth of the bird to which it

was administered, as a result of which the capsule

dissolved in the mouth of the bird, bringing death

or severe shock to the bird. Strangulation fre-

quently resulted from the use of the University

Capsule. [195]

14. The state of the parasiticide art at the time

Turnbow conceived the invention set forth and

claimed in Letters Patent No. 2,091,840 in suit,

except as developed in Lindstaedt patent No. 2,036,-

638, is set forth and described in the paper delivered

by Dr. Stanley B. Freeborn before the World's

Poultry Congress at Ottawa, Canada, in August,

1927, and published in the proceedings of that Con-

gress. The maximum advance made by the art prior

to Turnbow is defined by Dr. Freeborn in said pub-

lication, and shows that the art had failed to pro-

gress to a point beyond the stage represented by the
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University Capsule, itself a dangerous and unsatis-

factorily, manually administered, parasiticide.

15. During the pendency of the application for

Turnbow patent No. 2,091,840 in the United States

Patent Office, an interference was declared betw^een

said application and the application for Lindstaedt

patent No. 2,036,638, upon which is based the com-

panion suit, in Equity No. 409Q-R, consolidated

herewith for trial. The issue of said interference

involved claims of the general scope of claim 2 of

Lindstaedt patent No. 2,036,638, wherein no limita-

tion as to form of the product was stated. Said

interference was terminated by the vesting in

Grover D. Turnbow the entire right, title and

interest in and to said Lindstaedt application,

which effectively placed title to both the Turnbow

and Lindstaedt applications at issue in the single

party, plaintiff Turnbow.

16. The counts comprising the issue of the inter-

ference typified by claim 2 of Lindstaedt patent

No. 2,036,638, were placed in the Lindstaedt appli-

cation by reason of priority of invention of Lind-

staedt over Turnbow, in so far as the disclosures

of the two parties were common, as is established

by the facts set forth in the preliminary statements

filed by the parties in said interference. [196]

17. Turnbow was the first to produce, under

Turnbow patent No. 2,091,840, in products such as

'^Nico-Gel Granules" and "Floxide", an entirely

safe, readily administered, and fully successful
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product for the destruction of such parasites as

roundworms in poultry and other animals, in a

form in which the same could be administered with

the feed to a poultry flock, for example.

18. Plaintiff Grover D. Turnbow, patentee of

patent No. 2,091,840, conceived the invention

therein disclosed and claimed not later than April

1, 1929.

19. Plaintiff Grrover D. Turnbow, patentee of

patent No. 2,091,840 reduced to practice the inven-

tion set forth and claimed in said patent not later

than September 19, 1928.

20. Plaintiff Grover D. Turnbow first disclosed

to others the invention set forth and claimed in

Letters Patent No. 2,091,840 not later than August

1, 1929.

21. Not later than September 19, 1929, plaintiff

Grover D. Turnbow, patentee of patent No. 2,091,-

840, made a complete written description of the

invention disclosed and claimed therein.

22. During the month of September, 1929, prod-

ucts manufactured under the invention disclosed

and claimed in Letters Patent No. 2,091,840, first

were offered to the trade and extensively used for

the purpose of treating poultry for roundworm

infestation.

23. Commencing July 1, 1930, and at all times

thereafter, plaintiffs, acting directly and through

agents, representatives and licensees, extensively

manufactured, used and sold to the trade, and

caused to be manufactured, used and sold to the
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trade, parasiticides and vermifuges in finely divided

form, known as "Nico-Gel Granules" and ''Flox-

ide", said products and each of them embodying the

invention disclosed [197] and claimed in Letters

Patent No. 2,091,840; and the sale of said products,

in doses per annum were approximately as follows:

Floxide

Nico-Gel

Year Granules

1930 175,400

1931 780,200

1932 303,000

1933 136,100

1934 59,000

1935 27,000

1936

1937

1938

1300

2850

1400

Totals 1,479,700 5550

24. Turnbow taught in his patent No. 2,091,840

the production of a non-lethal parasiticide in finely

divided form, which would be effective in destroy-

ing parisites such as roimdworms in the intestinal

tract of poultry and other animals, and that the

best products for destruction of such parasites are

alkaloids such as nicotine and the salts of nicotine,

for example nicotine sulphate; but that taken in

quantity sufficient to kill the parasites these prod-

ucts, unless protected as taught by him, will likewise

kill the animal being treated.
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25. None of the patents, publications and alleged

prior products discloses any prior invention, knowl-

edge, use or patenting of the products respectively

defined in claims 1, 2 and 7 of patent No. 2.091,840,

the claims in suit of said patent.

26. The alleged prior art offered by defendant

in this cause, comprising patents, publications,

products and alleged prior uses, fails to disclose a

parasiticide or vermifuge in finely divided condition,

comprising normally lethal [198] dose of toxic sub-

stance incorporated in a substance of colloidal na-

ture, said colloidal substance colloidally holding the

toxic substance to protect against the effect of such

dose.

27. Plaintiff Grover D. Turnbow, patentee of

said United States Letters Patent No. 2,091,840,

was the first inventor in the art to produce the

products defined in claims 1, 2 and 7 of said

patent.

28. The products defined in claims 1, 2 and 7

of patent No. 2,091,840 are, each and all, a sub-

stantial and meritorious advance over anything

found in the art prior to the invention thereof by

said Grover D. Turnbow.

29. Within six years prior to the filing of the

Bill of Complaint herein, and subsequent to the

issuance of the patent here in suit, defendant Farm-

ers' Cooperative Exchange, Inc., did sell and use,

or cause to be sold and used, in the Northern Dis-

trict of California and elsewhere within the United
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States of America, a parasiticide in finely divided

form for the treatment of poultry for roundworms,

known as ''Alexander & Son's 'Kon-Trold Nico-

tine' ".

30. Alexander & Son's "Kon-Trold Nicotine",

the product herein charged and found to infringe

Turnbow Patent No. 2,091,840, was manufactured

by Alexander & Son, Van Nuys and Burbank, Cali-

fornia.

31. Said Alexander & Son's ''Kon-Trold Nico-

tine", manufactured by Alexander & Son, Van
Nuys and Burbank, California, and sold and used

and caused to be sold and used by defendant Farm-

ers' Cooperative Exchange, Inc., is a parasiticide

in finely divided form for internal use, comprising

a toxic substance, nicotine or one of its salts, in

quantity greater than a normally lethal dose, and

a colloidal substance, such as rosin, casein, fuller's

earth or their equivalents, for colloidally holding

the taxic substance to protect against the lethal

effect of such dose. [199]

32. Said Alexander & Son's "Kon-Trold Nico-

tine" by analysis was shown to contain approxi-

mately four to five per cent nicotine and approxi-

mately sixty per cent colloidal substances including

resinous matter and proteinous matter, in addition

to approximately thirty per cent of inorganic col-

loidal substances and other incidental ingredients

making up the whole, and was determined to be in

finely divided form for ready administration with

feed or otherwise in flock treatment.
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33. Three samples of said Alexander & Son's

*'Kon-Trold Nicotine"; manufactured by Alexander

& Son, Van Nuys and Burbank, California, and sold

and used, or caused to be sold and used, by defend-

ant Farmers' Cooperative Exchange, showed the

same to be in finely divided form and to have

qualitative and quantitative chemical analyses as

follows

:

Sample #1 Sample #2 Sample #S

Nicotine 4.27c 4.0% 4.5%

Collodial substances: 57.9% 57.3% 60.3%

Resin 46.7% 46.4% 49.6%

Protein 11.2% 10.9% 10.7%

Ash 31.5% 31.7% 31.4%

Sulphur Trioxide 2.2% 2.1% 2.3%

Combined water and un-

classified materials 4.2% 4.9% 1.5%

100.0% 100.0% 100.0%

34. Said Alexander's "Kon-Trold Nicotine"

manufactured by Alexander & Son, Van Nuys and

Burbank, California, and used and sold, and caused

to be used and sold, by defendant Farmers' Cooper-

ative Exchange, Inc., in finely divided form, is

qualitatively and quantitatively substantially iden-

tical to the preferred embodiment of the invention

of Turnbow as disclosed and claimed by him in

his patent No. 2,091,840.

35. Said Alexander & Son's ''Kon-Trold Nico-

tine", a parasiticide or vermifuge, includes each

and all of the elements of claims 1, 2 and 7 of said

Letters Patent No. 2,091,840 in suit. [200]



182 Farmers' Coop. Exchange, Inc.

36. The manufacture by Alexander & Son, Van
Nu3^s and Burbank, California, and the sale and

use, or causing to be sold and used, by defendant

Farmers' Cooperative Exchange, of said Alexand-

er's "Kon-Trold Nicotine in finely divided form,

and the insistence by said defendant and said

Alexander & Son upon continuing the use thereof,

constitute an irreparable injury to plaintiffs, for

which plaintiffs have no plain, speedy or adequate

remedy at law.

37. Alexander & Son, Van Nuys and Burbank,

California, controlled and conducted the defense

of this cause, and were represented during the

entire trial of this cause by Claude E. Alexander,

a partner in said Alexander & Son, one of the wit-

nesses testifying for the defendant herein.

38. Plaintiffs at all times subsequent to August

31, 1936, duly and regularly complied with the

provisions of Section 4900, United States Revised

Statutes, by duly marking the label and containers

under which plaintiffs sold their products manu-

factured and sold under Letters Patent No. 2,091,-

840, by fixing thereon the word ''Patent" together

with the number of said patent.

39. Not later than January 20, 1938, defendant

stated in defendant's cross-complaint and counter

claim in the companion cause hereto, Equity 4090-R,

that the sale and use or causing to be sold and used

said Alexander & Son's "Kon-Trold Nicotine",

constituted an infringement of United States Let-

ters Patent No. 2,091,840.
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CONCLUSIONS OF LAW.

1. The entire right, title and interest in and to

United States Letters Patent No. 2,091,840 in suit

has been at all times since the issuance thereof on

August 31, 1937, [201] and now iS; vested in plain-

tiffs Grover D. Turnbow and C. E. Gray; and

plaintiff Lederle Laboratories, Inc., has been, ever

since the issuance of said patent, and now is, the

exclusive licensee thereunder.

2. United States Letters Patent No. 2,091,840,

issued August 31, 1937, and particularly claims 1,

2 and 7 thereof, is good and valid in law, and is

entitled to a liberal construction.

3. Defendant Farmers' Cooperative Exchange,

Inc., by selling and using, and causing to be sold

and used, Alexander's ''Kon-Trold Nicotine", a

parasiticide or vermifuge in flock treatment form,

manufactured by Alexander & Son, Van Nuys and

Burbank, California, has infringed upon said

United States Letters Patent No. 2,091,840, the

property of plaintiffs, and particularly upon claims

1, 2 and 7 thereof.

4. Alexander & Son, Van Nuys and Burbank,

California, was and is the real party in interest in

this proceeding, and stands in full privity with

defendant Farmers' Cooperative Exchange, Inc.,

herein.

5. Plaintiffs are entitled to an injunction per-

petually restraining defendant, its officers, em-

ployees, servants, workmen, salesmen, attorneys.
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and those in privity with it or them, or any of

them, from infringing upon the said Letters Patent

No. 2,091,840, and particularly from selling and

using, and causing to be sold and used Alexander

& Son's ''Kon-Trold Nicotine" in finely divided

form.

6. Plaintiffs are entitled to the relief prayed in

their amended Bill of Complaint in this cause,

including injunctive and compensatory relief against

the infringement herein found, together with their

costs of suit.

Dated: April 16th, 1939,

MICHAEL J. ROCHE,
United States District Judge.

[Endorsed]: Filed May 16, 1939. [202]

[Title of District Court and Cause—Civil Action

No. 21067-R.]

DEFENDANT'S ADDITIONS AND REVI-
SIONS TO PLAINTIFFS' PROPOSED
FINDINGS OF FACT, CONCLUSIONS OF
LAW AND DECREE. [203]

Defendants Propose and Request the following

additional Findings:

I.

The earliest use in the treatment of round worms

involving the use of nicotine or nicotine salts is the

"tobacco infusion method made by steeping chopped
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tobacco stems in water, boiling the resnlting nico-

tine-bearing liquid with wheat and mixing that

product with chicken mash. This treatment was

abandoned because of the unpleasant odors and

labor necessary to produce it. This product suc-

cessfully eliminated round worms from chickens.

II.

Starting in 1916 and for years thereafter tobacco

dust was mixed with poultry feed in the ratio of

two per cent by weight of the dry mash and fed

to poultry over a period of three or four weeks.

Though this method was successful in destroying

round worms the unreliability of the nicotine con-

tent of the tobacco dust gave results which in in-

stances were unreliable.

III.

In 1917 tobacco dust, fortified by the addition

of nicotine sulphate, was mixed with chicken mash

and fed to chickens. This was a successful product

in eliminating round worms.

IV.

From 1918 until 1938 nicotine sulphate in the

form of Black Leaf 40 was mixed with mash and

fed to chickens with a successful elimination of

round worms. [204]

V.

Patent No. 1,250,331 to John Uri Lloyd issued

December 18, 1917, discloses that nicotine can be
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absorbed or adsorbed by Fullers earth in propor-

tions of 1 part nicotine to 20 parts Fullers earth,

and the same will result in a safe internal medicine.

VI.

The patent to John Uri Lloyd, No, 1,250,331,

dated December 18, 1917, teaches that nicotine and

Fullers earth in proportions of 1 to 20, when taken

internally, will hold the nicotine in the acid diges-

tive tract and deposit the nicotine in the alkaline

digestive tract.

VII.

Nicotine or nicotine sulphate has been mixed or

combined with a multitude of substances, both or-

ganic and inorganic, and as thus mixed or combined

was administered to animals for the treatment of

round worms. [205]
* 4e * * * * *

LYON & LYON,
LEWIS E. LYON,
FREDERICK W. LYON,

Attorneys for Defendants.

[209]

AFFIDAVIT OF SERVICE.

State of California,

County of Los Angeles—ss.

Irene J. Knudsen, being first duly sworn, deposes

and says that she is an employee of the firm of

Lyon & Lyon, 811 West Seventh Street, Los An-
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geles, California, attorneys for the defendants in

the above entitled cause; That she served the at-

tached Defendants' Additions and Revisions to

Plaintiffs' Proposed Findings of Fact, Conclusions

of Law and Decree upon Townsend & Hackley, at-

torneys for the plaintiffs, by enclosing a true and

correct copy thereof in an envelope addressed to

Townsend & Hackley,

908-917 Crocker Building,

San Francisco, California

first class postage prepaid, and depositing the same

in the United States Post Office this 12th day of

April, 1939.

IRENE J. KNUDSEN,

Subscribed and Sworn to before me this 12th

day of April, 1939.

[Seal] LOUISE BLACKBURN,
Notary Public in and for the County and State

above named.

[Endorsed]: Filed May 16, 1939. [210]
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fn tlie United States District Court for the North-

ern District of California, Southern Division.

Civil Action No. 21067-R.

fiEDERLE LABORATORIES, INC., a corpora-

tion, GROVER D. TURNBOW and C. E.

GRAY,
Plaintiffs,

vs.

FARMERS' COOPERATIVE EXCHANGE,
INC., et al..

Defendants.

DECREE.

This cause having come on regularly to be heard

before this Court upon the pleadings and proofs,

both documentary and oral, and having been duly

argued by counsel for both parties in briefs and

memoranda, and having been duly submitted; both

parties having at all times been represented by

counsel, and the case having been submitted to the

Court for its consideration and decision; and the

Court having made and filed herein its Memoran-

dum Opinion and its Findings of Fact and Con-

clusions of Law;

Now, therefore, pursuant to such Findings of

Fact and Conclusions of Law, it is hereby

Ordered, Adjudged and Decreed as Follows:

1. That United States Letters Patent No. 2,091,-

840, [211] issued August 31, 1937, for '* Vermifuge",
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to plaintiff Grover D. Turnbow, and particularly

claims 1, 2 and 7 thereof, is good and valid in law.

2. That the entire right, title and interest in and

to United States Letters Patent No. 2,091,840 in

suit has been at all times since the issuance thereof

on August 31, 1937, and now is, vested in plaintiffs

Grover D. Turnbow and C. E. Gray, and that plain-

tiff Lederle Laboratories, Inc., has been, ever since

the issuance of said patent, and now is, the exclu-

sive licensee thereunder.

3. That defendant Farmers ' Cooperative Ex-

change, Inc., since the issuance of said Letters

Patent, and within six years prior to the commence-

ment of this suit, without the license or consent of

plaintiffs, and within the Northern District of Cali-

fornia and elsewhere within the United States of

America, has sold and used, or caused to be sold

and used, a parasiticide known as "Alexander &
Son's 'Kon-Trold Nicotine' ", manufactured by

Alexander & Son, Van Nuys and Burbank, Cali-

fornia, which said parasiticide embodies the in-

ventions claimed and patented by claims 1, 2 and

7 of said Letters Patent No. 2,091,840, and that

said defendant Farmers' Cooperative Exchange,

Inc., has by its acts aforesaid infringed said Let-

ters Patent No. 2,091,840, and particularly claims

1, 2 and 7, and each and all of them, thereof.

4. That defendant Farmers' Cooperative Ex-

change, Inc., its officers, employees, servants, work-

men, salesmen, representatives, attorneys, and those
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in concert or privity with it or them, or any of

them, and each and all of them, are hereby per-

petually enjoined and restrained, both jointly and

severally, from making, using, selling or causing

to be made, used or sold, any product embodying

or containing the invention patented and claimed in

and by Letters Patent [212] No. 2,091,840, and

particularly in and by claims 1, 2 and 7 thereof,

and from infringing upon said claims, or any of

them, of said Letters Patent, directly or indirectly,

or in any manner whatsoever, and from aiding,

abetting or contributing to any infringement there-

of, and from offering or threatening to infringe

or to contribute to infringement of said claims or

any of them.

5. That plaintiffs herein shall have and recover

of and from said defendant Farmers' Cooperative

Exchange, Inc., the profits which said defendant

has realized and the damages which plaintiffs have

sustained from and by reason of the said infringe-

ment of Letters Patent No. 2,091,840, and particu-

larly of claims 1, 2 and 7, and all of them, thereof;

and for the purpose of ascertaining the amount of said

profits and damages, this case is hereby referred to

as Special Master, pro hac vice, to ascer-

tain, make, and report to this Court an account of

all the profits received, realized or accrued by or

to said defendant, and to assess all damages suf-

fered by the plaintiffs from and by reason of the

infringement aforesaid ; and that on said accounting



vs. Grover D. Turnhoiv, et al. 191

plaintiffs have the right to cause an examination of

said defendant, its officers, employees, servants,

workmen, salesmen, representatives, attorneys, and

each of them, ore tenus, and are entitled to the

production of the books, vouchers, documents and

records of said defendant, its officers, servants,

workmen, employees, salesmen, representatives, at-

torneys, and each and all of them, in connection

with the said accounting; and that said defendant,

its officers, employees, servants, w^orkmen, sales-

men, representatives and attorneys, and each and

all of them, attend for such purpose before the

Master from time to time as Master shall direct.

[213]

6. That plaintiffs herein shall have and re-

cover the costs and disbursements sustained by them

in the maintenance of this action, against said de-

fendant; and that plaintiffs shall have the right to

apply to the Court from time to time for such

other, further or different relief against defendant

as plaintiffs may deem necessary and proper in the

premises.

7. That Alexander & Son, Van Nuys and Bur-

bank, California, manufacturer of the parasiticide

Alexander's '*Kon-Trold Nicotine" herein found to

infringe Letters Patent No. 2,091,840, is in privity

with defendant Farmers' Cooperative Exchange,

Inc., and is the real party in interest in the defense

of this cause.

Costs taxed at $55.50.
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Dated: April 16th, 1939.

MICHAEL J. ROCHE,
United States District J iid,i;e.

[Endorsed]: Eiled May 16, 1939. [214J

L'Title of District Court and Cause—In Equity

No. 4090-R.]

NOTICE OF APPEAL [227]

Notice Is Hereby Given that the Farmers' Co-

operative Exchange, Inc., defendant above-named,

hereby appeals to the Circuit Court of Appeals for

the Ninth Circuit from the Decree entered in this

action on the 16th day of May, 1939.

Dated this 24th day of May, 1939.

LYON & LYON
LEWIS E. LYON
FREDERICK W. LYON

Attorneys for Appellant

Farmers Cooperative

Exchange, Inc.

811 West Seventh Street,'

Los Angeles, California.

[Endorsed] : Filed Jun. 10, 1939. [228]
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[Title of District Court and Cause—Civil Action

No. 21067-R.]

NOTICE OF APPEAL [229]

Notice Is Hereby Given that the Farmers' Co-

operative Exchange, Inc., defendant above-named,

hereby appeals to the Circuit Court of Appeals for

the Ninth Circuit from the Decree entered in this

action on the 16th day of May, 1939.

Dated : this 24th day of May, 1939.

LYON & LYON
LEWIS E. LYON
FEEDERICK W. LYON

Attorneys for Appellant

Farmers Cooperative

Exchange, Inc.

811 West Seventh Street,

Los Angeles, California.

[Endorsed] : Filed Jun. 10, 1939. [230]

[Title of District Court and Cause—In Equity

No. 4090-R.]

BOND ON APPEAL [231]

Know All Men By These Presents

:

That United States Fidelity & Guaranty Com-

pany, a corporation organized and existing under

the laws of the State of Maryland, and duly licensed

to transact business in the State of California, is

held and firmly bound imto Grover D. Turnbow,

C. E. Gray and Lederle Laboratories, Inc., plain-
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tiffs in the above entitled cause, in the penal sum

of Two Himdred and Fifty Dollars ($250.00), to be

paid to the said Grover D. Turnbow, C. E. Gray

and Lederle Laboratories, Inc., their heirs, execu-

tors and assigns, for which payment well and truly

to be made the United States Fidelity & Guaranty

Company binds itself, its successors and assigns

firmly by these presents.

Sealed with the corporate seal and dated this

15th day of June, 1939.

The condition of the above obligation is such that

:

Whereas, Farmers' Cooperative Exchange, Inc.,

a corporation organized and existing under and by

virtue of the laws of the State of California, de-

fendant in the above entitled cause is about to take

an appeal to the United States Circuit Court of

Appeals for the Ninth Circuit to reverse the Decree

in the aforesaid suit made and entered on the 16th

day of May, 1939,

Now, Therefore, the condition of the above bond

is such that if said defendant, Farmers' Coopera-

tive Exchange, Inc., shall prosecute its appeal to

effect, or if it fails to make good said appeal, shall

answer all costs adjudged against it by reason

thereof, then this obligation shall be void ; otherwise

to remain in full force and effect.

This recognizance shall be deemed and construed

[232] to contain the "Express Agreement" for

summary judgment, and execution thereon, men-

tioned in Rule 34 of the District Court.

In Witness Whereof the corporate name of said

Surety is hereimto affixed by its duly authorized
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Attorney-in-Fact and Agent at Los Angeles, Cali-

fornia, this 15th day of June, 1939.

UNITED STATES FIDELITY
& GUARANTY COMPANY

By O. D. BRICK
Attorney-in-Fact

State of California

County of Los Angeles—ss.

On this 15th day of June in the year one thou-

sand nine hundred and thirty-nine, before me,

Agnes L. Whyte, a Notary Public in and for said

County and State, residing therein, duly commis-

sioned and sworn, personally appeared O. D. Brick,

known to me to be the duly authorized Attorney-in-

fact of the United States Fidelity and Guaranty

Company, and the same person whose name is sub-

scribed to the within instrument as the Attorney--

in-fact of said Company and the said O. D. Brick

duly acknowledged to me that he subscribed the

name of the United States Fidelity and Guaranty

Company thereto as Surety and his own name as

Attorney-in-fact.

In Witness Whereof, I have hereunto set my
hand and affixed my official seal the day and year in

this certificate first above written.

/s/ AGNES L. WHYTE
Notary Public in and for Los Angeles County,

State of California.

My Commission Expires Feb. 26, 1941.

[Endorsed] : Filed June 16, 1939. [233]
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[Title of District Court and Cause—Civil Action

No. 21067-R.]

BOND ON APPEAL [234]

Know All Men By These Presents

:

That United States Fidelity & Guaranty Com-

pany, a corporation organized and existing luider

the laws of the State of Maryland, and duly licensed

to transact business in the State of California, is

held and firmly bound unto Lederle Laboratories,

Inc., a corporation, Grover D. Turnbow and C. E.

Gray, plaintiffs in the above entitled cause, in the

penal sum of Two Hmidred and Fifty Dollars

($250.00), to be paid to the said Lederle Labora-

tories, Inc., a corporation, Grover D. Turnbow and

C. E. Gray, their heirs, executors and assigns, for

which payment well and truly to be made the United

States Fidelity & Guaranty Company binds itself,

its successors and assigns firmly by these presents.

Sealed with the corporate seal and dated this

15th day of June, 1939.

The condition of the above obligation is such that

:

Whereas, Farmers' Cooperative Exchange, Inc.,

a corporation organized and existing under and by

virtue of the laws of the State of California, de-

fendant in the above entitled cause is about to take

an appeal to the United States Circuit Court of

Appeals for the Ninth Circuit to reverse the Decree

in the aforesaid suit made and entered on the 16th

day of May, 1939,

Now, Therefore, the condition of the above bond

is such that if said defendant, Farmers' Coopera-
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tive Exchange, Inc., shall prosecute its appeal to

effect, or if it fails to make good said appeal, shall

answer all costs adjudged against it by reason

thereof, then this obligation shall be void ; otherwise

to remain in full force and effect. [235]

This recognizance shall be deemed and construed

to contain the "Express Agreement" for summary

judgment, and execution thereon, mentioned in

Rule 34 of the District Court.

In Witness Whereof the corporate name of said

Surety is hereunto affixed by its duly authorized

Attorney-in-Fact and Agent at Los Angeles, Cali-

fornia, this 15th day of June, 1939.

UNITED STATES FIDELITY
& GUARANTY COMPANY

By O. D. BRICK
Attorney-in-Fact

State of California

Coimty of Los Angeles—ss.

On this 15th day of June in the year one thou-

sand nine hundred and thirty-nine, before me,

Agnes L. Whyte, a Notary Public in and for said

County and State, residing therein, duly commis-

sioned and sworn, personally appeared O. D. Brick,

known to me to be the duly authorized Attorney-in-

fact of the United States Fidelity and Guaranty

Company, and the same person whose name is sub-

scribed to the within instrmnent as the Attorney-in-

fact of said Company and the said O. D. Brick duly

acknowledged to me that he subscribed the name of
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the United States Fidelity and Guaranty Company

thereto as Surety and his own name as Attorney-in-

fact.

In Witness Whereof, I have hereunto set my
hand and affixed my official seal the day and year in

this certificate first above written.

/s/ AGNES L. WHYTE
Notary Public in and for Los Angeles County,

State of California.

My Commission Expires Feb. 26, 1941.

[Endorsed] : Filed Jun. 16, 1939. [236]

[Title of District Court.]

CERTIFICATE OF CLERK TO TRANSCRIPT
OF RECORD ON APPEAL

I, Walter B. Maling, Clerk of the United States

District Court, for the Northern District of Cali-

fornia, do hereby certify that the foregoing 261

pages, numbered from 1 to 261, inclusive, contain a

full, true, and correct transcript of the records and

proceedings in the cases of Grover D. Turnbow,

et al., vs. Farmers Cooperative Exchange Inc., No.

4090-R and Lederle Laboratories, Inc., et al., vs.

Farmers Cooperative Exchange Inc., et al.. No.

21067-R, as the same now remain on file and of rec-

ord in my office.

I further certify that the cost of preparing and

certifying the foregoing transcript of record on ap-

peal is the sum of $34.85 and that the said amount
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has been paid to me by the Attorneys for the appel-

lants herein.

In Witness Whereof, I have hereunto set my

hand and affixed the seal of said District Court, this

23d day of August A. D. 1939.

[Seal] WALTER B. MALING
Clerk.

B. E. O'HARA
Deputy Clerk. [262]

[Title of District Court and Cause.]

TESTIMONY

Mr. Hackley: Mr. Lyon, I will offer you this

stipulation, if that is all you are worrying about,

that the new suit that we are speaking about may

abide the decision of this Court on the counter-claim

in so far as the issues on infringement and validity

[270] are concerned. Will you accept that stipu-

lation ?

Mr. Lyon : It would anyway. [271]

Mr. Hackley: I have handed the Court a copy of

the patent in suit attached to which is an analysis

of the claims upon which we are standing in this

litigation, and I will repeat for the record those

claims are Claims 2, 3, 6, 8, 11 and 12 of the Lind-

staedt patent 2,036,638, issued April 6, 1936. [276]

Mr. Hackley: Mr. Lyon, is it stipulated that all

of the proof offered in this case shall apply to both

suits'?

k
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Mr. Lyon: Yes.

Mr. Hackley: I wanted to know if you had any

reservation on that.

Mr. Lyon: No. I will also stipulate with respect

to the depositions w^hich were heretofore taken in

this case in Topeka, Kansas, on both the original

complaint and the counter-claim, may be entered in

the new suit as well as in the old.

Mr. Hackley: I would rather reserve a stipula-

tion on that until I study the depositions in the

light of this case. This has come to me as a surprise

in the last minute, as far as joining the new suit is

concerned, for the same reason that I could not

state the claims on which we would rely.

Do I understand that you will stipulate that the

reporter's fees and the Court's copy of the tran-

script will be shared equally and taxed as costs

ultimately ?

Mr. Lyon: Yes, that will be stipulated. [278]

Mr. Hackley: The plaintiff offers as Plaintiff's

Exhibit 1 a copy of the Lindstaedt patent No. 2,-

036,638, issued April 7, 1936, Filed June 13, 1929.

I offer a printed copy of the patent under our stipu-

lation to that effect.

Mr. Lyon: No objection.

(The patent was marked "Plaintiff's Exhibit 1.")

Mr. Hackley: Before going any further on this,

might I ask the Court if I may present the evidence

applying to the original suit involved before the

Court as my opening case in this case, and then pre-

sent by way of supplemental proof, here, proofs on
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the complaint for declaratory relief, any additional

evidence of any nature that may be required to pre-

sent the issues of the second suit joined by consoli-

dation this afternoon, and any technical matters,

such as patents and things of that sorf? Is that

satisfactory to you?

Mr. Lyon: No.

Mr. Hackley: I am not prepared to try that sec-

ond case today. I have got to assemble myself and

my information and analyze my proof and develop

a proper case to present to the Court. I am pre-

pared to try the case that was to be met this after-

noon to be tried, but not the one that was served on

me at two minutes of two.

The Court : Let us analyze the case.

Mr. Hackley: Yes.

The Court: Unless the Court has been misled,

there is nothing new even though there is a consoli-

dation of the cases.

Mr. Lyon : That is right.

Mr. Hackley: I think so, but Mr. Lyon tells me
there is something different about the product.

The Court : I am not concerned with what he tells

you. I am talking about the record of the two cases

filed before me. [279]

Mr. Lyon : That is right.

Mr. Hackley : I cannot say that is true.

The Court: I don't know, but I am indicating, so

that if I am in error about it you can correct me.

Mr. Hackley : First of all, there are different pat-

ents involved.
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The Court : I understand that.

Mr. Hackley: I will offer now the second of the

two patents.

The Court: In any event, the Court is not indi-

cating to the parties on either side what they may
or may not do. They know their problem, and let

them present it, and the Court will finally deter-

mine it.

Mr. Hackley: All I wanted to make clear is be-

cause of the joinder of these cases at the late hour

I might overlook some point.

The Court : Anything that you overlook would be

on a much stormier day than it is to-day.

Mr. Hackley: I offer as Plaintiff's Exhibit 2 the

patent of Grover D. Turnbow, No. 2,091,840, which

is the subject of the second suit which is being

transferred here from Judge St. Sure's Court.

(The document was marked "Plaintiff's Ex-

hibit 2.")

Mr. Hackley: This patent. Plaintiffs' Exhibit 2,

was issued August 31, 1937, to Grover D. Turnbow

on an application filed September 30, 1930. For the

convenience of the Court I have prepared a similar

booklet, based on the Turnbow patent, and an

analysis of the claims of that patent, as has been

prepared in the Lindstaedt patent.

I offer as Plaintiffs' Exhibit 3 a certified copy of

the file wrapper and contents of the Lindstaedt pat-

ent. Exhibit 1, [280] No. 2,036,638.

(The document was marked "Plaintiffs' Exhibit

3.'')
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I offer as Plaintiffs' Exhibit 3-A the file wrapper

and contents, the Interference file, No. 66,571, en-

titled "Turnbow v. Lindstaedt," which I will say

for the record involved an interference in the

United States Patent Office between Turnbow and

Lindstaedt patents Exhibits 1 and 2, respectively.

Mr. Lyon: Might I ask the purpose of this last

offer, Mr. Hackley?

Mr. Hackley: The purpose of that offer, Mr.

Lyon, will develop as my proof goes in.

Mr. Lyon : I think that a great deal of the matter

contained therein is a mere self-serving declaration

on behalf of the plaintiff, and as to such portions

of that, until its materiality is shown I will have

to object on the ground it is self-serving.

The Court: Indicate for the record the purpose

of the offer.

Mr. Hackley : The purpose of the offer is to show

the distinction between the two patents, based upon

the contention in opposition to the contention of

this defendant that the Lindstaedt patent is an an-

ticipation of the Turnbow patent in this case. This

issue was very carefully decided in the two file

wrappers of the two patents involved, during the

prosecution of the interference between the two

patents.

Mr. Lyon : That statement or holding is not bind-

ing on these defendants. These defendants were not

parties to that proceeding, and I am sure that his

Honor must have misunderstood your statement

where you referred to us as having been a party to

that proceeding.
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Mr. Hackley: The defendant was not a party to

it. I did not [281] intend to so state.

The Court: How can they be boimd by the

transaction if he was not a party?

Mr. Hackley: The patent is limited to the subject-

matter of the file wrapper.

The Court: The issuance of the patent?

Mr. Hackley: Yes, this is all a matter that oc-

curred prior to the issuance of the patents and

eventually resulted in the issuance of both patents.

Mr. Lyon: If it is merely offered on the ground

of showing the file wrapper I have no objection

to it.

Mr. Hackley: And the interpretation that was

placed on the file wrapper.

Mr. Lyon : No holding that is made in that inter-

ference is in any way binding on this defendant.

The Court: It will be admitted and marked for

the limited purpose for which it is offered.

Mr. Hackley: I offer as Plaintiffs' Exhibit 3-B a

booklet containing the references cited in the file

wrapper and contents of the Lindstaedt patent in

suit. This is for the purpose of completing the offer

of the file wrapper. The file wrapper and contents

does not ordinarily include the references. In this

connection there is a reference to one of the phar-

macopoeias which we do not have and have not been

able to obtain. We will be glad to offer that when

we receive it, or you may offer it if you have it.

Mr. Lyon: The offer of these patents I have no

objection to. They merely show the state of the art

as far as the patent office examiner found it.
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(The documents were marked "Plaintiffs' Ex-

hibit 3-B." [282]

Mr. Hackley: I now offer as Plaintiffs' Exhibit 4,

and this is directed to the second suit, a certified

copy of the file wrapper and contents of the Turn

bow patent 2,091,840.

Mr. Lyon: We make the same objection.

Mr. Lyon: We make the same ohjectmn.

Mr. Hackley: It is offered for the same purpose.

The Court : I will allow it.

(The document was marked "Plaintiff's Ex-

hibit 4.")

Mr. Hackley: I do not have a copy of the refer-

ences readily available, Mr. Lyon, and if you want

to furnish them you may.

Mr. Lyon : I think they are the same

Mr. Hackley: I don't know.

I offer as Plaintiffs' Exhibit 5 Plaintiffs' Liter-

rogatories of February 26, 1937.

(The document was marked "Plaintiffs' Exhibit

5.")

I offer as Plaintiffs' Exhibit 5-A Defendants'

Answers of March 20, 1937 to Plaintiffs' Interroga-

tories of February 26, 1937. Plaintiffs' Exhibit 5-A,

comprising Defendants' Interrogatories, was filed

March 23, 1937.

(The document was marked "Plaintiffs' Exhibit

5-A.")

I offer as Plaintiffs' Exhibit 6 Plaintiffs and

Cross Defendants' Interrogatories filed February

17, 1938.
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(The document was marked ''Plaintiffs' Exhibit

6.")

I offer as Plaintiffs' Exhibit 6-A Defendants and

Cross-Complainants' answers to Plaintiffs-Cross

Defendants' Interrogatories, the answers being

dated May 5, 1938 and directed to Interrogatories

Plaintiffs' Exhibit 6.

(The document was marked "Plaintiffs' Exhibit

6-A.")

I offer as Plaintiffs' Exhibit 7 a sample of De-

fendants' product Kon-Trold Nicotine, manufac-

tured and distributed by [283] Alexander & Son,

Van Nuys, California, the sample having a sticker

on the top reading, "Exhibit A to Defendants-

Cross-Complainants' Answers to Plaintiffs-Cross-

Defendants' Interrogatories re Counterclaim."

Mr. Lyon : That is in the same condition as it was

when it was delivered?

Mr. Hackley: Yes, except for the removal of a

portion for identification and analysis.

Mr. Lyon: No objection.

(The sample was marked "Plaintiffs' Exhibit

7.")

Mr. Hackley: I offer as Plaintiffs' Exhibit 8 the

Motion, Notice of Motion of Plaintiffs-Cross-De-

fendants for Bill of Particulars, filed February 16,

1938.

Mr. Lyon: Aren't those a part of the pleadings

and already part of the record ?

Mr. Hackley : Will you stipulate to that ?

Mr. Lyon: Yes. I do not see any reason for in-

cluding them as an exhibit.
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Mr. Hackley : I will withdraw the offer.

The Clerk : They have been marked.

(The documents were marked "Plaintiffs' Ex-

hibit 8.")

Mr. Hackley: Since it is already in as Plaintiffs'

Exhibit 8, if your Honor please, I ask that there be

received as Plaintiffs' Exhibit 8-A Defendants' Bill

of Particulars, dated November 22, 1938.

(The document was marked "Plaintiffs' Exhibit

8-A.")

As Plaintiffs' Exhibit 9 I offer the document,

Stipulation of facts, dated November 18, 1938, filed

November 22, 1938.

(The document was marked "Plaintiffs' Exhibit

9.")

Mr. Lyon: Is that the stipulation of facts we

entered into ? [284]

Mr. Hackley: Yes, that is the stipulation entered

into about a week ago.

As Plaintiffs ' Exhibit 10 I offer a sales tag which

was attached to Plaintiffs' Exhibit 9, and stipulated

to on November 18, 1938, showing the purchase

from the Farmers' Cooperative Exchange, Inc. on

September 30, 1936 of three 8-ounce cartons of Kon-

trold Nicotine.

(The document was marked "Plaintiffs' Exhibit

10.")

As Plaintiffs' Exhibit 11 I offer a copy of Notice

of Infringement, dated September 28, 1936, di-

rected by Attorneys for Plaintiff Grover D. Turn-

bow to the defendant. This document, again, is a

part of stipulation Exhibit 9.
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(The document was marked "Plaintiffs' Exhibit

11")

As Plaintiffs' Exhibit 12 I offer sample of de-

fendants' product, pursuant to the terms of the

stipulation, Exhibit 9, purchased from the defend-

ant as evidenced by the sales tag Exhibit 10, which

is known as the de Ong sample.

(The document was marked "Plaintiffs' Exhibit

12.")

I offer as Plaintiffs ' Exhibit 13 the sample of de-

fendants ' product purchased in the same manner as

indicated in Exhibit 12, the subject of the stipu-

lation.

Mr. Lyon : By that sample do you mean the same

material ?

Mr. Hackley : That sample is known as the Leake

sample.

The Court : They are both identical, the last two *?

Mr. Hackley: They have the usual verifications

that are found in chemical patents, but they are

substantially identical and the same as the sample,

Exhibit 7.

(The sample was marked "Plaintiffs' Exhibit

13.") [285]

Mr. Hackley: Some of them have to do with

jurisdiction. The last one is an admission of the de-

fendant that it is now engaged in the selling of cer-

tain parasiticide.

Mr. Lyon: We have stipulated to that. [287]

Mr. Hackley : The answers. Exhibit 5-A, of March

20, 1937, filed March 23, 1937, paragraph 5, page 3:
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''Answering Interrogatory 6, defendant,

Farmers' Cooperative Exchange, prior to the

filing of the Bill of Complaint herein, and sub-

sequent to April 7, 1936, was selling and offer-

ing for sale a cartoned product purchased from

Alexander & Son of Van Nuys, California, and

bearing the trade-mark 'Kon-Trold' Mcotine."

Mr. Lyon : That is the matter stipulated to. [289]

Mr. Hackley : Now, turning to Plaintiffs ' Exhibit

6-A, Defendant's Answers of May 5, 1938 to Plain-

tiffs' Interrogatories of February 16, 1938, I read

paragraph III, page 2

:

"Answering Interrogatory 3, defendant sub-

mits herewith a sample, marked 'Exhibit A', of

the product which it has sold, and in the carton

and bearing the label in which such product

has been sold by defendant; that defendant has

no knowledge of the formula, process of manu-

facture, or contents of Alexander's Nicotine

Compound, other than the representations on

the container [290] in which this product is

sold ; that defendant is informed that said prod-

uct is manufactured under a secret process, the

nature of which this defendant has no knowl-

edge; that this defendant has never made any

investigation to determine the constitutents of

or process of manufacture of Alexander's Nico-

tine Compound."

Do I understand from your earlier statement in

the case that that statement is entirely correct—

-
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that the defendant does not know how this product

is made, but you, as attorney for the defendant, do

know, do you?

Mr. Lyon: I am not testifying. I do not want to

answer that question. I can answer "Yes," that J.

know it. [291]

Mr. Lyon: I was saying we could save a lot of

time by saying that this case is being defended by

Alexander & Son and this defendant has no knowl-

edge other than is stated in its answer. I have told

you that many times. [293]

Mr. Hackley: Yes. Well, that gives it to us for

the record for the first time. You are appearing

here on behalf of the defendant only incidental to

your work for Mr. Alexander?

Mr. Lyon: No, I am employed by this defendant

and also the defendant in this action. [294]

Mr. Hackley: They are all apparently the same.

They have a different name on each. I offer as

Plaintiffs' Exhibit No. 14 the sample known as the

Ramage sample of the three referred to in the stipu-

lation Exhibit 9.

Mr. Lyon : What was the name ?

Mr. Hackley: Ramage.

(The sample was marked "Plaintiffs' Exhibit

14.")

Mr. Hackley: Unless you feel you can stipulate

to it, Mr. Lyon, I will offer as Plaintiffs' Exhibit 15

for identification that sample contained in a bottle

marked "Sample received from Dr. C. D. Leake,

February 26, 1938," which was taken by Dr.
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Ramage from the Leake sample, which is in evi-

dence. You will [297] save time if you can stipulate

to that.

Mr. Lyon: If you represent those to be the facts,

subject to correction if an error appears, I will so

stipulate.

Mr. Hackley : Dr. Ramage is here and will testify.

I offer that as Exhibit 15.

(The sample was marked "Plaintiffs' Exhibit

15.")

Mr. Hackley: Further, Exhibit 9 provides that

by stipulation the title to both of the patents here in

suit, the Linstaedt patent No. 2,036,638, and the

Turnbow patent, No. 2,091,840, is in Messrs. Gray

and Turnbow, two of the plaintiffs and that it is

exclusively licensed to be used by the Ederlo

Laboratories, Inc.

Mr. Lyon, I have only one more point in this na-

ture. The other day I showed you in my office evi-

dence of the adoption by the plaintiffs of a label

including the number of the Lindstaedt patent, 2,-

036,638, for the purpose of laying a foundation for

proof of statutory notice by marking that label, and

we agreed, I believe, that—you may correct me

—

that we should have such a date as July 9, 1936, and

could so rely on that date.

Mr. Lyon: I agreed with you, Mr. Hackley, at

that time, that so far as the label is concerned, that

I would not require proof of the fact that that label

was used as early as July 9, 1936 by the plaintiff,

but I do not stipulate as to whether or not it was
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used upon a material which came under the patents

in suit, or either of them.

Mr. Hackley: And you would not make a stipu-

lation, of course, until you knew what the material

was.

Mr. Lyon: Yes.

Mr. Hackley: But you will go this far, that we

stipulate that the label was used on a product which

I represent to you as such a product as we last de-

scribed on July 9, 1936, that I may [298] rely on

that date for that purpose?

Mr. Lyon: So far as that date for a label is con-

cerned; yes; so far as what was on it, no, I don't

know\

Mr. Hackley: By way of summary, then, that

leaves only the question of infringement as yet not

established for the record. I will call Dr. Ramage
as Plaintiffs' first witness.

WILLIAM D. RAMAGE,

Called for Plaintiffs ; Sworn.

Mr. Hackley: Q. State your name, age, resi-

dence address and occupation, please.

A. My name is William D. Ramage; I am 41

years old; I live at 2314 Marin Avenue, and my oc-

cupation is that of consulting chemist with an office

in San Francisco.

Q. How long have you been engaged in the prac-

tice of consulting chemistry?
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A. Since May, 1935.

Q. Will you please state your academic training

and particular experience that aids .you in the testi-

mony you are going to give as a chemist in tlu^

litigation %

A. I graduated from the University of Califor

nia in 1918 with a. B.S. degree in chemistry. Aftei

a short period in the Army I returned to the

University and took graduate work, and in 1922

I received a Ph.D. in physical chemistry from the

University of California.

From 1922 to 1924 I was chief chemist of the San

Francisco Bay Marine Piling Investigation.

From 1924 to 1928 I was research chemist for

the California Ink Company, at Berkeley, Cali-

fornia, during a period with which my work had to

do with handling of resins and gums and products

of the type I found to be present in some of the

products I have mentioned in this case.

From 1928 to 1930 I w^as engaged in independent

chemistry [299] of a certain synthetic resin and

also did some consulting work during that period.

From 1930 to 1935 I was assistant director of

research for the Great Western Electro-Chemical

Company, at Pittsburg, California, and, as I have

already indicated, from 1935 to the present I have

been engaged in consulting work in San Francisco.

Q. Have you had occasion to address yourself

to the field of colloidal chemistry and to the prob-

lem of chemistry dealing in alkaloids'?
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A. At various times I have had occasion to

study the chemistry of alkaloids.

The Court: What do you mean by an "alka-

loid"?

A. Alkaloids are so-called vegetable bases. They

are materials which usually have very marked

physiological action when they are given to animals,

but there is no very good definition of the material.

Webster's dictionary merely says they are vegetable

bases and does not amplify it further. They are a

complex chemical compound containing nitrogen as

a very important and essential ingredient. They

are usually derivatives of pyridine and quinoline,

which are coal tar products, but they occur natu-

rally in a great many plants and the natural occur-

ring products.

Mr. Hackley: Q. Did you indicate in that an-

sw^er the particular alkaloid with which we are

concerned I A. No.

Q. Will you do that?

A. The particular alkaloid we are concerned with

in this case is nicotine which occurs principally in

tobacco, and is obtained commercially by extracting

it from the tobacco.

The Court: All this nicotine is extracted, is it?

A. Excepting—there is some nicotine being made
synthetically now, but I have no first-hand informa-

tion on that. [300]

Q. I mean the nicotine here in question.
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A. The nicotine here in question I believe to be

entirely a tobacco extract.

Mr. Hackley: Q. What are some of the prop-

erties of nicotine?

A. Nicotine is a liquid as it comes into com

merce; pure nicotine alkaloid is an amber-colored

liquid.

Q. A¥hen it is very pure?

A. It is quite light-colored, similar to a slightly

yellow water in appearance, but darkens upon it

standing to air. Having a formation of tarry mate-

rials, resins material, it is an extremely toxic sub-

stance. In fact, it is one of the most poisonous

materials known.

Q. What about colloidal chemistry ; what experi-

ence have you had along that line ?

A. Well, during all of the period while I was

with the California Ink Company, manufacturing

printing ink and varnishes, materials of that kind,

all my work dealt with the study of colloidal chemis-

try, gums and resins, and other materials which are

generally considered as colloidal materials by those

who are qualified to judge.

Q. Have you read and do you understand the

Lindstaedt patent No. 2,036,638, here in suit?

A. Yes, I have studied and I think I understand

the Lindstaedt patent.

Q. Will you please analyze the Lindstaedt pat-

ent, and inform the Court of the precise teaching of

Linstaedt as shown by the patent, itself?
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A. The Lindstaedt patent is directed to that

class of parasiticides for internal use, as Lind-

staedt points out right at the start of his patent,

where he says, in lines 1 to 3, Column one, page 1

:

''My invention relates to toxic substances and

particularly to parasiticides for internal use in

animals such as dogs, chickens and cattle."

Q. Would you define the term "parasiticide"

that was employed in [301] your last answer, so we

have that terminology?

A. A parasiticide is a substance which is de-

signed to kill so-called parasites which infest animal

life, particularly applied to internal parasites such

as worms in the intestines of animals, but it is also

applied to external parasites.

Q. Generally speaking, where, in the organisms

of animals such as poultry are parasites to w^hich

the Lindstaedt patent is directed located?

A. The parasites in poultry

Mr. Lyon: That is objected to on the ground the

witness has not been qualified to answer any such

question; has not been shown to have had any ex-

perience with parasites or where parasites are lo-

cated in chickens.

Mr. Hackley: I will carry out the qualifications

further.

Q. Dr. Ramage, what experience have you had

either with respect to your study of the literature or

to your direct field study on the question of para-

sites with poultry?
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A. Well, I have read certain of the references in

the suit.

Q. Have you read all of the references so far as

you know that were cited there

A. So far as I know I have read every reference,

yes.

Mr. Lyon: I object to that, not on the ground,

of course, that the witness should not be leminently

qualified by reading those references, but on the

ground it is hearsay.

Mr. Hackley: We are dealing here with a man
who adopts this and reads from the art and the

literature these things which we are inquiring about.

I believe he should be entitled to answer my orig-

inal question if he knows, where are the parasites

of such animals as poultry located, and I refer only

to parasites such as are the subject of the Lind-

staedt patent.

The Court : He answered that by saying he read

it from a book. [302]

Mr. Lyon: He read it from the books which are

references here in this case, he said, your Honor.

Mr. Hackley : Was there any better source in the

art than these gentlemen are pleading by way of

denfense, your Honor? They undoubtedly have dug

up the best they can.

The Court: I don't know anything about this,

but he objects to it. You call an expert to the stand.

If that is the test of the expert testimony—it might

go to the weight.
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Mr. Hackley: Yes, might go to the weight of it.

The Court: But the test wouldn't be very help-

ful to the Court.

Mr. Hackley : Well, this is my witness

The Court: It rather puts me in mind of my
boyhood days, when we used to read the almanacs.

Mr. Hackley: Well, this is my witness for the

preliminary information which will help the Court

to know

The Court : I will allow the witness to answer.

A. On the basis of my study of the art I found

that the parasites are usually located in the most

alkaline portion of the intestines of the chicken.

Q. What do you mean by that ?

A. Well, we have alkaline as contrasted to acid.

The Court: Yes.

A. In the same way in the human system, our

stomachs are acid and intestines are alkaline; the

same general condition prevails in a chicken.

Mr. Hackley: Q. Then it is the alkaline por-

tion?

A. The alkaline portion of the intestines that the

parasites usually are located.

Mr. Hackley: Q. What does the Lindstaedt pat-

ent state to be the particular object of his invention?

[303]

Mr. Lyon : I think the patent speaks for itself.

Mr. Hackley: It is customary to try to save the

Court's time, to pick out those isolated pieces in the

patent and lay them before the Court.
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The Court: What portion of the patent have

you in mind?

Mr. Hackley: In this ease we are referring to

the objects of the Lindstaedt invention which will

give it the underlying purpose which Lindstaedt

had in mind in designing this patent.

The Court : Are you referring to the claims ?

Mr. Hackley: No, I am referring to the specifi-

cations, and I refer to the portion of the specifica-

tions appearing in the upper part of the first col-

umn. I do not know, your Honor, what the witness

will say in an answer to that question.

The Court : I think that will be helpful if he will

read the part that he has in mind.

A. The particular object of the Lindstaedt in-

vention is the preparation of a parasiticide which

can be administered internally without destroying

the life of the animal. He so states that on line 4,

column 1, page 1 of the patent, and he points out

that it is not only his intention to e:ffect a destruc-

tion and expulsion of parasites such as round worms
without destroying the life of the animal, but also in

lines 10 to 13, column 1, page 1, he further states:

''Another object of the invention is the provision of

a parasiticide which will not cause serious illness in

the animal after being administered."

Mr. Hackley: If your Honor please, it has just

been pointed out to me that I neglected to ask the

Court to allow me an exception to the ruling which

was made. Might I ask for such exception ?
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The Court: Under the rules I do not think it is

necessary.

Mr. Lyon : That was my understanding. [304]

The Court : That is my understanding, but I will

not be sure of it until the Supreme Court passes on

the rules.

Mr. Lyon : We are all in the same boat.

Mr. Hackley: Shall we proceed on the theory

that we do not have to take an exception ?

Mr. Lyon: As I understand the rules, that is

correct.

Mr. Hackley : So far, the only chance I have had

to test it was before Judge James the other day, and

he upheld the transcript.

Q. You mentioned that the Lindstaedt invention

was directed to the use of toxic substances and par-

ticularly to parasiticides. Did you find in the

analysis of the Lindstaedt patent any quantitative

statement of the amount of any particular toxic

substance that will pass the boundary following

which destruction of the life of the animal or seri-

ous illness being treated will occur? A. Yes.

Q. Outline what you have found?

A. In line 27, Column 1, page 1 of the patent,

Lindsteadt states:

''For example, 5 to 10 milligrams of an alkaloidal

substance, such as pure nicotine or nicotine sulphate,

is a lethal dose when placed in the mouth of a

chicken.
'

'

A lethal dose being a dose that will kill a chicken.

I have determined to my complete satisfaction by
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independent experiments that the limits set by Lind-

staedt in this regard are substantially correct.

Q. When the term "lethal dose" is used as you

have used it in your last answer, what is meant

thereby ?

A. As I indicated in my previous answ^er, it

means a dose that will kill the animal.

Q. Does Lindstaedt indicate what quantity of

nicotine is necessary to be employed to have a de-

sired parasiticidal effect in dealing, for example,

with poultry?

A. Lindstaedt indicates in his patent [305] that

70 to 80 milligrams of the alkaloidal substances is

effective to cause the effective destruction of para-

sites in the chicken.

Q. Is this an absolute amount ?

A. No, it is not an absolute amount. It is merely

what he considers the preferred or optimum

amount.

Q. What does Lindstaedt state to be the problem

faced by him and what in broad terms of inclusion

is stated by him to be his solution thereof ?

A. Lindstaedt offers in his patent a method of

administering to an animal a normal lethal dose of

a toxic substance under such conditions that the

lethal effect of the substance is not exerted while its

effect on internal parasites is retained. To this end

Lindstaedt states, commencing at line 36, column 1,

page 1, that the parasiticide invented by him, '

' com-

prises a toxic substance such as an alkaloidal sub-
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stance in quantity sufficient to destroy internal para-

sites, in a substance which protects against the effect

of a normally lethal dose of the toxic substance."

Lindstaedt goes on to say that he has found a num-

ber of suitable holding agents for the purpose de-

scribed, and states in lines 42 to 47, column 1,

page 1:

''When the toxic substance is used with any

of these substances, a quantity, in excess of that

which is normally a lethal dose, may be em-

ployed, thus effecting an efficient and thorough

destruction of internal parasites."

Q. Do you find from Lindstaedt a contrast of

the amount of alkaloidal substance that may be ad-

ministered to the chicken with either substance

when employing the invention of Lindstaedt as

against the amount of alkaloidal substance that has

proved to be lethal?

A. As I pointed out before, Lindstaedt says that

5 to 10 milligrams of an alkaloid substance such as

nicotine is [306] a lethal dose when placed in the

mouth of the chicken, while at line 47, column 1,

page 1 of the patent, Lindstaedt observes that when

his invention is practiced some 70 to 80 milligrams

of alkaloidal substance may be administered to a

chicken without destroying its life.

Q. From your study of the patent, can you state

what you consider to be Lindsteadt's fundamental

teaching ?
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A. In the final analysis Lindstaedt 's teaching is

very simple and can be summed up in this way: He
shows that it is possible to take a toxic alkaloid sub-

stance and mix it with organic colloidal material

and thereby obtain a mixture which is non-lethal to

the animal to which it is administered, even though

a sufficient quantity is given to eradicate an internal

parasite, and such an amount of nicotine as would

destroy the life of the animal unless held by an ex-

cess of colloidal substance in the manner described

by Lindstaedt.

Q. Can you state whether or not Lindstaedt lim-

ited himself to organic colloids?

A. No, he does not limit himself to organic col-

loids. He says in the patent that he prefers to use

organic colloids. He certainly does not limit himself

to organic colloids.

Q. What does Lindstaedt teach as the class of

substance which he has found that has the desirable

protection or holding effect described?

A. Lindstaedt teaches, broadly, that organic sub-

stances of colloidal nature possess the necessary

holding power and give the results which he wishes

to obtain, and in that connection he says at line 6,

Column 2, page 1 of the patent

:

^'An organic substance of colloidal nature is

preferred, due to the fact that such substance

forms with an alkaloidal substance a product

which provides efficacious and thorough de-

struction of parasites such as round worms."
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And further, lie indicates his preference for an or-

ganic substance of [307] colloidal nature by saying

at line 11, column 2, page 1, that

:

''With an organic substance of colloidal nature,

relatively large quantities of alkaloidal sub-

stance may be administered therewith, without

undue shock to the animal"

Q. Does Lindstaedt indicate some of the sub-

stances of a colloidal nature which he finds satisfac-

tory for the purpose of holding an alkaloidal sub-

stance such as nicotine, and if so indicate the par-

ticular class of substance which he mentions.

A. In column 2 of page 1 Lindstaedt points out

that the substances which may be used for this pur-

pose are proteins, such as casein powder, peanut

meal, and naturally resinous materials, which of

course will include resin. Lindstaedt names other

substances having a similar effect, such as powered

starch, and powdered soap, but he indicates that

their effect is weaker and that they should be used

merely as a filler.

Q. Does Lindstaedt indicate a formula for the

manufacture of the product which will fall within

the teachings of his patent? A. Yes, he does.

Q. Will you describe briefly what he has shown

in that regard?

A. He teaches that 70 to 80 milligrams of nico-

tine, when combined with 900 to 1000 milligrams of

colloidal holding will give a parasiticide which is

effective and at the same time non-lethal to the ani-
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mal being treated. It will be observed that in this

compound Lindstaedt has used about ten times the

normal lethal dose of nicotine which indicates the

tremendous protective effect from following the

teachings of Lindstaedt and using a substance of

colloidal nature as a holding compound with an alka-

loid. Lindstaedt indicates that the amount of colloi-

dal holding agent may be greatly decreased in some

cases if certain fillers are used. The fillers which

Lindstaedt names have some colloidal holding [308]

power in themselves and therefore cannot be re-

garded strictly as inert material.

The Court: What does that mean, that he runs

up the dose to 70 or 80 milligrams? It is hard for

me to follow some of this reasoning here. I would

like to follow this.

Mr. Hackley: Q. Outline to the Court what is

meant by such a demonstration of that kind?

A. There are certain organic substances which

are generally considered to be colloidal in nature,

namely, they readily assume a condition where they

have a very large surface. The difference between

colloidal material and ordinary material is in the

question of the surface that is exposed; any ma-

terial which is reduced to a very finely divided

condition so that it has an enormous surface ex-

posed assumes different properties than they have

in a mass of material, because certain surface por-

tions commence to make themselves felt, and there

are organic materials which are particularly prone
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to assume this colloidal condition, and it is material

of that character that he has used particularly in

holding the mixture in his patent.

Q. What are such typical materials'?

A. Materials such as natural gums and resins;

they all fall into that class.

The Court: Then in its application there would

not be more than 5 or 10 milligrams of nicotine'?

A. In the application there would be 70 to 80

milligrams.

Q. But it is not exposed to the surface?

A. Perhaps I do not understand your Honor's

question.

Q. I undoubtedly do not understand you.

A. If you take a very finely divided material

and add to it a quantity of some substance which

is to be held by the finely divided material it may

distribute itself over the surface of the finely di-

vided material, and there are certain holding parts

there that tend to hold [309] closely to the finely

divided material and prevent it from acting as the

free material would act.

The Court : Proceed.

Mr. Hackley: Q. Do I understand from what

you say, that Lindstaedt tells us that 5 to 10 milli-

grams of nicotine is normally lethal to a chicken'?

A. That is right.

Q. And if you take a much larger amount, say

70 or 80 milligrams, and combine that 70 or 80
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milligrams of nicotine with 900 to 1000 milligrams

of, say, one of the resins that you have mentioned

here, or one of the proteins that Linclstaedt men-

tions, that you can get a product that will be non-

lethal, although you have a very powerful, pois-

onous amount of nicotine present!

That is true, even though you add a great deal

more nicotine than would be fatal to the chicken

ordinarily; if you have it combined with one of the

holding agents, it is not even toxic to the chicken.

Q. Why is it necessary to give that chicken, in

order to apparently have the parasiticidal effect

that Lindstaedt talks about being desirable here,

so many times the lethal amount of nicotine, about

eight or ten times, I believe you said ?

A. Well, it would be natural to assume that any

parasite that is in the intestinal tract of the chicken

could not get all of the nicotine administered to the

chicken.

Q. If you were to give the chicken only, say, 5

to 10 milligrams, something which is a little less

than the lethal amount of nicotine, would that de-

stroy the parasites'?

Mr. Lyon: That is objected to on the ground

that the witness has not been qualified.

Mr. Hackley: Q. If you know.

A. I don't know, but I would say that

Mr. Lyon: The witness has already answered ''I

don't know." [310] I think that is a complete

answer.
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Mr. Hackley: I think he can explain what he

meant when he said, "I don't know." May I have

a ruling?

The Court: I will sustain the objection, if he

does not know.

Mr. Lyon: There is no use guessing on the rec-

ord.

The Court: I am trying to reason out whether

this nicotine has to be covered on the surface, here;

for example, if 5 to 10 milligrams is lethal, and he

applies 70 to 80 milligrams, T am trying to reason

out how that is accomplished. Undoubtedly that

is clear to you, gentlemen.

Mr. Hackley: We have been at it a couple of

years trying to find out. It is easy for us.

The Court : Off the record, give me some thought

on it so that I may understand about it.

(After discussion off the record.)

Mr. Hackley: Q. I wish you would take us

through this thing chemically, so that we will be

sure our record is complete on the subject.

A. Well, I think Lindstaedt indicates something

regarding the nature of the holding action; Lind-

staedt says that the holding action is in the absorp-

tion or absorption effect, and it is my belief that

his conclusion in that regard is correct. The actual

chemical combination between the alkaloidal nico-

tine in this case, in some of the holding materials

named by Lindstaedt would be possible under cer-
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tain conditions, but would be unlikely under the

conditions described in the patent in suit. Direct

chemical combination implies an actual amalgama-

tion of the molecular strength of two compounds,

and in order that this take place definite reactive

groups of suitable character must be brought to-

gether under proper control conditions.

Mr. Lyon : Pardon me, I think you are reading

off of something. [311] You are not giving testi-

mony extemporaneously, but reading from a writ-

ten record; isn't that true?

A. The answer is one that I dictated to the

question that was asked of me.

Q. Can't you answer this question without read-

ing that record or reading an answer which you

have already prepared?

Mr. Hackley: I object to that question; it is per-

fectly proper; in fact, it is the only way to got

through with these cases in a short length of time.

Mr. Lyon: I do not think it does any good to

have the witness read off answers that he has pre-

pared. You might as well offer that in evidence

and I will cross-examine him on it.

The Court: Proceed.

Mr. Hackley: Am I correct in the assumption

that 5 to 10 milligrams of nicotine, as you have

used in your answers so far. refers only to the

amount of nicotine which is sufficient to kill a

chicken? A. That is correct.
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Q. And am I correct in imderstanding from you

that it is your testimony that it takes a good deal

more than that amount of nicotine to make an ef-

fective parasiticide?

Mr. Lyon: That is objected to as leading, and on

the further ground the witness is not qualified. He
stated a few moments ago he did not know.

Mr. Hackley: I am trying to explain this to the

Court.

The Court: I don't think that what I had in

mind has any relation to the issues here involved.

Mr. Hackley: Q. After you form under the

Lindstaedt teachings a product which has 70 to 80

milligrams of nicotine and 900 to 1000 milligrams

of colloidal substance do you still have, and you

can state whether or not you do still have, the full

amount of nicotine, 70 to 80 milligrams, available

for release in the [312] chicken's intestinal tract"?

A. Yes, you do.

Mr. Lyon: Just a minute. That is objected to

on the ground the witness has not been qualified.

This is a question of chemistry and the witness

has not testified in any respect that he ever made

any tests or determinations of how much would be

released.

The Court: Q. Have you made any tests?

A. Not any tests of the actual amount that

would be released in the digestive tract of a chicken.

Q. What do you base your testimony on?
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A. On the state of the art and on experiments

that I have made.

Q. What experiments have you made in refer-

ence to the question you were asked f

A. I have not made any experiments in con-

nection with the question he just asked.

Mr. Hackley: Q. Is any of that based on your

knowledge of chemistry?

A. On the basis of my knowledge of chemistry

I could answer that question.

The Court: You can develop that on cross-ex-

amination.

Mr. Hackley: Will you read the question and

answer ?

(Record read by the reporter.)

Q. What did you determine from the Lind-

staedt patent to be the character of holding action

that is present in Lindstaedt's contribution of

the alkaloidal nicotine and the holding substance of

a colloidal nature?

Mr. Lyon: I object to this line of examination

of this witness as to what Lindstaedt might have

meant. I understand that Mr. Lindstaedt is avail-

able in this city and if it requires any interpreta-

tion as to what this patent meant I think he ought

to be called rather than this man asked.

Mr. Hackley: My question was not as to what

Mr. Lindstaedt [313] meant. My question was

what did he determine from the patent. If I were

to call Mr. Lindstaedt to interpret it the objec-
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tion would be made that I was trying to overturn

a written document by parole evidence.

The Court: But still he has made the objection.

Mr. Hackley: But the objection does not apply

to the question at all. The question is not directed

to what this man thinks Lindstaedt meant, but what

this patent of Lindstaedt contains. It is limited to

that.

The Court: I will have to struggle along and

construe that.

Mr. Hackley : I do not mean I am trying to have

this witness construe the patent. He is merely in-

terpreting the patent for us, so that we do not have

to wade through a lot of things that to me are quite

complicated.

The Court: We will take a recess now until to-

morrow morning at ten o'clock.

(An adjournment was here taken until tomorrow,

Thursday, December 1, 1938, at ten o'clock a. m.

[314]

Thursday, December 1, 1938.

Mr. Hackley: Before resuming with the witness,

your Honor, I want to call attention to the Turnbow

()atent No. 2,091,840, which is the foundation of the

suit consolidated yesterday afternoon for trial with

(his case, and state that upon the representations

which we have with regard to the proposition that
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the defendant Farmers' Cooperative Exchange,

Inc., does not manufacture the product which it

sells and which it is charged infringes here, we

will stand on Claims 1, 2, and 7 of that patent.

Also, we have one more matter of mifinished

business. I promised to cite authorities for the

practice of preparing with a witness his testimony

in advance and his reading that testimony, when

it delves into complicated and technical matter. I

read first from Walker on Patents, Deller's Edition,

Volume 3, pages 2018 and 2039:

"An expert may properly write out in ad-

vance, the testimony he intends to give; but

he cannot properly adopt and insert in his

deposition, or read in open court as his testi-

mony, any exposition of the subject which was

written by another man."

That cites Emerson Company of West Virginia

V. Mmocks, 88 Fed. 280.

"If an expert in a patent case had himself

reduced to writing the result of his examina-

tion of a patent, and had then read it, this may

not be objectionable. So much depends upon

clear exposition of the thought and a careful

use of words and sentences that previous con-

sideration and preparation would help the ex-

amination. '

'

I will say that in the recent trial of a case, the

case of American Acostic Tiling Company v. Pa-
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cific Tile & Porcelain, heard by Judge Bledsoe, re-

cently deceased, as Special Master for Judge [318]

Holzer, Judge Bledsoe expressly approved the

practice when it was challenged by Mr. Brown
and Mr. Blakeslee of Los Angeles.

The Court: I don^t quarrel with that. I have

no quarrel there with the law as enunciated this

morning.

Mr. Hackley: I will say this, though, that since

I believe that the testimony here can just as well

be presented by this witness. Dr. Ramage, extem-

poraneously as it can otherwise, that Dr. Ramage

will proceed from extemporaneous disposition. He
may have to from time to time refer to notes on

highly technical matter, however.

The Court : You did not labor under any illusion

on leaving here yesterday that I was criticising you,

did you?

Mr. Hackley: No, I did not, your Honor, but I

did feel I should justify the practice, since it was

attacked.

The Court: Well, these matters that you cite

fhis morning are simply in accord with my view.

Mr. Hackley: This is the justification for the

f)ractice, at least it is our justification.

The Court: I will explain that as soon as the

witness takes the stand, I think to his satisfaction

•IS well as to your own, unless I am taken by sur-

Di'ise here.
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recalled

;

Direct Examination

(resumed).

The Court: This is off the record.

(Discussion off the record.)

The Court: You may proceed now.

Mr. Hackley: Q. Would you briefly describe

to us, Doctor, the type of products suggested by

Lindstaedt as one embodiment of his invention and

as discussed by him in the patent? When I [319]

use the word '' Lindstaedt," by the way, I mean

the Lindstaedt patent. That is just a short phrase

for it, I am not referring to the individual, of

course.

A. Yes. When I have interpreted Lindstaedt I

have not been trying to say what Lindstaedt

thought. I have been saying what one skilled in

the art would understand from reading the Lind-

staedt patent, also.

Q. Will you answer the question?

A. One type of product that Lindstaedt teaches

as a preferred, or as an example of the embodi-

ment of his patent, is the use of 700 to 800 milli-

grams—I should correct that, 70 to 80 milligrams

of nicotine or nicotine sulphate mixed with cer-

tain substances of colloidal nature in the propor-

tion of 900 to 1000 milligrams of those substances

and 70 to 80 milligrams of nicotine. He names a

number of these substances of colloidal nature.
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Q. What, for example?

A. Well, for example, he names substances of

the class of gums and resins. He specifically names

shellac and certain other resinous material.

Q. What other type of product?

A. Well, the class of gums and resins, and then

he names casein as one material that is substan-

tially

Q. Casein is in a class of what?

A. Casein is a class of colloidal substance, and

he merely mixes the nicotine with the colloidal sub-

stance and thus obtains a product which can be ad-

ministered to a chicken without having any bad

effect on the chicken.

Q. And what does he state to be the purpose of

administration of the product to the chicken?

A. The purpose of the administration is to

eradicate internal parasites, particularly round

worms, which exist in the intestinal tract of the

chicken.

Q. From your study of the Lindstaedt patent

what do you determine to be meant by him when

he refers to a toxic substance? [320]

A. He means a poisonous substance, a material

which would have a bad physiological reaction on

the animal body.

Q. Specifically, he refers to what poisonous sub-

stance ?

A. He specifically refers to nicotine.
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Q. What does Lindstaedt say in his patent about

the effect exerted by the 900 to 1000 milligrams of

colloidal holding agent on the 70 to 80 milligrams

of nicotine or toxic substance?

A. Lindstaedt says that the nicotine or other

toxic substance is absorbed or adsorbed by the col

loidal holding substance, by the substance of col

loidal nature, and he indicates that this holding

agent is different from a strict chemical combina-

tion of the material.

Q. AVill you describe to the Court what is meant

by the colloidal holding action that Lindstaedt

speaks about?

A. In order to answer that question I would

have to lay a little foundation.

Q. Proceed.

A. There are really three main types of hold-

ing action that we can consider. First, there is

straight chemical combination in the materials com-

bined, giving a definite proportion and definite

chemical bond to an amalgamation of the molecular

structure of the material, so that the final product

is a different molecule or different chemically from

the original material. Then, on the other extreme,

w^e have simply absorption, which is the type of

reaction, or type of holding, rather, that we have

when a sponge takes up water, or when a blotter

takes up ink, or when the vs^ater is soaked up by

fine sand. In that reaction the liquid merely goes
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into the spaces between the granules of the mate-

rial, or into the pores in the case of the sponge and

blotter.

Now, there is still a third type of holding which

we call [321] adsorption.

Q. That is
'

' a-d '

' instead of '

' a-b " I

A. Yes, "a-d-s-o-r-p-t-i-o-n'. The third type of

holding is intermediate between the absorption and

the true chemical combination. It is sharply dis-

tinguishable from the chemical combination in so

far as it can occur in any proportion. There are

no definite limits to the proportion in which ma-

terials can be adsorbed.

Q. Do I understand there must be a definite re-

acting proportion between the product when a

chemical reacting product is a result?

A. That is true.

Q. That is not true with adsorption?

A. That is correct. Furthermore, the adsorp-

tion is a surface force that has the material which,

as you expressed it here yesterday, is glued to the

surface of another material where it is considered

as beiuo- adsorbed. There are all degrees of adsorp-

f ion, ranging from a very weakly held material up

to a very strongly held material that approaches

an actual chemical combination, but the distinction

still exists that there is no definite proportion so

that you can distinguish between the chemical com-

bination and the adsorption.
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Q. What does Lindstaedt state to be the type of

holding agent that exists between his toxic sub-

stance and his nicotine holding agent!

A. He says it is an absorption and/or adsor})-

tion product, both types.

Q. Will you turn to the Lindstaedt patent and

read that portion of the patent on that subject?

A. Lindstaedt says on page 1, colunm 2, line 54:

"The product resulting from the combina-

tion of a colloid with the alkaloid is chiefly an

adsorption and/or absorption product of the

alkaloidal substance by the substance of col-

loidal nature. In this condition the toxic sub-

stance cannot pass through [322] the semi-per-

meable lining of the stomach and into the sys-

tem. In the claims the phrase 'colloidally

held' is used to mean ^absorbed and/or ad-

sorbed.'
"

Q. Then do I understand from what you have

said and what you have read from Lindstaedt that

the type of holding action described by Lindstaedt

as existing in his invention or product between the

toxic substance and the substance of colloidal na-

ture is to hold by absorption and/or adsorption,

which is something less than a chemical combi-

nation'? A. That is correct.

Q. In an absorption and/or adsorption product,

I am using that phrase from Inndstaedt, where you

have a product such as nicotine held by that ma-

terial, by a substance of colloidal nature, under
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which circumstances, if at all, can that nicotine be

released from that bond or broken down?

Mr. Lyon: Your Honor, T think the witness

should be first asked to state what he understands

findstaedt's patent to disclose, particularly with

reference to the phrase ''absorbed and/or ad-

sorbed." The use of this phrase ''and/or" in there

is one which has caused not only courts but lawyers

much difficulty.

The Court: I was going to ask about that. Can

you give us your understanding?

Mr. Hackley: Will you answer that question

and do so?

A. I can best explain this by giving a very sim-

ple example. If we take sand which has been

wetted with water, the water goes into the spaces

between the sand and grains and that water is

merely adsorbed water, and those sand granules,

however, are, in other words, whetted by the water,

and that water is held on the surface of those sand

granules by a force called adsorption, which is due

to the fact that there is a certain chemical affinity

between the sand granules and the water. The

same thing [323] might be true in a product of the

type that Lindstaedt is describing in the patent.

Q. What do you understand, then, by the phrase,

"absorption and/or adsorption", and I am direct-

ing your attention now particularly to this

"and/or" business.
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A. It means that either or both forces may exist

as the holding force.

The Court: What is the importance of that in

relation to the problem here? What is that an

answer to?

Mr. Hackley: Would you answer that for the

Court, Doctor?

A. Well, the important feature of that is that

the method of release of the nicotine is a critical

factor in determining the parasiticidal action of

the product.

The Court: I get the relation now.

Mr. Hackley: Q. In other words, Doctor, if the

nicotine is too firmly held it might not be released

and might not exert the parasiticidal effect that is

desired ?

A. That is true.

Mr. Lyon: I object to the question, to the lead-

ing character of the question.

Mr. Hackley: Just by way of summary, your

Honor, to shorten the examination and bring the

matter before the Court.

The Court: Proceed. Is this a powdered prepa-

ration, all of this material?

Mr. Hackley : All of the material is substantially

the same.

Q, Would you answer the question?

A. It is a granular material, granules ranging

in size from the end of a lead pencil down to dust,

practically.
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Mr. Hackley: I will hand the Court Exhibit 15

for a moment, which illustrates the defendant's

product and is one example of the defendant's

product.

The Court: Is that the condition of it when a

chicken gets [324] it?

The Witness : According to the directions on the

label that is the condition of the product when it is

administered to the chicken.

Mr. Hackley: Q. Referring now to the label of

the carton of Alexander. A. Yes.

Q. Would you, while you are on that point, read

the directions for use, or substantially all of it, ap-

pearing on the carton. Exhibit 7, which is a carton

of the products of the defendant and offered by the

plaintiffs, here?

A. The directions for use on the carton

Mr, Lyon: Your Honor, I don't see that it can

serve any purpose to read that whole matter into

the record. I take it it can be summarized.

The Court: Briefly stated.

Mr. Hackley: Do you think you can state it

briefly ?

The Court: I will read it, myself.

A. Well, in a brief way, the directions say that

there are two methods of administering the prod-

uct, one in a wet mash treatment and the other in

a dry mash treatment. In other words, the feed

is wet in one case and dry in the other.
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The Court: The reason I made this inquiry was

in relation to your adsorption.

Mr. Hackley: Q. I think we can reach it this

way, Doctor. If I get too leading, Mr. Lyon, you

will object, no doubt, but I think we can get at it.

Alexander on his carton suggests that this product

which we see in the bottle. Exhibit 15, be stirred

in the mash which is fed to the chicken in the nor-

mal course through the mouth; is that correct?

A. Yes, that is correct.

Q. Then will you tell us, after that Alexander's

product enters [325] the chicken's mouth what

chemical action takes place?

Mr. Lyon: That is objected to on the ground that

there is no foundation laid as to that to show that

this witness even knows what the product is. How
can he state what takes place chemically?

Mr. Hackley: Then we will have to pass this if

he is going to make that objection, we will have to

pass it until we bring in the product. I thought it

might be helpful to the Court to get a rough idea

of it now. We will save all this time if this can

be described. I would like to ask him another

question.

The Court: Well, with that imderstanding he

may answer.

A. According to Alexander's own representa-

tion, and which I can best indicate by reading the

last paragraph of the directions here, he says:
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"Kon-trold Nicotine is made by a special

process which houses the 40 per cent, nicotine

solution in a chemical compound that controls

the release of the nicotine, so that it can be

given to poultry with no toxic reaction on the

birds. Kon-Trold Nicotine is not liberated in

crop or gizzard of the bird, but is released full

strength by the alkaline digestive juices in the

intestines."

Now, I have made an examination of the prod-

uct and have found that that is substantially cor-

rect, that when the alkaline condition existing in

the intestines of a fowl, the nicotine content of this

product would be liberated.

Mr. Hackley: Q. Do I understand from that

answer that these granules or this product which

is contained in the bottle. Exhibit 15, passes into

the chicken's mouth along with its feed, and on

down, according to what you read from Alexander's

representation, on down the chicken's digestive

tract, past the crop and gizzard, before the prod-

uct is liberated, the nicotine is liberated [326] in

any way, before the product is broken down?

A. That is substantially the representation

made on the carton.

Q. And that is substantially correct, according

to your study of the situation? A. Yes.

Q. The Court has Exhibit 7, and I show you

Exhibits 14 and 15, and ask you if you have seen
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those three products before, the two cartons and

bottle?

A. Yes, I have seen all three of those before.

Q. Will you just tell us the circimistances and

give us a description of them?

A. This carton, that is. Exhibit 14, was a carton

that I received from Dr. Leake on about January

15 of this year, and the bottle containing a portion

of the material is from the second carton that Dr.

Leake had in his possession.

Q. That is the carton, Exhibit 13, on which Dr.

Leake's initials appear?

A. Yes, that is the carton from which I took

the material that is in this bottle. Exhibit 15, the

bottle, and the carton is Exhibit 13.

Q. How about Exhibit 7, have you seen that

before ?

A. Exhibit 7 was delivered to me by Mr. Hursh,

of the office of Townsend & Hackley some time

during May of this year.

Q. About May 11, was it not?

A. I do not recall the exact date. I have it in

my record, if it is important to look it up.

Q. If Mr. Lyon wants it we can give it to him.

Did Exhibit 7 have the sticker and seal appearing

on the top which reads, substantially, ''Exhibit A,

Defendant's Answer to Plaintiffs' Interrogatories"?

A. Yes, there was more to it.
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Q. Yes, there was more to it, I have not it in

my hand, but something like that? A. Yes.

Q. What was the condition of the carton, Ex-

hibit 14, when you first received it?

A. It was a sealed carton, an originally [327]

sealed carton.

Q. You broke that seal, yourself?

A. I broke that seal, myself.

Q. How about the carton Exhibit 7, what was

its condition?

A. It was also a sealed carton; I broke the seal

on it.

Q. The original seal?

A. The original seal, as far as I was able to

determine by an examination.

Q. And as to Exhibit 14, and Exhibit 7, and Ex-

hibit 15, can you state whether or not those have

been in your possession at all times since you re-

ceived them until you delivered them to me to be

put in evidence yesterday?

A. Those exhibits have been continuously in my
possession from the time I received them until they

were put in evidence in this case.

Q. What can you learn, if anything, about Alex-

ander's product sold by the defendant, here, from

an examination of the label, for example, on Ex-

hibit 7?

A. The label on Alexander's product specifies

that the material is for flock treatment of poultry

for round worm eradication.
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Q. Is there any statement about the ingredi-

ents of the product on that label?

A. It says the active ingredient is Kon-Trold

Nicotine, equivalent to nicotine alkaloid 5 per cent.,

inert 95 per cent., and manufactured and distrib-

uted by Alexander & Son, Van Nuys, California.

Q. I direct your attention to the last paragraph

of the directions of the label appearing on the re-

verse side; is there anything stated there in gen-

eral terms about the type of holding action or the

general composition and holding of the Alexander

product ?

A. He calls it a chemical compound.

Q. What does he say about it?

A. He says it is made by a special process, 40

per cent, nicotine solution, in a chemical compound

[328] that controls the release of nicotine.

Q. What does it say about the purpose of hold-

ing the nicotine in that manner or in the manner in

his product, whatever it may be?

A. He says it can be given to poultry with no

toxic reaction on the birds, Kon-Trold Nicotine

is not liberated in crop or gizzard of bird but is

released full strength by the alkaline digestive

juices in the intestines.

Q. What is the term on the label about the

purpose for which the product is to be used,— Or,

Mr. Lyon, will you stipulate that this product is

designed for the purpose of exerting a parasiticidal

effect on poultry among other things?
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Mr. Lyon : It is for the purpose of getting round

worms out of poultry, and by "round worms" I

mean ascaridia lineata.

Mr. Hackley: Q. What did you do, if anything,

with regard to the samples, Exhibits 14, 15, and 7,

that we have discussed here a moment ago?

A. I made some preliminary examinations of

the products to determine their general character.

Q. Did you follow those preliminary examina-

tions with an analysis?

A. Yes, after I had determined the general

character of the product I devised a method of

analysis and made relatively complete analyses of

the various samples.

Q. Now, directing your attention to Exhibit 14,

the first of the three samples, what did your prelimi-

nary examination indicate?

A. The preliminary examination indicated that

the product consisted of dark brown granules which

when treated with a solvent exposed an inner core

which was greyish in color and appeared to be

somewhat different from the surface of the par-

ticles, but an attempt to remove that outer core

chemically was unsuccessful, indicating that the

outer coating penetrated deeply into the heart of

the granules. On examining the interior of the

granules [329] under the microscope with dyes

which changed according to the acidity or alkalinity,

I detected points in the granules where there was
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a high alkalinity that indicated the presence of

small particles of free lime.

The Court: What are those granules like?

A. They are little granules of the product that

you see in the bottle.

Mr. Hackley: Referring to the bottle, Exhibit

15? A. Yes, in Exhibit 15.

Q. This was all a physical examination?

A. All physical.

Q. And not a chemical analysis up to that point ?

A. Not a chemical analysis up to that point.

Q. I believe you stated you did make a chem-

ical analysis. Will you tell us what the general

character of that analysis was? Was it qualita-

tive, or quantitative, or both?

A. I made both qualitative and quantitative

analyses of the material and found certain charac-

teristics of the product which I can best illustrate

by means of a chart which I have had prepared.

Q. Is this the chart which you prepared?

A. Yes, that is the chart.

Mr. Hackley: I have a small copy of the chart

as well. I ask that the chart to which the witness

has referred be marked Plaintiffs' Exhibit 16, and

that the small copy of il^iQ chart be marked ''Plain-

tiffs' Exhibit 16-A."

(The charts were marked, respectively. Plain-

tiffs' Exhibits 16 and 16-A.)

Q. Now, will you tell us what your analysis of

the product Exhibit 14 disclosed? I think you
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have a copy of this chart, to which you may refer.

A. I can see it from here.

Q. All right.

A. As indicated on the chart, I fomid that the

[330] product contained 4.2 per cent, of nicotine

alkaloid.

Q. You are referring to the first column, the

first sample, No. 1, Exhibit M'?

A. Yes, I found further that it contained col-

loidal substances of the type indicated by Lind-

staedt in an amount of 57.9 per cent., and that it

contained ash which can be considered as a filler

material in an amount 31.5 per cent.; also sulphur

trioxide 2.2 per cent., and combined water, uniden-

tified and unclassified material 4.2 per cent.

Q. Making a total of 100 per cent.?

A. Making a total of 100 per cent.

The Court: Q. Was there any water in the

agar-agar f

A. I do not have any agar-agar.

Q. What is agar-agar?

A. I am not particularly familiar with agar; I

believe it is a type of seaweed.

Mr. Hackley: You are familiar with agar chem-

ically ?

A. I am, but so far as the source is concerned

I have no information.

The Court : My knowledge is limited only to the

source. I do not know anything about the chem-

istry.
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Mr. Hackley: Q. Speaking of colloidal sub-

stance, which you list as being present in the

amount of 49.6 per cent., specifically did your analy-

sis disclose the types of colloidal substances present

and their respective quantities? A. Yes.

Q. Tell us about that.

A. I fomid a resinous material in the amount

of 46.7 per cent., and I see on that chart that has

been listed as "rosin." However, that should be

"resin," because while that product is substan-

tially all rosin, or at least, contains a very high

percentage of rosin, there is a strong probability

that some other resinous material was present in

that portion of the product. All of these substances,

though, would be [331] of the type of gums and

resins indicated by the Lindstaedt patent, so that

for the purpose of the present: discussion it makes

no difference particularly whether we use rosin or

resin.

Q. For the sake of accuracy, this should have

been resin, here, and at the noon recess we, at the

leave of the Court, will correct that to resin.

A. I overlooked that when I was looking at the

chart. In addition to the resin present there was

a fraction of protein material in an amount of 11.2

per cent.

Q. What class of protein?

A. This protein material was identified as being

casein from milk or casein from soy bean meal.
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Q. You narrowed the protein down and the

form of casein w^as from one of those two sources?

A. Yes, judging from the chemical reaction.

Q. You did not attempt to isolate each of the

two here? A. No.

Q. Does Lindstaedt, by the way, in his patent

refer to protein as a colloidal substance?

A. Yes, Lindstaedt specifically refers to pro-

tein.

Q. Just indicate where.

A. On page 1, column 2, line 14, he says:

"Proteins such as hide glue, casein powder,

peanut meal, pea meal and soy bean meal, are

some of the substances of colloidal nature which

are satisfactory."

Q. And Lindstaedt later on refers, in line 20,

to "All of the class of gums and resins"; is that

correct ? A. Yes.

Q. Line 20 of the same column?

A. Yes, that is true.

Q. Do the resins which you note here as being

present in the amount of 46.7 per cent, fall in the

class of gums and resins as referred to in the Lind-

staedt patent? A. Yes.

Q. Did you attempt to compare, from the stand-

point of ratio, the constituent ingredients of the

Lindstaedt patent and the product which you ana-

lyzed in Exhibit 14? A. Yes, I did. [332]
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Q. Is that comparison illustrated at the bottom

of the chart? A. Yes.

Q. Will you explain the ratio of comparison that

is indicated?

A. Yes. The Lindsteadt patent teaches that 70

to 80 milligrams of nicotine combined with 900 to

1000 milligrams of colloidal holding substances gives

a suitable product for use as a parasiticide to eradi-

cate round worms in chickens.

Q. You refer now to the representation con-

tained at the top of the second paragraph on the

second column of page 1, lines 24 to 29 ?

A. Yes, that is correct.

Q. All right, continue.

A. Taking the results of my analyses described

and converting them to the same terms as the terms

used in the patent, I find that the ratio of nicotine

to colloidal substance in the product which 1

analyzed is substantially the same as the ratio indi-

cated in the Lindstaedt patent. To be more specific,

while the ratio in the patent is from 70 to 80 milli-

grams of nicotine to 900 to 1000 milligrams of colloi-

dal holding substance, the ratio in the product

which I examined ranges from 70 to milligrams of

nicotine to 965 to 1103 milligrams of colloidal hold-

ing substance. There is slightly more colloidal hold-

ing substance in the product which I examined than

is indicated in the preferred teaching of the patent.

Q. In other words, the defendant leans a little

bit on the side of safety there ?
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A. But the product is very close to the same

general character.

Q. That ratio is based upon your analysis of Ex-

hibit 14, one of the three samples purchased from

the defendant? A. That is right.

Q. Did you make a further analysis directed to

Sample No. 2, Exhibit 15?

A. Yes, I made the same type of analysis di-

rected to Sample No. 2, Exhibit 15.

Q. Briefly run through and tell the results of

your analysis [333] for the record. You have a copy

of this chart, I believe, before you, which will make

it easier for you to read it.

A. In Sample No. 2, Exhibit 15, I found 4 per

cent, nicotine and 57.3 per cent, of colloidal holding

substances, 31.7 per cent, of ash, 2.1 of sulphur tri-

oxide and 4.9 per cent, of unclassified material. The

colloidal holding substance in these case consisted of

46.4 per cent, of resinous material and 10.9 per cent,

of protein material.

Q. Those, if carried out on the ratio at the bot-

tom of the chart would show about the same propor-

tion?

A. They would show about the same proportion

if carried ou in a similar manner as Exhibit 14 was

carried out.

Q. What about Exhibit 7, the sample of the

product which the defendant, itself, furnished us?

Did you examine it?

A. I made the same kind of an analysis of Ex-

hibit 7.
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Q. That is column 3, sample No. 3, Exhibit 7,

appearing on the chart Exhibit 16 ? A. Yes.

Q. Will you tell us what you found in that Ex-

hibit 7?

A. In Exhibit 7 I found 4.5 per cent, nicotine,

60.3 per cent, of colloidal substance consisting of

49.6 per cent, of resinous material, and 10.7 per cent,

protein material. I also found 31.4 per cent, ash,

2.3 per cent, sulphur trioxide, and 1.5 per cent un-

classified material.

Q. That unclassified material was combined with

water, as well? A. Yes.

Q. Directing your attention to Exhibit 14, the

first of the samples analyzed is the result shown

there the product of a single analysis or is that an

average of all analyses?

A. In all cases the results are determined on the

basis of several analyses.

Q. And you averaged those and put the results

in the average on [334] the chart? A. Yes.

Q. Did you make the same number of analyses

of nicotine as other products ?

A. No, I made more analyses of nicotine.

Q. What was the reason for that?

A. Well, in view of the fact that the carton label

represented 5 per cent, nicotine content, and I only

found 4.2 per cent, nicotine in the product, and I

felt that I should make every attempt to be sure that

that result was correct, before recording, inasmuch

as it was represented to be otherwise by the label on

the carton.
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Q. You are referring to the statement appearing

on the face of the carton? A. Yes.

Q. And any one of these exhibits, 12, 13, 14 and

7 will show that? A. Yes.

Q. Where Alexander & Son state, '*Kon-Trold

N'icotine equivalent to nicotine alkaloid 5 per cent."

A. That is what I am referring to.

Q. You told us a moment ago about the nature

of the product in the first sample. Exhibit 14, does

that same answer about the protein found apply on

samples 2 and 3, Exhibits 15 and 7 1

A. Yes, the same tests were made of three sam-

ples and substantially the same ingredients were

found in approximately the same amount.

Q. From the standpoint of a chemist, would you

say that the findings of the three samples, 14, 15 and

7 were sul^stantially identical ?

A. Yes, they were.

Q. Have you attempted to illustrate by any other

tneans the comparison of your findings qualitatively

and quantitatively in defendant's product and the

teachings of the patent?

A. Yes, I have had a second chart prepared that

illustrates that quite well, I think.

Q. Is that chart based on the milligram determi-

nation, of the same term "milligrams" that is used

in the patent? A. Yes. [335]

Mr. Hackley: I otfer as Plaintiffs' Exhibit 17

the milligram analyses chart presented by the wit-

ness, and as Exhibit 17-A a smaller photostatic copy

of the chart.
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(The charts were marked, respectively, Plaintiffs'

Exhibits 17 and 17-A.)

Q. Tell us what the chart, Exhibit 17, discloses.

Doctor.

A. First, it is applied to Exhibit 14 of the de-

fendant's product. If we reduce the analysis of the

product and the teachings of the patent all to the

same nicotine content first, and use a common basis

of comparison, and then consider the other ingre-

dients in the proportion that they will have when

that nicotine content is reduced to the same value,

we find that

Q. You have just set up a common denominator

based on the nicotine actually found in defendant's

product f

A. Yes. The nicotine actually found in the de-

fendant's product was 42 milligrams of nicotine per

gram of total material. That was the 4.2 per cent,

given in my analysis. For this amount of nicotine

the patent teaches that the amount of colloidal hold-

ing substance which is preferable to use can range

from 473 to 600.

Q. Milligrams? A. Milligrams.

Q. What did you find as the content on that basis

of colloidal substance in the first sample. Exhibit 14 ?

A. Exhibit 14, on that same basis, contains 579

milligrams of colloidal substance, which is within

the range of the preferred teaching of the patent.

Q. The patent likewise teaches the use of fillers,

does it?
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A. The patent says that certain fillers can be

used if it is desirable to do so.

Q. What function does a filler have in the use of

a product like this, or in a product like this ?

A. Well, usually a filler is a cheapener.

Q. Something used to dillute the product?

A. That's right. [336]

Q. What about a filler in this product; did you

find such a product? A. Yes.

Q. That is illustrated on the chart on Exhibit

17?

A. Yes. The actual analysis of the defendant's

product. Exhibit 14, on the same basis, 42 milligrams

of nicotine, I foimd in addition to 579 grams of

colloidal substance 366 milligrams of filler material.

All of those figures should be milligrams.

Q. In his preferred embodiment of his invention

how much filler does Mr. Lindstaedt say may be

used with 42 milligrams of nicotine ?

A. He teaches that using 42 milligrams of nico-

tine and the amount of colloidal substance which I

have already indicated the amount of filler may
r'ange from 358 to 485 milligrams.

Q. The 366 milligrams of filler found then is

within that range?

A. 366 milligrams, which I found in the defend-

ant 's product, is within the range taught by the pat-

(!nt. Incidentally, this 366 milligrams of filler also

includes the unclassified materials that I have indi-

cated earlier.
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Q. As a matter of fact, that filler, as you ex-

plained it there, includes everything but the sub-

stance of colloidal nature?

A. Yes, the nicotine also. I just assumed the

rest is filler.

Q. Taking your second sample, Exhibit 15, tell

us what you show on this chart.

A. On the same basis, I found—since I found

4 per cent, nicotine in Defendant's product. Ex-

hibit 15, I adopted 40 millimeters of nicotine per

gram of material as a common basis of comparison

of the product with the teaching of the patent, and

on that basis I find that the patent teaches that from

450 milligrams to 571 milligrams of substance of

colloidal nature gives an adequate holding of the 40

milligrams of nicotine.

Q. How much colloidal substance has the defend-

ant in its product ?

A. The defendant has 573 milligrams of colloidal

substance [337] in his product, w^hich is just slightly

outside the range of the preferred teaching of the

patent.

Q. When you say ''outside the range," you mean

he has just a little more colloidal substance present

that the patent specifies as minimum ?

Mr. Lyon: I object to that as leading. The wit-

ness has already answered.

Mr. Hackley : The witness has not answ^ered that

question, your Honor.

The Court: What about the 2 per cent.; is that

it?
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Mr. Hackley : 2 milligrams. The point I want to

niake through the witness

Mr. Lyon; I object to leading the witness.

Mr. Hackley: Strike the question.

Q. Doctor, will you tell us on what side of the

•ange of colloidal substance the variation of the sec-

ond sample is found?

Mr. Lyon: He already answered that question.

He said on the outside.

Mr. Hackley: That is not a correct statement,

your Honor.

The Court : You may answer.

Mr. Lyon : You have it already.

The Court : Let him clear it up.

A. The amount of colloidal substance which I

fomid in Exhibit 15 of defendant's product is

sightly higher than the amount indicated in the pre-

ferred teaching of the plaintiffs' patent, but for all

practical purposes it is so close to the border line

there that there is not any difference, and, further-

more, these proportions that I have given in con-

nection with the preferred teaching of the patent

can 't cover the entire range of the patent, so that the

product is well within the range of the patent, so

[338] you can consider the patent and not the pre-

ferred teaching.

Mr. Hackley: Q. What effect does a slightly

greater amount of colloidal substance present, as

found in Sample 2 there, over the minimum specifi-

cations in the patent exert? A. It holds
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Mr. Lyon: Object to that on the ground the wit-

ness has not been qualified to answer any such ques-

tion.

Mr. Hackley : That is strictly a chemical mattei'.

This witness has qualified to the effect

The Court : Are you asking that in regard to the

two milligrams?

Mr. Hackley: I am determining here what the

slightly greater colloidal product would do in this

combination from a chemical standpoint; not ac-

counting for it.

The Court: You may answer.

The Witness: It is strictly a chemical question,

your Honor, if you have any holding agent you hold

your nicotine slightly more firmly. That was the

only difference.

Mr. Hackley: Q. Will you state whether or not

the important factor is to determine that there is

enough colloidal substance present to hold the nico-

tine?

Mr. Lyon : I object to that as a leading question.

The Court : You may answer that.

The Witness: In order to avoid toxic effect on

the chicken

Mr. Lyon: I move—the witness has not been

qualified in that regard. He specifically says he

knows nothing about the toxic effect on chickens.

Mr. Hackley: He did not testify to that, Mr.

Lyon.

Mr. Lyon: He testified he had never made any
experiments.
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Mr. Hackley: When you get to cross-examina-

tion you may ask [339] him about it.

The Court : I will allow him to answer.

Mr. Hackley: Continue with your answer.

The Court : Read the question and the answer as

fas as given.

(Record read.)

A. (Continuing)—the nicotine must be held

firmly by the colloidal material, and if there is an

adequate amount of colloidal material the toxic

effect will be absent, or eliminated; so that the im-

portant point to determine is that there is enough

holding material.

Mr. Lyon: In respect to my objection to the last

question, your Honor, I call attention to the record

on pages 48 and 49. The witness has stated,
'

' I have

not made any tests for the actual amount that would

be released in the digestive tract of a chicken."

Mr. Hackley: Well, there is quite a difference

between saying that and saying that be has made
no test.

Mr. Lyon : No test of any parasiticidal action on

the chicken.

Mr. Hackley: That is a different question alto-

gether.

Mr. Lyon: Not at all.

Mr. Hackley: I don't want any misunderstand-

ing on the record as to what this witness may or

may not have done. The witness has done a lot of

test work.
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The Court: Proceed.

Mr. Hackley: Q. Will you tell us the findings

of Sample No. 3, Exhibit No. 7, with regard to your

comparison on the milligram basis'?

A. In Sample No. 3 of Defendant's product, Ex-

hibit 7, I found 4.5 per cent, of nicotine. In consid-

ering this on the basis of one gram of the product

that 4.5 per cent, would be equivalent to 45 milli-

grams of nicotine. Taking the [340] teaching of the

patent on the same basis of 45 milligrams of nico-

tine, the patent teaches that from 507 to 643 milli-

grams of holding substance is adequate to hold the

45 milligrams of nicotine. I found in the defend-

ant's product, Exhibit 7, 603 milligrams of colloidal

holding substance to hold the 45 milligrams of nico-

tine, which is within the range of the patent.

Q. Directing your attention to the point of fillers

as disclosed in Samples 2 and 3, Exhibits 15 and 7,

your answer is the same as that given to Exhibit 14,

is it ? A. The answer is the same, yes.

Q. And the detail of the answer is illustrated by

the chart? A. It is, yes.

Q. Have you made any comparison based upon
percentage of nicotine and colloidal substance in de-

fendant's product as compared to the patent?

A. Yes, I have.

Q. Is the comparison illustrated by the chart

that you have just produced?

A. Yes. This chart is a chart that I had pre-

pared to illustrate this comparison.
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Mr. Hackley : I will offer the chart produced by

the witness as illustrative of percentage of compari-

son as Plaintiffs' Exhibit 18, and I offer as Plain-

tiffs' Exhibit 18-A a small photostatic reproduction

of the chart.

(The charts were marked, respectively, Plaintiffs'

Exhibits 18 and 18-A.)

Mr. Hackley: Q. Now, Doctor, will you tell us

what Exhibit 18 discloses?

A. Since the important materials here are the

nicotine and the holding substance in this compari-

son I have eliminated the filler materials.

The Court : Why do they use fillers ?

A. Well, I believe a filler material, in general, is

used to cut the cost of the [341] product.

Mr. Lyon : Q. Does your analysis show whether

this filler, the so-called filler you mentioned, is

cheaper than the other materials, or more expen-

sive?

Mr. Hackley : You may cross-examine the doctor

when you come to it.

The Court: I just wanted to straighten out

something I had in mind. Proceed.

Mr. Hackley: Q. As you testified earlier, the

general purpose of fillers like that is to dilute a

product, make it less expensive to retail?

A. Yes.

Q. Continue, tell us about the chart, the per-

centage chart.

A. On the basis that I had just indicated, elimi-

nating the filler material and considering only the
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nicotine and the holding substance, I find that the

range of the preferred teaching of the patent is

from 6.4 per cent, of nicotine to 8.2 per cent, of nico-

tine, and that sample No. 1, Exhibit 14, of the de-

fendant's product contains 6.8 per cent, of nicotine,

and Sample No. 2 contains 6.5 per cent, of nicotine,

and sample No. 3 6.9 per cent, of nicotine. All three

samples of the defendant's product contain an

amount of nicotine which falls within the range indi-

cated by the patent.

Q. When you say within the range indicated by

the patent, are you now referring to the preferred

form which is described in lines 24 to 29, page 1,

column 2 of the Lindstaedt patent?

Mr. Lyon: Objected to as leading.

The Court : He may answer.

Mr. Hackley: Do you recall the question, or I

will ask the reporter to read it.

A. Yes, I recall it. Yes, I am referring to the

preferred embodiment of the patent. [342]

Q. Does Lindsteadt in the teaching of his patent

limit himself either as to the minimum amount of

nicotine or the minimum amount of colloidal sub-

stance in quantitative amount in his patent ?

Mr. Lyon: That is objected to as leading. The

witness can be asked what the patent discloses.

Mr. Hackley: We have asked that already. The

purpose is to shorten the examination.

The Court: He may answer.



266 Farmers' Coop. Exchange, Inc.

(Testimony of William D. Ramage.)

A. On page 1, column 2, line 45, Lindstaedt says

:

''—fillers such as powdered soap or powdered

sugar may be substituted for a portion of any

of the colloidal substances," and following that

procedure he says, ''Each pellet should contain

at least 450 milligrams of the colloidal sub-

stance."

These fillers that Lindstaedt indicates, however,

should not be considered strictly as fillers, because

they are materials that have some colloidal holding

power in themselves, so it is rather difficult to say

he is actually decreasing his amount of holding sub-

stances there.

Q. When he refers to the use of at least 450

milligrams of colloidal substances, as you have just

indicated, you are referring in the Lindstaedt pat-

ent to lines 50 to 53, are you not, in column 2,

page 1? A. Yes.

Q. So I will read that

:

''However, if sugar is used as the filler, each

pellet should contain at least 450 milligrams of

the colloidal substance."

Is that a correct statement ^ A. Yes.

Q. When he limits himself even in that case to

450 milligrams of colloidal substance as a minimum,

Mr. Lindstaedt is making that as a statement when
the filler, such as sugar, is used [343] rather than all

fillers; is that correct?

A. Yes, that is correct.
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Q. Would you briefly summarize, then, the com-

parison, if any, which you have determined to exist

between the defendant's product as illustrated by

the samples which you have analyzed and the Lind-

staedt patent in suit ?

A. My examination of the defendant's product

and my analyses of that product have indicated very

definitely to me that the product could be made

almost exactly as it is made by a person who had

no other knowledge of the art than a previous study

of the Lindstaedt patent.

The Court: Pardon me. We will take a recess

for five minutes.

(After recess:)

Mr. Hackley: Q. Will you continue with the

answer you were giving?

A. I have forgotten where I left off.

Q. I was asking you to give me a brief summary

of the comparison that you found, if any, between

defendant's product and the teachings of the Lind-

staedt patent. Will you please do so ?

A. The patent teaches the use of a toxic sub-

stance in quantities greater than the normal lethal

dose, combined with a colloidal holding agent to pre-

vent the toxic action and permit the administration

of a much larger quantity of the toxic substance

than would be possible if the colloidal holding agent

were not present; in fact, the quantity of toxic sub-

stance approximating ten times the normal lethal

dose can be administered when following the teach-

ings of the patent, without killing the chicken.
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Q. When you use that phrase ''normal lethal

dose", are you referring to lethal to the parisite or

lethal to the chicken ?

A. Lethal to the chicken. This permits the giving

to the chicken of an adequate amount of nicotine

to eradicate the para- [344] site according to the

teachings of the patent. Incidentally, I might say,

when I stated "toxic substance" I referred to nico-

tine or nicotine sulphate, or possibly to other nico-

tine compounds, but the important thing is that the

material is poisonous, and under the teaching of the

patent it must be held by some colloidal substance to

decrease that poisonous action on the chicken to the

point where a large, excessive dose can be given to

eradicate the parasite. From my examination of the

product, taken in conjunction with the directions

given on the label of the defendant's product, it

indicates that he has done exactly the same thing.

Q. And "he" being the defendant?

A. Yes, namely, holding his nicotine or nicotine

compound by means of some colloidal material—in

this case specifically resinous materials and protein

—in such manner that the nicotine is not released

until it reaches the alkaline digestive juices of the

chicken, and then is readily released; so that the

defendant's product very closely parallels the teach-

ing of the patent.

Q. How close does that parallel take %

Mr. Lyon: That is objected to as of no probative

value, an estimate of what this witness may believe.
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The Court: From the chemical standpoint he

may state.

A. Chemically, the analysis that I have made of

this product is so close to the teaching of the patent,

one would consider the two identical.

Mr. Hackley: Q. How about comparison as to

mode of operation and effect in operation that you

saw?

Mr. Lyon: That is objected to on the ground

that the witness is not qualified to testify.

Mr. Hackley: He is answering from his knowl-

edge from the [345] defendant's carton—we know

the limitations.

Mr. Lyon: He has not made any test of any

kind, according to his testimony. How can he testify

as to how it would work ?

Mr. Hackley: He cannot go any farther than

the foundation I have laid for him.

The Court: What investigation did you make,

indicate it for the record?

A, The label on defendant's product says that

the product can be administered without toxic action

on the chicken.

Mr. Hackley : Does the label represent a product

which will react to kill the parasite ?

A. The label also represents that the product

will effect removal of the parasites.

Q. Based upon your findings by way of chemical

analyses and your study of the product from a
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physical standpoint, and on what you can learn

from the representations of the defendant

made on the carton of the product, itself, can you

state whether or not the defendant's product is a

parasiticide ?

Mr. Lyon: Objected to on the same grounds,

your Honor.

The Court: He may answer.

Mr. Hackley: The Court ruled you might

answer.

A. The product is certainly a parasiticide, be-

cause the teachings of the patent in suit are so iden-

tical to the nature of the product, itself that taken

in conjunction with the teachings and the label of

the product there can be no reasonable doubt that

the product is a parasiticide.

Q. You heard Mr. Lyon say that the product was

designed for internal use for poultry ?

A. Yes.

Q. Your findings substantiated that in so far as

you have been able to go ? A. Yes.

Mr. Lyon: Objected to on the ground he has not

made any [346] findings.

Mr. Hackley: It is limited to his knowledge.

The Court: As a result of his examination.

There was no findings, that I am aware of.

Mr. Hackley : He made no fiindings, but he testi-

fied as to it.

The Court: Proceed.
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Mr. Hackley: Q. Is there included in the de-

fendant's product a toxic substance in quantity

greater than a normal lethal dose ?

A. Yes, there is.

Mr. Lyon: Just a moment. That is objected to

for the same reason, the witness does not know what

a normal lethal dose is.

Mr. Hackley: The patent tells us 5 to 10 milli-

grams is a normal lethal dose, and finding from 4 to

4% per cent, of nicotine in the defendant's product,

based on 1000 milligrams computation on the chart

is from 40 to 45 milligrams, alone.

Mr. Lyon: He does not even know^ how^ much

was given.

Mr. Hackley : I will strike that question and ask

another.

Q. You have examined the label of Defendant's

product. Will you tell us what the defendant says is

a normal dose of defendant 's product and how much
nicotine is contained in it? I will give you Exhibit

7, so that you can follow that with your answer, if

you like.

A. The defendant says on the label, on his car-

ton, that 4 ounces of the product is a normal dose for

100 chickens, and if we assume that 5 per cent, of

nicotine indicated on the label is correct

Q. You found it was less than that *?

A. Although I found there was somewhat less

than that present.

Q. According to your finding
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Mr. Lyon: I object to that question as argu-

mentative,

The Court : The objection is overruled. You will

be given [347] an opportunity to cross-examine.

Proceed.

A. On that basis we find that the dose per

chicken is approximate 58 milligrams of nicotine,

which is far above the 5 to 10 milligrams which the

patent indicates to be a normal lethal dose.

Mr. Hackley: Q. Then restating my original

question, state whether or not you find that defend-

ant's product indicates a toxic substance in quantity

greater than the normal lethal dose.

A. It does.

Q. And state whether or not the defendant's

product includes a colloidal substance.

A. It does.

Q. What colloidal substance?

A. It includes resinous colloidal materials, a

large portion of which is ordinary resin; it also in-

cludes protein substances.

Q. Will you state whether or not these colloidal

substances are present for colloidal holding of the

toxic substance to protect against the lethal effect of

such dose?

Mr. Lyon : That is objected to on the ground the

witness has not been qualified to answer the ques-

tion.

Mr. Hackley: It is a chemical question.

Mr. Lyon: I do not think it is a chemical ques-

tion.
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The Court : If you know, you may answer.

A. I cannot answer the question in the form it is.

Q. Answer it accordingly.

A. I can say that the colloidal substances that

are present there would effectively hold against the

toxic action of the nicotine. Whether they are

present for that purpose or not I don't know.

Mr. Hackley: Q. On the basis of that last an-

swer, then, is defendant's product a non-lethal para-

siticide 1

A. Yes, because there is plenty of colloidal mate-

rial to hold the toxic material firmly so that it

would not have a toxic action on the [348] chicken.

Of course, it is only reasonable to assume that it is

there for no other purpose.

Mr. Hackley : Q. It does not have that function

in any event? A. Yes, it has that function.

Mr. Lyon: Objected to on the ground he is not

qualified to state what its function is.

Mr. Hackley : Again, it is chemical, your Honor.

The Court: From the standpoint of a chemist

has it that function?

A. From what I know of the absorbing power or

the holding power of materials of this character for

material of the character of nicotine, I can say defi-

nitely that that would be the function of the mate-

rial in such a nicotine compound.

Mr. Hackley: Q. Can you state whether or not

defendant's product includes casein?

Mr. Lyon: That is objected to as leading.
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The Court : What do you mean by that ?

Mr. Hackley : Casein is a protein.

The Court: That is what he has been testifying

to.

Mr. Hackley : I am narrowing it down. What I

am doing at this point is taking the elements of the

claim in suit and finding if these elements are satis-

fied by the analysis that this witness has applied to

the defendant's product.

The Court: He may answer.

A. Yes, it does.

Mr. Hackley : Is that casein present as one of the

colloidal substances with the function you have de-

scribed ?

Mr. Lyon: The same objection, leading.

The Court: He may answer.

A. I believe that it is in view of the nature of

the product, according to the teaching of the patent.

[349]

Mr. Hackley: Q. Have you at any time at-

tempted to determine in practice whether or not

defendant's product, for example, the product of

Sample No. 2, Exhibit 15, can be administered to

a chicken and what the effect of such product is

upon a chicken? A. Yes.

Mr. Lyon: Objected to as indefinite, and also

upon the ground that the witness has already tes-

tified that he^ has not.

Mr. Hackley: The question is preliminary, your

Honor. There is nothing indefinite about it.
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Mr. Lyon: It is indefinite as to what you mean

by practice.

Mr. Hackley: I think that the witness under-

stands the word "practice".

The Court: I do not know.

Mr. Hackley: I will strike the question and try

it again.

Q. Have you by any specific tests directed to a

chicken administered the defendant's product and

observed the reaction of the product upon the

bird? A. Yes, I have.

Q. State the result of such test.

A. A bird showed no reaction whatever.

Q. From what standpoint '^

A. From the standpoint of any poisoning or

toxic reaction. The bird was apparently the same

after the application of the product as it was be-

fore.

Mr. Lyon: I will stipulate to that.

Mr. Hackley : You will stipulate that the defend-

ant's product does not have a lethal or toxic effect

on the bird?

Mr. Lyon: Yes.

Mr. Hackley: I notice in examining the label of

Exhibit 7, and many of the other defendant's prod-

ucts, that as you have pointed out the label claims

the presence of 5 per cent, nicotine alkaloid. Can

you state under the teachings of the patent [350]

how much colloidal substance would be necessary to
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hold 5 per cent, of nicotine alkaloid against the

lethal effect '?

Mr. Lyon: Object to that question as having

been asked and answered.

Mr. Hackley: The purpose of that question is

this, we have found on analyzing the defendant's

product, that it is misbranded, as the Department

of Agriculture calls it, it is short of nicotine; we

are going to assume that it has nicotine present

there, and even assuming that amoimt of nicotine

they have adequate colloidal holding substances

present to perform the function required by the

patent, to protect against a lethal dose.

Mr. Lyon: I take exception to the statement of

Mr. Hackley with reference to misbranding.

Mr. Hackley: We will produce evidence on that

before the case is over.

The Court: Are we concerned with misbrand-

ing?

Mr. Hackley: Only indirectly.

The Court: What relation has misbranding to

this case?

Mr. Hackley: It probably has none.

Mr. Lyon: The defendant is not bound by the

fact that he made an analysis, but as to that point

if there is going to be any question raised about it

I request at the present time permission to extract

some samples from the sample that has been intro-

duced in evidence, a sufficient quantity of the prod-

uct to make an analysis of that product to show
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the nicotine compound that is contained in these

samples.

Mr. Hackley: I have no objection, of course,

to the defendant running all the analyses of the

product that it likes.

The Court: What is before the Court now?

Mr. Hackley: I am asking the witness to tell us,

based [351] upon the assumed content of 5 per

cent, nicotine, how much colloidal substance is pres-

ent, ^nd if that is adequate.

The Court: You are assuming 5 per cent.?

Mr. Hackley: Yes, on the basis of the represen-

tation of the label.

The Court: Limiting it to that he may answer.

Mr. Hackley: In the question I am attempting

to give the benefit of the doubt to the defendant's

representation.

The Court: There is a question in my mind

about that, but he may answer.

A. I have made a calculation with that in mind,

and I found that on the basis of my analysis and

my determination of the amount of colloidal hold-

ing substance present in defendant's product, that

even if the product contained 5 per cent, nicotine,

which is more than I found, that there is still

enough colloidal substance holding there so that the

defendant's product falls directly within the teach-

ings of the patent.
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Mr. Hackley: Q. Have you made a calculation

to determine in milligrams the amount of colloidal

substance required to satisfy that demand?

A. Yes, I have.

Q. Will it save time if you refer to your notes

on that point in answer to my question?

A. I believe it will.

The Court: Q. Is there anything these charts

disclose that you had in mind?

A. No, but defendant's attorney has just indi-

cated that he is going to try to show there is 5 per

cent, nicotine in this product.

The Court: You did not know that until a mo-

ment ago, that that was the attitude of the defend-

ant's attorney. I will sustain the objection on the

ground that it is assuming facts not in evidence.

[352]

Mr. Hackley : If your Honor please, may I point

out that the fact is in evidence, the carton is where

we get our 5 per cent. I will hold the question

until rebuttal. It could be disposed of now, but we

will hold it.

The Court: I asked the v/itness if there was

anything these charts disclosed that he had in mind

and he has answered it was the statement counsel

made.

Mr. Hackley: It is the noon hour now, and may

[ have during the noon hour to check my notes?

r think I am through.



vs. Grover D. Turnboiv, et al. 279

(Testimony of William D. Ramage.)

The Court: The reason I was holding on was

I did not want to give you a chance to change youi'

mind.

Mr. Hackley: I do not think I will have more

than a couple of questions after the noon hour.

The Court: We will take a recess until two

o 'clock.

(A. recess was here taken until two o'clock p.m.)

[353]

Afternoon Session.

The Court: Proceed, gentlemen.

WILLIAM D. RAMAGE,

Direct Examination

(resumed).

Mr. Hackley: You may cross-examine, Mr.

Lyon.

Cross-Examination

Mr. Lyon: Q. It is my understanding from

your testimony that you have approached this prob-

lem purely from the standpoint of a chemist and

in a manner in which a chemist would view the dis-

closures of the lindstaedt and Turnbow patents in

suit: Is that correct?

A. That is the primary basis on which I ap-

proached it.
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Q. You have never had any actual experi-

ence

Mr. Hackley: Just a moment, Mr. Lyon.

Mr. Lyon (continuing) with respect to the

use of alkaloids or drugs?

Mr. Hackley: Mr. Lyon, may I interrupt? Did

you in your previous question use the words "Turn-

bow patent"?

Mr. Lyon: Yes.

Mr. Hackley: This witness hasn't testified on the

Turnbow patent at all. I object to that part of the

question.

Mr. Lyon: Of course, our stipulation was that

the evidence that went in went in with respect to

both patents.

Mr. Hackley: Yes, but this witness had not tes-

tified in regard to the Turnbow patent, that he

had any information on the patent, itself. I ask

in so far as the reference to the Turnbow patent

is concerned in the previous question that it be

stricken.

The Court: It may go out. [354]

Mr. Lyon: Q. You have never had any actual

experience in the use of alkaloids or drugs, as to

their comparative effects upon different animals or

fowl, have you?

A. Well, you will have to define what you mean

[)y actual experience in that regard.

Q. Well, actual administration?
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A. Yes, I have made tests in that regard.

Q. Just what were these tests?

A. I have actually administered an alkaloid to

chickens, as I indicated in my testimony earlier,

that I had verified the teachings of the Lindstaedt

patent.

Q. Well, let's get down to the details of what

you did. A. I am trying to do that.

Mr. Hackley: Let him finish, let the witness

finish, Mr. Lyon.

Mr. Lyon: I did not ask him for a statement of

what he verified or what he did not. I asked him

for what he did.

Mr. Hackley: You asked him just

The Court: Just what is the situation? State

what you actually did.

A. I have actually given nicotine to chickens.

Mr. Lyon: Q. Did you give nicotine, itself?

A. Nicotine, itself.

Q. Not nicotine sulphate? A. No.

Q. Where did you get the nicotine from?

A. It was taken from a container of nicotine.

Q. That is all you knew about it?

A. Taken from the original sealed container.

Q. Just had a mark '^Nicotine"?

A. Just had a mark, just marked "Nicofume."

Q. You took a substance that was marked ''Nico-

tine" and administered it to how many chickens?

A. Without referring to my notes I can't tell

you how many.
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The Court: Q. Approximately?

A. Approximately, I would say some 6 or 8

chickens—not the Nicofume, but nicotine and nico-

tine sulphate in various experiments. [355]

Mr. Lyon: Q. I asked you directly with refer-

ence to nicotine. We have not gone beyond that.

How many chickens did you administer nicotine

to?

Mr. Hackley: I submit, your Honor, the witness

being asked to testify to such detail should be per-

mitted to refer to his notes.

Mr. Lyon: I don't care.

Mr. Hackley: You may refer to your notes,

Doctor.

The Court: Limited to nicotine.

A. Just nicotine, yes. T would say at least

three.

Mr. Lyon: Q. When did you make the first of

these tests with nicotine?

A. These tests were made on the 1st of Feb-

ruary, the first of these tests.

Q. Of what year? A. This year.

Q. Just what did you do; how much nicotine

did you take and was there anything mixed with

the nicotine?

A. The nicotine that I used was just water so-

lution of nicotine containing 40 per cent, nicotine.

Q, That was not the Black Leaf 40 nicotine?

A. No, not Black Leaf 40, because Black Leaf

40 is nicotine sulphate.
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Q. You took a 40 per cent, solution, then, of the

nicotine alkaline, itself? A. Yes.

Q. How much of a solution of water?

A. .02 of a cubic centimeter, which is equivalent

to about 8 milligrams of nicotine. That is in one

specific experiment.

The Court: Pardon me. On that sample of

Black Leaf 40, or whatever it was, how do you dis-

tinguish that between the nicotine you used; one

is sulphate and the other

A. Black Leaf 40 is a solution of the sulphate

of nicotine, and this material Mr. Lyon is asking

about was just straight nicotine without the sul-

phate. [356]

Mr. Lyon: Q. Now, while we are on that point,

are you familiar with the odor of free nicotine as

compared to the odor of nicotine sulphate?

A. I think I can distinguish between them, yes.

Q. I will hand you

Mr. Hackley: Let me see what you have there.

What is the purpose of this ? Are you going to ask

him to guess which is which?

Mr. Lyon: No. I just want to familiarize the

witness and also to show the Court what the differ-

ence is.

The Witness: Are they in the same concentra-

tions in this?

Mr. Lyon: I don't know.
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Mr. Hackley : I think we are not dealing in mat-

ters of this sort.

The Court : We are dealing with an expert here.

Mr. Hackley: Yes, but guessing without an

analysis of this product, or these products

Mr. Lyon: I am not trying to trick him.

Mr. Hackley: Well, I don't know what point

lie has in mind, then.

The Court: I don't, either. Let's find out.

The Witness: The difference in this case is not

as marked as I had recalled that it was. In fact,

it is not a whole lot of difference that I can detect

in these two samples.

Mr. Lyon: Q. You can detect any

A. In fact, there is not much difference in these

two samples.

Q. This one which is marked ''Free nicotine,"

however, has a slightly different odor than the one

which I handed you which is marked ''N.P.C. 40

per cent."?

A. Yes, it has a slightly different odor. It has

an odor that I might describo as faintly alkaline

in character, but it would be an odor that would

be difficult for [357] anyone not familiar with so-

called alkaline odors to distinguish from the other.

Q. What is the difference between nicotine and

nicotine sulphate? In each there is the elimination

of an SO.; or an HSO4 radical off from the nicotine,

is there not?



vs. Grover D. TurnhoWj et al. 285

(Testimony of William D. Ramage.)

A. Well, you can consider that the H2SO4 holds

sulphuric molecules, sulphuric acid molecules added

on to the nicotine alkaline, so you can consider W

as you said, that you just add SO3 group. It de

pends on a difference of one molecule of water; you

have the same product in water solution in either

case.

Q. Have you made any determination of any of

these so-called nicotine sulphates, like Black Leaf

40, to determine what their constituent is, whether

it is nicotine, nicotine sulphate, or how the sulphate

radical is attached to the nicotine?

A. I have analyzed a sample of Black Leaf 40

I

and found it contained 40 per cent, of nicotine.

I Q. Well, I am asking you about the sulphate?

A. And that it contained, also contained an

amount of sulphate slightly in excess of the theoret-

ical amount required to combine with the nicotine

present.

Q. In what manner does that excess show, as an

HSO3, HSO4, SO. or H.SO,^

A. I determined it as SO4, but that was as far

as I went in the determination.

Q. You don't know how it was actually com-

bined, then?

A. No, I do not, except from the chemistry of

the materials.

Mr. Lyon : If your Honor would care to, I would

like to have you take these two bottles and just

take a slight smell, not very much, to see that
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The Court: Suppose you sniff too long: wliat

happens ?

Mr. Lyon: It will give you a headache, is about

all. [358]

The Court : Is there poison in it ?

The Witness: Yes. It is a preliminary poison.

Mr. Lyon: One sample being of free nicotine

and the other of a 40 per cent, solution of nicotine

sulphate, approximately.

Mr. Hackley: I want to poi]it out for the record

that I am not admitting that that statement is cor-

rect. I am not able to determine it. I assume we

will have proof from Mr. Lyon in regard to these

samples. Are you going to put those samples in

(evidence, or are you going to take them away?

Mr. Lyon: No, I am going to leave them right

here. I can put them in if you would like to.

Mr. Hackley: Well, I would suggest that you

f)ut them in for identification, I would like to have

you put them in for identification so we know what

the samples refer to.

Mr. L.yon: I would be glad to have them marked

for identification A and B, the free nicotine being

A and the N.P.C. 40 per cent. B.

(The samples of nicotine were marked, respec-

tively, Defendants' Exhibits A and B for identifi-

cation.)

Mr. Hackley: May I ask if B is the commercial

nicotine sulphate that we hear about?



vs. Grover I). Turnhow, et al. 287

(Testimony of William D. Ramage.)

Mr. Lyon: It is a commercial nicotine sample.

Mr. Hackley: Whose product is it; who manu-

factures it?

Mr. Lyon: The Nicotine Products Company, or

corporation. That is where the "N.P.C." comes.

Mr. Hackley: Where is that firm located?

Mr. Lyon: I wouldn't be able to tell you.

Mr. Hackley: All right. You can give us the

information some other time.

Mr. Lyon: Q. Coming back to this question of

these tests, [359] you say you put a quantity of

free nicotine equivalent to 8 milligrams into water

solution. How did you administer it, administer

that solution to a chicken?

A. Well, it was administered by a pipette into

the throat of the chicken.

Q. Pipette is just a glass tube which you hold

one finger over and then release the finger and let

the contents run out of the tube?

A. That is correct.

Q. Where in the mouth of the chicken did you

release that nicotine?

A. As a matter of fact, in order to clear the

record on that point, and while I know w^here it

was released, I will have to say these were coopera-

tive experiments and I did not actually hold the

pipette but I was present at the experiment.

Q. You did not actually administer the nicotine,

yourself? A. Not myself, no.
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Q. Did you see where it was put in the mouth?

A. Yes.

Q. Who did the work?

A. The actual administration was done by Dr,

l^each.

Q. Where did he release that nicotine in the

."[licken's mouth?

A. He released it near the back of the chicken's

mouth.

Q. He told you, as a matter of fact, that it

would be quite important if you were going to get

the right result to do that?

A. No, he didn't.

Mr. Hackley: If your Honor please, we object

on the groimd we don't know what right results

are. If you are going to ask him what Dr. Beach

told him that is another thing.

Mr. Lyon: Q. Dr. Beach did not tell you that

there was a particular way of releasing that nico-

tine in the mouth of the chicken, then, did he?

Mr. Hackley: Particular for what purpose? I

object to the question, your Honor, as indefinite.

[360]

The Court: For any purpose. Let's find out.

Mr. Lyon: For any purpose.

A. I don't recall Dr. Beach saying any such

thing to me.

Q. He didn't tell you that it was important to

I'elease the nicotine away from the respiratory

system, which is open in the chicken's mouth?
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A. I don't believe that point came up at all at

first. I think I recall some later discussion of the

difference.

Q. He did indicate to you, however, at some

time that it was quite important to release the

nicotine away from the respitory opening in the

chicken's mouth, at some other date other than

this time of this experiment"?

A. No, I don't recall his saying anything to me

about it, at all.

The Court: What was the purpose of using the

tube?

A. Just a means, a chemical or mechanical

means of getting the nicotine into the chicken, that

was all.

The Court: Well, you said you learned after-

ward it was important to get it beyond a certain

point. What did you mean by that?

A. No, I did not mean to answer it that way,

if I did answer that way. I did not mean it was

important to get it beyond a certain point.

The Court: Well, is it or is it not? Do you

know now?

A. Well, it is my impression from the discus-

sions that I have had since then that nicotine is

more toxic to the chicken when it is administered

in the mouth than when administered further down

the alimentary tract?

I
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Mr. Lyon: Q. How old was this chicken? Do
you know how old it was, or do you have any idea'?

A. The chickens that were used?

Q. In this first case, this first test where you

used the 8 milligrams of nicotine; do you know of

your own knowledge about [361] how old the

chicken was?

A. No, I do not know the age, but I have an

indication of the age here.

The Court: What is it?

A. I have the weight of the chicken here.

Q. He wants to know the age of it.

A. I don't know the age.

Q. A yearling, or two, or three ? That is not in-

dicated ?

A. I think what he means by the weight, it has

some bearing on the age of the chicken. That is

all; 1 thought perhaps we had some indication.

The Court: All right.

Mr. Lyon: Q. What is the weight there?

A. The weight of this particular chicken was

1850 grams. That would be about four pounds.

Q. After this nicotine was administered in this

particular way to this chicken did the chicken im-

mediately die?

. A. The chicken died within ten minutes.

Q. Now, you say you made further tests, two

other tests, using nicotine. Were they the same

age chickens and same quantity of nicotine?
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A. Tliey were the same general character, but

I cannot tell you without looking further in my
notes.

Q. Well, why don't you refer to your notes'?

A. On the 28th of March an identical experi-

ment was made, with the exception that the chicken

was somewhat larger, weighing 2075 grams, or ap-

proximately 4% pounds.

Q. And was the same quantity of free nicotine

used?

A. Yes. That is what I meant by identical ex-

periment.

Q. What was the result of that test, how soon

did the chicken die?

A. The chicken died in five minutes.

Q. In five minutes?

A. No, six minutes.

Q. Do you know anything about the physical

condition of those [362] chickens, as to their con-

dition of health at the time, would you be able to

judge, yourself?

A. Well, I was raised on a farm, and I know

something about chickens from that point of view.

They were good healthy looking chickens.

Q. So far as you know they looked healthy?

A. Yes.

Q. Do you know whether they had any worms?

A. No, I don't.

Q. Was there any autopsy made on either

chicken on which these tests were made?
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Mr. Hackley: You mean as far as the witness

knows?

Mr. Lyon: Yes, so far as the witness knows.

A. Not so far as I know.

Q. The third test, which you say was made—

I

will go back to the other tests; I presume the nico-

tine in those two tests was administered to the bird

by Mr. Beach?

A. That is my recollection. I cannot be sure.

I did help, I did assist in the experiments at all

times, and it is possible I might have actually ad-

ministered the nicotine in one of them, myself, but

my recollection is that it was Dr. Beach, but since

I did not make a special note of that, and since it

happened about nine or ten months ago, my recol-

lection is not very definite on that point.

Q. So far as you recollect, however, care was

used in placing the nicotine at about the same point

in the chicken's mouth as in the previous test?

A. To my observation, when I was watching

these administrations, the nicotine did appear to

be placed in the same way, and I think there was

one convenient way of placing the nicotine in the

mouth, and that would be near the back of the

mouth.

Q. This third test was on what aged chicken,

using free nicotine?

A. I cannot find my notes on the third test. I

am not sure there was a third test. I thought
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there were three, but I was answering your ques-

tion. [363]

Q. Now, on nicotine sulphate, did you perform

similar tests using the nicotine sulphate 1

A. Yes, similar tests.

Q. Using what quantity of nicotine sulphate?

A. Using the same quantity nicotine sulphate.

Q. That is, 8 milligrams of nicotine sulphate?

A. Yes.

Q. How much actual nicotine did you have?

A. My ''yes" was inadvertent there. I meant

8 milligrams of free nicotine, not 8 milligrams of

nicotine sulphate.

Q. You mean you used a quantity of nicotine

sulphate which would calculate down to be the

equivalent of 8 milligrams of free nicotine?

A. Yes.

Q. You figured your nicotine sulphate as being

nicotine SO4 compound? A. Yes.

Q. How much actual nicotine sulphate did you

use by milligrams?

A. In the only experiment I found so far .1 of a

c.c. of the Black Leaf 40 solution was used, which

was not weighed; it was measured off, but it was

calculated, and that would be equivalent to—that

would be a different experiment, that was to com-

pare the nicotine with the effect of the defendant's

product in the equivalent quantity. I have not

found the other experiment yet.
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Q. You have an experiment there in which you

used 1 c.c. of nicotine sulphate ?

A. .1 c.c.

Q. Figuring that down to ? basis of free nico-

tine that would be what?

A. About 48 milligrams nicotine.

Q. That is figuring, of course, the Black Leaf

40 you used was a 40 per cent, solution of what?

A. Of nicotine.

Q. Nicotine or nicotine sulphate ?

A. Of nicotine.

Q. Did you administer that quantity of nicotine

sulphate, .1 of a c.c, to a chicken? A. Yes.

Q. What condition was the chicken in when you

administered it to it?

A. The chicken appeared to be a good healthy

lively chicken. [364]

Q. How large a chicken was that? Have you a

record of the size?

A. No, I don't have a record of the chicken or

the size of the chicken, but all I can say is it was

approximately the same as the other.

Q. What happened to that chicken?

A. That chicken showed immediate symptoms

of poisoning.

Q. It did not die?

A. Not during the period that I observed it, at

any rate.

Q. And was the same care used in administer-

ing the nicotine sulphate to that chicken as had
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been used in administering the nicotine, the free

nicotine, to the chicken in the previous tests that

you have referred to?

A. Yes, I believe so.

Q. Did you conduct any other test with refer-

ence to nicotine sulphate 1

Mr. Hackley: Just a minute. Do you mean of

the same character, Mr. Lyon? The question is in-

definite.

Mr. Lyon: The same character.

Q. You apparently have no notes here of any

other test?

A. I have some notes here of some other experi-

ments where the nicotine sulphate was administered

mixed with

Q. Well, I am talking about free nicotine sul-

phate, not mixed with anything.

A. Yes, I have a record of one other experiment

here where the nicotine sulphfite was administered

to give a quantity of free nicotine equivalent to the

earlier-mentioned experiment where nicotine alka-

loid was used.

Q. What actual number of c.c.s of nicotine sul-

phate Avas used, or fraction of a c.c. of nicotine sul-

phate was used in this test?

A. .02 of a c.c. with the Black Leaf 40 solution

one part. Since the specific gravity of that solu-

tion is a little greater than 1, this gives approxi-

mately the same amount of nicotine. [365]
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Q. How many milligrams, approximately, fig-

ured on a milligram basis ?

A. Figured on a milligram basis it is equivalent

to a little less than 9 milligrams of nicotine.

Q. The experiment you previously referred to

you used about 58 milligrams of nicotine sulphate,

and in this experiment you used—I mean 5.8, and

in this one you used 9.

A. What do you mean by ''the previous experi-

ment"?

Q. The one you just testified, where you used 1

c.c.—1 c.c. in the one you testified about.

A. It was .1 of a c.c. That was 48 milligrams of

nicotine instead of 58.

Q. So you practically doubled the quantity of

free nicotine that you used in conducting this ex-

periment which you are now referring to over

that where you used 48, or 4.8 milligrams.

A. No. This experiment I am referring to now

I only used 9 milligrams of nicotine.

Q. And the other one how many, 48 ?

A. 48.

Q. In this case how was this quantity of nicotine

sulphate administered to the chicken'?

A. The nicotine was administered in the same

manner, so far as I was able to observe, exactly

the same manner.

Q. What size chicken was this?

A. This was a chicken weighing 1950 grams,

which is approximately 4-% pounds.

Q. What happened to this chicken?
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A. It exhibited immediate poisoning with heavy

respiratory stimulation.

Q. But it didn't die?

A. Not during the period that I observed it.

Q. And from these experiments which you con-

ducted, experiments between the use of nicotine al-

kaloids with free nicotine and nicotine sulphate,

did you then determine that the free alkaloid has

a. much more lethal effect that nicotine sulphate?

A. On the [366] basis of these experiments that

conclusion appears to be justifiable.

Q. Have you made any study to determine the

quantity of nicotine which is contained in tobacco?

A. No, I never have.

Q. Do you have any knowledge of the quantity

of nicotine which is contained in tobacco?

A. Not beyond what I have read in the daily

papers.

Q. Are you able to formulate any opinion as to

what would happen to a horse, say, that ate a rope

of dried tobacco about two feet long that had worms,

as to whether the worms of that horse would be

eliminated, and as to whether or not eating that

tobacco would kill that horse?

Mr. Hackley: I object to that question on the

ground it is immaterial, irrelevant and immaterial,

and has no bearing on this case, and is outside the

scope of the direct examination.

The Court: How does this bear on the case?
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Mr. Lyon: Only in this way, your Honor: this

witness has endeavored, to testify in some regard

with respect to the quantity of nicotine which is

required in a system of a chicken or animal in

order that the parasites in that animal system will

be eliminated.

The Court: Well, jumping from a chicken to a

horse

Mr. Lyon: The patent is not limited in any w^ay

to a chicken or horse. It takes in all animals.

The Court: Is that right?

Mr. Hackley : I would like to refer to the patent

on that and see how far the patent goes. It refers

to animals such as dogs, chickens and cattle. Is a

horse a cattle?

Mr. Lyon: I have always imderstood it was in

the same general field, at least.

The Court: Well, you have an expert here. Let

the expert [367] conclude whether a, cattle is a

horse.

Mr. Hackley: Well, he might know that. I,

frankly, don't know.

The Witness: My conclusion would be that so

far as the actual action of the

The Court: I mean going back to your farm

days. Forget about your chemistry. You said you

were on a farm.

A. No. I definitely say that a horse was not

a cattle.



vs. Grover I). Turnhoiv, et al. 299

(Testimony of William D. Ramage.)

Mr. Lyon: Would you say from the reading of

that patent it is your interpretation of i1, as an

expert witness, that it did not extend to horses'?

The Court: He wants you to exclude horses now

from this patent.

A. I don't know, but

Mr. Hackley: I object to the question, your

Honor please. I think that is one of the reasons

for experiments.

Mr. Lyon: I think horses and chickens and

cattle or hogs are all in the same group, your

Honor.

Mr. Hackley: I think the question of whether

or not a horse is within the Lindstaedt patent is a

legal and not an expert chemical question, your

Honor, and I submit it.

The Court: Proceed.

Mr. Lyon: May I have an answer to the ques-

tion %

The Court: Give your answer.

A. Well, I may say my answer to that is I have

never administered such a roll of tobacco to a horse

and examined the horse afterward, or seen any of

the results, so far as parasites are concerned.

The Court: What about your reading?

A. I have never read anything about that. I

don't know anything about the reactions of the

digestive juices of the horse, and all my experience

has [368] been limited to chickens in this case.
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Mr. Lyon: Q. From your study of the Lincl-

staedt patent in suit, and your statement that it

apparently requires a greater quantity of nicotine

in the system in order to eliminate the parasites

from the alkalime portion, would you presume that

the administering of such a rope of tobacco to a

horse would result in the elimination of round

worms without having a toxic effect on the horse.

Mr. Hackley: I object to that question as im-

material to this issue. We are dealing with chickens.

The Court: That objection will have to be sus-

tained. You are making an expert out of this wit-

ness and he says he has never considered it on a

horse and doesn't laiow anything about it, and has

not read anything on it.

Mr. Lyon: I will ask the same question with

respect to his knowledge as a chemist what he

would prognosticate

The Court: Confine it to chickens.

Mr. Lyon: Well, all right, your Honor, if his

experience is definitely limited to chickens

Mr. Hackley: Well, he has never mentioned the

horse.

Mr. Lyon: Q. Do you find any disclosure in

the Lindstaedt patent in suit. Plaintiffs' Exhibit 1,

that states that the substances disclosed in that

patent can be used in any way other than as a

pellet form of a certain quantity, or within the

limits of a certain quantity, of so-called organic
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colloids and a certain quantity of nicotine or nico-

tine sulphate?

Mr. Hackley: May I have that question, your

Honor? It is pretty complicated.

(Question read.)

Mr. Hackley: If your Honor please, I object

to the question. It goes to a point of law. It is for

the Court to inter- [369] pret the patent as to what

the scope of the patent is.

Mr. Lyon: I don't think so, your Honor.

The Court: He may answer.

A. My interpretation of the patent in that point

is that

Mr. Lyon: I asked you for a disclosure.

The Court: Have you reference to some specific

language ?

Mr. Hackley: I again submit the qiiestion is

one of law. I don't believe this witness is capable of

answering for that reason.

The Court: Since you have called him as an

expert he may assist the Court now. He is your

witness.

Mr. Hackley : I did not qualify him as a lawyer,

your Honor.

The Court: All this has to do with chemistry,

hasn't it?

Mr. Lyon: Certainly.

Mr. Hackley: No. I think the question of con-

struction of a patent is purely a matter of law.
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The Court : But this question does not confine

itself to that, as I understand it,

Mr. Hackley: I think it necessarily must. I am
perfectly willing the witness try to answer, but

my point

The Court: Q. Do you understand the ques-

tion? A. I believe I do.

Q. Do you understand that you are asked to

ansvx'er from your chemical experience?

A. I can answer it from, or on the basis that

Mr. Lyon asked it, whether I find in the patent a

disclosure of any other method than the use of

pellets.

The Court : Yes.

A. And by implication that is certainly appar-

ent in the patent.

Mr. Lyon: Q. And you find no statement in

this Lindstaedt patent, Plaintiffs' Exhibit 1, that

states that the substances as [370] disclosed in this

patent may be used in a granular form other than

as a pellet, do you ? A. In the claims

Q. I am asking about the disclosures.

Mr. Hackley: Well, the disclosure is included

in the claims. He has asked for it; now let him

have it.

The Court: Well, he can give it to us as to

whether or not it is or it is not in the patent.

A. I say by implication it is in the patent.

The Court: Where?
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A. Page 1, column 2, line 24, Lindstaedt says:

''In preparing the parasiticide, H is preferred !'>

form approximately one gram pellets"

Mr. Lyon: Q. Does he state anywhere

Mr. Hackley: Let the witness finish.

Mr. Lyon: Had you finished'?

The Witness: No, I had not.

Mr. Lyon: Pardon me.

A. (Continuing) —but the natural implication

that you read into a statement of that kind, if you

were using a product of this sort, would be that

that was merely a convenient means of using th.)

material to make some certain specific dose to g^t

into the chicken, and that the product could be

administered in some other form if it was desired

to do so.

The Court: Now, go over the claim and clear

that up.

A. In the claims, for example in Claim 2, he

says:

''A parasiticide for internal use comprising

a toxic substance in quantity greater than the

normally lethal dose and a colloidal substance

for colloidally holding the toxic substance to

protect against the lethal effect of such dose."

There is no mention there of any pellet formation.

The material could be administered in any form

so long as there was enough [371] nicotine to kill

the parasite.
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The Court: While it doesn't say '^ pellet" there,

it does in the patent, itself, doesn't it?

A. Yes.

Mr. Lyon: Q. You find no disclosure in this

Lindstaedt patent anywhere that this mixture which

he describes can be used in granular form in con-

nection with the chicken mash and fed in that

manner, do you, and, if so, point it out.

Mr. Hacklej^: I object to that question as defi-

nitely complex.

The Court: If he understands he may answer.

A. By implication

Mr. Lyon: I said to point it out.

Mr. Hackley: I submit the witness should be

permitted to answer as best he can.

The Court: He said ''By implication." He has

already indicated.

A. That is the only direct statement I recall

without reading the patent over, but I think that

it would be in order, your Honor, for me to have an

opportunity to glance through the patent before I

make my answer finally on that point.

The Court: Well, is there any other language

you rely on?

Mr. Hackley: We rely, for the information of

the Court, we rely on the fact the patent office, in

granting this patent, allowed generic claims with-

out limitation as to pellets, and the fact it is borne

out by the further fact that Claim 1 of the patent
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specifically refers to a pellet, and Claim 2 just as

specifically is unlimited to pellet form. On that

basis it is obvious the Patent Office and the patentee

had a problem in here to protect the patent. They

put in specific data in there including a number

of materials. This witness is not qualified to discuss

the point. It is legal and not chemical.

Mr. Lyon: In that respect, since we are on the

point, I would [372] like to call your Honor's at-

tention briefly to the statement ^he plaintiff, Mr.

Turnbow, contends on pages 81 and 82 of the File

Wrapper of the Turnbow patent No. 2,091,840,

Plaintiffs' Exhibit No. 4, which states

Mr. Hackley: This has nothing to do with the

Lindstaedt patent.

Mr. Lyon: This is the plaintiff in the case, and

he is talking about the Lindstaedt patent.

Mr. Hackley: I know, but that has nothing to

do and can't affect the scope of the patent.

Mr. Lyon: The patent office, the plaintiffs' po-

sition before the Patent Office.

Mr. Hackley: It is not directed to the patent.

They are reading about the Turnbow patent, and

they are trying to read something that does not

have any place here.

Mr. Lyon: The two patents were in interference

before the Patent Office and Mr. Turnbow 's posi-

tion before the Patent Office was without question

that the disclosure of this Lindstaedt patent. Ex-
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hibit No. 1, does not disclose the use of a granular

substance that could be mixed with the food, and

that is the basis or the ground of the second patent.

Mr. Hackley: If I may give our position to

clear it up.

The Court: All right.

Mr. Hackley: Because I recognize that there is

invention, a finely divided product, as was done

under the Lindstaedt patent, and the Patent Office

recognized that. It held that Lindstaedt was directly

entitled to claim the combination of the form in

which it was held, and so granted the claim. Claim

2 is typical. And as to the second patent here, it

must have been to something less that, and Turnbow

was granted the patent on the claim limited to

[373] finely divided form. Generic claims and spe-

cific claims, both cover the same invention here.

Mr. Lyon: That is absolutely contrary to the

record before the Patent Office, which I will read to

the Court, or part of it, and the reference of it

is contained in this record which you have offered:

"While the Lindstaedt preparation may be

non-toxic to fowls when administered in pellet

form, it does not necessarily follow that it will

remain so in finely divided form. The Examiner

cannot be certain that it will, because Lind-

staedt prepares his compound in a manner

different from applicant, and it is entirely pos-

sible that the different processes of the two
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inventors will produce different results. That

is, applicant forms a solution of the agar and

nicotine sulphate and permits the same to jell,

after which it is reduced to a finely divided

form. On the other hand, Lindstaedt says noth-

ing about preparing a solution. As a result,

as above mentioned, it does not necessarily

follow that the Lindstaedt product, if reduced

to a finely divided condition, w^ould have the

same protective properties as applicant's.

''The same line of reasoning followed by the

Board in allowing the broad claims on the ex

parte appeal by Turnbow is applicable to the

present rejection. It will be recalled that all

of applicant's original claims were re-

jected"

The position of defendant is, we are sued here

on two patents. One is a finely divided product. The

plaintiff is the owner of both patents, and plaintiff

Turnbow gets the second patent on an agar-agar

compound over the Lindstaedt patent on the basis

that Lindstaedt don't disclose a finely divided prod-

uct, and it probably wouldn't work that way. That

is how he got the second patent. Now, we are sued

not for using agar-agar, or anything like agar-agar,

but we are sued for using what Turnbow [374]

the plaintiff, says won't work so far as Lindstaedt

is concerned.
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Mr. Hackley: I must make it clear that that

is a flat misstatement. Turnbow did not say that.

The Court: Just a minute. Proceed, now, gen-

llemen.

Mr. Hackley: I want to clear up this point.

He made a statement here as to what Turnbow

said that is not correct, but in restating what he

said he did not state correctly what he read. Turn-

bow said it does not necessarily follow, it may or

may not follow. The answer is it does follow, both

products can be prepared

Mr. Lyon: In compound.

Mr. Hackley: Both products are prepared and

both products, both compounds are infringed in

this case by the same product. One is the generic

claim. Claim 2 of the Lindstaedt patent, and Claim

7 of the Turnbow patent is specifically limited to

the form of '' finely divided". If the product were

made in pellet form it would infringe Turnbow;

if it were made in dry form it would infringe Lind-

staedt. This all goes to the legal issue of the case

but the Court, I am sure, is familiar with the

question of generic and specific claims. That is the

whole issue that is here.

The Court : Now, after a very heated argument

let us proceed.

Mr. Lyon: The position, however, of defendants

is not that there is a generic and a specific claim

in these patents, but, as the record will show, there
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is no use arguing at more length here, but tliere

are three other Lindstaedt patents which precede

the one in suit in which they deal with the use of

alkaloids for the same purpose, but if this de-

fendant held a license

Mr. Hackley: I object to any statement about

license in this case. There is no pleading on that

point. I move that statement [375] be stricken.

Mr. Lyon: I am not speaking about license

Mr. Hackley: You are talking about license

here.

Mr. Lyon: I don't have to plead a license.

Mr. Hackley: I object to that, trying to clutter

up this record with a lot of extemporaneous mat-

ters that they could not bring before the Court.

The Court: The Court would like to know if

there are other patents here that have any relation

to these patents in suit.

Mr. Hackley: I am not referring to that, your

Honor. There are other patents, and they are cited

by way of reference, but the question of license,

there is no license, license has not been pleaded. He
is trying to bring that in to confuse the whole

issue. I don't want to have that point brought

before the Court to waste time.

Mr. Lyon: I deny that absolutely, that there

is nothing here, and the Court is familiar with the

proposition that a defendant often shows that it is

operating under another patent than the one in

suit.
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Mr. Hackley: The prior art will be taken up in

due time.

The Court: Proceed, gentlemen.

Mr. Lyon: Q. Did you ever make any test

using the substances as disclosed in the Lindstaedt

patent, Plaintiffs' Exhibit 1, particularly using, for

example, the 70 to 80 milligrams of nicotine and

900 to 1000 milligrams of kamala?

Mr. Hackley: Just a moment.

The Witness: No.

The Court: The answer is ^'No," he made no

experiments.

The Witness: The answer is ''No."

Mr. Lyon: Q. Did you ever make any similar

test following [376] the disclosures of the Lind-

staedt patent, using 70 to 80 milligrams of nicotine

sulphate with 900 to 1000 milligrams of peanut

mean A. No.

Q. In the same way, did you ever make any test

with respect to the same quantity only substituting

for peanut meal in the last question, hide glue?

A. No.

Q. Did you ever use

The Court: Pardon me. What is hide glue?

A. Hide glue is merely a form of gelatin.

Q. Where is it used?

A. I cannot tell you the exact

Q. What is the relation to a hide ?

A. Well, it is removed from hides when they

are green, they are extracted.
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The Court: All right.

Mr. Lyon: Q. Similarly, considering the same

quantity, did you ever use tragacanth powder?

A. No.

Q. Did you ever use powdered Indian gum?

A. No.

Q. Did you ever use powdered starch?

A. No.

Q. Did you ever use powdered soap in the same

way? A. No.

Q. Did you ever use powdered sugar, using 70

to 80 milligrams of nicotine and 900 to 1000 milli-

grams of sugar? A. No.

Q. Or using 450 milligrams of sugar?

A. No.

Q. Did you ever make any single preparation

following the disclosure of this Lindstaedt patent

using 70 to 80 milligrams of nicotine and 900 to

1000 milligrams of any of the substances named,

proteins, gums, resins, starch, sugar, soap or car-

bohydrates to make that preparation in a pellet

form and administer it to a chicken? A. No.

The Court: Q. Have your experiments been

limited to those already testified to?

A. No; there were some additional ones.

Q. I mean in relation to our problem here.

A. I have not made any [377] of the mixtures

described in the patent directly.

The Court: That is what I had in mind. Pro-

ceed.
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Mr. Lyon: Q. Do you have any knowledge of

what ordinary chicken mash is?

A. Only a general knowledge that it is a cereal

mixture.

Q. And it contains, does it not, according to

your knowledge, certain quantities of proteins'?

A. As a rule, yes.

Q. Starch? A. Yes.

Q. Gums ?

A. Well, only as a rule, the gums that are

contained are the natural gums of the cereal grains

composing it, so far as I know.

Q. Sugar? A. Yes.

Q. Carbohydrates? A. Yes.

Q. Starch? A. Yes.

Q. In fact, the chicken mash includes every

product in a finely divided condition which is

named in this Lindstaedt patent as being a colloidal

agent which holds by absorption and/or adsorption

nicotine? A. No, that is not correct.

Q. What one doesn't it include?

A. In the form you asked the question I did

not say it did not include that, but in order that

I may make it clear, the way you asked the ques-

tion, you said they were contained in the form indi-

cated by Lindstaedt. Those materials may be pres-

ent in the chicken mash and are present, as I have

indicated, but they are not present in an active

form. In other words, not present as the product
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you have named independently of other ma-

terials

The Court: Well, his question was, what was

contained. It was not a matter of degree. The ques-

tion was limited to what they contained.

The Witness: I believe there was a conclusion

in there [378] that limited it.

The Court: Well, maybe I misunderstood.

Mr. Lyon: I did not limit it, as I understood

it. I will re-ask the question.

Mr. Hackley: I am sure the witness is right in

the way he understood the question, because the

question is confusing.

The Court: Well, now, let us see. Mr. Reporter,

read the question and the answer.

(Record read.)

The Witness: He said in the latter part of the

question that they contain every product named by

Lindstaedt in a finely divided condition. That im-

plies that the chicken mash contains those indi-

vidual products in a finely divided condition, which

it does not.

The Court: Maybe it is me. I thought there

was no division made. He asked w^hat was contained

there generally in a number of questions.

The Witness: Well, a vegetable material is a

definite structure. You would not take a cellulose

base and build up in a cellulose structure. You
have proteins, starch, and carbohydrates, but they
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are not free. They are active agents for holding

a substance such as nicotine, and it is only after

they are split out of the structure of the vegetable

matter that they acquire the active chemical prop-

erties that make them holding agents for such

a substance as nicotine; so the question is mis-

leading.

The Court: Isn't chicken mash pretty well

A. Well, I said split out, I meant chemically

split out.

The Court: I see.

A. Mechanically split wouldn't change the

chemical status. [379]

Mr. Lyon: Q. Isn't it a fact that chicken mash

is made up of separate ingredients, such as dry

milk, the principal component of which is casein,

other similar products of that kind, if you know?

A. I have no knowledge of that.

Q. You have no knowledge as to the constituents

and the manner in which the chicken mash is made?

A. No, I haven't any knowledge of it.

Q. Then your statement which you just previ-

ously made must be considered in connection with

your present statement, that you have no knowledge

on how the chicken mash is made ?

A. Well, the original structure, vegetable ma-

terials I am speaking of, contain

Q. Do you know if there are any such original

vegetable matters in a chicken mash?
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A. Yes, that is true.

Q. As I understand from your testimony, these

proteins, resins or other substances act as colloidal

agents depending on the condition that they are

in when the nicotine is added; is that correct?

A. It depends upon whether they are the ma-

terial—I don't quite understand. What condition?

Q. Well, the chemical condition, whether they

are split up, the chemical content, as you said, with

reference to the chicken mash.

A. It influences strongly adsorption power.

Q. Would you say you could so arrange pro-

teins, resins and gums in chicken mash as to

eliminate their holding power, either absorption or

adsorption power to actively hold nicotine?

A. I wouldn't say you could eliminate it en-

tirely, but you could greatly decrease the holding

power of it.

Q. Have you had any

Mr. Hackley: Let him finish.

Mr. Lyon: He is through.

Mr. Hackley: No. [380]

Mr. Lyon: Had you finished?

A. No, I was going to say a little more.

Mr. Lyon: Pardon me. Proceed.

A. You could greatly decrease the holding power

of a colloid by combining it chemically with some

other material which uses them, the active chemical

groups in the product.
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Q. What are those active chemical groups that

add to the colloidal character of a protein, or a

resin, or a, gum, with which you can destroy the

chemical action? A. Well, in general

Mr. Hackley: If your Honor please, I object to

the question. It ought to be broken down one at a

time. "Protein, resin, and gum". This is a rather

intricate chemical question.

The Court: Well, the expert is ready to an-

swer. Are you having any difficulty?

The Witness: I am willing to answer it.

Mr. Hackley: You can answer that question

without it being broken down? A. Yes.

Mr. Hackley: All right.

A. For the purpose of the patent in suit, only

those materials which have active acid groupings

are the most effective holding agents.

Mr. Lyon: Q. Where do you find that in the

patent ?

A. In the indication of the type of material that

is suitable for the process of the patent.

Q. Just point out where you find any disclosure

in that patent of any acid character of the material

selected and pointed out for use?

A. In the second column, page 1, line 14:

''Proteins such as hide glue, casein powder,

peanut meal, pea meal and soy bean meal, are

some of the substances of colloidal nature which

are satisfactory."
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All of those substances, from a chemical point

of view, have active [381] acetic groupings.

Q. How about carbohydrates, that is non-acid?

A. No.

Q. Neither is sugar.

A. Carbohydrates are specifically indicated as

being fillers. Sugar is even most emphatically indi-

cated as being only a filler.

Q. How about the gums and resins that are in-

dicated in any way as being acid as differentiated

from an alkaline?

A. It is not necessary that they be indicated

in that way. They chemically are that way.

Q. And you would say if you changed their

amount by the use of an alkaline that they wouldn't

work?

Mr. Hackley: That is indefinite.

The Court: Read the question.

(Question read.)

A. If you add an excess of alkaline to them

that is correct, otherwise they would retain their

absorbing power, which would correspondingly de-

crease as you added alkaline to the product.

Mr. Lyon: Q. Suppose you made them sub-

stantially neutral, neither acid nor alkaline, by the

addition of an alkaline, would they be effective

then ?

A. They would still retain a considerable amount

of absorbing power or holding power with a sub-

stance such as nicotine.
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Q. What test have you made to determine those

facts?

A. Those facts are chemical facts that T derived

from my knowledge of colloidal chemistry, and they

are well established and can be supported from

other sources if it becomes necessary.

Q. You mean this proposition of the use of

substances of this character for holding nicotine

or alkaloids is a matter of general chemical knowl-

edge?

A. The fundamental colloidal principle involved

here involves some general chemical knowledge

.

[382]

Q. And the fact alkaloids are held by the sub-

stance of acid colloidal character is a matter of

general chemical knowledge, is it not?

A. Well, the fact that any material having ac-

tive groups, active chemical groups in it is ab-

sorbed, or any other material w^hich has other

chemical groups which have affinities for the ma-

terials being absorbed- is well known in chemistry.

It is not a matter developed from the testimony

in this suit.

Q. It is a matter of general knowledge over a

much wider field than covered by this patent?

A. So far as the mere absorption feature is con-

cerned that is true.

Q. And so far as the colloidal properties are

concerned that is true, isn't it?
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A. Only to this extent : that it would be possible

to predict that nicotine, we might say, for example,

would be absorbed, the casein or rosin, for example,

but it wouldn't be possible to predict that the hold-

ing would be such as to render the nicotine non-

toxic.

Q. You, from your experience as a chemist,

however, think you can predict that nicotine would

have been absorbed by casein or rosin or any of

the proteins? A. Yes.

Q. Absorbed by it? A. I do.

Q. You also know^, do you not, that that prop-

erty, if held to nicotine, is eliminated from that

colloid just as soon as that colloid reaches an al-

kaline region?

A. When it reaches a highly alkaline region.

Q. Or an alkaline region such as is encountered

in the intestines of a person or the intestines of a

fowl? A. That is correct,

Q. These colloids differ greatly in their holding

power for different substances, don't they?

A. That is correct.

Q. And it is a mere matter of selection by a

chemist to select the one which would exert the

greater holding power for any [383] particular sub-

stance which he had under consideration?

A. It is a matter of experimentation,

Q. And selection? A. And selection, yes.
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Q. Would you classify kamala as one of these

organic colloidal agents, or do you know anything

about kamala?

A. I don't know anything about kamala.

Q. You have given a definition of your under-

standing of a colloid chemically which I find is

taken almost word for word from some portion of

Bancroft's Applied Chemistry. You gave a part of

that definition. I would like to know whether you

would accept as your definition of a colloid the

statement given by Bancroft in the book published

in 1921 by the McGrraw-Hill Book Company, Inc.,

entitled, "Applied Colloid Chemistry—General

Theory—By Wilder D. Bancroft, Professor of

Physical Chemistry at Cornell University, 1st Edi-

tion, 2nd Impression," reading the whole chapter:

*'In 1881 Graham pointed out that substances

like potassium hydroxide, potassium sulphate,

magnesium sulphate, sugar, and alcohol diffuse

much more rapidly in water than hydrous

solicic acid, hydrous alumina, starch, dextrin,

the gums, albumin, tannin, gelatine, etc. Since

these latter substances occur usually in a non-

crystalline or even gelatinous form, Graham

suggested calling them colloids from the French

word for glue. Substances which diffused rap-

idly were to be called crystalloids because

many of them crystallized readily. Graham

believed that the distinction between a cry-
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stalloid and a colloid was fundamental and was

due to some molecular condition. Though mod-

ern colloid chemistry begins with Graham, his

distinction between crystalloids and colloids

has been dropped. A colloidal substance is not

necessarily amorphous, for colloidal gold is

certainly crystalline at times and possibly al-

ways. We now^ speak of a colloidal state [384]

instead of a colloidal substance, and we call any

phase colloidal when it is sufficiently finely

divided or dispersed, without committing our-

selves definitely as to what degree of subdivi-

sion is necessary in any particular case. The

subdivided phase is often called the internal

or dispersed phase and the enveloping phase

the external phase or the dispersing phase. In

fog the rain drops are the dispersed phase and

the air the dispersing phase, while the solid

particles are the internal phase in the case of

smoke. When a milky liquid is obtained by

precipitating barium sulphate in the cold, the

barium sulphate is the dispersed phase and the

solution the dispersing phase. In emulsions of

oil in water, the oil is the internal phase because

it is present in drops. When benzene is emulsi-

fied to a solid jelly in a small amount of soap

and water, we have a mobile liquid as dispersed

phase in a viscous mass. Bread or Ivory soap

might be considered as a system with air as
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internal phase, and a fairly solid external phase.

In a porous plate or a fine sponge the two

phases are, or may be, continuous and it is

therefore better to classify these as interlacing

systems. True ruby glass consists of gold as

dispersed phase in glass as a non-crystalline

dispersing phase. With salt colored by exposure

to cathode rays, we have metallic sodium as

internal phase in an external phase of crystal-

line sodium chloride.

"Adopting the very flexible definition that

a phase is called colloidal when it is sufficiently

finely divided, colloid chemistry is the chem-

istry of bubbles, drops, grains, filaments, and

films, because in each of these cases at least

one dimension of the phase is very small. This

is not a truly scientific classification because a

bubble has a film round it and a film may be

considered as made up of coalescing drops or

grains. It is a convenient classi- [385] fication,

however for many purposes. At first sight col-

loid chemistry may not seem to be an import-

ant branch of chemistry, either theoretically or

technically; but this opinion changes when we

consider that a knowledge of colloid chemistry

is essential to anybody who really wishes to

understand about: cement, bricks, pottery, por-

celain, glass, enamels; oils, greases, soaps,

candles
;
glue, starch and adhesives

;
paints, var-
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nishes, lacquers; rubber, celluloid, and other

plastics; leather, paper, textiles; filaments,

casts, pencils, and crayons; inks; roads, foun-

dry cores, coke, asphalt; graphites, patines;

zinc, phosphorus, sodium, and aluminum; con-

tact sulphuric acid, hardened oils, etc.; beer,

ale, and wine ; cream, butter, cheese, and caseine

products; cooking, washing, dyeing, printing;

ore flotation, water purification, sewage dis-

posal, smoke prevention; photography; wire-

less telegraphy ; illuminants ; comets, pharmacy

;

physiology. In other words, colloid chemistry

is the chemistry of every-day life."

The Court: You agree with that, don't you?

Mr. Hackley: If the Court please, I think we

ought to

The Court: He is going to answer.

The Witness : I agree substantially with what is

said there, but there is an omission that I believe

must be included in order to make my idea clear.

The Court: What do you mean by an omission?

A. Well, the definition is very voluminous. It

is substantially in agreement with my idea on the

subject, but he fails to make one distinction there

which is very important in this case. That is the

distinction between a colloid and a substance of

colloidal nature. That is, some of these colloids that

he talks about are not substances which would

really be considered as being substances of colloidal
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nature, because there are certain substances, par-

ticularly complex compounds of natural origin, or-

ganic [386] substances, so-called, which readily as-

sume their highly dispersed form that he talks

about, and are only considered as colloidal sub-

stances because they do readily go into a truly

colloidal form. That distinction is very important.

For example, in column 2 of the Lindstaedt patent

he says

Mr. Lyon: We are not concerned with the dis-

tinction as to what column 2 of the patent says.

Mr. Hackley: Did you finish your statement?

A. Not quite.

Mr. Hackley: Well, finish. Let him finish, Mr.

Lyon.

The Court: You were not finished with your

answer ?

A. No. For example, in column 2 of the Lind-

staedt patent

Mr. Lyon: I think that is argumentative.

The Court: Well, it may help the Court, here.

Proceed.

A. He specifically says that he uses a substance

of colloidal nature for holding the toxic substance

against lethal effect. He does not say a colloid.

The distinction is very real there, your Honor.

Mr. Lyon: Q. You mean there is a distinction

between a colloidal substance and a colloid?

A. A very definite distinction.
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Q. As a matter of fact, a colloid really has two

phases to it? A. That is true.

Q. It is a fact, both the dispersing and the dis-

persed phase to it? A. Yes.

Q. But a colloidal substance used as in this

patent may mean either the dispersing or the dis-

persed phase, may it not?

A. As used in this patent, ''colloidal substance"

refers to certain substances which are named defi-

nitely in the disclosures, which have a tendency to

be readily converted into a highly dispersed [387]

form.

Q. That did not quite answer my question. I

asked you if a colloidal substance as stated in claim

2 of this patent may be either the dispersing phase

of a colloid or the dispersed phase of a colloid, may
it not ?

A. I don't see how I can answer your question

for the simple reason that the patent does not

make any indication as to whether the substance

is dispersing phase or dispersed phase, or merely

uses the term "colloidal substance" and identified

the type of substance that is used in the product.

Q. You cannot tell, then, from this Lindstaedt

patent, as I understand your present testimony,

which is the dispersed and which is the dispersing

substance or phase by the colloid formed?

A. I did not say any colloid was formed.

Q. Well, isn't there a colloid formed in accord-

ance with the Lindstaedt patent?
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A. He does not say so.

Q. Well, now, yon, as a chemist, is there or isn't

there a colloid formed?

Mr. Hackley: Yon are limiting it now to what

Lindstaedt disclosed, or what

Mr. Lyon: What is in the Lindstaedt patent.

A. I do not believe it necessary for a colloid to

be formed at all in the Lindstaedt patent in order

that the substance disclosed by Lindstaedt holds

the nicotine.

Mr. Lyon: Q. Do you know what the disclosure

in the Lindstaedt patent is, w^hether there is ac-

tually a colloid formed'? A. No, I don't.

Q. There is nothing in the Lindstaedt patent

that would give you a hint one way or the other"?

A. I will have to look at the patent before I

answer that; I don't recall. The only indication in

the Lindstaedt patent that there is a colloid formed

is that [388] on page 2, column 1, top of the page,

he says:

"In this condition the toxic substance cannot

pass through the semi-permeable lining of the

stomach and into the system,"

That low diffusibility is a characteristic of col-

loidal substances as compared to crystalline sub-

stances, but it does not necessarily mean, as he has

stated it, that any colloid is formed necessarily,

even though that colloid wasn't formed—even

though the nicotine had held on a mass of the hold-
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ing agent, it still might not be liberated so as to

dit¥use through

Mr. Lyon: Well, all I can get from that is

maybe yes or maybe no, and I don't know. You say

it indicates there may be one cause or some other

reason. Is there anything in this patent that states

or leads you to believe a colloid is formed

Mr. Hackley: I submit that question is asked

and answered, and that is just trying to argue with

the witness.

The Court: What was it: I don't recollect.

Mr. Hackley: I frankly don't know enough

about colloidal chemistry.

The Witness: I answered ''No."

The Court: Well, if there is anything here that

is in doubt

Mr. Hackley : Well, my thought is the whole busi-

ness is immaterial and I have been tempted to object

on that ground, but evidently Mr. Lyon thinks he

is going somewhere. I doubt it.

The Court: Well, it is well that you feel that

way about it.

(Discussion off the record.)

The Court: Proceed.

Mr. Lyon: Q. You were ready to answer, I

believe.

A. Yes. In order to clear the record I will say

that I can find no place in the Lindstaedt patent

where it says that a colloid is formed. [389]
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Q. Now, in this holding power, have you ever

made any experiment to determine the degree of

holding power of any of these substances named in

the Lindstaedt patent in suit as compared with the

holding power of any other colloidal substance?

A. I have made up certain mixtures of nicotine,

of rosins, and made leaching experiments with

them.

Q. That is the limit of your experience that

you did recently?

Mr. Hackley: Referring now to some recent ex-

perience, or is it imlimited?

Mr. Lyon: I am not limiting the experience.

The Witness : I have had a great deal of experi-

ence at various times with various colloidal sub-

stances.

The Court: With combinations such as this,

here?

A. With a combination of alkaline substances

such as alkaloids being adsorbed by acid substances

such as the colloidal substances named by Lind-

staedt.

Mr. Lyon: Q. Just what would you say was

a relative holding power of one of these substances

to another to hold a substance by absorption or

adsorption ?

A. In the case of holding of nicotine

Q. And how would you express it in some

measurement ?
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A. The rate at which the material is dissolved

out of the holding substance in water is som<!

measure of the holding power of the substance.

Q. Have you made such determination on an>

of the substances, relative determination on any

of the substances set forth in this Lindstaedt

patent ?

A. Only the rosin and nicotine mixture.

Q. Have you compared, in order to make a

statement

Mr. Hackley: Are you asking a question or

arguing ?

The Court: He has said it is limited to the

Mr. Hackley: My objection was that the last

question was [390] argumentative.

Mr. Lyon : Q. Have you any idea as to whether

or not the resinous substance or protein substance

which you said you found in the defendant's prod-

uct was in an acid condition at any time?

A. All I can say on that score is that I have

determined the acidity of the whole compound as

when ground up and mixed it up,

Q. Do you know whether the proteins or the

resins in that compound were acid or alkaline?

A. Well, they were not very far on either side,

they were substantially neutral.

Q. Do you know that they exhibited any of this

so-called holding power which you state was ab-

sorbed or adsorbed because they were acid as dif-

ferentiated from an alkaline?
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A. Acid is a relative term, and since nicotine

is a rather strong basic substance, that, considered

from the organic chemical point of view, it would

still be adsorbed by a neutral colloid.

Q. Do you know whether or not there was ever

a neutral colloid in this Alexander's compound as

sold by this defendant?

A. The analysis of the product shows that there

was an excess of acid substances present in the

product, definitely acid substances. After making

complete analysis of the product, including the

analysis of the ash, there is an excess of acid sub-

stance present; so on that basis, from my knowl-

edge of colloidal chemistry, I can say definitely

there was acid-holding powder available there to

hold the nicotine.

Q. However, you don't know that that acid-

holding power had anything, whatsoever, to do with

the proteins or resins that were present?

A. Yes. I can say definitely that it was directly

connected with the proteins and resins present.

Q. How do you know that it was not the pro-

teins and the resins in that composition in an excess

of alkaline as compared with [391] the other pro-

teins that you ultimately found there ?

A. Because I analyzed for the alkaline con-

stituents.

Q. What did you find?

A. I found an excess of the acetic constituents.

Q. You have said
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Mr. Hackley: Let him finish.

Mr. Lyon: Q. You have said

Mr. Hackley: I insist that Mr. Lyon stop in-

terrupting this witness. These answers are com-

plicated and he thinks them out carefully. It is

very hard for him to pick up the ti'end after an

interruption like that.

Mr. Lyon: If he answered the question I would

not interrupt. I asked him what he found about

the alkalines and he starts off about the acetic

substances.

The Court : Q. Now, tell us about the alkalines.

A. I analyzed for alkaline constituents by first

ashing the material, namely, burning it until it was

an ash. The alkaline constituents, which would be

lime, soda, and things of that kind, in that ash,

were determined, and the ash was found to have

a slight excess of alkaline; that is, for the ash

alone.

Mr. Lyon: I am not asking you

Mr. Hackley: Let him finish.

A. That is for the ash alone, but you, as I under-

stand it, were speaking about the product as a

whole.

Mr. Lyon: That's right.

A. I also determined the total acidity of the

resin fraction, which I separated.

Q. After separation? A. After separation.

Q. What did that make?
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A. And found that slight excess of alkaline

present in the ash was not nearly enough to neu-

tralize [392] the excess of acid constituents in the

resin fraction.

Q. Wait a minute. Just the method of chemical

combination, or partial or whole chemical com-

bination; did you make any such determination as

that? That depends upon assuming that the prod-

uct went together in a certain preassumed nature,

does it not"?

A. No. If you are considering the product as

a whole there is only a certain amount of alkaline

here, and if you determine how much alkaline is

necessary to neutralize the acetic constituents and

find that there is not enough alkaline to neutralize

the acetic constituents, then you know that there

is an excess of the acid constituents.

Q. But you have no idea where that excess

came from, whether it came from the ash, or nico-

tine, or any of the other substances^ have you %

A. Oh, no, it didn't com.e from the nicotine,

because the nicotine is, it is an alkaline substance.

Q. And it can't act as an ash? A. No.

Q. You are sure of that ? A. No.

Q. That nicotine alkaline can't act either basic

or acid?

A. I will modify that to this extent, that the

only reaction that nicotine ever show^s in any par-

ticular reaction, or any reaction that I know of, is

alkaline, and I believe that is a correct statement

for all occasions.
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Q. In this ash, do you know how much of snch

substances, such as carbon, hydrogen, chlorine were

driven off from this ash by your process of center-

ing the ash before you made this determination

of the ash content ?

A. Yes. There was a small amount of volatiliza-

tion of material.

Q. And, of course, you could not determine what

that volatile material was?

A. I determined the per cent of volatilized

material.

Q. But whether it was basic or acid you could

not determine that [393] which went off in the air?

A. No, but I can check that in this way: the

volatile base material would be nicotine or am-

monium compound broken up

—

Q. Which are both basic in character?

A. Both basic in character. If you are si)eaking

of ammonia

Q. And nicotine.

A. Yes. I determined the amount of nicotine

quantitatively.

Q. Well, we will come to that in a few minutes.

Mr. Hackley: Let him finish.

A. And took that into account as an alkaline

substance. I proved the absence of the ammonium

compound so it was not necessary to make any

correction of that type.

Mr. Lyon: Q. Now, going back to this funda-

mental question we started out on, have you any
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idea that the resin or resinous substances, or the

proteins, or protein substances, were not in there

in definite chemical union with some element of this

ash, such as calcium or sodium which you have

stated that you found in that composition?

A. Yes. I have a very definite idea. I know for

the same reason that has just been indicated here

that there was more of these acid constituents than

could be combined with the calcium or sodium com-

pounds or other alkaline constituents than I found

present.

Q. You do not know, however, that all the alka-

line constituents that you found present were not

combined by the resin substance and casein, one or

the other? A. Well, I do.

Q. You know there was definitely no chemical

reaction? A. No, I did not say that.

Q. You know there was no calcium resinate

present ?

A. I said that I know there was calcium present.

Q. You also know that there was some sodium

resinate present, [394] don't you?

A. A small amount.

Q. You also know there w^as some calcium case-

inate present?

The Court: We will take an adjournment until

tomorrow morning.

(An adjournment was here taken until tomorrow,

Friday, December 2, 1938, at ten o'clock a.m.)

[395]
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WILLIAM D. RAMAGE,

Cross Examination

(Resumed).

Mr. Lyon: Q. I notice in the transcript there

is a question which remains unanswered. It is that

in the product of the defendants' which you an-

alyzed that you found calcium caseinate present.

A. I found an indication of calcium caseinate,

but I was not able to determine with certainty the

form of combination.

Q. You also found, I believe, that there was a

definite indication that calcium resinate was also

present? A. That is correct.

Q. Indicating that there was some apparently

active calcium compound in the defendant's prod-

uct?

A. The word ''active" in that regard is such

that I cannot tell what you mean by it.

Q. Well, active to the extent that it apparently

reacted with the casein present and the resin pres-

ent, and being apparently calcium resinate and cal-

cium caseinate.

A. Yes, there was some formation of calcium

caseinate and calcium resinate, but it was only of

a small portion of the rosin and casein that were
present.

Q. Did you make any chemical analysis to de-

termine the quantitative amoimt of calcium resinate

and calcium caseinate that was present ?



336 Farmers' Coop. Exchange, Inc.

(Testimony of William D. Ramage.)

A. Not for the calcium caseinate, but I did for

the calcium resinate.

Q. How much calcium resinate did you find?

A. I will have to refer to my notes to tell you

on that. As I recall it, there was approximately 10

per cent.

Q. Of the total amount?

A. Of the total amount.

Q. What method of analysis did you use ?

Mr. Hackley: Let the witness check his notes

and verify his figures, if you please.

A. The amoiuit was between 10 and 11 per cent.,

I would say. [399]

Mr. Lyon: Q. Have you any figures on it?

A. Yes, I have.

Q. What do the figures show?

A. In one case I found 10.7 per cent, of calcium

caseinate, calcium resinate, rather. The calcium

caseinate that I mentioned was not correct.

Q. In the other case, how much calcium resinate

did you find?

A. I have the other figure here as rosin acids

from calcium resinate 10.3 per cent. If that were

calculated to calcium resinate it would be

Q. Considerable more, wouldn't it?

A. Slightly over 11 per cent.

Q. You also found sodium resinate present, too,

didn't you?

A. No, I did not prove the presence of sodium

resinate.
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Q. You did not analyze for sodium resinate?

A. No. There was an indication of the presence

of sodium resinate.

Q. You did not analyze to find out how much

was there? A. The amount was small.

Q. You mean small, 10 or 15 per cent. ?

A. No, I mean—I did not analyze it quantita-

tively. I can 't give you an exact answer to that ques-

tion.

Q. How can you give any answer?

Mr. Hackley : Let him finish.

A. But I can say from the general nature of the

analjrtical methods that I used, they were such that

there could not have been more than 2 or 3 per

cent, sodium resinate present.

Mr. Lyon: Q. You can make that statement,

although you made no determination quantitatively

of the amount present ?

A, From the balance of the other constituents

that I determined.

Q. Just what method did you use to determine

the presence of sodium resinate ?

A. I will have to go through my whole analyti-

cal procedure, I think, in order to answer that ques-

tion. [400]

Q. Well, I am asking now, at the present time,

separately as to the method you used for analyzing

for sodium resinate.

Mr. Hackley: Speaking now qualitatively or

quantitatively 1
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Mr. Lyon: He said he had, he made no quanti-

tative determination, so it would have to

Mr. Hackley: He reached a qualitative conclu-

sion. Do you want him to tell you how he reached

that?

The Court : The residue of what ?

The Witness : Well, determined from the residue

by a preliminary extraction by the solvent to take

out free rosin.

Mr. Lyon: Q. Along with the free rosin which

the solvent was used to extract you also took out

some sodium resinate, didn't you I

A. It is possible there was a slight amount of

sodium resinate present in the materials that I ex-

tracted by the solvent, but they could not have been

a large amount, because I determined the acid num-

ber on the rosin that I extracted.

Q. This extracting agent which you used was

supposed to remove only free rosin, was it ?

A. That was the purpose of that step.

Q. What was the solvent you used ?

A. Acetone.

Q. Acetone. Which one?

A. Anhydrous acetone.

Q. You made no determination of the residual

composition to determine how much sodium resinate

was not removed by that solvent, did you ?

A. No, I did not make any determination of

sodium resinate in the residual.
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Q. As a matter of actual fact, this so-called ash

that you put down here happened to be present,

and you found it to be Fuller's earth, didn't you?

A. The analysis of the material was such that

it was determined to be an earthy type of material.

I did not identify it excepting to the extent of com-

paring it with the analysis of numerous earthy

materials, and I found that it [401] could have come

generally from a great number.

Q. And it could have been Fuller's earth?

A. Possibly could have been, excepting for one

thing, that in my examination it indicated that it

was too gritty in character to be Fuller's earth.

Q. What did you compare the substance with?

A. As to its gritty character?

Q. To determine it was Fuller's earth?

A. I compared it with Fuller's earth.

Q. What type of Fuller's earth, of which there

are several thousand, I believe.

A. Well, just a sample I had in the laboratory,

and I didn't go further than that.

Q. Just one sample ? You know there are several

different, at least several hundred different grades

of Fuller's earth?

A. I do, and they are all relatively soft mate-

rials, however. I have examined numerous samples

of Fuller's earth at various times.

Q. Have you ever examined an English Fuller's

earth ?

The Court : What are these materials ?
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Mr. Lyon: Fuller's earth is a product which is

derived from the ground. It is principally an alumi-

num silicate, which is found in natural occurences

from the desert country all the way up throughout

the United States, up into Montana and Utah, over

in England, Germany, and Florida; a substance of

a colloidal nature used for many purposes. One of

the common uses of Fuller's earth is in cleaning.

For example, if you get a grease spot on your coat.

Fuller's earth, by adsorption, takes the grease right

out of your coat. Isn't that true?

The Witness : That is correct.

Mr. Hackley: Just a minute. You say ''Isn't

that true?" Do you mean your whole last state-

ment, or just the last question ?

Mr. Lyon: The whole thing.

Mr. Hackley: Well, Doctor, do you want to en-

dorse that whole [402] statement?

A. I don't know the details that he was speaking

about excepting in a general way, but I am willing

to endorse the whole statement, and specifically the

last part of it.

Mr. Lyon : Q. You would not say that this ashy

material which you found in here in the amount of

31.5 per cent., or 31.7 per cent., or 31.4 per cent, as

set forth in Exhibit No. 16 was not Fuller's earth,

would you?

A. I can say that it was not entirely Fuller's

earth, and I can say that a substantial portion of it

was not Fuller's earth, but I could not say there was

no Fuller's earth present.
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Q. What quantity of it would you say was not

Fuller's earth?

A. I did not make a quantitative separation of

the gritty portion, so I could not say definitely what

quantity was not Fuller's earth.

Q. In fact, you cannot say that any particular

amount of it was not Fuller's earth, can you?

A. Not unless you are willing to accept my esti-

mate on the matter.

Q. Well, you made no quantitative determina-

tion? A. No.

Q. To determine how much might have been

Fuller's earth? A. That is correct.

Q. You know^ from your reading of the refer-

ences upon which you are basing a considerable por-

tion of your testimony that Fuller's earth was used

extensively as an adsorbing colloid for carrying

nicotine as administered to fowl, don't you?

Mr. Hackley: I object to that question, your

Honor, on the ground it is outside the scope of the

direct examination of the witness, and is directed

purely to defensive material by way of an attempt

to show anticipation.

Mr. Lyon : Not at all.

Mr. Hackley: We did not go into that subject

with this witness. [403]

The Court: He may answer.

A. From my reading of the references I find ref-

erences that the use of Fuller's earth, the only one

that I recall particularly, was the use of Fuller's

earth in a product called University Capsule.
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Mr. Lyon: Q. You know the use of Fuller's

earth is set forth in the references as being a col-

loidal substance which holds the nicotine or nicotine

sulphate by adsorption? A. That is correct.

Q. In your study of the references 3^ou consid-

ered, did you not, the article as written by John

Uri Lloyd, as printed in the American Pharma-

ceutical Journal for May, 1916, entitled "Discovery

of the Alkaloid Affinities of Anhydrous Aluminum

Silicate"?

Mr. Hackley : This is leading right into the same

thing again. It is all outside the scope of my direct

examination. He confined himself to a discussion of

the Lindstaedt patent and to Alexander's product

as analyzed in the light of Lindstaedt. This is all

material which is cited by the defense as alleged

prior art. Let the defense bring their own witnesses

to prove these points. I don't know how familiar

this witness is with the subject. I do not think it

fair to ask him to go into a technical discussion

at this time.

The Court: You put him on as an expert. I don't

know how you are going to limit the discussion with

an expert. For the purpose of the record he may
indicate what the purpose of this offer is.

Mr. Lyon: Your Honor, this witness is qualified

upon this question, not that he has had any actual

experience with any of these products, but on his

qualifications stated his only qualification to be that

he has read and studied these references which were
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cited by the defendant, being that as his sole quali-

fication upon this particular problem. Now, my
purpose here is [404] to examine this witness on

these publications to see whether he even under-

stands what they are and whether he agrees with

them.

Mr. Hackley: So far as that goes, that is all

right, but that is not where Mr. Lyon is stopping.

The Court: How can you anticipate where he

is going to stop?

Mr. Hackley: By the question, the question and

the last answer that he secured from the witness.

The Court : He has indicated the purpose of the

offer. The Court will allow it.

Mr. Hackley: Well, I will renew the objection

if he goes beyond that point.

The Witness : A. Yes, I read excerpts from this

article.

Mr. Lyon: Q. You have never read the whole

article ?

A. I don't think so. I can tell you by looking at

my own files.

Q. If you will do that, please.

Mr. Hackley: May I see that publication that

you handed the witness, Mr. Lyon?

Mr. Lyon: Yes.

The W^itness: A. No, I have only read a por-

tion of this.

The Court: Have you read it, Counsel?
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Mr. Hackley : Yes, I have read it.

Mr. Lyon: You do not question the fact they

were published at the dates they state, do you?

Mr. Hackley: So far as this particular publica-

tion is concerned, it was published at least during

the year 1916; I will stipulate to that, and state

without checking against the original volume that

you may use the reprint. I assume they are identical,

your Honor.

Mr. Lyon: All right.

Q. Which portions of this publication have you

previously read?

A. Approximately the last six pages. [405]

Q. You did not bother to read the first six pages ?

A. No, just the last six pages, and I did not have

access to the original publication. I read the portion

that I had access to.

Mr. Hackley: Mr. Lyon, would you state, so

that we have it clearly on the record, what portion

of this publication you noted in the pleadings as

being the part you were going to rely on ?

Mr. Lyon: The whole publication.

Mr. Hackley: I think you limited yourself on

the pages.

Mr. Lyon: Not on this publication, I don't be-

lieve.

Mr. Hackley: Let me check the pleadings with

that. I don't want to raise any point if you did rely

on the whole publication.
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Mr. Lyon: Q. You are familiar with the fact

that because of Lloyd's work with alkaloids the

discovery he made on the ability of certain colloidal

agents to hold alkaloids, that there developed and

became well known in the chemical art a reagent

known as Lloyd's alkaloid reagent?

A. That is correct.

Q. You, in your chemical training, learned that

that Lloyd's alkaloid reagent was not only an article

of commerce, but was generally used for chemical

analyses and for other uses as a medium of adsorb-

ing alkaloids, such as morphine, conine, strychnine,

nicotine, and other of the so-called drugs in the

presence of an acid, and that that alkaloid reagent

would release those drugs or alkaloids as soon as it

reached the alkaline region of sufficient alkaline in-

tensity to neutralize the acid and throw the whole

matter over on the alkaline side. That is true, isn't

it?

A. That is true qualitatively, yes.

Q. That whole statement is true, isn't it, as to

your knowledge concerning use of Lloyd's alkaloid

reagent and its uses ? A. That is true.

Q. And it has been generally known for many
years, it was taught [406] to you in your study of

colloidal chemistry, that Lloyd's alkaloidal reagent

was utilized for adsorbing an alkaloid in the pres-

ence of an acid, and that it would drop that drug

or alkaloid in the presence of an alkaline ?

A. That is true.
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Q. You learned that as soon as you got very far

in colloidal chemistry, didn't you, in your studies?

A. I don't have any specific recollection of when

I learned it.

Q. It was while you were still in the university'?

Mr. Hackley: Let him finish.

A. My recollection is that I did not learn it

while I was in the University.

Mr. Lyon: Q. Well, how soon afterward?

A. As a matter of fact, I don't recall ever having

had any direct experience with the use of Lloyd's

reagent until I had been out of the University some

five or six years, when I had occasion to use it one

time.

Q. When was it?

A. That was when I worked with the California

Ink Company and we were doing some experiments

on a new type of pigment that we were studying,

making attempts to adsorb dyes on certain mate-

rials.

Q. Had you found in that work that Lloyd's

alkaloid reagent would adsorb dyes in the jjresence

of an acid?

A. They would adsorb certain classes of dyes,

yes.

Q. Those being the dyes of a general acid char-

acter ?

A. That being the dyes which were an acid char-

acter after they had been converted to the acid salt.

Q. And it was that class of dyes which Lloyd's

alkaloidal reagent would adsorb and hold?
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A. Correct.

Q. The ability of Lloyd's alkaloidal reagent,

then, to adsorb media of an acid character, or under

the influence of an acid, is not limited to drugs or

alkaloids or dyes, but is a general [407] character-

istic of that substance, isn't it?

A. The question as you asked it had one slight

change in it, and before answering it I would like

to have that corrected.

Mr. Lyon: Will you read the question?

(Question read.)

A. The statement to adsorb material of an acid

character is not within the scope of my experience.

Lloyd's reagent has adsorbing power under the in-

fluence of an acid, but it has been ordinarily for

alkaline materials that it has that power after it

has been activated by treatment with an acid.

Q. You mean that the reagent, itself, should be

on the acid side?

A. Should be treated with an acid.

Q. If it is already acid there is no necessity to

treat it with an acid in order for it to have a hold-

ing character? A. That is correct.

Q. Now, all these Fuller's earths behave in a

measure the same as Lloyd's alkaloidal reagent,

don't they? A. In a measure, yes.

Q. It is only a matter of degree, the difference

between one Fuller's earth and another, as to its

holding power, is it not? A. That is correct.

Q. And, as shown by the work which I have re-
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ferred you to, that is, Lloyd's work, that holding

power differs if Fuller's earth is derived from diff-

erent sections of the world, isn't that correct?

A. That is true; it is not just however the sec-

tion of the world from which Fuller's earth comes.

Q. That is correct. It is the characteristic of the

formation of the Fuller's earth found in those terri-

tories, that is right, is it not? A. That is right.

Mr. Lyon : I will offer in evidence at this time as

Defendants' Exhibit C the publication entitled,

''Discovery of the Alkaloidal Affinities of Hydrous

Aluminum Silicate, by John Uri Lloyd," as [408]

published in the April and May issues of the Ameri-

can Pharmaceutical Association Journal of 1916.

Mr. Hackley: You say the April and May Jour-

nal. I have a copy of the May Journal of 1916. I

want to see if it is part of it. It is a serial. There

were two publications. This is a reprint of the two?

Mr. Lyon: Yes.

The Court: It may be admitted and marked.

(The document was marked ''Defendants' Ex-

hibit C")

Mr. Hackley: I want to make this objection to

the offer, your Honor. In response to a bill of par-

ticulars we were advised by the defendants that

they would rely upon pages 381 to 390 of the Bulle-

tin of the American Pharmaceutical Association for

April and May, 1916. That would only be the first

six pages of this document. So I insist that the

offer be limited to that much of the document.
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The Court: How can they limit it when the

knowledge of an expert in chemistry is being

tested ?

Mr. Hackley : I am referring now to a use of the

document, it being offered for whatever purpose it

might be; the witness might have knowledge of a

hundred documents that have not been cited.

The Court: As to this particular document he

has said that he has read certain pages.

Mr, Hackley: And in the bill of particulars he

says he relies on pages 381 to 390.

Mr. Lyon: In the bill of particulars the article

is referred to on page 2 ; the entire article is written

by John Uri Lloyd, originally written October 1,

1913.

Mr. Hackley : Let us read this, at the top of the

page, the [409] first item

:

"Discovery of the alkaloidal affinities of hy-

drous aluminum silicate, by John Uri Lloyd,

1916. Read before the Scientific Section, San

Francisco Meeting, 1916. From the Journal of

the American Pharmaceutical Association for

April and May, 1916. Bourse Building, Phila-

delphia. Pages 381 to 390."

Mr. Lyon: Both issues.

Mr. Hackley: I am not familiar with this docu-

ment. Does this include more than the other two

monthly books of the Association? This document

may compare with another article here which we

have in the exhibit. You did not include that in your
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statement when you offered it. You offered it as a

reprint of this document. Are you offering any addi-

tion as to the 1913 article?

Mr. Lyon: By comparison we will prove it is

the entire article as set forth in the next item.

Mr. Hackley: My point is I want the offer

limited to such a part as they notified us would be

used in this case, and to that part only. They can-

not ask the witness about other things in the pub-

lication that we have not been notified of.

The Court: The witness, as an expert, has said

he read the last six pages, so I am going to let the

whole document in.

Mr. Hackley : Perhaps I did not make my point

clear to your Honor, and it is this, that under the

Patent Law the only part of a document that can be

offered by way of notice in patent litigation is that

particular portion which is supplied before trial,

that is the only part of which we have had notice

is the part to which we have referred.

The Court: How can you limit that as to an

expert who said he read the last six pages? [410]

Mr. Hackley : My point is not directed to Dr.

,

Ramage 's testimony that is in, to which I objected.

My objection now is to the offer of the entire docu-

ment. The document is set up in part as defense

material by the defendant.

The Court: I will allow the whole document to

go in.

Mr. Lyon: Q. In your study of the references

set up in this case, did you also study and consider
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the publication of the University of California, Col-

lege of Agriculture, entitled ''California Agricul-

tural Extension Service, Circular No. 8," dated

February, 1927, and entitled
'

' Disease and Parasites

of Poultry in California, J. R. Beach and S. B.

Freeborn"?

Mr. Hackley: I object to this except in so far as

the examination may be limited to test the quali-

fications of the witness, the same objection I made

to the previous publication.

Mr. Lyon : This does not go to testing the quali-

fications of the witness.

Mr. Hackley: That is what I am complaining

about. You can test his qualifications. This is on the

subject of defense material presented by defendants,

allegedly defense material, and as far as that goes

it is outside of the scope of the direct examination,

and improper.

The Court: I am trying to ascertain how you

could limit the testimony of an expert. You put him

on here as an expert on chemistry, how can I limit

it?

Mr. Hackley: An expert may be an expert on

some phases of the chemistry problem, but not on

all phases. This witness was not called for the pur-

pose of discussing the prior art of the defendants.

He was called for a qualified purpose of discussing

the Lindstaedt patent, and the analysis of the Alex-

ander product, and nothing more. Now, Mr. Lyon is

making this witness his own [411] witness.

Mr. Lyon : No, I am not.
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Mr. Hackley: There is nothing we want to hide

as far as we are concerned. This material is the

best tribute in the world to the invention of Lind-

staedt, but this witness has not qualified himself on

his direct examination to give this testimony.

The Court: Indicate again for the purpose of

the record the purpose of this offer.

Mr. Lyon: I indicate that the purpose of this

examination, this question, is to show common
knowledge in the chemical art of what was old and

the fact that this witness has only qualified him-

self to testify in this case with respect to what he

said is the study that he made of these articles that

we have set up. Otherwise, except as a fair chemist,

he has no qualifications here and I will refer your

Honor to the record on that point.

Mr. Hackley : If your Honor please, as far as the

articles are concerned, if that is all he is worried

about, the articles tell us what they are.

The Court: For the purpose of the record, you

put this witness on for what '^

Mr. Hackley: To prove infringement. We had

him discuss the patent in suit, and we had him dis-

cuss the analysis of the defendant 's product. We did

not have him discuss what was old in the art.

The Court: How can anybody discuss chemistry

without laying a foundation for it?

Mr. Hackley: Chemistry has many more

branches. My point is it is unfair to the witness, who

is qualified to say what he has within a particular
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field of chemistry, but asking; him [412] to go far

beyond that is very much like calling a doctor and

asking him to discuss insects.

The Court : I have tried to have counsel indicate

the purpose of his offer, and it seems to me it is

obvious, and I will limit it to what he has indicated.

Mr. Hackley: If he limits himself to testing the

qualification of the witness I do not object.

The Court : I will allow it as limited to the pur-

pose he has indicated.

Mr. Hackley: Let me point out that in the last

series of questions on the publication Exhibit C,

while he states in his offer he is limiting it, he went

on and asked the witness, ''When you got out of the

University wasn't it common knowledge that this

and the other thing took place?"

The Court: The witness said he did not have it

in school, but got it after four or five or six years

in his work over at that corporation. Am I correct?

A. Yes.

Mr. Hackley: That was certainly different from

testifying his qualifications based on the publica-

tions. That is an attempt to establish the state of

the art in the record.

The Court : That goes to the weight of the testi-

mony. Proceed. Let us get along. You are not un-

comfortable, are you? A. No.

Mr. Hackley: He is not the least bit worried.

The Court: But counsel seems to be when there

are some questions asked. Proceed.
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Mr. Lyon: May I have the answer to the ques-

tion?

A. I read pages 57 to 60 of that publication, that

is all I read.

Mr. Hackley : Which of the several circulars you

have in your hand is the original of February, 1927,

circular ?

Mr. Lyon : I have the original of February, 1927,

circular. [413]

A. That circular describes, does it not, the use

of Lloyd's alkaloidal reagents with nicotine for the

purpose of

Mr. Hackley: Just a minute. Where do you set

that up in your bill of particulars'? You have the

1929 circular here, but I do not see the 1927. I may
have missed it. The point I am making is this, that

they had some thirty odd circulars set up here that

they intended to rely on, and we narrowed it down

in the answer to the bill of particulars, and I do not

find in this answer to the bill of particulars filed

here on November 22 or 23, just prior to the trial,

any reference to the publication concerning which

he is talking about.

Mr. Lyon: We will oifer it for the purpose of

showing the state of the art.

Mr. Hackley : That is a different story.

Mr. Lyon: That bill of particulars is limited to

the counterclaim and there is nothing in with re-

spect to the counterclaim yet. This was set up in the

new answer which was filed with respect to the new



vs. Grover D. Tumhoiv, et al. 355

(Testimony of William D. Ramage.)

patent yesterday, and on which there is no bill of

particulars. You certainly do not deny knowledge

of this publication being pleaded so that you can

assert you are taken by surprise ?

Mr. Hackley: As far as that is concerned, I will

agree with you that the publication was published

by the University of California and that I had no-

tice of the publication itself, but I did request that

the pages on which you were going to rely in the

publication be notified to us, and that has not been

done.

The Court: If you will tell us what part you

will rely on that will be sufficient.

Mr. Lyon: I am relying on the pages that the

witness has stated that be had read at this time,

57 to 60, inclusive.

Mr. Hackley: All right. [414]

Mr. Lyon : Q. This publication shows the use of

a mixture of Lloyd's alkaloidal reagent and Black

Leaf, 40, or, as it is stated, a special Fuller's earth

known as Lloyd's alkaloidal reagent, for the pur-

pose of treating chickens to eliminate round worms,

does it not ? A. Only in capsule form.

Q. Only in a capsule form? A. Yes.

Q. And that capsule form was a form of capsule

which breaks down under the influence of an alka-

line?

A. The nature of the capsule is such that it

would be broken down by water without any alka-

line.
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Q. Leaving the protection for the nicotine de-

pendent upon the efficacy of the Fuller's earth in

Lloyd's alkaloidal reagent?

A. After the capsule is destroyed that is true,

(^.xcept for the fact that the material of the capsule,

itself, is an inorganic material of colloidal nature

which may possibly have some protective power.

Q. This Mr. Beach, J. R. Beach, referred to as

one of the authors, is the same Beach that you re-

ferred to yesterday as having aided you in the

experiments that you made? A. Yes.

Q. Or you aided him, I don't know which aided

the other. A. That is correct.

Q. Who was the principal in these experiments

and who was the helper?

A. As a matter of fact, my testimony yesterday

on that point was slightly in error, inasmuch as Dr.

Beach was only present at some of the experiments,

and Dr. Davis did the actual administration, and I

cannot recall now which experiments were the ones

in which Dr. Davis was the active principal and the

ones in which Dr. Beach was.

Q. But in some of them Dr. Beach was the active

principal and in some of them Dr. Davis was the

active principal, is that correct? A. Yes. [415]

Q. And you were observing

Mr. Hackley: Let him finish.

Mr. Lyon: He said yes.

Mr. Hackley : He had not finished.
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A. Generally that is true, and I was present pri-

marily as a chemical observer to see the effect of

the material.

Mr. Lyon: This publication also shows the use

or the effect of the use of dry tobacco dust with a

mixture of dry mash and fed to chickens for the

purpose of eliminating the round worms, ascaridia

lineata, does it not ? I will refer you to page 57.

A. That is correct.

Q. Do you understand what this publication

means by the ''old infusion method" which is re-

ferred to on the bottom of page 57 ?

A. No, I am not familiar with that except in a

general way.

Q. In a general way it was the leaching of the

nicotine dry tobacco by a boiling process of water

and then mixing with leaching material in mash and

feeding that to the chicken?

A. I believe that is correct, but I have no first-

hand knowledge of it, at all.

Mr. Lyon: I will offer in evidence at this time

as Defendants' Exhibit D Circular No. 8, issue of

February, 1927, entitled, "Diseases and Parasites

of Poultry in California, J. R. Beach and S. B.

Freeborn, '

'

^ Mr. Hackley: The offer is limited to pages 57

'to 60?

Mr. Lyon: That is right.

» The Court : It may be admitted and marked.

(The document w^as marked "Defendants' Ex-

hibit D.")
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Mr, Lyon: Q. In your experimenting and study

of this problem you also considered a revised

printed issue of February, 1929, did you not?

A. Of this same publication'?

Q. Yes ; referring there particularly to pages 67

to 70 thereof. [416]

Mr. Hackley: I would like to make the same

objection in this case. I won't take the time to argue

it. I assume the same ruling will be made.

The Court: The same ruling.

A. Could I see the circular?

Q. Yes.

The Court : We will take a short recess.

(After recess:)

The Witness : Might I say something ?

The Court: Yes.

A. When Mr. Lyon was asking regarding who

was present at these experiments, the question was

asked in such a way that I only gave a partial an-

swer to it, and, if your Honor please, I would like

to make a complete answer to the question.

Q. Proceed.

A. It is not a correction, but a mere completion

of the answer—in part it is a correction. In most

of the experiments, Dr. Leake was the active prin-

cipal and not Dr. Davis or Dr. Beach, as I indicated.

Dr. Leake was present primarily as an advisor in

that field, and Dr. Davis was present as an experi-

enced person in the treatment of chickens. But Dr.

Leak was the one who was the principal in the



vs. Graver D. Ttniihow. ct al. 359

(Testimony of William D. Ramage.)

experiments wlien considered from the standpoint

of one who would be in a position to observe the

toxic action of the reagents used.

Mr. Lyon : Q. Who else was present ?

A. Mr. Grray, and Mr. Turnbow, and Mr. Hack-

ley were also present.

Q. All of those parties, then, at that time were

apparently, so far as you know, in the employ of

the plaintiff in this case, at the time these experi-

ments were being made?

A. Certainly not in the employ of the plaintiff.

Q. They were hired to go over there for that

purpose, weren't they, as far as you know? [417]

Mr. Hackley: I object to that question. I do not

believe the witness knows the answer to that ques-

tion.

Mr. Lyon : I am asking if he knows.

Mr. Hackley : As to the relationship it would not

come to this witness' attention.

The Court: I don't know if he knows.

A. I do not know, but it is not reasonable to

assume that Mr. Grray, for example, was in the em-

ploy of the plaintiff.

Mr. Lyon: Mr. Gray is one of the plaintiffs, is

he not? A. Yes.

Q. And so is Mr. Turnbow, isn't that correct?

A. Yes.

Q. And it is your belief that Mr. Beach was

employed to go there for that work?

A. I have no knowledge of that, at all, no way
of knowing.
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Q. And this Dr. Davis, that you say operated a

chicken farm up there, he has some contractual re-

lations with the plaintiff, hasn't he"?

A. Not to my knowledge.

Q. Who called this meeting, if you know?

A. I believe Mr. Hackley was responsible for it.

Q. Have you told everybody that was there?

A. I believe I did, yes.

Q. And this whole group of people were pres-

ent at both of these experiments that you referred

to that were made in February and also in March

—

of what year was it? A. This year.

Q. Of this year, were there?

A. There might have been some individual in

the group not present at all times. I cannot say

definitely, but in general that group was present.

Q. During all of those tests that you have re-

ferred to ?

A. No. There were certain cases where certain

members of the group were absent, but I do not

recall now just which ones were absent. [418]

Q. Now, you have not answered the question as

yet as to whether or not you studied the art, the

publication I have stated, the Circular No. 8, as

revised and reprinted in February, 1929.

A. I appear to have missed that circular, be-

cause in looking it over it was not familiar to me.

Q. You do not recall having studied it at all?

A. No, I do not recall having studied it.

Q. As a chemist, I will refer you to a portion of

this publication. I will pass that for just a moment.
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In order that we may have a record of the part of

the matter which this witness has not considered,

so the record will be clear upon the particular pub-

lication, I will ask that this edition of Circular No.

8 be marked at this time as Defendants' Exhibit E

for identification.

The Court: It will be admitted and marked.

(The document was marked ''Defendants' Ex-

hibit E for identification.")

Mr. Hackley : Are we going to have the pages the

witness has not read? I would like to renew my
objection to this publication, which I made, and I

assume the ruling will be the same.

The Court: It will be admitted and marked for

the purpose of identification.

Mr. Lyon: I also have here two further revi-

sions of this Circular No. 8, namely, revision of

January, 1933, and the revision of February, 1936.

Have you studied those? A. No.

Mr. Hackley: I object to that on the ground

that these are publications published subsequent

to the filing date of the Lindstaedt patent in suit,

and I assume there must be some limit to the amount

of material that can be brought in here.

The Court : The expert has said he has not read

them.

A. I have not considered those, no. [419]

Mr. Lyon: There is an article entitled "The
Control of the Suckered Round Worms of Poultry,"

by Stanley B. Freeborn, California Agricultural
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Experiment Station, reprinted from the Cornell

Veterinarian of July, 1923. In your consideration

of the art did you make a study of that publica-

tion? A. I read some portions of it, yes.

Q. What portions? A. Pages 223 to 231.

Mr. Lyon: I believe, Mr. Hackley, that it is

stipulated that this article might be offered as pub-

lished as of the date it bears, without proof of the

date of publication.

Mr. Hackley : This is a reprint. It can be offered

as having been published in the year 1923, I am not

sure of the date, but that is enough for your pur-

pose.

Mr. Lyon : That is enough for my purpose.

Mr. Hackley: This, again, is a correct reprint

of the main publication ?

Mr. Lyon : As far as I know.

Mr. Hackley: All right. My objection is only

based upon the propriety of this testimony at this

time, being outside of the scope of the direct exam-

ination.

The Court : It will be admitted.

Mr. Lyon: I will offer this publication as De-

fendants' Exhibit F.

Mr. Hackley : You are limiting that to pages 223

to 231 of the publication, which was reprinted ?

Mr. Lyon: I think they are all the pages that

are in this particular one.

Mr. Hackley: I did not take the time to look at

it. That is the limit of your offer, Mr. Lyon ?
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Mr. Lyon: I believe so. I will look at the publi-

cation. [420] Yes, this reprint only contains pages

223 to 231, Mr. Hackley.

Mr. Hackley : That is all right.

(The document was marked "Defendants' Ex-

hibit F.")

Mr. Lyon: Q. Do you recall that this publica-

tion. Defendants' Exhibit F, sets forth that a Mr.

J. J. Bergstedt, a commercial poultryman, of Peta-

luma, California, suggested and demonstrated with

his own flock the availability of dry tobacco dust as

a substitute for the infusion? Dollow a series of

field trials by J. R. Beach, the California Agricul-

tural Experiment Station adopted this procedure,

and since that time the recommendation for the con-

trol of intestinal round worms has been to mix one

pound of tobacco dust with 50 pounds of mash and

feed for three or four weeks ? A. Yes.

Q. Has your study of this matter shown you that

that method would act to eliminate the round worm,

ascaridia lineata? A. No.

Q. Have you made any tests with tobacco dust

and mash on chickens to determine the effect of such

tobacco dust mashf A. I never have.

Q. You don't know what the effect would be?

A. No, I do not.

Q. Tobacco dust would be a fairly good absorb-

ing mixture, would it not?

A. It would be an absorbing agent, yes.

Q. And it would contain nicotine, you believe,

don't you? A. Yes.
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Q. By definition, dust would be rather a finely

divided substance, would it not ?

A. Yes, any dust is a finely divided substance.

Q. In your study of this case did you consider

the publication of the Kansas State Board of Agri-

culture, entitled "Report of the Control Division

of the Kansas State Board of Agriculture for the

Quarter ending June, 1926, Section A, on Live Stock

Remedies, '

' published quarterly by the Kansas State

Board of Agriculture, J. C. Mohler, Secretary, To-

peka, Kansas'?

A. I do not recall the publication by name, I

may have studied it. [421] I have not really studied

this. I have read some excerpts from it.

Mr. Lyon: I believe, Mr. Hackley, that we have

already stipulated that this particular publication

was published during the year 1926.

Mr. Hackley: I think I stipulated with you it

was published not later than December 31, 1926.

That was in our Topeka depositions, was it nof?

Mr. Lyon: I do not recall whether this particu-

lar one was or not.

Mr. Hackley: Unless my stipulation at the To-

peka depositions differs, I will give you that stipu-

lation now. I may say that I again object to this

publication. And might I ask that my objection be

continued to this class of publications, and the

discussion of this class of publications with the wit-

ness. Otherwise, I would feel embarrassed in inter-

rupting counsel.

The Court : Very well. Objection overruled.
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Mr. Lyon: I will offer at this time this publica-

tion of the Kansas State Board of Agriculture for

the Quarter ending June, 1926, as Defendants' Ex-

hibit G.

The Court: And particularly what pages?

Mr. Hackley: What pages'?

Mr. Lyon: Particularly pages 34 and 35—par-

ticularly the pages showing the registration of live

stock remedies that were registered with the Kansas

State Board of Agriculture, which pages go from

34 to 79.

Mr. Hackley: I will tell you, your bill of par-

ticulars limits you to pages 34 and 35 and 45 to 79,

and I object to the offer going beyond that.

(The document was marked ''Defendants' Ex-

hibit G.") [422]

Mr. Lyon: Q. In this publication, on page 35,

under the heading, "Dr. David Roberts Veterinary

Co., Worm Powder, Reported to Have Been Found

in the Possession of Graff & Co., Nortonville, " we

find two columns, one of ingredients declared and

the other of ingredients found

Mr. Hackley: This witness stated that he does

not have any special knowledge of this publication,

and he has not been shown to have any knowledge of

the pages that have been referred to.

Mr. Lyon: I am asking him if he can recall

reading it.

Mr. Hackley: Show him the page and ask him

if he has read it. Otherwise you can read whole
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pages of material there and simply clutter up the

record with it.

Mr. Lyon : Q. The column of ingredients found,

you will notice there is listed Gentian, nitrate of

potash, starch, quassia, sulphate of iron, corn meal,

licorice, fennel, tobacco and male fern. Starch as

included in this formula

Mr. Hackley: I object to that statement, 'in-

cluded in this formula." There has not been any

showing of any formula. He just read a list of

names here.

Mr. Lyon: Q. (Continuing) —is one of the sub-

stances named as a colloidal agent in the Lindstaedt

patent in suit, isn't it?

A. Lindstaedt names starch as one of the sub-

stances which should be considered as a secondary

agent, or, rather, a weaker agent, which has more

filler properties.

Q. Just point out to me in the Lindstaedt patent

where you find that statement, a statement in that

regard. I will call your attention to the fact that in

the second column of the Lindstaedt patent, page 1,

there is a statement where the listing of the sub-

stances which are so-called organic colloidal nature

is included: ''Also, powdered starch, which is a

carbohydrate, and [423] powdered soap may be

used." Is there any indication there that either of

those substances are fillers?

A. I was in error upon that point.
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Q. The only substance that you find referred to

in this whole patent as a definition of a filler is

powdered soap or powdered sugar; isn't it?

A. That is true, and it was due to the chemical

similarity between sugar and starch that I was led

into that error.

Q. We come down here to substances listed in

the same formula under ''Ingredients found," and

we find corn meal. Corn meal contains both proteins,

starches, sugar and is a fairly active absorbing

agent, is it not ?

A. I should imagine that it might be fairly ac-

tive. I have never experimented with it.

Q. You also find in here a substance which is

often used for its absorbent character, that is one

of the ferns referred to as male fern here; is that

true?

A. I am not familiar with male ferns at all ; that

is one of the substances that I have never had any

experience with. I don't know its properties at all.

Q. You have had no experience with the dried

ferns as an absorbent and adsorbent agent ?

A. No.

Q. You would not state that they were not such

agents ? A. No.

Q. In the same publication. Defendants' Exhibit

G, on page 46, we have listed a remedy under the

listing, "Dr. Atkinson's Worm Remedy for Poul-

try. Powdered kalama, areca nuts, 20 per cent., to-

bacco, coppers, Epsom salts, salt."



368 Farmers' Coop. Exchange, Inc.

(Testimony of William D. Ramage.)

Powdered kamala is one of the ingredients in-

cluded in the Lindstaedt patent as an organic col-

loid, is it not ? A. I believe it is, yes.

Q. Have you ever had any experience with an

areca nut? A. Never have.

Q. You do not know any of their properties'?

A. No, I don't. [424]

Q. On page 50 of this same publication of the

Kansas State Board of Agriculture, do you recall

reading the reference there to ''Conkey's Poultry

Worm Remedy. American Worm Seed, Tobacco

Dust, Areca Nut 20 per cent.. Pomegranate Bark."

A. I do not recall specifically any of those be-

cause there were so many in that list and it is im-

possible to keep them separated.

Q. Using a great class and a large group of

many different agents in connection with tobacco

or nicotine sulphate ; isn't that true ?

A. I cannot even say that tobacco or nicotine

sulphate was present in all of those mixtures, and in

any case the proportions were not indicated at all,

so that we have no way of knowing whether the

product was an effective agent for the purpose to

which it was to be put.

Q. Have you any knowledge as to what pome-

granate bark is, or is used for ?

A. Only in a vague sort of way. I have never

worked with it.

Q. What is it generally used for, so far as you

know?
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A. Well, it is my impression that certain con-

stituents, after leaching out, are used for their me-

dicinal properties, but I don't recall definitely what

the purpose is.

Q. Isn't the bark, itself, used in the dry condi-

tion as an adsorbing agent? A. I cannot say.

Q. You do not know?

A. No, I do not know.

Q. Do you know the property of American worm

seed? A. No, I don't.

Q. In the reference appearing on page 53 of

this publication there is the Farmers' Reliable

Worm Powder, which is listed as including, in ad-

dition to other ingredients

Mr. Hackley: I think that is the same publica-

tion he has there.

Mr. Lyon: Q. "American Worm Seed, To-

bacco, Calomel % of 1 per cent.. Bicarbonate of

Soda, Sulphate of Iron, Anise, Areca Nuts [425]

20 per cent.. Sodium Sulphate, Santonin 16 per

cent." Do you have any knowledge of what the last

substance included here is, santonin?

A. No. I believe it is an extraction of a bark of

a tree, but I cannot say definitely on that point.

Q. All of these extractions would normally in-

clude quite a percentage of resins and gums,

would 'nt they? A. They might, yes.

Q. Do you know what gum acacia is ?

Mr. Hackley: If your Honor please, I am going

to object to this examination as immaterial and
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irrelevant. I have been patient, thinking it may be

short, but in this publication are listed probably 500

or so of these freak ingredients of products that

were used for some purpose, possibly, somewhere at

sometime, that can't get us anywhere with regard

to the merits of this case. It is simply a waste of

time. I object on the ground of materiality.

Mr. Lyon: I think it is definitely material, your

Honor. These publications show that this product

and practically everything that is used and listed in

the patent, here, have been used throughout long

periods of time prior to any asserted invention here

in the same type of product, for the same purpose,

for treating fowl for the elimination of the same

worms. They are published analyses of products

submitted to the State Board of Agriculture of

Kansas under an Act which requires the registration

of those products before they can be sold. Here is a

list of many, as Mr. Hackley says, probably four or

five hundred products, which were offered for sale

in the State of Kansas, and were registered, anal-

yzed, and their contents stated pursuant to that law

before they could be sold. Here we have kamala,

areca nuts, powdered kamala in this one, gum
acacia, another one of the gums and resins, starches,

sugar, everything else is shown to have been used

for [426] this same purpose.

Mr. Hackley : If your Honor please

Mr. Lyon: That is the materiality.
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Mr. Hackley: That last sttaement made is ut-

terly incorrect. The most that is ever shown by any

of these lists of ingredients is qualitatively, what

somebody claims to have had in their product at

some time. We don't know a thing about quantita-

tive amounts, whether they had any nicotine, or

whether they did not. We haven't any proof the

products were ever made use of. We submit this is

utterly purposeless and if we ever get to the point

where there is an attempt to introduce here these

things I am going to renew the objection I made at

Topeka when the depositions were taken there, as

to the materiality of this. To take the time of this

witness and the time of the Court to ask this witness

if he ever heard of an areca nut, or things of that

sort, does not get us anywhere. This is all, if it has

any purpose at all, defensive material that should

be presented by way of defense in an attempt to

establish public use. The materiality cannot be

shown. The statement that I have made, the lack of

quantitative determination of the product, cannot

be refuted by Mr. Lyon. This is simply a waste of

time. My attempt here was to put in an orderly

patent prima facie case. Mr. Lyon, by this indirect

means, has taken all morning to discuss his so-called

prior art, without any material purpose being

shown yet.

Mr. Lyon: Your Honor will recall, and refer-

ence to the patent in suit will definitely show no

quantitative requirement.
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Mr. Hackley: Wait a minute. Let's look at the

patent, let's look at the claims.

Mr. Lyon: Of the amount of nicotine, or the

amount of so-called colloid

Mr. Hackley: Let's look at the claim, what that

quantity [427] was. Claim 2, your Honor

:

'*A parasiticide for internal use comprising

a toxic substance in quantity greater than the

normally lethal dose."

The Court: What is that quantity!

Mr. Hackley: In the case of a chicken, greater

than 10 milligrams. Dr. Ramage testified to the

lethal effect of 8 or 9 milligrams. I defy him to show

in any of these bulletins how much nicotine

The Court : Just a moment. In any event, I recall

this witness on the stand is not familiar with this

document.

Mr. Lyon : Yes, he testified to that.

Mr. Hackley: That was the very first question

he answered.

The Court: Well, I will ask him now to clear

it up.

Q. Are you familiar with the contents of this

publication ?

A. No, I am not familiar with it except just as

one would remember something of a very hetero-

geneous nature that you might read once and not

see again.

The Court: I will sustain that objection at this

time to this line of testimony. You can present it

in your case in chief.
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Mr. Lyon: Q. What is gum acacia'?

Mr. Hackley: I object to that on the ground of

materiality, your Honor.

The Court : He may answer if he knows.

Mr. Lyon : It is definitely material on the quali-

fications of

Mr. Hackley : I can bring in a list of a thousand

ingredients and we can sit here for a couple of days

and take this witness over all of them, and I sub-

mit it proves nothing. I submit it is simply wasting

time.

The Court: It is an interesting thing to follow

your method of developing this witness for the pur-

pose of putting him on the stand. To me it is a

study. It is beyond me, I will confess. [428] Now,

let's proceed as fast as we can.

A. Gum acacia is, I believe, a water soluble gum
which is widely used in preparation of cosmetic

products and some pharmaceutical products, I

think.

Mr. Lyon: Q. It is of the class of gums and

resins referred to in the Lindstaedt patent, is it

not ? A. Yes.

Q. It has the same general properties as the

other gums and resins referred to in the Lind-

staedt patent, has it not"?

A. I believe that it would have.

Q. It is generally used for substantially the same

purposes in the art as it would be as specified in the

Lindstaedt patent in suit, wouldn't it?
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A. With the possible exception that if you will

go through this list of the products named by

Lindstaedt that most of them are water insoluble

materials. Gum acacia would be considered a water

soluble gum.

Q. Does it make any difference to the specifica-

tion of Lindstaedt 's patent whether you use a water

soluble or water insoluble gum?

A. No, I don't think so.

Q. In the Lindstaedt patent that we have re-

ferred to is one of the ingredients peanut meal?

That is correct, isn't it?

A. That is correct.

Q. Do you know from what that peanut meal is

derived, whether derived from the hull of a peanut,

the nut of the peanut, or whether from the whole

thing ?

A. I believe it is derived just from the nut, but

I am not certain of that.

Q. It might be derived from the husk, itself,

might it not?

A. It might ; I am not certain.

Q. Would you consider a statement the peanut

hull meal to come within that class of substances

defined in the Lindstaedt patent was correct?

A. I would think that peanut hull meal would

contain too large a percentage of cellulose material

to be a very [429] effective absorbent.

Q. Well, would it come within the class of sub-

stances in this patent?
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A. No, I don't believe that it would come par-

ticularly within the indication of the classes as he

has named them here. I think possibly that the col-

loidal absorbing power of peanut hull meal would be

rather w^eak and I don't

Q. Well, would you say that peanut hull meal

—

Mr. Hackley: Let him finish.

Mr. Lyon : I thought he had finished.

A. I would doubt whether it may be compared

with the ground peanut, itself.

Mr. Lyon: Q. Well, would you say that it

would come within the classification of a substance

which held colloidally by absorption and/or adsorp-

tion?

A. There is a question there of the difference of

degree. I think if we take that question into account

my answer would be yes, while it is a very weak

absorbent it undoubtedly has some absorbent and

adsorbent power.

Q. Would you consider under the teaching of the

Lindstaedt patent in suit that sheep are cattle or

an animal to which this patent is directed ?

Mr. Hackley : May I hear that question ?

(Question read.)

A. Yes, I believe I would have to. It is not spe-

cifically indicated there, but the way it is worded,

it is rather broad, so that the implication would

certainly be there that animals of that type would

be included.
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Mr. Lyon: Q. Resinous substances are inosi

commonly referred to under the perhaps loose ex •

pression of rosins; isn't that correct?

A. No, that is not a correct statement.

Q. The rosin, then, is one particular resinous

substance ? A. That is correct. [430]

Q. In your definition'?

A. That is correct. Rosin, however, is not a pure

resin. It is a mixture of several resins. It contains

a predominant proportion of one particular mate-

rial with small amounts of several other materials.

Q. That is a predominant proportion of abietic

acid? A. That is correct.

The Court: We will take a recess until two

o'clock.

(A recess was here taken until two o'clock p.m.)

[431]

Afternoon Session.

WILLIAM D. RAMAGE,

Cross Examination

(Resumed).

Mr. Lyon: Your Honor, I have here a bottle of

the round worms which we are talking about. I do

• lot believe it is necessary to put it in evidence, but

I thought you might be interested in seeing wliat

they look like.
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The Court : I saw them this morning in the Uni-

versity of California pamphlets.

Mr. Hackley : I am not sufficiently familiar with

a round worm, myself, to know what those are, but

I will assume they are.

Mr. Lyon : Q. Have you studied the Lindstaedt

patent No. 1,776,862, issued September 30, 1930, on

an application filed April 24, 1928 ?

Mr. Hackley: Your Honor please, I want to

renew my objection to this type of testimony. Now,

we are taking up the patents which are set up in the

answer by way of defense, and have never been

discussed in the direct examination of the witness.

The witness did not say as a part of his qualifica-

tions that he had read the prior art patents that

have been set up.

The Court: If this has not been gone into in

chief

Mr. Lyon : He said on direct examination that he

had read all of the references as a part of his quali-

fications.

Mr. Hackley : Referring to the publications, your

Honor.

Mr. Lyon: That have been set up. Well, let's

find out.

The Court : Proceed. I will allow it.

Mr. Hackley: May I ask, Mr. Lyon, are you

planning to go into a number of patents ?

Mr. Lyon: Not very many.

Mr. Hackley: With this witness?
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Mr. Lyon: No. [432]

Mr. Hackley: Well, I ask that my objection be

continuing to that type of examination.

The Court: Very well.

Mr. Lyon : I have no objection.

The Witness: Yes, I have read the patent.

Mr. Lyon: I will offer at this time a copy of

the Lindstaedt patent No. 1,776,862, of September

30, 1930, entitled "Compound for Use as Insecti-

cides, Ovicides, and Antiparasitics" as Defendants'

Exhibit H.

(The patent was marked ''Defendants' Exhibit

H.")

Mr. Lyon: Q. This particular Lindstaedt pat-

ent deals with casein and nicotine, does it not?

A. That is correct.

Q. And it deals with the formation

The Court : Casein in a capsule ?

Mr. Lyon: No, your Honor.

The Court: What do you mean by "casein"?

Mr. Lyon: Casein, I think I can get at it from

the witness. Casein is a product commercially prin-

cipally derived from milk, is it not ?

A. That is correct.

Q. It is the principal component of dried milk?

A. Of dried skim milk.

Q. Yes. A. Yes.

Q. It is one of the principal

The Court : In powder form ?

Mr. Lyon: Q. It is in powdered form?
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A. It is sometimes used in powdered form.

Mr. Lyon: Q. It is used quite extensively in

the manufacture of commercial articles having a

wide use in the glue manufacture, is it not?

A. So-called v^^aterproof glue manufactured from

casein.

Q. Is it a waterproofing agent and is it used as

such? [433]

A. I believe it is on stucco houses, for instance.

Q. It is also a protein and one of the particular

substances set up in the Lindstaedt patent in suit,

is it not % A. That is correct.

Q. Now, this patent to Lindstaedt teaches, does

it not, and I mean by 'Hhis patent". Exhibit H, that

when you have nicotine alkaloid and casein present

you form a nicotine caseinate; isn't that true?

A. Yes. The patent teaches that nicotine and

casein can be combined forming a caseinate if they

are present in certain proportions.

Q. Well, it teaches also that they may form up

to the correct proportion which they are present in

any mixture, doesn't it?

A. If the conditions are right to form.

Q. What are the conditions that this patent

states ?

A. There are so many of these prior art refer-

ences that I would have to refresh my memory to

give

Mr. Hackley: I submit a question like that is

best answered by the patent, because this defendant

is making my expert his own witness
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Mr. Lyon: Oh, no.

Mr. Hackley: (Continuing) —to discuss the

prior art patents to enlighten the Court on what

that prior art patent teaches. So far as Mr. Lyon

is concerned, I assume he has supplied himself with

an expert for that purpose. Dr. Ramage w^as not

qualified on direct examination to inform the Court

fully and thoroughly on the Lindstaedt patents. He
may be j)erfectly capable of doing it, I don't know,

but that certainly is an improper extension of the

cross examination.

Mr. Lyon: I don't think so, at all, your Honor.

Mr. Hackley : It has nothing to do with the qual-

ification of the witness. [434]

The Court: I have been trying, as best I could,

in the interest of your time as well as my own, to

get at the merits. There is some merit in your ob-

jection, but I was trying as best I could to go over

the ground as quickly as possible.

Mr. Llackley: This is the difficulty we find our-

selves in : Mr. Lyon is not going to accept the state-

ment of my witness. He is going to produce his

own expert and repeat all this testimony in detail, or

in greater detail than he is going to get from this

witness. Necessarily, I can say, and safely, in line

with the practice that we know in these cases

The Court: Yes, we are going to have a contest

between the experts

Mr. Hackley: They may agree very largely,

your Honor.
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The Court : Well, if we resort to the rules here^

I was trying to eliminate too much testimony, but

we are not getting anywhere. I am doing the best I

can under the difficulties. It is true the subject-

matter you are going into now has not been gone

into on chief yet, except a general reference to the

pamphlets.

Mr. Hackley: It is an anticipation of my rebut-

tal evidence.

The Court: Well, both sides anticipate.

Mr. Hackley: Yes. We are not at all surprised

on either side of the development of a case.

The Court: No. I am trying to be of service to

both sides.

Mr. Hackley : I find myself in this position when

I come to redirectly examine this witness, I neces-

sarily will be entitled to have him analyze that pat-

ent, and on the question of anticipation evidence

which I would normally reserve to introduce later

and it would greatly shorten the case, when we know

the type of evidence the defendant will present, and

a lot of the issues may be issues that are not con-

tested at all. When we reach rebut- [435] tal the

issues will be greatly narrowed. Now, every point is

being challenged. I have been building up a case,

and necessarily building up a very exhaustive re-

direct examination based upon the material that did

not come out in direct, at all.

The Court: It is my purpose to get through

with this witness. I have in mind the witness' state-
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ment that while he made a general reference to the

subject-matter that he read and that we are getting

at in the grounds you have indicated in this record,

namely, to the fact that he is an expert from the

chemical side; I appreciate that, but we are going

afield somewhat.

Mr. Lyon: I don't think so, your Honor. This

witness, and I don't mind saying so, has made cer-

tain unwarranted assumptions with reference to the

defendant's patent, the defendant's structure or

composition. I want, in reference to this particular

patent, in this disclosure which he says he has

studied, to go into the point of whether or not with

reference to this particular patent, and group of

patents, there are two more earlier Lindstaedt pat-

ents, and examine him with reference to those pat-

ents on that question.

The Court: Proceed.

Mr. Lyon: Q. Casein is usually basic in its

action, is it not, so far as it acts as an alkaline?

A. You say it is usually basic. It is what is called

an amphoteric. It may act either as an acid or as a

base, but I would say that it is usually acid in its

reaction rather than usually basic.

Q. It depends upon the type of product it comes

in contact with, doesn't it? A. That is true.

Q. It will combine in either way, depending

upon what the other product of the combination

may be? A. That is true.
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Q. So that it might even combine with the abietic

acid of resin to form a casein resinate?

A. That might be possible, yes.

Q. And also in the presence of a substance like

nicotine will com- [436] bine with a nicotine alka-

loid, not a salt of the alkaloid, but the alkaloid to

form a nicotine caseinate?

A. Such combination is theoretically possible.

Q. It is the subject of this Lindstaedt patent,

Defendants' Exhibit H, is it not?

A. Lindstaedt describes such a combination.

Q. And this Lindstaedt patent teaches it may
start with nicotine sulphate or Black Leaf 40 and

add lime thereto, hydrated lime in the presence of

casein, and you will come out with nicotine case-

inate ?

A. He indicates—although that may be the pro-

cedure, I believe—I think it might be well to read

specifically from the patent.

Q. Yes. Read page 2, lines 112 to 123.

Mr. Hackley: Q. Is that the part of the patent

you had reference to. Doctor, or was it something

elsef It seems to me your previous answer was un-

finished.

A. That is the portion of the patent I had

reference to.

Mr. Lyon: Q. That portion states:

"While I might employ some other compound

of nicotine, as nicotine sulphate or chloride,

as the starting point rather than nicotine alka-
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loid, yet in practice the first step would be the

formation of nicotine alkaloid therefrom by

the addition of an hydroxide, as calcium hy-

droxide."

Now, hydrated lime is calcium hydroxide, isn't

it? A. That is correct.

Q. The teaching of the patent substantially is

if you have nicotine sulphate, added calcium

hydroxide, or hydrated lime, to it, and casein, you

would come out with nicotine caseinate, wouldn't

you?

A. Just that one paragraph you have read

doesn't teach that. It merely teaches that you can

liberate your other nicotine from [437] your nico-

tine sulphate by means of the hydrated lime.

Q. There isn't any teaching in this patent that

there is any specific requirement of temperature in

order to make that reaction go, is there?

A. Well, he specifically says that he makes the

mixture from water, certain proportions of nico-

tine and casein.

Q. Yes, but you will get your water from Black

Leaf 40 present mider such circumstances?

A. You would have some water from Black

Leaf 40.

Q. And you would have enough water so far

as this patent is concerned because he said he

started with a nicotine sulphate^ a dilute solu-

tion
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Mr. Hackley : Are you quoting from the patent ?

Mr. Lyon: (Continuing) —and you would get

the free nicotine and from that point free nicotine

alkaloid, and from that point free nicotine would

act with the casein to form the nicotine caseinate?

A. That is possible. However, in the water solu-

tion there seems to be some uncertainty as to

whether you would get an actual combination of

nicotine and casein.

Q. Did you ever make any tests to find out that

you would not get such a reaction?

A. No, I have not.

Q. In fact, your only information on that is

from this Lindstaedt patent. Defendants' Ex-

hibit H?
A. No. I have made up some other compositions

according to the teachings of this Lindstaedt patent.

Q. Made up some nicotine caseinate?

A. I cannot say definitely it was nicotine case-

inate. It was made according to the teachings of

patent.

Q. You don't know but

Mr. Hackley: Let the witness finish.

Mr. Lyon: I believed he had.

The Witness : Not quite—and when it was dried

it was a hard [438] brittle product which might

have been nicotine caseinate.

Q. And might also just have been a mixture of

nicotine and casein'?
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A. The product I made

The Court: It might have been either one?

A. It goes beyond that, your Honor. It prob-

ably was something of—something of both.

Mr. Lyon: Q. This patent to Lindstaedt, De-

fendant's Exhibit H, states that it is a patent

dealing with the substance for the treatment of

worms or like parasites in the digestive tract, does

it not?

A. Yes, but it does not speak of that, excepting

incidentally in the specification. As I recall

Q. Just refer to the first paragraph.

Mr. Hackley: Let him refer as he pleases, Mr.

Lyon. You asked him generally the compound.

Mr. Lyon: I am trying to help the witness out.

I know where the reference is.

A. Yes, it does refer to the treatment of para-

sites, including those of the type you mentioned.

Q. Now, you foimd evidence in the defendants'

patent of lime, didn't you? A. Yes,

Q. Apparently added lime?

A. There was some indication of small particles

of free lime in the product.

Q. And the free lime, as you tested it by the

use of these dyes in order to determine it micro-

scopically, was hydrated lime and you could not

have found it? A. That is correct.

Q. So that in the presence of hydrated lime and

assuming a nicotine sulphate was used, you would
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have come out with at least a portion of free

nicotine alkaloid; that is not going into the ques-

tion of amount of each present, but you would free

nicotine alkaloid, w^ouldn't you?

A. Only if the lime came in contact with the

nicotine sulphate.

Q. That's right. You did not, however, find,

according to your [439] analysis here, enough sul-

phur trioxide in this product to combine with the

quantity of nicotine that you found to show that

you had a nicotine sulphate, did you"?

A. Without checking that calculation I cannot

answer definitely. I will be glad to do it here, if

you wish, before I answer.

Q. Go right ahead.

Mr. Hackley: Have you addressed yourself to

any of the samples for the purpose of the question ?

Mr. Lyon: Q. Any one of them.

Mr. Hackley: Which one do you want to take,

Sample No. 1, Exhibit 14?

Mr. Lyon: Take the one in the center.

Mr. Hackley: All right. Take the one in the

center. There is no use taking time to calculate

all three.

Mr. Lyon: While you are doing that it might

also save time to consider this question: Do you

know w^here the SO3 came from in that analysis?

Mr. Hackley: Hadn't he better finish one ques-

tion before going to another? I object on that
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ground. The witness is now working on one question

and he has asked another one. T think it would

confuse him.

Mr. Lyon: I do not think so. Will it confuse

youf

A. It won't confuse me, but it w^on't help in

working out the question.

Q. Go ahead and work out the answer.

Mr. Lyon: Q. In making your calculation you

had to assume that the whole SO.3 came from the

nicotine, don't you, in your assumption and your

figures ?

The Court: Counsel insists that you do not

annoy him.

Mr. Hackley: I do. [440]

Mr. Lyon: I am just trying to say to the witness

this calculation could not mean anything without

an assumption.

Mr. Hackley: Suppose you wait until he makes

the calculation and then you can have an oppor-

tunity of discussing it w^ith the witness.

A. On the contrary, I find ample SO.-t to com-

bine with all of the nicotine.

Mr. Lyon: Q. You find that there is enough

S0.{ indicated by this analysis to have been confined

in the nicotine, don't you? A. Yes.

Q. Does that give you any lead to the quantity

of hydrated lime that was also in this product?

A. No, it does not.
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Q. The SO3 would still have been there whether

the lime or SO3 is with the nicotine or not?

A. That is correct.

Q. It would be found there as calcium sulphate,

wouldn't it? A. That is correct.

Q. Did you make any analysis of calcium sul-

phate ? A. Not directly, no.

Q. So you don't know whether or not the whole

quantity of SO3 was there as calcium sulphate?

A. No, I do not.

Q. Did you make any quantitative analysis of

the amount of calcium or hydrated lime which you

found in this product ?

A. I made an analysis of the amount of calcium

in the product.

Q. And just what did you find? Take again the

second sample.

Mr. Hackley : Can you see the chart ?

A. Not very well. I reported the lime as calcium

oxide, which is the customary way of doing it, and

which would indicate a somewhat higher percentage

than if I had reported it as calcium, and subject to

checking my calculations here, which are however

substantially correct, I find approximately 4I/2 per

cent, lime in the product.

Q. Just what were your figures on the gram

figure basis, or on [441] the basis of the size of the

sample you took? Give me the size of the sample

you took and the amount of lime that you found in

your sample.
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A. I have not got my original data here, but I

can give you that information from the calculation.

Q. You mean you are calculating backward?

A. No.

Q. From what you have here backward %

A. I mean I had the analysis divided up into

two parts, that is all, and the calculation as made
here was I had the acid soluble portion of the ash

and the acid insoluble.

Q. Just give me the complete analysis of the ash

as you have it there.

A. In making the ash first the material was

burned over a blast lamp.

Q. How long?

A. Until—I should not have said "blast lamp."

It was burned over a Bimsen burner until the or-

ganic matter had all been burned off and the ma-

terial had come to a constant weight.

Q. That is, until there was no other product

driven off? A. That is correct.

Q. What was the loss by weight found by that

means ?

A. That loss is the percentage in the weight of

the ash remainder and 100 per cent.

Q. You found after that sintering method that

you had 31.7 material remaining and had lost 68.3

per cent, of the total material ?

A. That is true.

Q. What did the analysis of this ash show, as

you have it?
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A. I divided that into two portions, the portion

which is insoluble in dilute hydrochloric acid and

the portion which was soluble in dilute hydrochloric

acid.

Q. What did you do with the rest '^.

A. That is all there was.

Q. Pardon me. You said either soluble or in-

soluble. A. Yes.

Q. How did that divide up on a percentage

basis or on a weight [442] basis, give us what the

total weight was and what you found.

Mr. Hackley: What question do you want an-

swered ?

Mr. Lyon : Either one. I did not want to have him

stop to figure it if he has not figured it that way, on

a percentage.

A. The only thing is I was adding up the va-

rious constituents.

Q. Give them as you have them there separated

and we can add them.

A. The analysis of the portion insoluble in dilute

hydrochloric acid was as follows: Silica, 48.1 per

cent.; iron and aluminum oxide 22.7 per cent.; cal-

cium oxide 3.2 per cent. ; magnesium oxide 2.5 per

cent. The portion soluble in dilute hydrochloric acid

contained iron and aluminum oxides 3.6 per cent.

;

calcium oxide 10.7 per cent. ; magnesimn oxide .3

per cent., and the difference undetermined was 8.9

per cent.
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Q. You made no determination of what that dif-

ference might be?

A. No, I did not determine that, what that dif-

ference was.

Q. You have no idea what that 8.9 per cent, of

material was"?

A. It would be various other inorganic ma-

terials.

Q. But you don't know what it was?

A. I don't know what it was.

Q. I would say from the analysis that you have

given that your extraction with dilute hydrochloric

acid was not complete; you still had some calcium

oxide in the insoluble and in the soluble. How do

you account for that %

Mr. Hackley: I object to that question as argu-

mentative, your Honor, what coimsel thinks about

a chemical makes no difference. Let him ask him the

question whether or not it was complete.

The Court : Was it complete ?

A. It was complete.

Mr. Lyon: How do you account for the fact that

the calcium oxide is on both sides of the soluble and

insoluble ?

A. The impression that you are getting there

that calcium oxide would necessarily be soluble in

hydrochloric acid is only true [443] when it is pres-

ent as calcium oxide. These analyses are only given

as an indication of the constituents in the way in

which they are combined. Calcium oxide combined
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with silica in the form of calcimn silicates would be

insoluble in the dilute hydrochloric acid of the tyi^e

that I used in making the extraction.

Q. You have silica and calcium oxide together in

the insoluble and calcium oxide alone in the soluble

portion of this ash, haven't you?

A. Yes, that is the way I reported it.

Q. Is it right?

A. The silica is evidently being distributed over

the two portions of the ash, these analyses for the

constituents are accurate determinations as they

stand, but, of course, there must be some balancing

between the constituents. It is possible, however,

that you could extract a certain proportion of cal-

cium oxide from an ash by treatment with hydro-

chloric acid in the form of calcium chloride, and

then in reporting your analysis of that portion you

w^ould only show calcium oxide by itself in the

analysis, as I have done here.

Q. Now, as a matter of fact, the way you have

reported it this analysis would indicate chemically

that the extraction was not complete, wouldn't it?

A. If you mean that not all of the calcium oxide

was extracted, then from that point of view the ex-

traction was not complete, but all the calcium oxide

which was in the form to be readily attacked or

dissolved by hydrochloric acid was extracted.

Q. You would then say that the extraction as

indicated here with a portion of the silica in the

soluble as well as the insoluble and with the calcium
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distributed over the two, indicated a complete sepa-

ration ?

A. The silica, itself, being insoluble in the acid,

it can hold a certain amount of the calcium oxide

in a form that is not readily attacked by acid, so

that a question [444] of complete separation is a

matter that cannot be answered by a direct ''Yes"

or ''No."

Q. Now, in this sintering process, where you

have subjected the ash to this high temperature

treatment—it is a rather high temperature treat-

ment, is it not ? A. Yes.

Q. You cannot be sure that the ingredients re-

main in the same manner of chemical composition

that they were before the sintering process was per-

formed, can you 1

A. That is correct. However, you can be sure

that the ratios of the material indicated, the actual

amounts that are indicated here, are the same.

Q. Subject to loss, however?

A. Subject to volatilization loss, which is small

in this type of material.

Q. That amount of volatilization loss, however,

is quite dependent, is it not, on the original form of

each chemical compound before the sintering

process is tried?

A. That, in general, is true. In fact, you can go

farther and say in this case that if the materials

w^ere derived from a product of the type of Fuller's

earth, for example, which you talked about this
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morning, that there perhaps would be some such

amount of calcium oxide here, as the analysis

indicates.

Q. Your analysis, as you now state it, after the

suggestion I made this morning, appears to con-

vince you that there was Fuller's earth in this prod-

uct, originally, is that correct *?

A. No, it is not that the analysis convinces me.

I admitted this morning the possibility that that

was present.

Q. Now, aluminum silicate is quite a material

constituent in Fuller's earth, is it nof?

A. That is true.

Q. And Fuller's earth is generally aluminum

and magnesium silicates and impurities such as

calcimn silicate and iron and a few other substances

in it which you have not reported?

A. There are [445] usually some other sub-

stances present in small amount not reported, but

the materials that are considered to make up the

properties of aluminmn silicate are the aluminum

and iron silicates.

Q. Magnesium silicate, too?

A. And calcium and magnesium silicates hy~

drated.

Q. You also studied the Lindstaedt patent No.

2,007,721, for insectides and the like ?

The Court: What is the date?

Mr. Lyon : That is July 9, 1935, on an application

filed May 28, 1928.
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Mr. Hackley: If your Honor please, I am going

to renew the objection that I made when we started

with the last patent. We have still other prior pat-

ents, and after the examination we have just seen

based on the nicotine casein patent, as Mr. Lyon

calls it, you can see it was entirely outside of the

scope of the direct examination of the witness.

The Court : I will allow it.

A. Yes, I have read that patent.

Mr. Lyon: I will offer at this time a copy of the

Lindstaedt patent No. 2,007,721, of July 9, 1935, for

insectides and the like, as Defendants' Exhibit I.

(The patent was marked "Defendants' Ex-

hibit L")

Q. I will also ask you a similar question with

respect to the Lindstaedt patent No. 2,007,722,

which is also July 9, 1935, for insectide and the like,

similarly issued upon an application filed May 28,

1928.

Mr. Hackley: The same objection, your Honor.

The Court: The same ruling.

Mr. Lyon : Q. Have you studied that patent ?

A. Yes, I read that patent.

Mr. Lyon: I will offer that patent in evidence as

Defendants' [446] Exhibit J.

(The patent was marked "Defendants' Ex-

hibit J.")

Q. Those patents are both patents addressed to

parasites, having their use as stated for the treat-

ment of worms or like parasites in the digestive
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tracts, are they nof? I refer you to the first jjara-

graph, the last phrase in each of those patents.

A. While it is true that Lindstaedt does men-

tion the use of those products for internal appli-

cation, a reading of the patent discloses that it was

more or less an incidental mention, and that the real

purpose of the patent is to prepare an insecticide

which will gradually liberate the nicotine.

Q. There is not any great difference, is there,

between an internal insecticide, one used for killing

parasites internally, and one used for killing para-

sites externally? It is merely a controlled liberation

of the nicotine in both cases, isn't if?

A. Here is the fundamental difference between

the two types of material. In all three of the patents

you have just named Lindstaedt has indicated a

slowing down and liberation of nicotine so the nico-

tine will be liberated over a long period of time

gradually, and in the case of the Lindstaedt paten!

in suit he has prepared a compoimd that will liber-

ate its nicotine immediately at the proper place in

the chicken, not a gradual liberation such as we

have in those two patents.

Q. Now, if you take one of those compoimds of

the substances shown therein and use it as an in-

ternal parasiticide—take nicotine caseinate, nico-

tine alginate, or the nicotine resinate compound, or

nicotine in rosin of the last of those three patents

and subject those compounds to the acid of the
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alkali found you liberate immediately nicotine in

those compounds, don't youf

A. That is true, with this limitation, it is not

necessary to sub- [447] ject those compounds io tho

treatment of alkaline in order to liberate the nico-

tine.

Q. That is for external use, however?

Mr. Hackley: Let him finish, Mr. Lyon.

A. The nicotine in the nicotine alginate is gradu-

ally removed by water, or if you have a larger pro-

portion of holding material then it is necessary to

have some drastic influence come into play, such as

the alkaline found before the nicotine is liberated.

Q. But when those products reach the alkaline

tract of the system of the chicken the alkaline

would release the nicotine, wouldn't it?

A. If it had not been already liberated.

Q. And under the influence of an acid such as

is found in the digestive tract of a human being or

a chicken that nicotine would be released, would it?

A. You mean before

Q. Before it reached the alkaline tract.

A. Well, I could only answer that on the basis

of some experiments that I have performed.

Q. Won't you answer that "Yes" or ''No" and

give your explanation? A. The answer is No.

Mr. Hackley: Now you are entitled to give your

explanation.

A. I actually prepared compounds of nicotine

and casein, or I called it a compound because it is
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called such in this patent and I used the directions

in the patent, combining 85 per cent, of casein and

15 per cent, of nicotine.

Mr. Lyon : Q. Why did you pick out those pro-

portions?

A. Because those are the proportions where you

had the largest amount of holding agent present

that Lindstaedt described in his patent, and there-

fore would be closest to the patent in suit.

Q. That was 85 per cent, of casein and 15 per

cent, of nicotine *?

A. I believe that is right. I can check to be cer-

tain. That is [448] correct.

Q. Do you have any idea what that is on a mold

basis, or chemical equivalent basis'?

I might explain, your Honor, that in chem-

istry the gram weight does not mean anything. You
take what is known as the chemical equivalent, that

is, for example, in water, in hydrochloric acid you

have one gram of hydrogen combining with 33.5

grams of chlorine to form one particle of one group

of hydrochloric acid. Isn 't that correct ?

A. That is generally correct.

Mr. Hackley: Mr. Lyon, would you like to bo

sworn ?

Mr. Lyon: I asked the witness whether he w^ould

agree with me or not.

A. As a matter of fact, I will have to make some

calculation to answer that last question, and I have

not finished the answer to your other question, be-
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cause that question was interjected. I would like to

answer the other question first.

^rile Court : Answer the other question.

A. After preparing this compound containing 85

per cent, casein and 15 per cent, nicotine I ob-

served the administration of that compound to

chickens in an amount corresponding to the dose

iioted by Alexander on the label of his product, and

the chickens were killed by the product, which

shows definitely that the nicotine must have been

liberated before it got to the alkaline digestive tract.

Q. How was that administration made %

A. It was made in powdered form in the mouth

of the chicken.

Q. What part of the mouth *?

A. In the back part of the mouth.

Q. Did you make the administration?

A. No, I did not actually make the admin-

istration.

Q. Who did?

A. I believe that Dr. Leake made the ad-

ministration, though I could not be certain of that.

Q. Who was present?

A. My recollection is that Dr. Leake, vdioni

[449] I should perhaps identify as a member of the

faculty of the Division of the Pharmaceutical Col-

lege of the College of Pharmacy of the University

of California and Dr. Beach, Mr. Turnbow, Mr.

Gray, and Mr. Hackley, and, I think, Mr. Davis.
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The Court: Why was Mr. Hackley there, or

thereabouts ?

A. I presume he was vitally interested.

Mr. Hackley: I am the villain of the play, your

Honor.

Mr. Lyon : I presume, then, these tests were made

for the purpose of this litigation, is that correct?

A. That is correct.

Q. What size chickens were these that these tests

were made on?

A. I don't believe I have those records. I think

those records were kept by Dr. Leake. I was there

primarily as an observer, because I had prepared

the product and I had to be in a position to say

what it was.

Q. Let's get back to this molecular equivalent.

The Court: 85 and 15?

Mr. Lyon : Yes.

The Court: He wants to figure it up. We will

give him an opportunity to do so and will take a

recess.

(After recess:)

Mr. Lyon: Q. You have your answer figured

out ? A. Yes, I have.

Q. What did you calculate the mole relationship

to be?

A. The molecular weight of casein is a some-

what indefinite value, but if we take the figure 1850

for the molecular weight of casein, which is some-

where near the numerous authorities in the litera-
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ture give, then this 85 to 15 casein-nicotine

compound contains slightly less casein than will

correspond to the molecular combination in the

ratio of one molecule of casein to one molecule of

nicotine.

Q. Indicating then that the product that you

prepared on the as- [450] sumption which you have

made had a considerable amount of free nicotine,

uncombined nicotine still in it*?

A. Not a considerable amount.

Q. Well, how much ?

A. The product I made was 85 of casein to 15

of nicotine. The molecular proportion on the basis

that I then set up would correspond to approxi-

mately 87 of casein to 13 of nicotine.

Mr. Lyon: May I have that answer, please?

(Answer read by the reporter.)

Mr. Lyon: Q. How^ much of this nicotine

caseinate did you administer?

A. As I already said, I have not got the records

of those tests here, but the amount was such as to

give a quantity of nicotine the same as the quantity

of nicotine recommended by Alexander for one dose

to a chicken.

Q. That, you have heretofore stated to be 58

milligrams ? A. Yes, that is correct.

Q. How much of this 58 milligrams of this prep-

aration that you used would have been free nicotine

under the assumption that you have made here? It
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would be, would it not, considerably in excess of 5

milligrams? A. It would not.

Q. How much would it be ?

A. It would be in the neighborhood of 5 milli-

grams.

Q. That is, it would, itself, contain what the later

Lindstaedt patent teaches as a normal lethal dose

of free nicotine?

A. Of course, you can't consider this nicotine is

free nicotine, because it is mixed with other com-

poimds which mechanically protect it to some

extent.

Q. Well, it apparently did not in this case thal

you are telling us about, it killed a chicken.

Mr. Hackley: Are you asking a question or argu-

ing with the witness ? [451]

Mr. Lyon: Isn't that true?

Mr. Hackley: Objected to that as argumentative,

your Honor.

A. No. In this case we had a nicotine compound

which was soluble in water, and the nicotine in this

compound was more likely the cause of the chicken's

death.

Mr. Lyon: Q. You had free nicotine there in

approximately the lethal dose, too, didn't you, un-

combined ?

A. It was uncombined, but I feel these figures of

5 to 10 milligrams I referred to, the application of

nicotine in such a form, the nicotine comes right



404 Farmers' Coop. Exchange, Inc.

(Testimony of William D. Ramage.)

into contact with the walls of the chicken's mouth

and throat in a concentrated form.

Q. Do you know that that was not the case here ?

A. It is impossible to have been the case here,

because this product was a uniform product, and

any excess nicotine that was present was distributed

uniformly throughout the product.

Q. Yes, but water w^ould run right through the

compound ?

A. Not through the granules, hard crystalline

appearing granules. The water wouldn't run

through those particles rapidly at all. The greater

part of the product was swallowed by the chicken

before any considerable lapse of time, so that any

free nicotine there would first have been liberated

in the preparation of the compound and actually

dissolved in the chicken's mouth.

Q. How long did it take this chicken to die?

A. I haven't the record here.

Q. Was it a matter of a few minutes, or hours,

or whaf? A. A matter of a few minutes.

Q. Any longer than it took to kill it with this

free nicotine that you

Mr. Hackley : He said he did not have the figures

here. He can only remember if you give him

time

The Court: If he can answer he may answer.

[452]

A. My best recollection of the matter is that it

didn't take a whole lot longer than it did with the

free nicotine.
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Mr. Lyon: Q. In these calculations that you

made sometime ago, the amount of free sulphur

present that satisfies i^Q quantity of nicotine that

you state was in sample No. 2 of Exhibit 16, what

did you use as the molecular weight of nicotine '?

A. I used 162.

Q. Lindstaedt's patent, which you are referring

to, states 304, doesn't it? A. That is an error.

Q. It is correctly 162, isn 't it ?

A, That is correct.

Q. That is the correct chemical formula for nico-

tine, C]oN'2Hi.i'? A. That is correct.

Q. There is no such thing as a definite formula

for casein, however, is there? A. No.

Q. You don't know whether the molecular

weight of the casein that you actually used was

1850, or 1250, or 6000, do you?

A. Yes, I think I do. It was milk casein.

Q. And the authorities on milk casein, I believe

you have referred to them, haven't you?

A. I did mention the literature on the subject,

yes.

Q. That shows that the formula for milk casein,

the molecular weight varies over a very wide range,

does it not?

A. There are some differences of opinion. I

cannot say definitely just how wide the diiference of

opinion is. It was my impression from the study I

had made that the figure 1850 would be the gen-
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erally accepted one now as the molecular weight for

milk casein.

Q. There are authorities, however, who state the

molecular weight of milk casein is as low as 1250,

are there not?

A. Well, if the molecular weight of casein, of

course, were 1250, then it would be a free nicotine

in the compound that we made. [453]

Q. There is also plenty of authority for the fact

that the molecular weight of casein may be up to

four or five thousand for milk casein %

A. Of course, by the same token, that places the

balance in the other direction.

Q. That's right.

A. But I don't recall seeing any authority for

the high figure that you quoted.

Q. You made no determination of the molecular

weight of the casein which you used, did you?

A. No, I did not.

Q. In fact, you never even had it stated to you

by anyone from whom you purchased it, did you?

A. I did not.

Q. Had no idea what the molecular weight was?

A. Excepting milk casein is a rather definite

substance.

Q. Was it Eastern or Western milk casein?

A. Western milk casein.

Q. Does it make any difference whether it is

iCastern or Western milk casein?

A. I don't know.
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The Court: How did you check those figures of

1850? A. That is just from the literature.

Mr. Lyon: Q. From the literature from the

Lindstaedt patent, Defendant's Exhibit H?
A. I cannot cite the specific reference at the

moment. I merely looked it up for the purpose of

determining what the combining ratios were, with

no thought that it would be called into the case,

here, at all.

Q. Can you cite any single reference that you

referred to other than this particular Lindstaedt

patent. Defendant's Exhibit H?
A. No, I cannot at the moment cite a single

reference.

Q. You know, as a matter of fact,—just strike

that out. In the Lindstaedt patent No. 2,007,721

there is indicated a similar formation of a nicotine

alginate? A. That is true.

The Court : What is the date of that ?

Mr. Lyon: July, 1928 application; 1935 patent.

Mr. Hackley: July 9, 1935. [454]

Mr. Lyon: Q. That nicotine alginate is re-

ferred to as an inteiiial parasiticide as well as an

external parasiticide, is it ?

A. He makes such reference in the patent. The

patent is directed to insecticides.

Q. Did you try

Mr. Hackley: Did you finish? A. Yes.

Mr. Lyon: Q. Did you try making up a nico-

tine alginate in the same way ?
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A. Well, I made up a nicotine alginate com

poimd.

Q. And administered that to a chicken?

A. Yes.

Q. Did you kill the chicken? A. Yes.

Q. How did you mix up that alginate?

A. That compound was made up in such a man-

ner as to combine 50 per cent, of alginic acid and 50

per cent, of nicotine.

Q. What gave you that proportion ?

A. Well, in the patent Lindstaedt only makes

one definite indication of proportion. In the ex-

ample given on page 1 at the bottom of column 2,

at line 44, Lindstaedt says

:

'*In the commercial preparation of my para-

siticide so as to provide a composition contain-

ing some free nicotine alkaloid for the pur-

poses described, I prefer to use about the

following proportions. To 100 pounds of water-

jell of alginic acid (also termed fibrous alginic

acid—see Patent 1,814,981) containing about

12 per cent, of absolute alginic acid, I add 50

pounds of 40 per cent, nicotine alkaloid. The

resulting mixture is then agitated until a clear

viscous solution or dispersion is obtained."

Q. Is that in the ratio of one part to one

A. I am not finished answering the question yet.

The Court : Well, finish the answer.

Mr. Lyon : Pardon me. [455]
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A. Now, he says there that he makes that up

so that there was some free nicotine. In order to get

away from that I made up, or in order to eliminate

the free nicotine I made up my compound in a pro-

portion using a higher amount of alginic acid than

the ratio indicated here.

Q. Then you did not follow the direction of this

Lindstaedt patent, did you"?

A. I deviated on the side that would be most

favorable to the defendant in the case.

Q. And you have a chemically pure alginic acid ?

A. The word "chemically pure alginic acid" is

rather a difficult term to analyze. I don't know what

you mean by "chemically pure alginic acid."

Q. You did not

A. The product I used was not a refined prod-

uct. It was exactly the same product that Lind-

staedt describes here. It was this commercial 12

per cent, alginic acid.

Q. Then just how much, by weight, of that sub-

stance did you use? Have you your notes on if?

A. Yes, I have the notes. I cannot find my notes

on the subject, but it is a very simple calculation.

I can tell you how much I used.

Q. All right, what did you use %

A. I used 100 grams of this 12 alginic acid,

which corresponds to 12 grams of dry alginic acid.

I added approximately 12 grams of 95 per cent,

nicotine alkaloid and enough water so that the mix
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ture could be made conveniently, and then after the

mixture was completed I dried it.

Q. It was administered as a dry treatment?

A. Yes.

Q. You will note, however, that the Lindstaedt

patent states: "For use as an insecticidal or a para-

siticidal spray, one to three pounds of the described

nicotine"—nicotine alginate composition may be

used with 100 gallons of spray water, and also indi-

cated further in the same paragraph that you may
add to this [456] substance sodium caseinate or a

neutral soap. A. That is as a spreader only.

Q. Wouldn't this have colloidal action in sus-

pending this nicotine alginate composition'?

A. I think there is a difference in degree, again.

The neutral soap would undoubtedly have some col-

loidal action, and the sodium caseinate may have a

similar colloidal holding, because the sodium

caseinate is getting over on the alkaline side pretty

well where the colloidal action begins to decrease.

Q. You did not, however, use any of those sub-

stances referred to by Lindstaedt to be used in con-

nection with alginic acid ?

A. No, I did not. Those substances, however, are

only referred to as spreaders, and, as Lindstaedt

indicates, they have nothing to do with the action

of the product as far as its toxicity is concerned.

Q. Alginate is insoluble in water, is it not?

A. No, alginate is soluble in water.
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Q. How much water did you mix with this mix-

ture of alginic acid and nicotine alkaloid?

A. The volume of water I used was approxi-

mately the same as the volume of nicotine.

Q. Did you have a colloidal dispersing of nico-

tine alginate formed?

A. Well, it is a little hard to say it is a colloidal

dispersion, or whether it was a solution. I guess we

could call it a colloidal dispersion because of the

nature of the alginic acid, itself. However, in any

case it was a compound that Lindstaedt indicated

approximately for practical purposes according to

his teaching, here.

Q. Is there anything in this patent that teaches

you to dry that product before you use it?

Mr. Hackley: Give him time to look through the

patent. [457]

The Court: I suggest if he has that in mind he

might state it.

A. I have something in my mind in regard to

that. I am merely looking. There is a definite indi-

cation of that kind.

Mr. Lyon: Q. For use as an internal parasiti-

cide?

Mr. Hackley: I object to that on the ground that

is an entirely different question designed to mis-

lead the court and try to confuse the witness. Let

the witness refer to the specifications.

The Court: This witness won't be confused. He
is an expert.
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A. He does not specifically refer to the use of a

dry nicotine alginate as an internal parasiticide, as

far as I can recall without going over the patent in

detail, but he very specifically refers to a dry

alginate.

Mr. Lyon : Q. He, however, indicates that a col-

loidal dispersion of nicotine alginate is formed on

page 1, in the second paragraph, lines 5 to 9, does

he not?

A. There is no reference to the form in which

the material is to be applied. It could equally well

apply to an}^ of the forms in which the product is

prepared in that patent.

Q. However, it is just as reasonable to assume

the use of that colloidal dispersion as an internal

insecticide or parasiticide, as it is to assume the use

of the dry form, is it not?

A. No, I do not believe it is reasonable, for the

simple reason that the more the product is in solu-

tion the more likely it is to be poisonous to the ani-

mal, because it would more readily mix in if liber-

ated in the mouth or throat of the chicken, other

things being equal.

Q. You never tried the colloidal dispersion form,

however, did you?

Mr. Hackley : Are you speaking of the product or

the desired product?

Mr. Lyon: I mean the colloidal dispersing form

set forth in [458] the lines of the patent to which I

have heretofore referred.
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A. You mean in any experiment on chickens?

Q. Yes. A. No, I never did.

Q. Now, proceeding similarly to the third Lind-

staedt patent. No. 2,007,722, Exhibit J

Mr. Hackley : I just want to note my objection to

this patent, again.

The Court: The same ruling.

Mr. Lyon : That patent deals with a mixture or a

compound of rosin or abletic acid and nicotine alka-

loid, does it not? A. Yes.

Q. The nicotine alkaloid being derived from

nicotine sulphate, in order to liberate the nicotine

alkaloid 1

A. It can be derived in that manner. The main

thing is to have nicotine alkaloid present.

Q. Did you find in defendant's product evidence

of sufficient calcium being present to react with or

take any of the quantity of SO? that you found

present in the product away from the nicotine, if

any nicotine sulphate had been used ?

A. Yes, there was sufficient calcium in the prod-

uct in the final analysis of the ash to have reacted

with a considerable proportion of the SO;^.

Q. In fact, there was an excess of calcium pres-

ent, was there not?

A. I did not make a calculation, but the nature

of my analysis indicated that the greater part of

the calcium is so firmly bound in the material that

it was not free calcium sulphate, because the cal-

cium sulphate is very readily soluble in very weak



414 Farmers' Coop. Exchange, Inc,

(Testimony of William D. Ramage.)

hydrochloric acid, weaker than I used in my ex-

traction here. In that connection I might say that

I made another determination of calcium to indicate

the proportion of the calcium which might have

been combined with the calcium resinate. I forgot

to mention [459] that before.

Q. Well, I am on this other question at the pres-

ent time. We will come back to that. Would you

say that your analysis showed that there was not

added in the making of the defendant's product

sufficient calcium hydroxide or hydrated lime to

react with any nicotine sulphate to free the alka-

loid or nicotine'?

A. No, from my analysis I could not say defi-

nitely that there was not enough calcium hydroxide

added to free the alkaloid.

Q. Now, the Lindstaedt patent No. 2,007,722

shows a method of producing a nicotine resinate;

that is true, is it not ? A. That is true, yes.

Q. And it also describes that nicotine resinate as

being useful for internal administration for the

elimination of parasites in the intestinal tract, such

as the round worms we have under consideration'?

A. Yes, it does.

Q. Now, did you make up any nicotine resinates

in accordance with the disclosure of this Lindstaedt

patent '?

A. Yes, I made up two different types of prod-

uct in connection with the disclosure of this nico-

tine resinate patent, and, incidentally, in that con-
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nection it should be noted that all three of these

patents are directed to the form of a compound of

nicotine with a holding substance, socalled, as con-

trasted with the colloidal holding which Lindstaedt

has in his later patent. My reason for mentioning

that at this point is that Lindstaedt, in speaking of

the formation of the nicotine resinate, on page 1,

second column, line 40, says

:

"In practice I have employed quantities close to

the.molecular proportions,"

which indicates his desire to get a molecular com-

bination.

Q. Or substantially that. He does not teach the

necessity of using absolute chemical equivalents,

though, does he?

A. No, because [460] he varies through a con-

siderable range there, but he is using a com-

pound

Q. In fact, that example which he gives there

differs very widely in chemical equivalents'?

Mr. Hackley: You are referring to the specifi-

cations, or the claims'?

Mr. Lyon : The specifications.

A. Yes, in the specifications he varies con-

siderably from the chemical equivalents.

Q. So that in that case, in those four variations

from chemical equivalents he would have an excess

of rosin present over and above that which was re-

quired to satisfy the quantity of nicotine present,

wouldn't he'?
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A. That is the case. However, there is a definite

limit that he sets about his excess of rosin, and that

is below the limits of the patent in suit.

Q. What do you mean, he sets the limit below

the quantity of organic holding substance which is

less than the ratio of 70 or 80 milligrams of alka-

loid to 900 to 1000 milligrams of colloidal agents,

as set forth in the Lindstaedt patent in suit?

A. In his earlier patents he confines himself to a

smaller amount of holding agents.

Q. How much smaller, and where does he so con-

fine himself?

A. With the additional qualification that he

specifically emphasizes the molecular proportions in

all cases.

Q. Where in the patent, just by reference to

page and line?

A. Page 1, line 40, he says: ''In practice I have

employed quantities close to the molecular pro-

portions.
'

'

Q. And where else, if anywhere else ?

The Court : I will give you some time to look that

up. We will take an adjournment now until Tues-

day morning at ten o'clock. [461]

(An adjournment was here taken imtil Tuesday,

December 8, 1938, at ten o'clock a. m.) [462]
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WILLIAM D. RAMAGE,

Cross Examination

(Resumed).

Mr. Lyon: I believe, your Honor, there; was a

question that remains unanswered, and that is with

reference to the prior Lindstaedt patents, as to

where, if in any of these patents, Lindstaedt con-

fines himself to a smaller amount of holding agent

or agents than as defined in the patent in suit, the

witness having pointed out page 1, line 40, one state-

ment in one patent. The question was as to whether

or not he found any other statement in any of the

other Lindstaedt patents.

Mr. Hackley: Do you address the question, Mr.

Lyon?

Mr. Lyon: Yes. That is the unfinished question.

Mr. Hackley: Your Honor please, at this time L
want to renew the objection we had perpetuated

last w^eek to the cross-examination of this witness

in the manner that Mr. Lyon is now approaching

as improper cross-examination, outside the scope of

the direct examination. I point out that it is pro-

vided by law that a plaintiff in an action of this

character is entitled to present a prima facie case

which does not involve the testing of the validity of.

the } patent in suit in any manner. That presump-

tion of validity is typified by the decisions of the

Supreme Court of the United States, and especially

ill the decision in Radio Corporation v. Radio En-
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gineering Laboratories, 293 U. S. 1, and points out

that a presmnption can only be overcome by affirma-

tive proof by the defense. It will be recalled that

Mr. Lyon used the excuse consistently for question-

ing this witness the publications set up in the an-

swer, the patents set up in the answer, and the other

matters relating to the patent in suit that he was

testing the qualifications of the witness. As a matter

of fact, I think it is perfectly ob- [466] vious to the

Court and to anyone here that no such limitation is

confined by Mr. Lyon at all. He has made this wit-

ness, and I am going to so contend at the proper

time, his own witness for the purpose of determin-

ing the state of the prior art, and analyzing the

prior art before this Court. I am simply making the

statement now to renew the objection so it need not

be misunderstood, and as a matter of perpetuating

my objection, and I want to warn Mr. Lyon that I

consider that you are making this witness your own

Avitness, and I will so regard it when it comes time

for you to present any additional testimony you

may wish to.

Mr. Lyon: Your Honor, I think the question has

already been ruled upon several times last week by

your Honor.

The Court: It has been up to this time when I

thought I might be helpful to both sides in present-

ing the case. Now the Court is prepared to rule and

sustain the objection.
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Mr. Lyon: Q. Mr. Ramage, you have testified

on direct examination, also on cross-examination,

that the nicotine as held by these innumerable

agents is released in the intestinal tract when it

comes in contact with the normal alkalinity of that

region; that is correct, isn't it?

A. Yes, I have testified that nicotine held by col-

loidal holding materials of the type we are discuss^

ing here would be released at the pH of 8.

Q. It don't make any difference what one of

these so-called holding agents is used

A. It makes this difference : that there is a very

distinct difference of degree here

Q. Well, that is all

Mr. Hackley: Let him finish, Mr. Lyon.

A. I want to make that question of degree quite

clear. One colloidal holding agent might hold the

nicotine much more firmly than another one, and in

the case of one holding agent the nicotine [467]

might to some extent be released even in water, and

in case of another holding agent the nicotine might

not even release at all in an amount to be deter-

mined by test until the product had been exposed to

an alkaline pH or an alkaline condition.

Mr. Lyon: Q. Those are all facts which are

wxll known in chemical arts, are they not?

Mr. Hackley: I object to that question as a dis-

cussion of the state of the art.

The Court: He may answer if he knows.

A. The difference of holding power is under-

stood. However, that teaching has never been car-
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ried to the point where it has been shown before

Lindstaedt that there was a difference in the toxi-

city of the resulting compound that you got.

Mr. Lyon: Q, Well, it has ahvays been known

that irrespective of the holding power of these dif-

ferent holding agents, that under the influence of

an alkaline substance these holding agents release

the nicotine?

A. Yes, it is true that under an influence of an

alkaline substance the holding agents will release

the nicotine, and that has been known, however, as

I have indicated already.

Mr. Hackley: Let the witness finish, Mr. Lyon.

Mr. Lyon: Pardon me, Mr. Hackley; I had not

even opened my mouth. These continual interrup-

tions by Mr. Hackley are not

Mr. Hackley: Well, your back was to me, and I

thought you were speaking.

The Court: Proceed.

The Witness: In the case of some of these ma-

terials, nicotine might be released even before it

was subjected to an alkaline condition by gradual

leaching processes, even in water.

Mr. Lyon: Q. Before you reach the alkaline

tract in the digestive system you pass through,

normally, an acid tract, do [468] you not ?

A. I have never tested the digestive tract of a

chicken.

Q. And the acid tract is through most warm-

blooded beings a tract which includes a quantity of
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what is known as hydrocliloric acid; isn't that

right ?

A. That is true, with this qualification, that the

quantity of hydrochloric acid that may be present

in the case of a chicken must be very minute, be-

cause the acidity is very slight.

Q. Do you know^ what that acidity is; did you

ever make any test ?

A. Never made any test, but I have from quali-

fied authorities some information in my notes. That

is the only way I can tell.

Q. What are the authorities ?

A. Dr. de Ong, who is one of the leading en-

tomologists of this district, has given me the in-

formation.

Q. This is not published information that you

are speaking about?

A. I did not get this in a published source, no.

Q. Dr. de Ong is one of the men who is under

the employ of the plaintiff at the present time, in

this case? A. I believe that is correct.

Q. Now, what did he advise you as to the acidity

of the digestive tract of a chicken ?

A. Do you want this in detail, Mr. Lyon?

Q. Yes.

A. The first two loops of the duodenum are pH
6.0. The pancreas has a pH of 6.2. The next one

and a half feet has a pH of 6.8. That is all in the

acid side slightly up to that point.
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Q. Now, you have gone dowTi to the duodenum.

What is the acid above that point "?

A. I have not got the information above that

point.

Q. The duodenum is the start of the intestinal

tract below the gizzard, is it not?

A. Well, I am not sufficiently familiar [469]

with the physiology and morphology of a chicken

so that I can tell you just what the start of the

alimentary tract is. I cannot answer that question.

Q. Do you know what the effect would be of

taking a mixture of cascara and agar-agar and plac-

ing a mixture in two solutions, one an acid solution,

about .1 normal hydrochloric acid, and the other an

alkaline solution about .1 normal sodium hydroxide

solution %

Mr. Hackley: I object to that question on the

gromid it is indefinite, w^hat effect; also that it is

improper cross-examination, outside the scope of

the direct examination, and, third, that it is irrele-

vant and immaterial. We are not concerned with

these properties. This witness confined his direct ex-

amination to the defendant's product and to the

Lindstaedt patent in suit.

Mr. Lyon: That is not particularly true, your

Honor. This witness has qualified here, I again re-

peat, he has only qualified here for, (1) a chemist,

and, (2), that he read the art. There is no other

qualification of this witness.

Mr. Hackley: Let the defendant bring this out

from his own witnesses.
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The Court: He may answer if he knows.

Mr. Hackley: The question is still indefinite. I

think it should be cured, the effect of what, on

whom, where?

The Witness: I am a little bit uncertain as fn

just what you mean.

Mr. Lyon: The effect cascara has as held by the

agar-agar.

A. You mean the effect of the cascara as a

Q. No. Would the cascara be liberated from the

agar-agar in the alkaline solution and retained by

the agar-agar in the acid solution ?

A. I don't know the exact chemical nature of

cascara, [470] but, in a general way, I could answer

your question by saying that it would be my opin-

ion that the cascara might be held more firmly in

the acid solution than it would be in the sodium

hydroxide solution.

Q. This agar-agar is one of these so-called hold-

ing agents, is it not? A. That is correct.

Q. And in the influence of an alkaline, why, that

holding property ceases, does it not ?

A. That is true.

Q. In the influence of an acid that holding

power is not affected?

A. Substantially unaffected.

Q. So if you took any substance of a medical

character, or a toxic substance, and wanted to get

that toxic substance into the alkaline region, or

medical substance into the alkaline region of the di-
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gestive tract, you would know, as a chemist, that if

you incorporated that into cascara that it would be

protected in the acid region by the cascara, but it

would be liberated in the alkaline tract under the

effect of the alkaline ; isn 't that correct %

Mr. Hackley: I object to that question as imma-

terial and irrelevant.

The Court : He may answer if he knows.

A. This question is directed to a difference of

degree, Mr. Lyon, and it is hard to give a "Yes" or

"No" answer to it, but all I can say is that, in a

general way, the holding power of these colloids is

liberated under acid conditions, as you have indi-

cated, but when you gradually add alkaline you do

not destroy the holding power all at once, unless

you get a proper point in that alkaline addition, but

if you add enough alkaline to it, if the alkalinity

is great enough you would have your liberation of

materials that had been held mider the acid condi-

tion. [471]

Mr. Lyon: Q. And the only difference in effect

in that same general character is in the degree of

the different holding agents to grab ahold of these

medical substances, drugs, or alkalines, and hold

them under the effect of either the acid or the alka-

line?

A. That is true, but this difference in degree

goes right to the heart of the matter, inasmuch as

failure to recognize that by having enough holding

substance present imder certain conditions you can
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completely eliminate the lethal effect of the product,

or toxic effect of the product, which would prevent

you from making a Lindstaedt invention.

Q. Then you construe this whole matter as

merely a matter of degree as to the amount of hold-

ing agent as compared to the amount of toxic sub-

stance which is used ; is that correct %

Mr. Hackley: I object to that question, your

Honor, as calling for a conclusion of law, not one of

chemistry. That is something the Court is going to

have to decide.

The Court: Well, if an expert in chemistry cannot

advise the Court, God help the Court. You may an-

swer if you know.

Mr. Hackley: Well, he cannot draw any legal

conclusions, your Honor.

The Court : Read the question.

(Question read by the reporter.)

The Court : The witness may answer.

A. That is my general construction of the

matter, that you would have to have enough holding

substance to hold the nicotine, to be specific, against

lethal effect. For different substances that amount

of holding substance might be different. For ex-

ample, if you were using one acid colloid it might

take a relatively small amount of holding sub-

stance to hold the nicotine. If you added some alka-

line to that mixture you would have to have a [472]

relatively larger amount of total holding substance

to hold the nicotine adequately against this toxic

effect on the chicken.
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Mr. Lyon: Q. And then it is a matter of se-

lection of a particular holding agent to have the

properties which are well known in the art?

A. It is a matter of test and experimentation,

which is the very heart of invention.

Q. All the properties of these holding agents

were well known; Lindstaedt didn't invent them,

did he?

A. So far as that is concerned, all the properties

of many compounds are well known and for many
years many inventions have used those well-known

properties

Q. Please answer.

A. It is a little difficult because there are impli-

es lions in all your questions, so it is hard to give

an answer that gives a true light on the matter.

Mr. Lyon: I don't believe, your Honor, there is

an answer to the question.

The Court : Reframe your question.

Mr. Lyon: Q. The question merely is that the

relative holding powers of all of these so-called

holding agents are well known, and Lindstaedt did

not invent or discover any of those properties,

did he?

A. He did not discover the fundamental prop-

erty of holding, but the relative holdmg power, as

you have asked it, I cannot say that that was well

known. That was a matter that was discussed by

ex])e]'imentation and testing.
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Q. Have you ever made any tests using any

other medicinal substance or any other toxic sub-

stance to determine whether or not the holding ef-

fect of these substances is not identical, irrespective

of the medicinal substance or drug or alkaloid which

is used in connection with them ?

Mr. Hackley: I object to that question on the

ground it is outside the scope of the direct examina-

tion, and for the reason [473] stated in the last

objection. This witness was not examined in his

direct examination on any subject relating to a

test

The Court: How can I limit the testimony undei-

the rules'?

Mr. Hackley: Under the rules, your Honor, we

are entitled to rely upon the presumption of

validity of our patent, here, and put in a prima

facie case.

The Court: I agree with you on that, but how
can you limit the testimony?

Mr. Hackley : Only by confining it to the scope of

the direct examination. It is the same with an ex-

pert witness as with any other witness.

The Court: Objection overruled.

A. I have only made tests involving the use of

nicotine and nicotine compounds.

Mr. Lyon : Q. And no other test with any other

medicinal substance such as cascara or any other

colloids, drugs, or commonly used medical com-

pounds ?
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Mr. Hackley: The same objection.

The Court : The same ruling.

A. Certainly not for the purpose of this si] if ; I

don't recall any others.

Mr. Lyon: Q. Could you state whether or not

the holding effect of all of these other agents used

commonly as medicines, such as cascara, other alka-

loids, other drugs or other medical compounds

would not be just exactly the same in the same de-

gree and operate exactly the same way as does the

holding power of these particular agents for nico-

tine as you have determined it to be ?

Mr. Hackley : I object to the question, and point

out that the only product that we found of a toxic

nature so far as the defendant's product was con-

cerned is nicotine. That is the only [474] product

the witness testified to in his direct examination.

The fact that there are other products, if any, that

might have been used by them is not before the

Court. That is immaterial. This question is directed

to those two propositions. The only question this

witness is here discussing before the Court, so far

as the direct examination is concerned, is the prod-

uct of the defendant. This goes to all sorts of other

toxic substances and is wholly outside the issue.

The Court: He may answer if he knows.

A. From the chemical point of view I can say

this: because of its chemical properties nicotine

would be more firmly held with acid colloids than

some other materials that may have other sub-
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stances. For example, cascara isn't as alkaline as

nicotine, and, therefore, wouldn't be as fiiTnly held

by an acid colloid. Beyond that, I can't give you

any definite answer.

Mr. Lyon: Q. And that is a fact which you

would know from the nature of the two compounds"?

A. That is true.

Q. Now, on your direct examination you stated

that in your examination of the defendant's product

that you, by some grinding method, ground away a

portion of the darker colored material which sur-

rounds the defendant's product, and found there-

under a grey material. Didn't it strike you at the

time that that grey material was Fuller's earth?

Mr. Hackley: May I ask the Court to advise the

witness that when the witness is quoted by counsel,

as in the last question, the witness has a right to

ask for the production of the transcript, so there

may be no misunderstanding?

The Witness: I have a recollection of this, your

Honor. I did not testify as Mr. Lyon has framed

the question.

The Court: Well, you may answer in that way,

then. [475]

Mr. Lyon : Q. You testified that you removed a

portion of the outer material.

A. I did, but not by any grinding process.

Q. You removed it by

A. By a solvent.

Q. And found thereunder a grey material?
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A. That is true. The grey material, however,

that I fomid underneath the surface wouldn't nec-

essarily indicate a composition of an interior por-

tion of the granules. It would merely indicate that

the resinous material had been dissolved aw^ay and

that the insoluble material was left exposed, and I

did find a grey material as you have indicated.

Q. You are familiar

Mr. Hackley : Let him finish.

The Witness: I am through now.

Mr. Lyon: Q. You are familiar are you not,

with the color and characteristics of Fuller's earth?

A. I have seen a number of samples of Fuller's

earth, yes.

Q. Are you familiar with the color and appear-

ance of Lloyd's Alkaloidal Reagent?

A. To the best of my knowledge, I have only

seen one sample of Lloyd's Alkaloidal Reagent,

which looks the same as any ordinary Fuller's earth

when I look at it.

Q. Did the appearance of that product after you

had removed the outer portion thereof with a sol-

vent appear in color the same as this product I am
handing you?

A. That is a matter of recollection, Mr. Lyon. I

could not say ''Yes" and I could not say "No", be-

cause it has just a grey color. That is all I remem-

ber, and it would not mean anything to say it had

this appearance, because my recollection on that

point is not exact.
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Q. It might have been this same color ?

A. It might have been.

Q. You have no definite recollection of the color ?

A. No, I [476] would just say a grey color. I

was only examining that imder a microscope and

color is somewhat less definite under a microscope.

Q. What power did you use in the microscope?

A. I was using a 30 power microscope, I believe,

a. rather low power.

Q. Did you ever examine any Fuller's earth

through that same power of microscope before that

time? A. No, I never had.

Mr. Hackley: Are you going to offer that

sample for identification?

Mr. Lyon : No, the witness could not identify it.

Mr. Hackley: I would like to have you offer it

for identification, so that we would know what the

witness had in his hand.

The Court: The substance was gray, that was

about all there was to it?

Mr. Hackley: But they might come up with

this sample later on and we would not be able to

identify it.

The Court: Proceed.

Mr. Lyon: I will ask that this be marked for

identification, if Mr. Hackley so desires it, as De-

fendants' Exhibit K, sample of Fuller's earth.

(The sample of Fuller's earth v/as marked ''De-

fendants' Exhibit K for identification.")
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Q. Now, as to this colloidal analysis that you

made of the Defendant's product, it was my under-

standing that these figures on the chart which you

have given are based to a considerable degree on

a matter of difference, that is, you found a certain

proportion of one substance and a certain propor-

tion of the other substance, and concluded by dif-

ference that the balance was as you have put it

an ash, is that correct?

A. No, that is not correct. The figures on the

chart were all direct determinations except the

[477] material that I indicated as unclassified,

which is only a very small percentage of the total.

Q. Did you analyze defendant's product at any

time to determine the quantity of stearic acid that

was present? A. I did not.

Q. If there was a quantity of stearic acid pres-

ent into which class in your analysis would that

have fallen as set forth by Plaintiff's Exhibit 16?

A. It would probably have been in what I have

designated as resins and rosin fraction, and I pur-

posely called that fraction resinous instead of call-

ing it rosin, which was the predominant proportion

of the total, because on testing that fraction it did

not have exactly the right characteristics from a

chemical point of view^ for rosin, as it was apparent

that there might be a relatively smaller amount of

some other resinous or similar material present.

Q. Wouldn't you call stearic acid a resinous

material %
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A. No, I would not call stearic acid a resinous

material. I would call it a substance of a colloidal

nature, however; that is what this was directed to,

jjractically.

Q. Then this so-called resinous material that

you have up here, indicated on Plaintiff's Exhibit

16, included quite a number of undetermmed prod-

ucts, did it not?

A. It could have included relatively small

amounts of undetermined products.

Q. What do you mean by a relatively small

amount ?

A. Well, by further extraction with solvent I

got out a, fraction that when tested had practically

the properties of pure rosin, and that was ap-

proximately 30 per cent, of the total material. I

do not mean the total resinous material, I mean
the total Alexander product.

Q. That would be about 30 per cent, instead of

46.7 per cent, that you have indicated, or 46.44 per

cent, that you have indicated on this chart under

the name of rosin: is that correct?

A. I did not [478] include it under the name of

rosin, but under resin, which is more general; the

chart was to be corrected.

Mr. Hackley: When the chart w^as offered you

will remember that we were to make a correction

from rosin to resin. The witness called attention

to that.
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The Court : There was more rosin than anything

else.

Mr. Lyon: Q. Yon found that there was about

30 per cent, of what you determined as rosin in this

sample ?

A. Well, I might have missed some of the rosin

in my various extractions, because the extraction

method with the various solvents are difficult to

do in such a way as to retain all the products you

are trying to get out.

Q. You made no determination of w^hat this

other, about 16 or 17 per cent, of material was, did

you?

A. None beyond the mere physical examination

of it. It was still definitely an organic substance of

a complex nature and still had some acid proper-

ties, so that I would have designated it as a sub-

stance of a colloidal nature.

Q. You did not make any determination to find

out what it was?

A. No direct determination, no.

The Court: What percentage was that?

Mr. Lyon: About 17, or 16 or 17 of what is in-

dicated there under the name of resin, or rosin,

depending upon whether that chart is corrected;

that is 16 or 17 per cent of the whole formula,

not of the remainder ? A. That is right.

Q. Now, stearic acid combines quite readily with

nicotine alkaloid, does it not?
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A. I would expect it would combine.

Q. To form a nicotine soap, does it nof?

A, I believe that is correct.

Q. Did you determine whether there was any

such nicotine soap [479] in the product of the de-

fendant? A. No, I did not.

Q. It might have been there, might it not?

A. There might have been some nicotine soap,

yes.

Q. In fact, there is enough stearic acid present,

if you assume this 17 per cent, of undetermined

material to be stearic acid to combine with all of

the nicotine you found present?

A. I could not answer that definitely without

looking up the molecular weight of stearic acid.

Can you tell me the weight?

Q. Off-hand, I do not think there is anybody

here that can tell you the molecular weight of stearic

acid. Perhaps I have it here; I think I have. The

molecular weight of stearic acid is 300.3.

A. The answer to your question is this, that if

all of that material were stearic acid there is enough

stearic acid there to combine with all of the nico-

tine. However, I can say that all of that material

was not stearic acid, just from my familiarity with

stearic acid.

Q. What else did you find in that residue, if

it is not all stearic acid?

A. I have already said that I did not make

any identification of the ingredients in that residue.
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Q. But you are prepared to state, without hav-

ing made any identification of any kind, as your

last answer indicated, that it was all stearic acid?

The Court: From a superficial examination

which he indicated and his experience: is that

correct "? A. Yes.

Mr. Lyon: Q. Fuller's earth combined with

nicotine acts as a holding agent, does it not?

A. That is correct.

Q. And under the influence of an acid that

holding power is not disturbed?

A. The influence of—under the influence of the

acid the holding property is strengthened, I think.

Q. So that the holding property of a mixture

of nicotine and Fuller's [480] earth as it is passed

through the digestive tract of a chicken would be

strengthened ?

The Court: What do you mean by ''strength-

ened"—more firm?

Mr. Lyon: Grab-on power until that Fuller's

earth and nicotine mixture reach the alkaline tract?

A. It is correct that the Fuller's earth is more

firm under the acid conditions in the early part of

the digestive tract than it would be under the alka-

line conditions in the latter part of the digestive

tract, but it also is true that we do not know how

firmly the nicotine is held even under the acid

conditions of the digestive tract.



vs. Grover D. Turnhow, et al. 437

(Testimony of William D. Ramage.)

Q. As to any of these substances there are no

figures by which you can measure the holding

power 1

A. You can measure them by tests and experi-

ments w^hich you make, but there is no way of

predicting the holding power.

Q. There is no way of defining in units such

as pounds or ounces the holding power of any of

these substances, is there?

A. No, I could not say there is any way of

definitely defining it, except by the effect that you

obtain, the result which you obtain in a given

application.

Q. And you know that when you have got

nicotine and Fuller's earth into the alkaline diges-

tive tract of the chicken all of the nicotine would

be in Fuller's earth, would it not?

A. As a matter of fact, that is true, but I know
it would also be released before it reached the alka-

line digestive tract of the chicken.

Q. Wouldn't that depend on the quantity?

A. Not entirely the quantity m this case, or in

any case, because these holding materials have a

different degree of holding power, and merely the

quantity of holding substance will not always get

you to the point where you can prevent a leaching

out of the alkaline. [481]

Q. Do you know whether or not in the defend-

ant's product there is an absolute, complete pre-

vention of the leaching out of the alkaloid as it
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passes through the digestive tract of the chicken?

A. I tested the defendant's product in an acid

condition and under faint acid conditions the leach-

ing of alkali is extremely slow. I can say that.

Q. But it is there, is it not?

A. If you create the product and treat it under

digestive conditions you gradually develop the effect

of nicotine.

Q. There is no difference in that respect between

any of these so-called holding agents?

A. Again, it is a difference of degree only.

Q. You would classify Lloyd's Alkaloidal Re-

agent or Fuller's earth as a substance of a colloidal

nature, would you not?

Mr. Hackley: Speaking in general, or within

the terms of the patent?

Mr. Lyon: I am just asking that question.

A. Yes, I would.

Q. The same is also true of Fuller's earth, it

is a substance of a colloidal nature, is it not?

A. Yes, it is.

Q. The same is true of such (^ommonly known

ingredients as molasses, is it not?

A. There are a great many substances of mo-

lasses which would not be considered substances

of a colloidal nature.

Q. What are they?

A. Well, the sugars in molasses are crystallized

very definitely; that is, they do not assume the col-
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loidal form and mider ordinary circumstances they

go into true solutions in water.

Q. The sugar, however, is so held, firmly held

in an ordinary molasses nature that it is not re-

moved therefrom, even under [482] the influence

of a high speed centrifuge under ordinary sugar

manufacturing processes, is it*?

Mr. Hackley: I am going to object on the ground

of materiality. What relation has that to the prob-

lem before your Honor ?

The Court: Wliat materiality has if?

Mr. Lyon: It has this, it will show and will de-

termine vs^hat the character of the molasses is.

Mr. Hackley: We have not contended that there

was molasses in the defendant's product. That

has not been the subject of this gentleman's tes-

timony on direct.

The Court: Proceed with the case.

Mr. Lyon: Q. You would classify, would you

not, Dr. Ramage, molasses, ordinarily, as a very

effective colloidal suspension, would you not?

A. I would say that there were colloidal ma-

terials present in the molasses, Mr. Lyon; I would

not classify molasses as a whole necessarily as a

colloidal suspension for the reason I have already

indicated, that a large portion of the molasses is

composed of substances which are really crystal-

loids and not colloids, and which can be separated

out under proper treatment of the molasses.
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Q. Molasses, however, is a substance which

pretty well defies real separation, is it not, because

it includes gums and resins as well as many other

organic compounds of a very complex nature?

A. Relatively smaller amomits of those sub-

stances compared to the sugar content that I have

just indicated.

Q. And the sugar content therein might be con-

sidered to be the filler, might it nof?

A. Yes, I think so, if you wanted to consider it

that way.

Q. You have testified, Dr. Ramage, on direct

examination that it would appear to you as a chem-

ist that one in concocting the defendant's [483]

product apparently had before them the Lindstaedt

patent in suit, is that correct?

Mr. Hackley: I object to the question on the

ground that that is not a correct statement of the

witness' testimony. I think he should have an op-

portunity to see the testimony.

The Court: You may answer.

A. T was going to say I do not recall what I

said in that regard, so I could not answer the ques-

tion closely without seeing the record.

Mr. Lyon: Q. I am not trying to quote you, I

am trying to quote the substance of what you said.

Isn't that what you said in substance?

A. The substance of what I said was that if

the teachings of the Lindstaedt patent had been
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followed a product similar to the product that I

analyzed here could have been made.

Q. You don't know, do you, when the defend-

ant's product first appeared on the market in rela-

tion to the date of the issue of the Lindstaedt pat-

ent in suif?

A. No, I do not, I have no knowledge of that.

Q. You don't know which preceded the other,

do you? A. No, I do not.

Q. Obviously, if the defendant's product pre-

ceded the granting of the Lindstaedt patent your

inference or inferential conclusion would not have

been correct?

Mr. Hackley: If your Honor please, that is not

the inferential conclusion from the answer, and I

object to the question on that ground.

The Court: The question may be answered.

A. The way I answered it, the inference you

make is not in the answer I gave a minute ago. All

I said was that the product in suit could have been

made following the teachings of the Lindstaedt

[484] patent, and beyond that I do not remember

what I said in my earlier testimony.

The Court: We will take a short recess.

(After recess)

:

Mr. Lyon: Q. Have you made any determina-

tion as to the relative holding power of Fuller's

earth as compared with hide glue? A. No.

Q. The same question with respect to peanut

meal. A. No.
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Q. The same question with respect to soy bean

meal ?

A. Soy bean meal contains a larger proportion

of casein, so-called soy bean casein, and I have

made tests where I compared the holding power of

casein for nicotine with that of Fuller's earth, in

certain applications.

Q. What do you mean by ''in certain applica-

tions"?

A. Well, where the material was given to chick-

ens for the purpose of determining the effect on

chickens.

Q. What percentage of nicotine did you use?

A. In which, the Fuller's earth mixture or the

other %

Q. Both of them.

A. I have already reported here that in the

casein nicotine mixture I had a ratio of 85 parts

of casein to 15 parts of nicotine, and in the case

of the Fuller's earth nicotine mixture I had a ratio

of 7 parts of Fuller's earth to one part of nicotine.

Q. Now, this 85 to 15 per cent, that you used,

or 85 parts to 15 parts, that is a 15 per cent, basis?

A. That is a 15 per cent, basis.

Q. And ill the Fuller's earth nicotine mixture

71/2 to 1?

A. 7 to 1. That is 12yo per cent.

Q. i/s^ A. i/s, 121/2 per cent.
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Q. In all of your determinations the amount of

nicotine which you [485] used by percentage was

more than twice that found in the defendant's prod-

uct, was it not? A. That is true.

Q. So the only comparison that you could make

by the determination that you stated is the rela-

tive holding power of the ingredients to hold con-

siderably in excess of twice as much nicotine as the

defendant employed?

A. Well, of course, the tests were not made to

determine the holding power; they were made to

determine the toxicity of the product.

Q. What is the difference between the ques-

tion of toxicity and the question of holding power,

if any?

A. There is this difference, that if nicotine is

held by an insoluble substance of a colloidal na-

ture, a water insoluble substance of colloidal nature,

it might be less toxic than nicotine, which was held

even more firmly by a water soluble substance of

a colloidal nature, because the water soluble prod-

uct might be toxic as a whole; nicotine caseinate,

for example, might be a substance within the scope

of the Lindstaedt patent.

Q. Fuller's earth, however, is not a water-

soluble substance, is it?

A. Fuller's earth is not, no.

Q. How about such substances as the broad

classification of resins and gums—they might in-

clude soluble or insoluble?
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A. It includes some of both types of material.

Q. The same is true of the broad classification

of proteins, some are acid soluble and some are

water soluble and some are acid soluble?

A. In general, proteins are water insoluble.

Q. Some, however, are acid soluble?

A. I don't know of any proteins that are acid

soluble. I know of some proteins that are soluble

in alkaline.

Q. Some of the proteins are soluble in either

alkaline or water?

A. In my experience, I did not know that pro-

teins were soluble [486] in acid. My experience

with proteins has been limited to those either in-

soluble in water or which dissolve in alkalis, or

which are even insoluble in alkalis.

Q. Now, any alkaline acid soluble substance

used as a holding agent would be of no effect in

carrying nicotine to hold it away from liberation

in the stomach, would it?

Mr. Hackley: I object to that question on the

ground of materiality. I take it we have got to

put an end to this examination somewhere; it is

beyond the scope of the direct examination, and

beyond the question that is before the Court.

The Court: I will allow the question. Conclude

with the witness.

A. You cannot say ''Yes" or ''No" to that ques-

tion, Mr. Lyon, because you might conceivably form
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a compound between nicotine and an acid sub-

stance tbat would be non-poisonous, and in that

case you would hold the nicotine against a poison-

ous effect.

Mr. Lyon: Q. By the effect of the chemical

union, however, not by the holding power as a col-

loid?

A. By the effect of the chemical imion.

Q. You cannot, however, conceive of a sub-

stance which is a colloid soluble under the effect of

an acid such as any one of these classes which

would act to colloidally hold the nicotine in the

presence of such an acid, can you?

A. If the acid were strong enough you could

break up the colloidal holding power, because the

acid would take the preferential, combined with the

nicotine, if you had an excess of water present,

which would dissolve out the nicotine, but that

would only be true where you had only an acid

condition; the acidity, for example, in the human
system would still not be great enough to destroy

the holding power of the colloidal nicotine. [487]

Q. If you take an acid soluble colloid?

A. If you were taking an acid soluble colloid

that is a different thing. I misunderstood what

you were driving at. An acid soluble colloid would

be a colloid that did not have any great holding

power for an alkaline substance because it would

be more or less alkaline, itself.
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Q. What acid substance would be more or less

soluble ?

A. An acid soluble substance, of course, is one

as compared to lack of solubility in the absence of

the acid—that is what I imderstand by acid soluble

substance, that is some substance that would not be

soluble unless you had acid present, and would be

soluble in the presence of acid. Is that what you

mean ?

Q. Yes.

A. A colloid of that nature would be one which

would not have much holding power for nicotine

in the first place.

Q. And isn't there such acid soluble substances

included in the broad definition of all gums, resins,

proteins, sugar, starches and soaps, as given in the

Lindstaedt patent in suif?

A. It is true that there are some acid soluble

substances present. However, the majority of the

substances present are not what you would consider

acid soluble colloids and in a case of this kind

where you are covering a very broad field you

have to assume what you have been assuming with

me, that a person skilled in the art is applying

the teachings and that he will select the colloids

which are adapted to serve the purpose that is

stated.

Q. But as a chemist, you could select proteins,

c:ii?i^s, resins or starch which were acid soluble and
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which would have practically no holding power for

nicotine: isn't that correct?

Mr. Hackley: I object to that question as en-

tirely immaterial, irrelevant, and incompetent, hy-

pothetical in its nature, and [488] as serving no

purpose in this case.

The Court: You may answer if you know.

A. If you Avill leave proteins out, which I did,

as I did not know about them, you could select

some of those colloidal substances which would have

relatively slight holding power.

Mr. Lyon: Q. And would be practically use-

less in carrying nicotine?

A. That is in general true. Still, however, one

skilled in the art would not select those substances

under the teachings of Lindstaedt.

Q. Does Lindstaedt in any way limit these gums

and resins which he would use, in his statement,

"All of the class of gums and resins, are also sat-

isfactory"?

A. I think there is another reading that can be

given to that clause. I had not considered this

phase of the patent, and that was not the way I

had it in mind here.

Q. Can you point to anything in the patent any-

where which carries any limitation over and above

that general statement, gums and resins, which

would limit the disclosure of the Lindstaedt patent
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as to the particular resins or gums which could be

used?

A. Well, he says on line 14, column 2, page 1,

** Proteins such as hide glue, casein powder, peanut

meal, pea meal and soy bean meal are some of the

substances of colloidal nature which are satisfac-

tory; substances such as kamala powder, tragacanth

pov:der, powdered Indian gum, powdered agar-

agar, and powdered shellac, all of the class of gums

and resins"—that is all of the class of gums

and resins referred to, namely, indicated above, an

implication as regards what he said before.

Q. Would you say in reading that patent, then,

that he specifically limits himself to the particular

gums and resins that are set forth there?

A. Not at all. I would say he is merely naming

some of [489] the substances that are satisfactory

and that he might have further identified them as

being of the class of gums and resins, but he names

them as typical, not as a limitation, at all.

Q. Then that statement, coupled with the fact

that he says, ''All of the class of gums and resins,

are also satisfactory" means that he does not in-

clude all of the class?

A. He does not say, "all of the class of gums

and resins are also satisfactory"—there is a comma

after resins—that is a parenthetical statement de-

scribing the substances that he has named ahead of

those, which are typical material.
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Q. And it does conclude with ''are also satis-

factory'"?

A. It does, but it does not say ''all of the class

of gums and resins are also satisfactory"; there is

a comma between "resins" and "are also satisfac-

tory," so that you cannot necessarily read it as "all

of the class of gums and resins are also satisfac-

tory.
'

'

Q. In this patent Lindstaedt has also defined

these substances as any agent which would be held

by absorption and/or adsorption, hasn't he?

A. He has indicated that that is the general

type of holding he is dealing with. He does not

say that any material is suitable.

Q. Well, how would you limit that statement

there and limit it to some materials and exclude

others where he says "In the claims the phrase

'colloidally held' is used to mean 'absorbed and/or

adsorbed' "?

A. Well, it is represented in there—in the first

place all his claims are directed to a non-lethal sub-

stance.

Q. I am asking about that phrase, not the rest

of the claim.

Mr. Hackley: You asked him how it was lim-

ited. Leave him alone and let him answer.

The Witness: That is a definite thing to me.

To one skilled in the art it means that if it is ab-

sorbed and/or adsorbed [490] it must be strongly
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absorbed and/or adsorbed. It would mean that

those substances which were capable of such fairly

strong absorbing and/or adsorbing would render

the nicotine non-lethal.

Mr. Lyon: Q. The properties of absorbed

and/or adsorbed, or both, in all of these products

named, were not discovered by Lindstaedt, were

they ?

A. I have already said that they w^ere not a

number of times.

Q. Well, now^, is there anything in the Lind-

staedt patent in connection with this absorbed

and/or adsorbed which definitely states that you

must use a colloid which is not acid soluble, or not

water soluble?

A. There is nothing of that nature in the pat-

ent that I recall. However, as I said, you have to

1 imit a teaching of this kind on the basis of the state

of the art and knowledge of the person skilled in

Hie art to accept the teaching in that light.

Q. In making these nicotine analyses which you

state that you made, as shown by Plaintiff's Ex-

liibit 16, did you personally make those analyses?

A. I did.

Q. What method did you use?

A. I used the silicotungstic acid method, which

is the official method of the AssociatJon of Official

Agricultural Chemists.
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Q. What particular silicotungstic acid did you

utilize ?

A. I used the material that is sold as a reagent

for that purpose. I cannot tell you the formula of

it, because it has no bearing on the question.

Q. It don't make any difference, in your opinion,

then, what silicotungstic is used?

A. I did not say that at all. I say the reagent

is—the material is sold as a reagent for that pur-

pose, and is a definite material found. It does make

some difference which silicotungstic acid you take,

but the material that [491] has been standard and

is sold as complying with the requirements of the

Association of Official Agricultural Chemists is a

definite silicotungistic acid.

Q. What one is it!

A. I can tell you by referring to my notes. That

is one of the things a person would not carry in

mind, or make any effort to carry in mind imless

they were being asked to look it up.

Q. To what are you referring?

A. I am referring to a pamphlet issued by the

United States Department of Agriculture, Bureau

of Animal Husbandry, dated April 1, 1911, which

is entitled, ''The Determination of Nicotine in

Nicotine Solution and Tobacco Extracts," by Rob-

ert M. Chapin, Senior Biochemist, Biochemical Di-

vision. In this connection I might say that because

of the date of this pamphlet I checked it against
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the present method that is recommended under the

A.O.A.C. The method is substantially unchanged.

Q. What do you mean by "substantially un-

changed"?

A. I mean that if I followed this method that

I would get the same results that I got following

the A.O.A.C. method, which is the one I actually

followed. I merely brought this along because of

the greater ease of carrying it.

Q. Which one did you follow, this 1911 method

or the one in the official publication?

A. I followed the one in the official publication.

Q. Where did you purchase your silicotungstic

acid ?

A. I purchased it from the Redman Scientific

Company here in San Francisco.

Q. Do you know whether they ever sold other

silicotungstic acid to anybody else for this type of

analysis? A. I do not.

Mr. Hackley: I object to that as immaterial.

He cannot [492] possibly know what is in the

minds of other people.

The Court: He doesn't know.

Mr. Lyon: I did not ask him what was in the

minds

Mr. Hackley: Or in their records.

Mr. Lyon: Q. Do you know what difference it

would make to this analysis if calcium was present

in the product you were analyzing?
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A. Calcimn in what form do yow mean, Mi*.

Lyon?

Q. Calcium in any form.

A. It would not make any difference.

Q. You are certain of that? A. Yes.

Q. Your study did not show you the old method

of analysis of nicotine was abandoned for the later

method using a definite silicotungstic acid with a

definite water of crystallization because in the pres-

ence of calcium they had found the older method

to be unreliable?

A. The silicotungstic acid never comes into con-

tact with the product, Mr. Lyon, until after the

nicotine has been separated, so the calcium could

not have any effect as relating to the silicotungstic

acid.

Q. Now, just describe to me fully, if you can,

the method that you utilized in this analysis.

A. Well, first, I can give you a general resume

of the method.

Q. Well, I want the particular method that you

utilized, not a resume of it.

Mr. Hackley: Let him answer the question in

the way he wants.

The Witness: I was trying to find out what you

wanted. I cannot give you the details without re-

ferring to the actual publication that I used in

making the analysis, because that is a sort of thing

that I make no effort to keep in mind. It is a

standard procedure that you follow from the book,
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and unless you are doing the analysis for a special

reason you are wasting mental effort to carry the de-

tails of the procedure in mind. [493]

Q. Let's find out. Did you ever make an analysis

for nicotine before you made the analysis in this

particular case?

A. Yes, I have made some analyses for nicotine

before.

Q. When you were in school?

A. Yes, some in school.

Q. Did you ever make any between the period of

time you were in school and the time you made the

analyses in this case ?

A. No, I don't recall I made any.

Q. How long a period of time was that?

A. Oh, a period of some sixteen years.

Q. Did you consult anyone other than the books

which you have referred to as to the proper method

of such an analysis before you made it?

A. Yes, I did.

Q. Who?
A. Dr. Eldred, of Curtis & Tompkins, in this

city.

Q. Did he make any analysis of these products?

A. Yes, he did.

Q. Are these the same analyses that you made ?

A. We both made independent analyses and

then the results that are shown here we did jointly,

checking each operation individually and jointly as

we went along.
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Q. I imderstand from you that the tabulation

which you have made here is an average of a mini

ber of determinations; isn't that correct?

A. That is correct.

Q. Just give me the upper and lower limits of

those different analyses which you used in arriving

at this average?

A. On nicotine particularly, you mean?

Q. Yes.

Mr. Hackley: Which one of the three samples

on the chart Exhibit 16 ?

Mr. Lyon: All three of them.

Mr. Hackley: Sample No. 1?

Mr. Lyon: I said all three of them. [494]

Mr. Hackley: I think you better confine your

question to one at a time. I object to that question

on that ground, your Honor.

The Court: Well, answer one at a time, and

answer as to the three of them, if you wish.

A. I don't seem to have the limit figure here.

The actual figures on which these analyses were

based ranged from 4.16 per cent, nicotine to 4.23 per

cent, nicotine on sample No. 1.

Mr. Lyon: Q. And on the others?

A. Sample No. 1, which is on Plaintiff's Ex-

hibit 16.

Mr. Hackley: That sample is Exhibit 14.

A. Yes, Exhibit 14.

Mr. Lyon: Q. Have you the figures on any of

the other of these analyses ?
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A. Sample No. 2 varied from 3.97 to 4.04 per

cent.

Q. And the third one?

A. I haven't got the third figure here, but I hap-

pen to remember somewhat specifically about that.

I remember that the figures checked somewhat

closer in the third analysis than they did the first

two.

Q. Did it strike you when you found this appar-

ently low nicotine content to check the chemical

reagent which you were using?

A. Yes, it did.

Q. Did you make such a check? A. Yes.

Q. What check did you make ?

A. By analyzing some known samples of nico-

tine.

Q. For instance what?

A. Well, for instance, we took a sample of Black

Leaf 40, which contains 40 per cent, of nicotine alka-

loid, and analyzed it, and found exactly 40 per cent,

nicotine alkaloid in it.

Q. Have you ever referred to the publication of

the Official Agricultural Chemists on Black Leaf 40 ?

A. Never have.

Q. You don't know that those show there is

about 41% per cent. [495] of nicotine present in

Black Leaf 40, do you? A. No.

Q. Did you try more than one silicotungstic

acid in making these experiments?

A. No, we used just the one material.



vs. Grover J). Turnhow, et al. 457

(Testimony of William D. Eamage.)

Q. Just the one sample that you bought. It

never occurred to you to go out and buy another

sample to check that one, did it %

A. No, I don't believe it did.

Q. You never checked the water of crystalliza-

tion of that sample, did you ?

A. Well, the material was in solution as we

used it.

Q. Well, just answer the question: did you ever

check the water of crystallization of that material?

A. No.

Q. You knew, did you not, that the official meth-

od told you that there is only one silicotungstic acid

that will work and that depends on water crystal-

lization ?

Mr. Hackley: Are you referring to a publica-

tion % If you are show it to the witness.

Mr. Lyon : I am asking the witness a question.

Mr. Hackley: What is the publication you are

talking about '^

The Witness: I don't recall that reference.

Mr. Lyon: Well, I will read you from the '' Offi-

cial and Tentative Methods of Analysis of the Asso-

ciation of Official Agricultural Chemists. Editorial

Board, W. W. Skinner, Chairman," and others. At
page 60 of that book I will read

:

"Silicotungstic acid method—Official. Re-

agents.

"(a) Silicotungstic acid soln.— Dissolve

120 g of silicotungstic acid (4H20.Si02.-

124O322H2O) in H2O and dilute to 1 liter. (Of
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the several silicotungstic acids, 4H20.Si02.-

IO4O3.3H2O and 4H2O.SiO2.1210.,20H2O do not

give crystalline precipitates with nicotine and

should not be used.)"

The Witness : If that is all you are dealing with

it is a question of crystalline precipitation, I could

answer that directly, [496] because we did get

crystalline precipitates.

Q. Do you know you would not get some crystal-

line precipitates with these silicotungstic acids?

A. No, I don't know.

Q. As a matter of fact, that reference there

teaches you as a chemist that if you are going to

carry out the reactions you better be careful if you

are going to get a complete precipitate to use one

only silicotungstic, doesn't it?

A. That is true. Also, as a chemist, it is true that

when you have on the market certain things that are

sold for these analytical procedures they are very

carefully checked before they are sold, and all chem-

ists accept the analyses for analytical purposes on

products of this kind.

Q. You did not, however, make any effort inde-

pendently to determine the degree of hydration for

the water of crystallization with the silicotungstic

that you used? A. I did not.

Q. You did not take the precaution to go out

and purchase other samples, another sample from

someone of silicotungstic acid to see whether it

checked in its use with the analyses that you made,

did you?
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A. I cannot answer that question definitely.

Why, I hesitated before, it seems to me we used

silicotungstic acid from two different sources in

these analyses, but without checking back I cannot

be certain of that.

Q. And the two silicotungstics that you used, if

you did use them, were apparently the same in char-

acteristics, because they gave you the same results,

didn't they? A. That is right.

Q. You would not have known whether one or

the other had the right degree of water of crystal-

lization? A. That is correct.

Q. Did you ever go to the State Chemist, Mr.

Cox, and ask him for a sample of silicotungstic to

use in these determinations?

A. I never have.

Q. Did you ever ask anyone who has made nico-

tine analyses whether [497] or not they had had con-

siderable difficulty in those analyses because of the

variation of the silicotungstic which you buy on the

market ?

A. I never asked anyone. However, Dr. Eldred,

of Curtis & Tompkins, assured me that this silico-

tungstic acid is one which had been found satisfac-

tory in their nicotine analyses which they made quite

frequently.

Q. All you know about the reagent that you

used, then, is practically a matter of hearsay, isn't

it?
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A. That is correct. I won't quite leave it in that

form, however. It is not hearsay to a chemist when

he has the label of a reliable manufacturer on the

product and has the assurance from another repu-

table chemist who is working in the use of a product

frequently that he accepts a product as being what

it is represented to be.

Q. But you did not take the precaution that the

official method tells you to take in the very inception

of defining the method, the official method, of de-

termining the nicotine as I have read you in this

book, did you? A. I did not.

The Court: We will take a recess until two

o'clock.

(A recess was here taken until two o'clock p. m.)

[498]



vs. Grover D. Turribow, et dl, 461

Afternoon Session.

The Court: Proceed.

WILLIAM D. RAMA( J p;

Cross Examination (Resumed).

Mr. Lyon : I just have about two more questions,

your Honor.

The Witness : Your Honor, could I make a state-

ment to amplify some of my earlier testimony before

these questions are asked ?

The Court : You may take it up with your attor-

ney, he can develop that on redirect examination.

Proceed.

Mr, Lyon: Q. In speaking of these substances,

when they go into solution, any of them, they are no

longer colloids, are they?

A. Which substances are you speaking of, Mr.

Lyon?

Q. Well, any of them, anything, when it once

goes into solution it is no longer a colloid if it goes

into solution?

A. If it goes into a true solution it is no longer

a colloid, but if you are speaking of the substances

we are discussing here, a great many of them don't

go into true solution. They go into a colloidal dis-

persion.

Q. If they are soluble in acid they are no longer

a colloid, are they?

A. I think that question is too general, but I will

answer it as best I can. If a substance, the fact a
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substance is solvent in an acid does not prove it is

not a colloid.

Q. After it once goes into solution in an acid so-

lution it cannot be a colloid any longer ?

A. It can go into a colloidal dispersion.

Q. Well, that is not a solution, is it f

A. If it goes into a true solution

Q. It is not a colloid?

A. It is not a colloid, but that makes the inter-

pretation in the light of my earlier testimony,

where you asked me about substances being acid

soluble, I was speaking there [499] about either

what is commonly called solvents in connection with

colloids; a colloidal substance might be acid soluble

in a sense where it would not be in true solution ; it

would be in a colloidal dispersion.

Q. You have many of these substances in this

classification which are truly soluble, are they not;

gums, they are truly soluble?

A. I don't think that that statement can be said

to be true about the gums.

Q. Proteins, when you put them into an acid so-

lution, they are no longer a protein or a colloid, are

they?

A. I think a substance like a protein is still a

colloid when you put it into an acid solution.

Q. Well, in answering that, you are saying it

does not go into a true solution.

A. Saying it does not go into a true solution, yes.

Q. If it goes into a true solution it is neither a

protein nor a colloid, is it?
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A. From a chemical point of view that is cor-

rect, yes.

Mr. Lyon: That is all.

Redirect Examination

Mr. Hackley: I want to make one preliminary

statement before I enter on the redirect examination

at this time, to preserve certain objections that were

made during the course of the cross-examination.

In the cross-examination of this witness, a witness

of the plaintiff, the defendant went beyond the

bounds of what we sincerely believe was proper

cross-examination, far outside the scope of the di-

rect examination of the witness. I want to make the

statement for the record that in making my redirect

examination of this witness the subjects outside the

scope of the direct examination to [500] which my
objection was interposed, in no way do I waive my
objection to that, and I still consider that in pro-

ceeding as he did counsel for the defendant made

the witness his ow^n witness.

Mr. Lyon : Of course, your Honor, I cannot agree

with that at all. The witness was opened up on

every line of the examination gone into on direct

examination on his cross-examination.

Mr. Hackley : I am not pressing the point at this

time, your Honor.

The Court: In any event, the Court has ruled

already. Proceed with the case.

Mr. Hackley: Q. Dr. Ramage, you mentioned

when you came into the court-room that you wanted
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to elaborate upon some of your testimony, I believe,

given this morning, or shortly before noon.

A. Yes.

Q. Will you please do that ?

A. In view of the questions that Mr. Lyon di-

rected about composition of the silicotungstic acid

used in the analysis for nicotine, during the noon re-

cess I had one of my associates determine the proper

content, or the proper crystallization of the silico-

tungstic acid that we actually used in the determina-

tion of the nicotine, and it was found that the com-

position of the material was within the limits set by

Murray in his book entitled ''Standards and Tests

for Analytical Reagents, In Regard to its Content

of Water Crystallization."

Mr. Lyon : I move to strike the statement of the

witness as pure hearsay.

Mr, Hackley: If your Honor please, that state-

ment is based, and properly so, as an expert may
do so, upon the work

The Court: Let the record stand. Proceed.

A. That fact, taken in conjunction with the fact

that the official methods of the Association of Offi-

cial Agricultural Chemists indicate that when you

don't have the proper composition in your [501]

silicotungstic acid you don't get a crystalline reac-

tion product with your nicotine, and the fact I did

in all cases get a crystalline reaction product when

I was determining the nicotine confirms my belief

that the analyses as given represent the correct nico-

tine content of the product.
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Q. Referring to defendant's product?

A. Referring to the defendant's product, as the

results are indicated in the chart, Exhibit 16.

Q. You stand by those several analyses ?

A. I stand on those analyses.

Q. Dr. Ramage, I hand you a book, the book

from which Mr. Lyon read, "Official and Tentative

Methods of Analysis of the Association of Official

Agricultural Chemists, '

' and direct your attention to

page 60, Section 106, which appears to be the section

read by Mr. Lyon, and ask you to discuss in the

light of your findings with regard to the silicotung-

stic acid reagent used by you the statement appear-

ing there.

A. In the statement referred to it is indicated

that the proper content is 4H20.Si02. I2WO322H2O. It

is further indicated that a compound having the

composition SiO24H2O.lOWO3.3H2O does not give a

crystalline precipitate.

Q. And you have testified that you obtained a

crystalline precipitate ?

A. And I obtained a crystalline precipitate.

Furthermore, the loss in weight which was deter-

mined by my associate during the noon hour shows

definitely that the product could not have been this

one which is named here as not giving a crystalline

precipitate. It is further indicated here that the

product 4H2O.SiO2.12WO3.20H2O does not give a

cr3^stalline precipitate.

The Court: It would be interesting here in this

solemn session that we are going through to know
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just Avhere we are going. Isn't this hearsay, this

witness testifying to what somebody else did? [502]

Mr. Hackley: We will produce Dr. Eldred, the

associate.

The Court : I have been trying to be helpful here

in violating some of the letters of the rules, but

when it comes to asking a witness a question like

this, why, let's not waste any more time trying to go

into matters like this.

Mr. Hackley: Well, I can justify this question,

if your Honor please, from the authorities in cases

of this character.

The Court : If you say the witness who made the

examination is available, why can't you produce

him?

Mr. Hackley : He will be produced.

The Court: What is the necessity of transmit-

ting it through this witness on the stand ?

Mr. Hackley: Because this witness, as an expert

in chemistry, under the authorities, your Honor, is

entitled to rely on the laboratory analyses per-

formed by his associates.

The Court: And testify to findings of a third

party ?

Mr. Hackley : Yes, your Honor.

The Court: I don't agree with you and I will so

rule. Objection will be sustained.

Mr. Hackley: Q. Dr. Ramage, what was the

brand of silicotungstic acid reagent used by you?

A. It was Mercks' Reagent Chemical.

Q. Who is Mercks ? Is that a company ?
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Mr. Lyon: Objected to as immaterial.

A. Mercks is one of the leading and most repu-

table manufacturers of reagent chemicals.

Mr. Hackley: Q. What was the name given to

the product on the container?

A. The name given to the product on the con-

tainer was exactly the formula indicated in the

A.O.A.C. method just referred to.

Q. Referring to the book that Mr. Lyon read

from this morning? [503]

A. That is correct.

Q. Exactly the same formula?

A. Exactly the same formula.

Q. In the course of your cross-examination you

were called upon to discuss some toxicity tests made

for nicotine. Have you had a chance to secure your

full notes on those tests and can you give the infor-

mation in consecutive and complete order at this

time ? A. Yes.

Q. Please do so.

Mr. Lyon: Object to that as not proper redirect

examination into the methods.

The Court : I will allow it. I did violence to this

witness before but at that time I was trying to do

another thing, trying to take care of half a dozen of

these cases that were ahead of you and that will be

here when you, gentlemen, get through. I ex-

hausted my efforts in that respect with very little

success, so now we will have to go on here as best

we can. I will allow him to answer.
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A. On February 1, 1938 an experiment or test,

rather, was conducted, using 8 milligrams of nico-

tine added in the form of the chemical product

known as nicofume. The administration to a

chicken of this material resulted in the death of the

chicken after characteristic preliminary symptoms,

as already noted.

Mr. Hackley: Q. For the sake of the record,

what were those characteristic symptoms? I don't

think they were all included in +lie cross-examina-

tion.

A. Well, first, the usual salivation.

Q. Describe what happened with this particu-

lar bird.

A. With this particular bird there w^as a droop-

ing head with salivation and defecation.

Q. Within what period of time after administra-

tion?

A. Within thirty seconds after the mixture was

administered. [504]

Q. Then what happened?

A. Then within two and a half minutes there

were tetanic symptoms, meaning the drawing up of

the muscles through the back of the bird, and there

was a stiffening with the legs extending, and then

convulsive jerking and choking, and within nine

minutes the bird was dead.

Q. Did you make any further nicotine tests? I

believe you testified that about March 28th or 29th,

1938 you made such a test. A. Yes.
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Q. What did that demonstration show; give the

history of it.

Mr. Lyon: I think, your Honor, the witness

should be qualified to show what he did in these

tests. We have had only explanations of the matter

as to who was there, who did the work, and who

did not.

Mr. Hackley: That is all in the record on cross-

examination, your Honor. I am just at this time

completing the partial job or description of these

tests which came in on cross-examination. As long

as we have gone into it the record might as well be

complete.

The Court : I will allow it.

A. The second test to which you have just re-

ferred also involved the use of 8 milligrams of nico-

tine.

The Court: Well, now, let's find out, as counsel

suggested, as to who were there, where they were,

and what was done.

Mr. Hackley : I think, if your Honor please, that

w^ould be repetition at this time, because it is all in

the record. The witness testified.

The Court: Now you are dealing generally with

the test.

Mr. Hackley: No. The record as it now stands,

and I have examined the record to determine it,

merely shows who was present at the time and place

of these tests. It does not show consecutively or

effectively what the demonstration on the bird was
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and the [505] ultimate result. The record is only

partially complete.

The Court : All right.

A. This is merely a more careful transcript of

my notes of the same tests that I testified to.

Q. When did you prepare them?

A. At the time of the test.

Q. From your notes?

A. I made actual notes, longhand notes, at the

time of the test, and these

Q. Are these the longhand notes ?

A. These are not the longhand notes, no.

Q. When did you say these tests were made?

A. You mean the test that counsel is asking me

regarding now?

Q. Yes.

A. This test was one that was conducted on the

28th of March.

The Court: Yes. Who was present?

A. At that test Mr. Turnbow and Mr. Gray and

Dr. Leake.

Q. That corresponds with your testimony the

other day, does it ? A. Yes.

Mr. Hackley: That was the point I was trying

to make, that he has already given that testimony.

The Court: Proceed.

Mr. Hackley: Q. These are not new experi-

ments.

A. In the second test, using nicofmiie, 8 milli-

grams of nicotine was administered to a chicken in
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the same maimer as in the preceding test, and within

six minutes the chicken was dead after a period of

characteristic symptoms, as previously described.

Q. And did you make a test following this test

you have just described with regard to the toxicity

of Black Leaf 40 with nicotine sulphate ?

A. Yes.

Q. This was a test, again, on March 28th or

29th, 1938? A. That is correct.

Q. The same parties were present as testified to

in response on [506] cross-examination "?

A. Yes; in this case .1 of a cubic centimeter of

Black Leaf 40 was administered to a chicken with

.1 of a c.c, being equivalent to approximately 48

milligrams of nicotine, and in my previous testimony

on this test I indicated that while there was poison-

ing of the chicken, that during the period that I

observed it it did not die. However, w^hen check-

ing my records I find that the chicken did die in six

minutes after the administration.

Q. Now, as a further test at the same time, or

approximately the same date we have just referred

to, March 28th and 29th, 1938, did you make any

demonstration with regard to the toxicity of a com-

pound including Black Leaf 40 and Lloyd's Re-

agent? A. I did.

Q. Tell us what the test was and carry through a

description of the determination.

A. The test was made up in conformity with

the proportion taught for making the so-called
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miiversity capsule, where Lloyd's Reagent is used

as a holding agent for nicotine or nicotine sulphate.

Q. Right at that point, I direct your attention

to Defendants' Exhibit D.

Mr. Lyon: I think the witness should be per-

mitted to finish the answer to the question before he

is asked another.

Mr. Hackley : I think that I should be permitted

to conduct my examination of my witness in my
manner, your Honor.

Q. On page 58 of this bulletin, '^ California Agri-

cultural Extension Service, Circular 8, February,

1927," last paragraph, appears a description. Does

that bear on your testimony at this time ?

Mr. Lyon : That is objected to as leading.

Mr. Hackley : It is leading, your Honor, but

The Court : What is that, some picture %

Mr. Hackley: No. This is a Defendants' Ex-

hibit, a circular [507] in which a formula is dis-

closed, which formula the witness is testifying about,

and is the source of the statement the witness just

made from the stand.

The Court : Very well.

Mr. Hackley: And I am just tying the two to-

gether, your Honor.

The CoTirt: What is the answer after you tie

the two of them together?

Mr. Hackley: The answer is that he followed

this publication that the defendant has offered.

The Court: Why not ask him the question di-

rectly.
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Mr. Hackley: Well, I don't like to lead the wit-

ness.

The Court : Well, clear it up.

Mr. Hackley: Q. Circular 8 discloses a for

mula which calls for the combination of 7.92 grams

of Black Leaf 40 with 16 grams of Lloyd's Alka-

loidal Reagent. Is that the proportion used by you

in making the product you were just discussing?

A. That is the proportion, yes.

Q. Is that the source of the information you

have in making the product of the demonstration to

which you referred?

A. That is the source, yes.

Q. Continue.

A. A product was made in which .1 of a c.c. of

Black Leaf 40 was mixed with 240 milligrams of

Lloyd's Reagent, which, as I have just indicated, is

the ratio indicated in the publication referred to by

Mr. Hackley, which is used in making so-called

University Capsules.

Q. This product you made up w^ould comprise

substantially the contents of such a capsule ?

A. That would be the

Mr. Lyon : Object to that as leading.

Mr. Hackley : It is leading, your Honor, but

The Court: Proceed.

A. The product so made corresponded exactly to

the contents of a [508] University Capsule; would

be used for mechanically holding the capsule.

Mr. Hackley: Q. Continue.
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A. This mixture was administered to a chicken.

Within two minutes the chicken's wings began to

droop. Within five minutes there was complete col-

lapse, and within ten minutes the chicken died.

Q. During the course of your examination you

have had occasion to use the word ^'compound" a

number of times. Did you prepare yourself with a

transcript of the definition of that word from Web-
ster's Dictionary Unabridged'? A. Yes.

Q. Give it to us for the sake of the record.

Mr. Lyon: That is objected to as immaterial.

The witness has not testified that he adopted a defi-

nition before he gave his testimony.

Mr. Hackley: Well, I can change my question

in order that there would be the foundation for such

a question.

The Court: Proceed.

A. The word '^compound" is sometimes loosely

used to mean any mixture of any sort, and in this

sense Webster gives the definition:

*'Compound—Composed of, or produced by

the union of, several elements, ingredients,

parts, or things; involving combination; com-

posite."

However, in the sense in which the compound is

used in chemical parlance it means some different

thing. It is a more definite and distinctive word.

Webster gives it, the definition of a compound in

chemistry

:
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^'A distinct substance formed by a miion of

two or more ingredients in definite proportions

by weight; as, water is a compound of oxygen

and hydrogen. Every definite chemical com-

pound always contains the same elements,

united in the same proportions by [509] weight,

and with the same internal arrangement."

Mr. Hackley:

Q. When you used the word ''compound", in

which sense are you using the word ?

A. I use the word "compound" in the chemical

sense.

Q. That is different

A. That is definite and distinctive from the

chemical standpoint.

Q. Can you give us a definition from Webster's

dictionary of the word "parasiticide," a word fre-

quently used in this case ?

Mr. Lyon: I do not think this is redirect ex-

amination, your Honor. They asked him what a

parasiticide was on direct examination, and if he is

going back over all of that territory there is not

going to be any end. It is not redirect examination,

because it is a matter that was covered on direct

examination.

Mr. Hackley: There are three words, parasiti-

cide, vermifuge, and anthelmintic

The Court : Is that the last one %

Mr. Hackley: No, there are two more, parasiti-

cides, vermifuge, and anthelmintic.
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The Court: You went into it on direct examina-

tion. Let us conclude with the witness.

A. Webster's definition of ''parasiticides" is:

''Destructive to parasites; parasitical." Noun,

"Any agent used to destroy parasites."

Mr. Hackley: Q. Do you have a definition of

the word "vermifuge"?

A. The definition for the word "vermifuge"

Mr. Lyon: I make the same objection to that.

The Court: The same ruling.

A. The definition of the word "vermifuge," from

Webster, is indicated as a medical term, "A medi-

cine or substance that expels worms from animal

bodies; an anthelmintic."

Mr. Hackley: Q. Now, will you give us a defi-

nition of anthel- [510] mintic, so that we will have

the definitions complete?

Mr. Lyon: The same ruling.

The Court: The same ruling.

A. Webster's definition, which is also indicated

as a medical term, is, "Expelling or destroying in-

testinal worms"; that is the adjective. And noun:

"An anthelmintic remedy."

Q. Can you state whether or not, so far as the

purposes of the present case are concerned, the

terms "parasiticide," "vermifuge," and "anthel-

mintic" are substantially synonymous?

Mr. Lyon: That is objected to as leading.

Mr. Hackley: No, I asked him to state whether

or not.
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Mr. Lyon: It is also objected to as not redirect

examination.

The Court: He may answer. Let us conclude

with this witness.

A. For the purpose of the present suit those

three words are synonymous.

The Court : Is that all with this witness ?

Mr. Hackley : No. your Honor. After two and a

half days of cross-examination I cannot cover it all

in two or three questions.

Q. Can you state whether or not under the

teachings of the Lindstaedt patent in suit the sub-

stance used for holding nicotine or the toxic sub-

stance against lethal effect must be any pure col-

loidal substance?

Mr. Lyon: That is objected to as not redirect

examination.

The Court: He can answer.

A. I can say definitely it is not necessary for the

substance to be any pure colloidal substance. It is

only necessary that the substance be of a colloidal

nature, namely, having active chemical groupings

in its constitution, which would make it an effective

holding agent for nicotine.

The Court: I think it would be well for those

who are engaged [511] in patent practice to read it.

With that admonition you may proceed.

Mr. Hackley: I might say that my opponent re-

sents it when I define the words he uses.
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The Court: Those last two questions and answers

are the ones I have in mind.

Mr. Hackley: Q. State whether or not it is

necessary to reduce a substance of colloidal nature,

as that term is used by Lindstaedt, to a state of

colloidal dispersion in order to secure the holding

action by absorption or adsorption that is defined

by Lindstaedt 'F

Mr. Lyon: That is objected to as leading.

The Court: He may answer.

A. Answering your Honor's criticism

Q. (Literrupting) Whose criticism?

A. I thought it was criticism of the way I pre-

sented it.

The Court: I was talking to the attorneys, here.

I never allowed myself in thirty years of practice

to ever permit myself to criticise to any degree a

witness unless there was some wilful perjury go-

ing on on the stand. I may disagree with any-

one, but I never waste my time criticising a witness,

at all, unless I know they are engaged in perjury.

Then I meet that in my o\\ai way. I think I indi-

cated to you sometime ago I had some difficulty

about the matters here, and I think I could save

some time if it would be of any comfort to you, I

but I shall not go that far. When you go over into

the field of chemistry I try to follow you. Proceed.

A. It is not necessary to reduce the substance

to a state of colloidal dispersion. It is only neces-
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saiy that by some means sufficient surface of the

colloidal material be exposed so that the nicotine

can have access to the active holding group. This

can [512] be done by grinding the product so it

can have a very large surface exposed or by par-

tially melting the product and mixing with the

melted product, or by similar mechanical means

which do not constitute reducing to a colloidal dis-

persion.

Mr. Hackley: Q. The words ^'colloidal disper-

sion" have crept into the cross-examination. Will

you give us a working definition of the phrase?

A. Colloidal dispersion of a substance merely

means reducing it to such fine or small particles

that the substance has colloidal properties. Col-

loidal properties mean that the surface forces have

become an important factor in determining the

properties of the material. Electrical or other

forces become more predominant with these fine

particles than they do with coarser particles.

Q. The phrase ''dispersed phase of a colloid"

likewise came in during cross-examination. So the

record will be complete, will you define that?

A. The dispersed phase is the material that is

commonly called the colloid

Q. The phrase "dispersed phase" was used.

A. It is material in which the colloid is dis-

persed.

Q. You were shown a couple of samples which

I believe are here as Exhibits A and B of Defend-
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ants' for Identification only, which apparently were

to be construed respectively as nicotine alkaloid

and nicotine sulphate; you were asked to smell

them. Were you able, as a result of your olfac-

tory examination, to determine whether or not the

indications of identification of those products are

correct? A. No, I was not.

Q. What, if any, conclusion were you able to

reach with regard to the two products submitted

to you for your cursory examination in the manner

mentioned ?

A. Merely that it had a definite odor, and that

each of them had an odor that was similar to that

of [513] nicotine.

Q. Was there any manner in which you could

state that those products positively were or were

not the substances that they were represented to be

from your examination of themf

A. No. I could say that the nicotine alkaloid

was very much lighter colored material than either

of the products, but that when exposed to light and

air the nicotine alkaloid can assume the darker

color that this product had.

Q. You testified on direct examination, and it

was brought out on cross-examination, that on its

label defendant and the manufacturer, Alexander,

represented the presence of 5 per cent, nicotine

alkaloid in the defendant's product. Is that cor-

rect? A. That is correct.
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Q. Can you state, under the teaching of the

Lindstaedt patent in suit, assuming the presence

of a full per cent, nicotine alkaloid in the defend-

ant's product, as analyzed by you, there is present

sufficient colloidal holding substance to meet the

teachings of the Lindstaedt patents

Mr. Lyon: That is objected to as not redirect

examination.

Mr. Hackley: If your Honor please, there was

a very vigorous challenge to the finding of nicotine

in this product by the witness. The witness has

stated his finding is accurate, and now we are

throwing the assumption in here that that challenge

is justified for the moment, and I am going to ask

this witness if, accepting that inference of the de-

fendant, that would make any difference in his tes-

timony, the same identically, practically word for

word, after quite a discussion on direct examina-

tion, and the Court ruled at that time that the

question was premature, since there was no reason

presented at that moment to indicate a challenge.

The Court: The witness may answer.

A. No. All my answers would be the same.

The product would [514] still fall directly within

the teaching of the Lindstaedt patent, even if we

accepted the 5 per cent, nicotine figure given on the

carton and made the comparison on that basis.

Q. Would you define the phrase ''nicotine alka-

loid" as it is used in this case?

A. Nicotine alkaloid refers to a definite chem-

ical substance which commonly occurs in tobacco,
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and it is extracted from tobacco by known pro-

cesses.

Q. Is that what is sometimes called free nico-

tine?

A. No, nicotine alkaloid is somewhat broader

than the term free nicotine. The term free nico-

tine refers just to nicotine base, which is an alka-

line material, and then we have nicotine sulphate,

which has the kind of material of Black Leaf 40,

which is the salt of the nicotine base with sulphuric

acid. The term ''nicotine alkaloid" would cover

every one of those and would refer to the nicotine

contents of the material even though they might

be combined with something else.

Q. You referred to various demonstrations con-

ducted by you by way of tests during the course of

your cross-examination, in which nicotine and nico-

tine sulphate, as well as defendant's product and

some other compoimds or combinations were ad-

ministered to chickens. Can you state where in the

mouth of the chicken the several products used in

the demonstrations were deposited?

Mr. Lyon: That is objected to on the groimd the

witness is not qualified to answer the question.

The Court: As I recall the testimony already

in the record, it was lodged back on the palate.

Mr. Hackley: I did not want to make the ques-

tion leadins^, otherwise it would be more obvious

—

the record is not quite complete.
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The Court: Let him answer the question and

let us get through. [515]

A. As I have already stated, the nicotine was

administered at the back part of the mouth, but I

did not know enough about the structure of the

chicken at that time to identify it further, but I

have since found

Mr. Lyon: Wait a minute.

Mr. Hackley: Let him finish.

The Court: Just wait a minute. He has prob-

ably examined and made some research since we

adjourned, and maybe tomorrow there will be some

more of this thing.

Mr. Hackley: Chemical cases very often run

that way, they have to.

The Court: If you, gentlemen, don't cooperate

with this Court I will have to become more and

more severe.

Mr. Hackley: This relates to an examination of

various objects such as the birds.

The Court: He has testified two or three days,

and now you want to bring him back and have him

testify to things he has done since he testified.

Mr. Hackley: The purpose of this is very sim-

ple. The witness, as he started to say, knew at all

times precisely where in the mouth of the chicken

the product was deposited, but with respect to

where the windpipe was located he did not know.

An examination of the chicken told him where it
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was, and now he is going to tell us with reference

to where in the chicken's mouth it was deposited.

Mr. Lyon: This is an ex parte demonstration

at which we were not present, and it cannot be

binding on us except to show that the witness

knows about it. Now, the fact that he went out

and examined, after he testified on cross-examina-

tion, certainly cannot supplement what he did not

know at that time. As your [516] Honor observed,

this process might go on indefinitely.

The Court: He is a better witness today than

yesterday. He becomes more and more important

as the case goes on.

Mr. Hackley: That has to be the case in a case

like this. When he raises a point of any sort that

can be answered affirmatively we propose neces-

sarily to answer that. All of the little quibbling

things that he can think of to discuss with this wit-

ness we are not going to answer.

The Court: I can state to you there has nothing

been testified to here in the last day or two that

would be so important to this case in my decision.

Now, I have divulged my state of my mind to you.

Mr. Hackley: Our problem is one of trying to

read the Court's mind.

The Court: You have no difficulty in doing that

now\

Mr. Hackley : May the witness answer that ques-

tion'?
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The Court: Yes, he may answer.

A. I found that the points which I had pre-

viously observed as being the points where the

product was administered was away from the re-

spiratory tract of the chicken, so as to avoid any

product being breathed into the respiratory sys-

tem.

Mr. Hackley: My redirect examination is great-

ly shortened.

Q. In answer to a question on cross-examina-

tion at Transcript p. 124 you referred to an ex-

cess of acid substance present in the defendant's

product, stating: *'The analysis of the product

shows that there was an excess of acid substances

present in the product, definitely acid substances.

After making complete analysis of the product, in-

cluding the analysis of the ash, there is an excess

of acid substance present; so on that basis, from

my knowledge of colloidal chemistry, I can say

definitely there was [517] acid holding power avail-

able there to hold the nicotine." What were the

acid substances to which you referred in that quoted

answer? The principal acid substance I saw there

is resin. There are other acid substances that could

have been referred to by me in that answer. There

could have been other acid substances present and

the methods of analysis indicated that there were

other acid substances present, but the resin was the

one that I determined quantitatively.
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Q. State whether or not the products deter-

mined by you as ash in your analysis as shown on

the chart Exhibit 16 were in your opinion intro-

duced into defendant's product in active form, and

by that I mean chemically active form.

Mr. Lyon: That is objected to on the ground that

the witness has not been qualified to answer that

question.

Mr. Hackley: It certainly is a chemical question.

Mr. Lyon: He does not even know what the

ash is.

Mr. Hackley : He never made any such statement.

The Court: Is the ash the 16 or 17 per cent.?

Mr. Lyon: No.

Mr. Hackley : The question here is, we have some

30 odd per cent, of ash the witness has testified

was present. My question is to determine whether

or not that product was introduced in chemical

active form or whether it was just some form of

dirt, something that would not have any chemical

activity. It is important to have that in the record.

The Court : You may answer.

A. At least a large proportion of that material

was present as a physical constituent of the earthy

material present. That is shown by the difficulty

of removing that lime on extraction with acid. [518]

Mr. Hackley : Q. What would you say, then, with

regard to the chemical activity or chemically active

form, if any, of this earthen substance in the de-
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fendant 's product in the course of its manufacture ?

Mr. Lyon: That is objected to for the same

reason.

The Court : I will allow it.

A. The earthy substances are entirely negative,

chemically, except for possibly the absorptive power.

They have no direct ability to react chemically with

the other substances present in the composition.

Mr. Hackley: Q. You testified, I believe, on

cross-examination that there was a possibility of

some of the product shown on the chart as ash

could have been Fuller's earth. Can you give us

any idea of approximately what proportion of that

was and could have been Fuller's earth, if you

could determine that?

The Court: Did you determine that from your

examination %

A. No, I did not determine that. Judge. But

if I had assumed that all of that material as indi-

cated is Fuller's earth then there could have been

a maximum of about 35 per cent, of Fuller's earth.

The Court: That is purely speculative. It does

not mean very much in the examination of the

witness.

Mr. Hackley: In response to cross-examination

the witness was called upon to make just that as-

sumption and I merely am carrying that forward

to the maximum for a very definite purpose.

A. When I give that answer I am giving the

maximmn amount of Fuller's earth that could be

present on the basis of the analysis.
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Q. Taking the amount of Fuller's earth as the

maximum assumed by you and the amount of nico-

tine found in the product of the defendant, have

you at any time attempted to determine what effect

such a compound with those two ingredients alone

in those proportions would have on a chicken"?

A. Yes, I made a test of such a mixture [519]

of Fuller's earth and nicotine.

Q. Tell us the proportions of the material and

what results you determined upon such a test or

demonstration ?

Mr. Lyon: I think there should be a foundation

laid. We object to any ex parte test of this char-

acter. It is not binding on us. It is not even ad-

missible in evidence.

Mr. Hackley: Their purpose is perfectly obvious

and they are admissible; Mr. Lyon knows that very

well.

The Court: If he insists on a foundation he is

entitled to it.

Mr. Hackley: Q. You made such a test, I believe

you testified, is that correct? A. Yes.

Q. Who was present?

A. Dr. Leake and yourself were present.

Q. That is all—in addition to the chickens, per-

haps? A. That is all.

Q. Continue now with your original answer?

Mr. Lyon: When?
Mr. Hackley: Q. All right, when?

The Court: Sunday afternoon?
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Mr. Hackley : No, this was not Sunday afternoon.

A. Last night about eight o 'clock.

Q. Where'?

A. At the laboratory of Dr. Leake.

Q. Continue now with your original answer.

A. This mixture was administered to a chicken

in an amount such that the quantity of nicotine was

approximately 58 milligrams.

Q. When you say "approximately", how close

to 58 milligrams was if?

A. For calculating purposes it was 58 milligrams.

Q. All right, continue.

A. None of these calculations were carried out

to the third decimal point. When I say approxi-

mately I usually mean that. That was the amount

of nicotine in one [520] dose of the product indi-

cated on the carton of the defendant's material.

Q. Then as I understand you took the amount

of Fuller's earth which is approximately 35 per

cent, that you stated was made up of those items

present in Alexander's product and mixed that with

the nicotine, is that correct ?

A. That is correct.

Q. And administered that product, that combi-

nation, to the chicken? A. That is correct.

Q. And what happened?

A. The chicken was killed.

Q. In what period of time, approximately, mi-

less you have the notes %
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A. In order to tell you the time I must refer to

my notes.

(After recess:)

Mr. Hackley: Q. You have referred period-

ically to toxic substances and during your cross-

examination you referred to nicotine caseinate. Can

you state whether or not nicotine caseinate is a

toxic substance?

A. Nicotine caseinate is a toxic substance.

Q. Hov\^ about nicotine sulphate?

A. Nicotine sulphate is a toxic substance.

Q. Taken from place to place, are the principal

constituent ingredients of Fuller's earth relatively

the same?

A. Well, there are some variances in the analy-

ses, but the general composition is a great deal the

same from place to place, yes.

Q. What are the primary ingredients of Full-

er's earth?

A. The primary ingredients are aluminum sili-

cate. That is nearly always associated with some

iron silicate, both hydrated materials.

The Court: Well, if there is a variance it de-

pends upon where you find it; isn't that true?

A. There is some variance, your Honor, but the

general characteristics of the analyses has those re-

sults. It is always a great deal the same, and there

[521] is nearly always some calcium and mag-

nesium present, usually a larger amount of cal-

cium present than magnesium, and some other al-
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kaline materials in the nature of alkaline mate-

rials, such as sodium potassium, but not present

as active alkalines present in the combined form;

and then there are minor amounts of other ingredi-

ents which have no bearing on the action of the

Fuller's earth.

Mr. Hackley: Q. What is Lloyd's Reagent, as

the term has been used in this case—just a work-

ing definition here.

A. Lloyd's Reagent is merely a form of Fuller's

earth which has been found to have a peculiar ad-

sorbing power for alkalines.

Q. Is Lloyd's Reagent a product, for example,

from Fuller's earth, something of that sort?

A. Well, Lloyd's Reagent is Fuller's earth.

Q. How does it differ in its exact form from

Fuller's earth?

A. Well, it is just a selected Fuller's earth.

Q. A refined Fuller's earth?

A. Yes, that is usually a refined product.

Q. What is Lloyd's Alkaloid Reagent?

A. It is the same thing as Lloyd's Reagent;

the}^ are synonymous terms.

Q. At Transcript p. 165 you were asked if casein

resinate might be formed in a reaction between

abietic acid with resm and casein, and I believe

you conceded that possibility? A. Yes.

Q. Have you any reason to believe that casein

resinate is formed or present in Alexander's prod-
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net, the defendant's product shown on Exhibit 16,

based upon your analysis of the product *?

A. No, I have not any reason to believe it is

present.

Q. Can you state from the standpoint of proba-

bilities whether or not you would expect such a

product to be present or to be formed there?

Mr. Lyon: Objected to on the ground the wit-

ness has not [522] qualified to answer the question.

The Court: Sustained.

Mr. Hackley: I did not get a chance to argue

that objection, your Honor.

The Court: I disposed of it without argument.

He said he did not make any examination. Then

you followed it by asking the probability.

Mr. Hackley: Well, I think there is a very defi-

nite distinction between the two classes of ques-

tion. One is

The Court: First he says he did not make an

examination. Is that true?

The Witness: Not for the specific purpose of

determining

The Court: There you are.

Mr. Hackley: I am asking a hypothetical ques-

tion whether in his opinion such a thing would be

done. That is the basis of an expert of this char-

acter, to give us those hypotheses. We have had

hypothetical question after hypothetical question in

the course of the cross-examination.
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The Court : Well, I will go back to my old method

in the hope that we will get through with this wit-

ness. How many days have you been on the stand?

A. Since Wednesday last, your Honor.

The Court: That is the first real test as an ex

pert

The Witness: Wednesday morning.

Mr. Hackley: He was on two hours and a half

for direct and tw^o days and a half on cross.

The Court: What are the probabilities in his

experience as an expert? That is so remote that

I do not think it can enter into the merits of this

case.

Mr. Hackley : Well, I will waive the question for

the time being. [523]

Q. Did you find any trace of alginic acid or

nicotine alginate in defendant's product?

A. No, I did not.

Q. Where in the Lindstaedt caseinate patent

1772862 did you get your proportion of 85 per cent,

casein, 15 per cent, nicotine upon which you based

your testimony upon that subject?

A. I got them from two places in the patent.

In the first place there is a claim directed specific-

ally to those proportions.

Q. What claim is that; just for the record?

A. It is claim 7.

Q. Read it, please.

A. **As a new composition of matter for the pur-

pose described the product of the reaction of 85
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per cent, or less casein and 15 per cent, or more of

nicotine alkaloid.

Q. You say you got it from some other place in

the patent as well?

A. Well, in the specification Lindstaedt refers

to those proportions. I will have to refer to it be-

fore I can tell you where.

The Court: Call it to his attention if you have

it there.

Mr. Hackley: I don't happen to have it here,

your Honor. So far as that goes, directing atten-

tion to the claim is enough for that answer.

Q. Well, line 85, page 1, is that it?

A. Yes, that is the other place. Do you want

that read?

Q. No, that won't be necessary. The claim fixed

the amount you used, is that correct?

A. Yes.

Q. What is stearic acid?

A. Stearic acid is an acid that is derived from

certain fats, animal fats, by chemically splitting

out the glycerin.

Q. As I recall your testimony, there was a pos-

sibility that nicotine and stearic acid might combine

chemically. A. Correct.

Q. That would be under proper reacting con-

ditions, I assume? A. Yes.

Q. What would be the resultant compound,

what would it be Imown as [524] chemically?
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A. Be known as nicotine salt of stearic acid.

Q. Would it be nicotine stearic

A. Yes, that is it.

Q. Is that term synonymous with the words

"nicotine soap" that were used here this morning?

A. That is one form of nicotine soap.

Q. It is a form of nicotine soap?

A. A form of nicotine soap.

Q. Considerable cross-examination was directed

to a portion of the resinous matter appearing on

the chart Exhibit 16 above the 75 per cent, thereof

appearing as rosin, itself, which I believe you said

was about 30 per cent, of the total mass.

A. That is all I was able to prove on the basis

of my analysis, was a 30 per cent, actual rosin.

Q. What you meant was that out of the 46 per

cent, of resinous material 30 per cent, you identi-

fied as the mixed amount of actual rosin, itself?

A. Yes.

Q. Did I understand from your testimony rosin

is just one of many resins?

A. It is just one of several resinous constituents

that were present in this product.

Q. Rosin is a resin?

The Court: Rosin predominates.

A. Rosin predominates, yes.

Mr. Hackley: Q. Wliat comprises the other 16

or 17 per cent, total of 46.7 per cent, of the total

mass?
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Mr. Lyon: We object to that on the ground the

witness has not been qualified.

The Court: He said he didn't examine it.

Mr. Hackley: No, your Honor.

The Court: Q. Did you? A. No.

Q. What was your testimony?

A. I testiiied that the material was not definite-

ly identified; however, there were some tests made

on it.

Mr. Lyon: He testified, your Honor, right now,

the material was not definitely identified, so how

can he state what it was? [525]

Mr. Hackley: We can find out if he knows.

The Court: It would go to the weight of the

testimony.

Mr. Hackley: Q. Tell us just how far you went

with regard to that other 16 to 17 per cent., and

what you discovered, if anything?

A. Approximately 10 per cent, of that addition-

al 16 to 17 per cent, would be identified, or was

identified as calcium resinate, and the whole mass

of material was identified as organic in character;

a material that would be classified as colloidal ma-

terial, a material of colloidal nature.

Q. Did I understand you to say 10 or 11 per

cent, of calcium resinate? A. Yes.

Q. What do you mean by 10 or 11 per cent.?

Do you mean 10 or 11 per cent, of the 46 per cent.,

or ihe total mass of 100?
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A. I mean the total mass, substantially 10 per

cent.

Q. In other words, in rosin and calcium resinate

you account for, your figures were 40 to 41 per cent,

of the 46 per cent, of total resinous material; is

that correct?

Mr. Lyon: Object to that as leading.

Mr. Hackley : It may be leading, but it is a sum-

mary. The witness has just said as to what he

arrived at. We have the record complete.

The Court: The witness may answer.

A. That is correct.

Mr. Hackley: Q. What can you say about the

other 5 per cent.?

A. Well, it is a material that is dispersible in

a weak caustic soda, which is a characteristic of an

acid colloid.

Q. You classed it as an acid colloid?

A. I classed it as a substance of colloidal na-

ture.

Q. Then will you tell me upon the basis of your

finding, a finding of colloidal substance 57.9 per

cent, in Exhibit 14, sample 1, [526] is correct for

the total colloidal substance as resinous material

or proteins that you found in this product?

A. That is correct.

Mr. Lyon: We object to that, your Honor.

Mr. Hackley: It is a summary, your Honor.

The Court: I will allow it.



498 Farmers' Coop. Exchange, Inc.

(Testimony of William D. Ramage.)

Mr. Hackley: Q. Do I understand—and you

can correct me if I am wrong—that the same an-

swer which you have given in the last series of

questions were directed to sample 2, Exhibit 15

and sample 3, Exhibit 7?

A. That is correct.

Q. Now, state whether or not in your last tes-

timony you have accounted for the total amount

of resinous material and total colloidal substance

as shown on the chart as resinous material and pro-

tein in the three samples analyzed?

A. Yes, I have.

Q. Did you find any molasses in the defendant's

product? A. No, I did not.

Q. Did you find any evidence of it?

A. No, I did not.

Q. Can you state whether or not one skilled in

the art, as you have used that term and understand

it, apparently, would have any difficulty in making

Alexander's product, defendant's product, by fol-

lowing the Lindstaedt patent in suit?

Mr. Lyon: That is objected to as not redirect

examination.

Mr. Hackley: It is certainly within the scope of

the direct examination.

The Court : I will allow it.

Mr. Lyon: And further, I object to it as assum-

ing something about the composition that this wit-

ness has not been able to testify to, he don't know

what it is yet.
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Mr. Hackley: That is the whole story about this

product, he accounted for it down to the last 1 per

cent.

Mr. Lyon: I think the testimony shows that

there was about 70 [527] per cent, which he has

not identified and does not know what it is.

The Court: I will allow the question.

A. It is my belief that a product of the exact

character, as far as function is concerned, as the

defendant's product, could be made from the teach-

ings of the Lindstaedt patent,

b Mr. Hackley: Q. As far as the function is con-

cerned—withdraw that.

Mr. Lyon: I move to strike that, *'as far as the

function is concerned.'' The witness is not quali-

fied.

Mr. Hackley: The function was stricken some-

time ago.

Mr. Lyon: I am speaking of his answer about

the function of it.

The Court: Read the answer.

(Answer repeated by the reporter.)

Mr. Lyon: I move to strike it on the ground

that the witness is not qualified to say anything at

all about the fimction.

Mr. Hackley: If your Honor please, that was

the subject of the entire cross-examination. Mr.

Lyon referred to function. I think that is per-

fectly clear. I cannot see any doubt of it.
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The Court: I will allow it to stand.

Mr. Hackley: No further redirect examina-

tion.

Recross Examination

Mr. Lyon: Q. You said that Lloyd's Alkaloidal

Reagent is a selected Fuller's earth"?

A. That is correct.

Q. It is selected for its colloidal absorptive

powers, is it not?

A. That is my understanding.

Q. And Fuller's earths differ with respect to

the colloidal absorption power, don't they*?

A. That is correct.

Q. Some may have very little colloidal power

and some great colloidal holding power: isn't that

true'? A. That is true. [528]

Q. Did you ever try, from the disclosure of the

Lindstaedt patent in suit to make a product like

the Alexander product?

A. No, I never have.

ISfr. Lyon: I think, your Honor, that is all.
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These are appeals from the District Court of the North-

ern District of Cahfornia in two suits involving alleged

infringement of United States Letters Patent. The two

suits were consolidated for trial in the District Court

[I. - 117*]. The two appeals come before this court to be

heard upon a single record [III. -1175]. The District

Court sustained the patents in suit and held infringement.

Defendant appealed. Herein we shall refer to the parties

as plaintiffs and defendant, as in the court below. No
question of pleading is involved.

*Herein the Roman numeral refers to the vohmie of the record, fol-

lowed by the page number.
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Jurisdiction.

No question of jurisdiction of either the District Court

or of this Court is involved. The controversies are ones

arising under the patent laws, of which the District Court

has original jurisdiction (Judicial Code, Sec. 24, and the

Declaratory Relief Act, Judicial Code, §274d ; 28 U. S. C. A.

§400). Defendant was properly sued in the district of its

incorporation and inhabitancy. The appealed judgments

or interlocutory decrees were entered ^^m 16, 1939 [I-

137-41; 188-192]. Notices of appeal were filed "f^^^^,

{^^1939 [I. -192, 193] (within thirty days thereafter)

(Judicial Code, Sec. 129).

Statement of the Case.

On January 20, 1938, plaintiffs filed their Amended

Complaint in Equity cause 4090-R [I. -9-16] alleging the

grant of Lindstaedt patent No. 2,036,638, April 7, 1936;

plaintiffs' title thereto; and infringement thereof. On
January 20, 1938, defendant filed its Answer and Cross-

Complaint or Counterclaim [I. -16-58]. In answer to

plaintiffs' complaint, defendant pleaded divers defenses

as to validity and non-infringement of the Lindstaedt

patent and for cross-complaint or counterclaim under the

Declaratory Judgment Statute pleaded the grant and

issuance of the Turnbow patent No. 2,091,840, August

31, 1937; the ownership thereof by plaintiffs; threatened

suit thereon by plaintiffs against defendant; that said

Turnbow patent was invalid upon divers grounds; and

non-infringement thereof by defendant. On February

14, 1938, plaintiffs filed their Answer to said Cross-

Complaint or Counterclaim [L- 58-66]. The case was

thereupon set for trial and coming on for trial on Novem-

ber 30, 1938, plaintiff's having, on November 25, 1938, filed
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the second suit Civil Action No. 21067-R alleging the

grant and ownership of said Turnbow patent and alleged

infringement thereof [L -142-9], and on November 30,

1938, defendant having filed its Answer [I. -149-69] in

said Civil Action, the District Court ordered a consoHda-

tion of the said suits for trial [I. - 117]. The original suit

by the Complaint, the Answer and Counterclaim, presented

the issues of validity and infringement of the Lindstaedt

patent and by defendant's Cross-Complaint or Counter-

claim and plaintiffs' Answer the issues of infringement

and validity of the Turnbow patent. The second action

only repeated the issues of defendant's Counterclaim in

the first suit.

The District Court adjudged the Lindstaedt patent

valid and infringed as to claims 2, 3, 6, 8, 11 and 12

[1-139-141] and the Turnbow patent valid and infringed

as to claims 1, 2 and 7 [I. - 188-192]. In both cases the

Decree provided for an injunction against defendant mak-

ing, using or selling any product in infringement. The

appeals herein are from the grant of said injunctions

(Judicial Code §129).

The Lindstaedt patent is entitled "Parasiticide'' and

"relates to toxic substances, and particularly to parasiti-

cides for internal use in animals, such as dogs, chickens

and cattle' [IV. - 1200, col. 1, 11. 1-3]. The patent states

that the alleged invention "has for its chief object the

preparation of a parasiticide which may be administered

internally, and which will effectively destroy or cause an

expulsion of parasites such as round worms, without de-

stroying the life of the animal" [Id., col. 1, 11. 4-9]. The

alleged invention is based upon the hypothesis that

"Alkaloidal substances such as nicotine, coniine, or their



salts such as the sulphates, in sufficient quantity, are effec-

tive for destroying parasites such as round worms in

animals." [Id., col. 1, 11. 20-23.] That 'Tf any of these

substances are administered alone, it has been found that

quantities thereof sufficient to destroy the parasites will

also destroy the life of the animal." \Id., 11. 23-27.] The

patent states that "For example, 5 to 10 milligrams of an

alkaloidal substance, such as pure nicotine or nicotine

sulphate, is a lethal dose when placed in the mouth of a

chicken. Quantities less than this amount are not efficient

for the destruction of the parasites. In view of this, the

use of these compounds alone is impractical." [Id., 11. 27-

33.] The patent then states that the alleged invention

''comprises a toxic substance such as an alkaloidal sub-

stance, in quantity sufficient to destroy internal parasites,

and a substance which protects against the effect of a

normally lethal dose of the toxic substance." [Id., 11. 36-

40.] The patent then states: 'T have found a number of

the latter substances which are suitable for the purposes

described." [Id., 11. 40-42.] It sets forth that the

invention "comprises the product resulting from the com-

bination of an alkaloidal substance such as coniine, nico-

tine, or their salts such as the sulphates or nitrates, and

an organic substance of colloidal nature." [Id., col. 2, 11.

2-6] ; and in column 2, lines 5 to 23, sets forth numerous

colloidal substances which may be used to protect "against

the effect of a normally lethal dose of the toxic sub-

stance". Each of these named colloidal substances are

by the patent equivalents, - i. c, may be selected for such

use at the option of the user, "In preparing the parasiti-

cide, it is preferred to form approximately one gram

pellets, containing 70 to 80 milligrams of any of the

described alkaloidal substances and about 900 to 1000
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milligrams of any of the described substances of colloidal

nature." (Emphasis supplied.) [Id., p. 1, col. 2, 11. 24-29.]

Thus the patent teaches a proportion of 1 part of alkaloidal

substance to approximately lO-p to 15— parts of holding,

or colloidal substance (70 to 1000 or 80 to 900). As

optional for a mixture of toxic and colloidal substances

compressed into a pellet, Lindstaedt describes as an

equivalent enclosing a dose of nicotine (lethal to chickens -

70 to 80 mg.) in a gelatine capsule. [Id., p. 2, col. 1, 11.

36-40.]

The patent teaches that the colloidal substance is used

as a holding means or carrier for the alkaloidal substance.

That there is no true chemical combination of the two

substances. "The product resulting from the combination

of a colloid with an alkaloid is chiefly an adsorption

and/or absorption product of the alkaloidal substance by

the substance of colloidal nature. In this condition the

toxic substance cannot pass through the semi-permeable

lining of the stomach and into the system. In the claims

the phrase 'colloidally held' is used to mean 'absorbed

and/or adsorbed'." [Id., p. 1, col. 2, 1. 54, to p. 2, 1. 7.]

The alkaloidal and ground colloidal substances are

thoroughly intermingled and, instead of being left in the

finely divided state, are compressed into pellets. The

patent states the composition "may be prepared by thor-

oughly mixing, in a large batch, suitable quantities of the

alkaloidal substance and the finely divided substance of

colloidal nature; drying at a moderate temperature in-

sufficient to cause excessive volatilization of the alkaloidal

substances, but sufficient to cause loss of excess moisture;

and, after the mass has dried and the substances uniformly

distributed, compressing portions thereof in approximately

one gram pellets by any suitable or known means." [Em-
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phasis supplied; Id., p. 1, col. 2, 11. 29-39.] Therefore,

the patent teaches after the compound has been made to

then compress portions thereof into pellets, although an

equivalent thereof is described as placing a lethal dose

of alkaloidal substance in a gelatine capsule [Id., p. 2, 11.

33-40].

The Turnbow patent discloses as the toxic or alkaloidal

substances nicotine, nicotine sulphate and kamala [IV. -

1204, col. 1, 11. 44-46]. Turnbow's sole holding agent or

colloidal substance is agar-agar. When agar-agar is so

used, the agar-agar is mixed with water to form a colloidal

solution and while hot the toxic or alkaloidal substance is

added [IV. - 1203, col. 2, 11. 39-46]. "While the entire

mixture is still hot it is cast into moulds and allowed to

cool and set." [Id., 11. 51-53.] The two gram particles are

then dried "until it has been reduced to one-half of its

original size. * * * gf ^j^g proper size for administer-

ing in doses." [IV. - 1204, col. 1, 11. 9-12.] This "proper

size", i. e., one gram particles, is the finely divided condi-

tion referred to in the Turnbow patent claims. Turnbow

described an alternative procedure, /. e., instead of reduc-

ing the jellied material, the two gram particles, before

drying, such material "may be chopped up into com-

paratively small particles and dried, or it may be dried and

then ground to the size particles desired." [IV. - 1204,

col. 1, 11. 15-17.] It is inconceivable that anyone would

deny it was within the most ordinary skill of a workman

skilled in the art to reduce the size of a material by

grinding. This is a common expedient in pharmacies, -

ordinary drug store practice. It is defendant's position

that this Turnbow patent discloses nothing amounting

to invention over the Lindstaedt patent. The applica-

tions for both of said patents were copending in the
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Patent Office. An interference proceeding was instituted

to determine priority. Turnbow conceded priority of in-

vention to Lindstaedt and judgment of priority was

entered accordingly (Plffs. Ex. 3 -A). Turnbow pur-

chased Lindstaedt's invention and patent. Turnbow's

formal acknowledgment that, and the judgment of priority

that, Lindstaedt was the prior inventor establishes all that

is described within the Lindstaedt patent as prior knowl-

edge, prior invention, and in these senses anticipatory prior

art, to Turnbow's alleged invention.

Defendant is a cooperative farmers' exchange. It pur-

chased and sold to its members a parasiticide known as

''Alexander & Son's Kon-Trold Nicotine". The only

evidence in the record, respecting the composition of this

product, is the representations contained upon the labels

on the cartons containing the product. (See Plaintiffs'

Exhibits 7, 12, 13, and the testimony of plaintiffs' expert

Ramage respecting chemical analyses made by him of such

product and his deductions from such analyses, and Dr.

Leake's testimony that Ramage found in defendant's

product substances "in the proportions of 10 parts rosin,

7 parts fuller's earth, 2 of casein and 1 of nicotine"

[III. -1093].) Such label contains: "Active ingredients

'Kon-Trold' Nicotine equivalent to Nicotine Alkaloid

5%/^ Inert 95%" (Front panel) and "Kon-Trold Nico-

tine is made by a special process which houses the 40%
Nicotine solution in a chemical compound that controls

the release of the Nicotine, so that it can be given to

*Plaintiffs' expert Ramage testifies that as a result of chemical analysis
he found 4.2% nicotine in defendant's product [I. -250].



poultry with no toxic reaction on the birds. Kon-Trold

Nicotine is not liberated in crop or gizzard of the bird,

but is released full strength by the alkaline digestive

juices in the intestines" (Rear panel). In other words,

this product contains 5% of toxic or alkaloidal substance

and 95% of holding substance, - 1 part to 20 plus parts

;

while Lindstaedt's patent teaches a proportion of 1 part

of alkaloidal substance to approximately 10 plus to 15

minus parts of holding or colloidal substance.* The

materiality of this difference will become more apparent

and of greater importance when we come to consider the

prior patent to Lloyd No. 1,250,331 [IV. - 1520 - Defts.

Ex. YY]**, which provides for a ratio of 1 part of nico-

tine to 20 parts of colloidal substance. The alleged

infringing compound follows the prior knowledge of this

Lloyd patent in providing a compound in which nicotine

is 5% thereof and 95% thereof is "inert", /. c, holding

colloidal substance. This alleged infringing product is

not a pellet, but is in a finely divided state, /. c, granules,

varying from powder to the size of a common pin-head

(Plffs. Ex.'s 7, 12, 13). Said Lloyd patent in 1917 gave

public knowledge of producing an "alkaloidal compound"

having the proportions of "1 part of nicotine to 20 parts

of magnesium silicate" (no filler is used) and made public

*Plaintiffs' expert Ramage testifies that when a filler is used [patent,

p. 1, lines 43-53] the nicotine varies from 6.4% to 8.2%, ihc colloid from

91.8% to 93.3%, the remainder the filler [I. -264].

**This Lloyd patent was not cited or considered by the Patent Office in

examining either the application for the Lindstaedt or the Turnbow patent.

The prima facie presumption of validity is thus overcome (Mettler v. Pea-

body Eng. Corp., 77 F. (2d) 56, 58 -C. C. A. 9).



—9—

knowledge (which is paraphrased in the above second

quotation from the label of defendant's product), that

such a compound would not have toxic effect. This Lloyd

patent explains the principle involved and made use of. -

"The contents of the stomach are usually slightly acid,

whereas the intestines are slightly alkaline. Hence the

alkaloidal compounds of my invention will pass through

the stomach, without the alkaloids or alkaloidal salts being-

dissolved, and in the intestines the alkaloids or alkaloidal

salts will be dissociated." [IV. - 1520, lines 21-28.] This

is the identical principle upon which both Lindstaedt and

Turnbow base their product [I. -419]. Plaintiffs' expert

Ramage summarizes this Lindstaedt patent: "The patent

teaches the use of a toxic substance in quantities greater

than the normal lethal dose, combined with a colloidal

holding agent to prevent the toxic action and permit

the administration of a much larger quantity of the toxic

substance than would be possible if the colloidal holding

agent were not present; in fact, the quantity of toxic sub-

stance approximating ten times the normal lethal dose can

be administered when following the teachings of the patent,

without killing the chicken" [L - 267]. It cannot be denied

that the Lloyd patent discloses every iota of this teaching.

The fact that defendant's product embodies such a toxic

substance (nicotine) in quantities greater than the normal

lethal dose, mixed with a colloidal holding agent to carry

the toxic substance through the stomach and into the

intestines, does not show defendant's product has appro-

priated any novel principle, newly discovered by Lind-
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staedt. On the contrary, defendant's product only utilizes

the public knowledge so made public by the Lloyd patent.

There is no denying that magnesium silicate is a colloidal

substance [II. - 811, I. - 340, I. - 395]. There is no deny-

ing that nicotine is carried or controlled by magnesium

silicate. There is no denying that the principle involved

is "adsorption and/or absorption" of the nicotine by the

magnesium silicate (colloid). Other publically known

compounds anticipating in whole or part both the Lind-

staedt and the Turnbow patents were introduced in

evidence.

Appellant's attorneys are advised for the first time,

while preparing this Brief, that the District Court pre-

pared and filed a "Memorandum Opinion". This has been

omitted from the printed record in this case. A certified

copy thereof has been filed with the Clerk of this Court

and this Memorandum Opinion is printed in the Appendix.

A reference thereto will scarcely aid this Court in deter-

mining the reasoning of the District Court upon the issues

of this litigation. Upon the filing of such Memorandum

Opinion, Minute Orders were entered that a Writ of

Injunction issue and a Decree be entered "upon the Find-

ings of Fact and Conclusions of Law to be prepared by

the attorneys for the plaintiffs pursuant to Rule 42 of

this court" [I. -170 and I. -118]. Such Findings of

Fact and Conclusions of Law so prepared by the plain-

tiffs' attorneys and signed by the District Court are the

only indicia of the reasoning of the District Court.
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The Questions Involved.

The questions or issues involved in these appeals and

requiring consideration and determination by this Court

may be stated as

:

1. Is the Lindstaedt patent valid; particularly is

either claim 2, 3, 6, 8, 11, or 12, thereof, valid?

This involves issues of anticipation and want of inven-

tion predicated upon prior patents and printed publications,

respecting which there is no dispute as to their priority

in time; and predicated upon prior public use, dependent

upon both record and oral evidence.

2. Is the Turnbow patent valid; particularly is

either claim 1, 2, or 7, thereof, valid?

This question involves similar issues predicated upon

proofs of the character just referred to respecting the

first question and also the fact that the Turnbow patent

and these claims thereof are anticipated by the admitted

and adjudged prior invention thereof by Lindstaedt as

disclosed in said Lindstaedt patent.

3. Is either claim 2, 3, 6, 8, 11, or 12, of Lind-

staedt patent or claim 1, 2, or 7, of the Turnbow

patent infringed by the product "Alexander & Son's

Kon-Trold Nicotine" sold by defendant?

4. Are each of the respective Findings numbered

10 to 21, both inclusive; 24 to 30, both inclusive;

35 to 43, both inclusive; in the case 4090-R [I. - 121-
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131] ; and numbered 10 to 28, both inclusive; and 31

to 39, both inclusive, in the case 21067-R [I. - 174-

182] ; contrary to and unsupported by the evidence,

and insufficient to determine any of the issues of

validity or infringement of either the Lindstaedt or

Turnbow patent?

5. Is the Lindstaedt patent No. 2,036,638 void

because anticipated by the prior Lindstaedt patents

Nos. 1,776,862, 2,007,721 and 2,007,722 [IV. - 1332-

1341] (Defendant's Exhibits H, I and J, respect-

ively), and does it constitute double patenting of the

subject-matter of either of these three prior Lind-

staedt patents ?

6. Are the Lindstaedt and Turnbow patents void

for insufficiency and uncertainty of description?

7. Are the claims of the Lindstaedt patent void

for indefiniteness and because they seek to cover the

function or effect of the composition of matter and

do not specify the proportions of the ingredients?
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The Lindstaedt and Turnbow Alleged Inventions.

The sole substantial difference between the Lindstaedt

and Turnbow patents as disclosing- invention is that Lind-

staedt teaches mixing an alkaloidal substance (nicotine or

kamala) with a colloidal substance and then compressing

the mixture into tablets, while Turnbow stops short of

compressing the mixture and specifically refers to grind-

ing the mixture "to the size particle desired" [IV. - 1204,

1. 17]. It is therefore believed repetition will be avoided

by considering together the disclosures of these two

patents, bearing in mind that it is a well-established

principle that the changed form of an article, from its

condition in bulk to small particles, by breaking, bruising,

slicing, rasping, filing, grinding, sifting or other mechani-

cal means, does not make it a new article, in the sense of

the patent law. (Milligan and Higgius Glue Co. v.

Upton, 97 U. S. 3: Sanitas Nut Food Co. v. Voigt, 139

Fed. 551, 553 (C. C. A. 6); Corona Chemical Co. v.

Latimer Chemical Co., 240 Fed. 423.)

In limine, we call the Court's particular attention to the

fact that although the record herein discloses that the

plaintiffs tried and submitted these cases upon the theory

that the Lindstaedt and Turnbow patents and inventions

related solely or peculiarly to a parasiticide or vermifuge

for fozvls or chickens, such is not the fact. While the

record is replete with an alleged history of the use of

parasiticides to remove round worms from fowls, neither

of these patents is limited to any such use of the com-

position of matter or article asserted to be covered thereby.

The Lindstaedt patent states the alleged invention "relates

to toxic substances, and particularly to parasiticides for

internal use in animals, such as dogs, chickens and cattle"

[IV. - 1200, 11. 1-3].
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Similarly, the Turnbow patent states that the invention

"relates to improvements in vermifuge preparations and

has to do more particularly with a compound for the eradi-

cation of worms from the intestinal tracts of animals"

[IV. -1203, 11. 1-5]. That there was not even an inten-

tion to limit the claim of invention to a parasiticide

specially adapted for use with chickens or fowls is further

emphasized in the Lindstaedt patent in 1. 11, p. 1 [IV.-

1200] : "will not cause serious illness in the animal after

being administered". Neither of the claims of the Lind-

staedt or Turnbow patents adjudged infringed in any

manner refer to fowls or chickens. None of the claims

in suit evidence any assertion that it required invention

to use the claimed product for fowls over its use for

dogs or cattle, or that any problem existed in its use for

fowls which problem did not exist in its use for dogs

or cattle. Nor does either the Lindstaedt or Turnbow

patent distinctly point out or claim anything wherein or

whereby the product is more efficient for one or the other

or anything that peculiarly adapts it for use with fowls.

If there could be any virtue of patentable novelty in the

use of the claimed article when used for fowls or chickens

over its use for animals, "such as dogs" or "cattle", this is

immaterial to the validity of the patent, the claims of

which are not so restricted. As said in Morton v. New
York Eye Infirmary Co., Fed. Cas. 9865, "Neither the

natural functions of an animal upon which or through

which it may be designed to operate * * * can form

any essential part(s) of the combination". The claimed

product is the same regardless of its use and here we

deal with patents for a product. If the invention existed

in a treatment of fowls, that is not the invention patented,

which is a parasiticide or vermifuge,—which is a patented

entity without regard to its use. At no place in the
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description or in the claims in issue of either the Lind-

staedt or Turnbow patents is there any reference to a

particular use of the claimed parasiticide with fowls alone

except Lindstaedt patent p. 1, 11. 47-50 [IV. -1200], and

here the statement is simply that: "As an example 70 to

80 milligrams of alkaloidal substance may be administered

in this fashion to a chicken, without destroying" its life."

Lindstaedt and Turnbow Patents.

These patents are granted for a product and not for

a method of making them or for a method of using. The

Lindstaedt product is a mixture of an alkaloidal substance

and a colloidal substance. Lindstaedt mentions only three

alkaloidal substances,—nicotine, coniine (and their salts)

and kamala. His specification asserts that an "organic

substance of colloidal nature" may be used [IV. -1200,

col. 2, 11. 5-6] and names as equivalents proteins, gums,

rosins, powdered starch and powdered soap [id., 14-23],

including agar-agar. Turnbow's disclosure is limited to

nicotine as the toxic substance and to agar-agar as a

holding substance. Lindstaedt claims 2 and 11 are not

even limited to alkaloidal substances, but assert and

include any toxic substance and are broader than the

specification and invalid for this reason. These claims

call for a medicinal compound or parasiticide comprising a

toxic substance in quantity greater than the normal lethal

dose and a colloidal substance for colloidally holding the

toxic substance to protect against the lethal effect of

such dose. The only mention in the patent of what is a

lethal dose is on page 1, 11. 27-30, and this is limited to

"a lethal dose when placed in the mouth of a chicken".

What would be a lethal dose for a dog, or a cow, or a

horse, is not mentioned, yet the patent asserts that the
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invention relates to toxic substances for "internal use in

animals," and includes in the class "animals" dogs and

cattle, and the claims are coextensive with the specifica-

tion. They do not even assume the compound is to be

used solely for chickens or that there would be or is any

patentable invention or difference in such a compound

peculiarly adapted for use with chickens. If there be such

a special composition of ingredients as to adapt the product

for use with fowl over its use with animals generally as

to constitute invention, it was the duty of the inventor,

in compliance with the Statute, R. S. U. S. 4888, not only

to have fully described and set forth the specific ingredients

and proportions but to claim such proportion of ingredients

so as to claim distinctly in the patent claim such patentable

invention or difference. This is totally absent in the Lind-

staedt and Turnbow patents. Therefore, an attempt to

limit the claims to a proportion of ingredients having

peculiar efficacy or adaptation for fowls renders these

patents void for insufficiency of description.

"But when the specification of a new composition

of matter gives only the names of the substances

which are to be mixed together, without stating any

relative proportion, undoubtedly it would he the duty

of the court to declare the patent to be void. And the

same rule would prevail where it was apparent that

the proportions were stated ambiguously and vaguely.

For in such cases it woidd be evident on the face of

the specification, that no one could use the invention

without first ascertaining, by experiment, the exact

proportion of the different ingredients required to

produce the result intended to he obtained. * * *

And if, from the nature and character of the in-
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gredients to he used, they are not susceptible of

such exact description, the inventor is not entitled

to a patent." (Emphasis supplied.)

Wood V. Underhill, 5 How. 1.

Cf. General Electric Co. v. Wabash, 304 U. S.

364, 369; Preston v. Manard, 116 U. S.

661; Germer Stove Co. v. Art Stove Co.,

150 Fed. 141 at 145; National Theatre

Supply Co. V. Da-Lite Screen Co., 86

Fed. (2d) 454, 455.

As said in American Lava Co. v. Steward, 155 Fed.

731, 736:

"We think it may be affirmed as a rule resting upon

the fundamental principles of patent law that, where

the essence of the invention is the location, form,

size, or any other characteristic of the means em-

ployed, the patentee must distinctly specify the pecu-

liarities in which his invention is to be found."

Cf. Standard Brands, Inc., v. National Grain

Yeast Corp., U. S. Sup. Ct., November 6,

1939, unreported, 43 U. S. P. Q. 202, 203.

There can be no denial that the Lloyd patent No.

1,250,331, Defendant's Exhibit YY [IV. -1520] not

only describes the medical principle upon which such a

medicinal compound or parasiticide works but also dis-

closes such compound. Inasmuch as a patent is addressed

to one skilled in the art, the Lloyd patent discloses that

the colloidal substance protects or holds the toxic sub-

stance by the adsorption or absorption of the toxic sub-

stance by the colloidal substance.* Whatever amount

*Sce testimony Plaintiff's expert Ramage I. -318-319; 424-5; 428 that

alkaloids are held by the snbstance of acid colloidal character is a matter
of general chemical knowledge, etc.
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of toxic substance or alkaloidal substance is a lethal dose

for the particular animal is protected or held, in the

manner and sense of the Lindstaedt patent, by mixing

the toxic or alkaloidal substance in the proportion of

1 to 20 of the colloidal substance. Neither the Lind-

staedt patent nor the Turnbow patent discloses any dis-

covery of any new proportions of toxic or alkaloidal sub-

stance to colloidal substance. Unless the Turnbow patent

is limited to a particular colloidal substance:- "agar-

agar" (not a new discovery, not novel because known and

used in the prior Lindstaedt invention), or is distinguished

by finely comminuting the mixture (not invention as we

have heretofore pointed out), Turnbow's product is also

merely a mixture of an alkaloid and a colloid and the

Turnbow patent is void as anticipated by Lindstaedt's

prior invention thereof, as conclusively established by

Lindstaedt's application for patent, (Alexander Milhurn

Co. V. Davis-Bournonville Co., 270 U. S. 390, 70 L. Ed.

651).* While it might be asserted that it might be an

advantage to more finely comminute the mixture when

used for chickens than for other animals, such as dogs or

cattle, the patent does not disclose any degree of com-

minution which is critical, even for use with chickens.

The only advantage of such comminution when the com-

pound is to be used for chickens is to accommodate it

more readily to the mouth and throat size of the chicken.

In more finely divided state it may be mixed with the

chicken-mash feed and thus readily fed to a chicken. The

*The Patent Office Examiner recognized that Lindstaedt's product was

"finely divided". This is conclusively shown by reference to the notice or

declaration of interference (Pltfs. Ex. 4, paper 17, Turnbow file wrapper),

wherein Turnbow's claims upon a "finely divided" composition are held in

interference with the Lindstaedt application. That Lindstaedt subsequently

presses his into pellets docs not affect this holding.
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Turnbow patent, however, makes no mention of this and

only refers to a one-gram size,—not to fine division,

partly powder, as is defendant's product. "Finely divided"

is a very indefinite term, used in this Turnbow patent,

to dififerentiate over Lindstaedt's described product. Yet

Turnbow's "finely divided" product is "one-half of its

original size" [IV. -1204, 1. 10], /". e., one-half of the

two-gram particle [1. 8]. If the Turnbow patent be

limited within the limits of particle size therein prescribed,

defendant's product does not infringe. Defendant's product

is not of one-gram size. Nor is plaintiffs' product,—except

its one-gram pellet. Plaintiffs make both a powder and a

pellet. It is in very fine granules and powder, comparable

to defendant's product as in Defendant's Exhibits 7, 12

and 13. Said Lloyd patent discloses such a mixture or

product and sets forth the very principle involved in its

use. Neither Lindstaedt nor Turnbow was the discoverer

that by mixing a toxic substance and an alkaloid (nico-

tine) with a colloid (/. e., magnesium silicate or Fuller's

earth), a product was formed whereby the alkaloid "will

pass through the stomach, without the alkaloids or alka-

loidal salts being dissolved and in the intestines the alka-

loids or alkaloidal salts will be dissociated" [Lloyd patent,

IV. -1520, lines 24-28].

In the District Court plaintiffs contended that the Turn-

bow patent disclosed invention because the finely divided

condition of the product adapted it for mixing with

chicken-mash. That this avoided the difficulties encoun-

tered in feeding pellets to chickens. Plaintiffs did not

contend that this made a different product, but merely

that it was more available for a particular manner of

use. The Turnbow patent makes no reference to this.

Plaintiffs' expert Ramage, on cross-examination, inter-
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rogated as to his understanding of "finely divided condi-

tion" as used in the Turnbow patent, testified, " 'compara-

tively small particles,' which would indicate that you have

definite particles rather than dust, and that they are

considerably smaller than a pellet. * * * /i^ pellet

ordinarily administered would be 1 or 2 gram size" [11.

-

534]. "I would say the pellets would be from one-eighth

to a one-quarter inch in thickness, and from a quarter to

a half an inch in diameter, something of that kind." [Id.

534-35.] ''You could not set mathematically the limits from

the information given here. The pellet would be a ma-

terial that would be adapted to administration in a single

dose to give the necessary action as a parasiticide, A
finely-divided product would be a product which would

be mixed with the feed which the chicken would eat."

"Q.—About the size of a grain of corn or wheat? A.

—

Grain of wheat or smaller. Q.—Not the size of a grain

of corn? A.—Not the size of a grain of corn, I would

not say. I think that would be too large a material, be-

cause the chickens do not ordinarily eat particles that big."

[Id., 536.]

The smallest size mentioned in the Turnbow patent is

one-half of a two gram particle when dried. Ramage says

chickens do not ordinarily eat particles as big as a grain

of corn. He says a one gram pellet would be of substan-

tially the size of a grain of corn. Bearing in mind that

there is no mention in the Turnbow patent of grinding

the product to such a fineness that it may be conveniently

intermingled with chicken-mash, and thus made more

readily available to the chicken's eating, it is clearly an

interpolation into the Turnbow patent to read thereinto
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such a comminution as plaintiffs use in their product.

We are not here deaHng with the question whether such

a comminution would be obvious. If obvious, it did not

amount to invention. With such a paucity of description,

there is no justification for reading into the Turnbow

patent a critical degree of comminution and predicating

invention thereon because such critical degree has an

added utility in that the product was thereby adapted to a

particular manner of feeding to chickens, a method of

feeding not even suggested in the Turnbow patent. This

would violate the explicit requirements of the patent law

(R.S.U.S. 4888) that the applicant for a patent "particu-

larly point out and distinctly claim the part, improvement,

or combination which he claims as his invention or dis-

covery." General Electric Co. v. Wabash, 304 U. S. 364,

369; Preston v. Manard, 116 U. S. 661 ; National Theatre

Supply Co. V. Da-Lite Screen Co., 86 Fed. (2d) 454,

455. It was common knowledge and ordinary skill to

grind the product to the degree desired in use, and the

degree of comminution cannot be invention. When we are

considering the validity of the Turnbow patent, plaintiffs'

contention made in the District Court, (probably to be

repeated in this Court), that Turnbow's comminution was

of special advantage in feeding chickens, cannot be sus-

tained without destroying the Turnbow patent. We sub-

mit the correct determination of this issue of comminu-

tion is that it was within ordinary knowledge and skill

to so finely divide a medical preparation or a food as to

adapt it for consumption in the desired manner.
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Defendant's Product.

The District Court did not determine the components

of defendant's product or the principle upon which such

components are combined,—whether the nicotine is chemi-

cally combined with the other substances or merely held

by absorption or absorption. The District Court merely

found that defendant's product "is a parasiticide for in-

ternal use comprising a toxic substance, nicotine or one

of its salts, in quantity greater than a normal lethal dose,

and a colloidal substance such as rosin, casein, fuller's

earth or their equivalent, for colloidally holding the toxic

substance to protect against the lethal effect of such dose."

[finding 33 - I. 128 and finding 31 - I. 180] ; that "by.

analysis was shown to contain approximately 4 to 5 per-

cent nicotine and approximately 60 percent colloidal sub-

stances including resinous matter and proteinous matter

in addition to approximately 30 percent of inorganic sub-

stances and other incidental ingredients making up the

whole" [finding 34-1. 128, and finding 32-1. 180].

Findings 35 [I. -128] and 33 [I. -184] simply repeat

Ramage's qualitative and quantitative chemical analyses as

set forth in Plaintiffs' Exhibit 16-A [IV. -1218]. In

the second or civil action upon the Turnbow patent, these

findings are amplified to the extent that defendant's prod-

uct was determined to be in finely divided form. These

are the only findings respecting the substances or pro-

portions of substances of which defendant's product is

composed. There is no finding as to whether the nicotine

is chemically combined with the other substances. The

District Court's findings are insufficient to determine the

issues of infringement, and are equally insufficient to de-

termine whether or not defendant's product is substantially

the medical product of the expired Lloyd patent 1,250,331

;
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nor do such findings determine that any invention distin-

guishing Lloyd's product from Lindstaedt's or Turnbow's

has been embodied in defendant's product. The substan-

tial issues of the case are not covered by the District

Court's findings of fact.

Although Ramage testifies that defendant's product con-

tains some of the colloidal substances specifically named

in the Lindstaedt patent, proof is entirely lacking that

such substances are in a colloidally active state in defend-

ant's product. Ramage testified that although chicken

mash contains substantially all of the colloidal materials

mentioned in the Lindstaedt patent, such a composition

would not hold nicotine in the Lindstaedt patent manner;

that in chicken mash these substances were combined with

the cellulose structure of the mash and therefore not col-

loidally active to hold nicotine; that mechanically splitting

or dividing the substances of such mash would not change

this chemical status and give it holding power for nicotine

[L-314]. Upon what theory then can Ramage justify

an assumption that constituents of defendant's product

were colloidal materials and colloidally active therein f A
quantitative and qualitative analysis indicates only the

substances as chemical agents and the recovered quantities

thereof. The manner in which they were mixed or com-

bined is not indicated thereby. This must be ascertained

from some other source. The inconsistency and unrelia-

bility of Ramage's testimony on this point,—which point

is so material to any deduction from his analyses of de-

fendant's product as to whether the principle of colloidal

holding is the principle upon which the action of the con-

stituents of such product depends, and whether the con-

stituents were colloidally active,—is shown by contrasting

his statement that mere splitting would not change the
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chemical status [1.-314] and render these alleged mate-

rials, (such as casein and rosin,) a colloidal material

capable of holding nicotine, with his further testimony

that grinding the product (a colloidal material) would

render it colloidally active to hold nicotine [I. -479].

"Mechanically split wouldn't change the chemical status."

[I. -314]. Contra, "This can be done by grinding" [I.

-479].

"Well, a vegetable material is a definite structure.

You would not take a cellulose base and build up in a

cellulose structure. You have proteins, starch, and

carbohydrates, but they are not free. They are active

agents for holding a substance such as nicotine, and

it is only after they are split out of the structure of

the vegetable matter that they acquire the active

chemical properties that make them holding agents

for such a substance as nicotine; so the question is

misleading." [I. -313-14.]

"It is not necessary to reduce the substance to a

state of colloidal dispersion. It is only necessary that

by some means sufficient surface of the colloidal ma-

terial be exposed so that the nicotine can have access

to the active holding group. This can be done by

grinding the product so it can have a very large sur-

face exposed or by partially melting the product and

mixing with the melted product, or by similar mech-

anical means which do not constitute reducing to a

colloidal dispersion." [I. -478-79.]*

*Thcre is no evidence before the Court that any of the substances of
defendant's product had "a very large surface exposed" or were colloidally

dispersed. Quantitative or qualitative chemical analysis does not disclose

either of these conditions. How can the Court determine whether or not
the rosin or casein in defendant's product is combined with the nicotine in

the manner of the prior Lindstaedt patents 1,776,862 [Defts. Ex. H - IV.

-

1331] and 2,007,722 [Defts. Ex. J - IV. - 1339] ?
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''I can say definitely it is not necessary for the

substance to be any pure colloidal substance. It is

only necessary that the substance be of a colloidal na-

ture, namely, having active chemical groupings in its

constitution, which would make it an effective holding

agent for nicotine." [I. -477.]

Furthermore, the statement of defendant's label is that

the "40% nicotine solution" is housed "in a chemical com-

pound." Is this not a direct statement that by the "spe-

cial process" employed at least a chemical compound exists

of the other ingredients? Ramage's testimony and his

analyses utterly fail to even consider this question. Ram-

age's testimony amounts to no more than that if such

colloidal substances, (as are present,) were present in

colloidally active condition and not in chemical combina-

tion with some other substances, then colloidal holding of

the nicotine is indicated. Is not this assumption, however,

in direct conflict with the statement on the label? Mr.

Alexander testified. He was partially examined by the

court respecting the nicotine in defendant's product. Had
plaintiffs not elected to rest their case upon Ramage's

analyses and his deductions therefrom, Mr. Alexander

could have been cross-examined upon all the facts. He
testified he was the manufacturer of defendant's product

[II. 713, 721].

Defendant's product comprises "Nicotine equivalent to

Nicotine Alkaloid 57o." The other "active ingredients"

are "Inert 95%." [Front label on defendant's cartons,

Plffs. Ex.'s 7, 12 and 13. J Said product does not in fact

contain free or pure nicotine,—nicotine alkaloid. The nico-

tine content is equal to nicotine alkaloid 5%. This is

made certain by reference to the rear panel of the labels,

where it is stated, "kon-trold nicotine is made by a
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special process which houses the 40% nicotine solution

in a chemical compound", etc. These labels do not posi-

tively identify this substance as nicotine sulphate.* The

statement is that the nicotine solution is "housed" in a

chemical compound. This is the substance or substances

identified on the front label as "Inert 95%". There is

no other direct evidence respecting the composition of

defendant's product. Plaintiffs present no direct evi-

dence respecting- the substances or the proportions thereof

that have been intermixed or combined to compose de-

fendant's product; they rely wholly upon chemical analyses

made by their expert witness Ramage and upon his deduc-

tions from such analyses. Ramage's analyses and his

deductions are too uncertain and incomplete to rise to the

dignity of proof of either ( 1 ) of what substances was

defendant's product composed, or (2) the proportions

thereof used, or (3) whether even the "adsorption and/or

absorption" principle of colloidal holding is utilized, or,

on the contrary, the ingredients of defendant's product are

chemically combined, and Ramage's deductions from such

analyses are so erratic, incomplete and uncertain as to re-

quire the Court to reject his comparisons of defendant's

product with the Lindstaedt patent product. Ramage's

chemical analyses and his deductions therefrom are too in-

sufficient and unreliable to enable the Court to determine

of what substances defendant's product was composed, or

what proportions of such substances were incorporated,

or whether even the "adsorption and/or absorption" prin-

ciple of colloidal holding was utilized, or, on the contrary,

the substances of defendant's product are in true chemical

*But see testimony C. L. Alexander that this is nicotine sulphate
[II. -721].
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combination. The burden of proving infringement is upon

the plaintiffs. As said in National Mach. Corp. v. Bcnthall

Mach. Co., (C. C. A. 4), 241 F. 72, 86: -

"It is well settled that infringement, which is a

tort, cannot be established by evidence which is specu-

lative in its character, and this is especially true where

a witness who attempts to testify as an expert does

not possess the qualifications of an expert. In the

case of Fried-Krupp-Aktien-Gesellschaft v. Midvale

Steel Co., 191 Fed. 588, 112 C. C. A. 194, Judge

Buffington, speaking for the Circuit Court of Appeals

for the Third Circuit, said

:

" 'We deem it proper, however, to say for the

guidance of patent practitioners in this circuit that

it should be borne in mind that infringement is not

only a question of fact, but is a tort or wrong, the

burden of establishing which, as in all torts, clearly

rests on those who charge such wrong. The absence

of actual fact proof is not met by the presence of

expert speculations no matter how voluminous. * * *

" 'The province of such expert testimony is to re-

move uncertainty where the terms used are obscure,

and is not to create uncertainty where the language

is plain. * * *

" 'But infringement is a tort, the burden of estab-

lishing which is on him who charges it. To produce

confused and uncertain testimony in that regard

will not suffice.'" (Emphasis supplied.)

According to Ramage's quantitative and qualitative

analysis [Plffs. Ex. 16-A - IV. - 1218J, adopted by the

court in its findings, defendant's product contains nicotine

(free nicotine or nicotine alkaloid) 4.2%, colloidal sub-

stances S7.9%. These colloidal substances are rosin or

resin 46.77c, and protein 11.2%,, ash 31.5%,, sul-
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phur trioxide 2.2%, combined water and unclassi-

fied and unclassifiable materials 4.2%. Ramage tes-

tifies that defendant's product contains 40 mg. nicotine

to 450-571 mg. colloid [I. -259];* that this corresponds

to the preferred teachings of proportions in the Lindstaedt

patent [I. -259]. However, this cannot be patentable as

a new invention, because the prior third Lindstaedt patent

2,007,722 [Defts. Ex. J - IV. 1340] discloses a product

comprising one part of nicotine to 4 to 7 of rosin, and is

an anticipation of forming a product of nicotine and of

rosin. Ramage treats his resultant "ash" (31.5%) and

his combined water and unclassified materials (4.2%) as

"filler" in an attempt to make a comparable proportion of

ingredients to the Lindstaedt patent. There is nothing

in the record which will sustain a finding that if Ramage's

so-called "filler" of defendant's product were omitted from

defendant's product, defendant's product would still be

effective and utilizable as a parasiticide. Plaintiffs' other

expert. Dr. Leake, testifies to the effect that if that which

Ramage has identified as "filler" were omitted, defendant's

product would not be utilizable as a parasiticide. \Cf. his

testimony IIL - 1092-95.]

There is no evidence that such "ash 31.5%", etc. was

mere filler in the sense of the Lindstaedt patent |p. 1, col.

2, lines 43-53].** The label on defendant's product states

the contrary,—that "the 40% nicotine solution" is housed

"in a chemical compound that controls the release of the

*Thc Lindstaedt patent gives proteins [IV. - 1200, col. 2, line 14] and
resins [Id. line 21] as colloidal substances. All these colloidal substances
are equivalents according to this Lindstaedt patent for use in his product.

**As we shall show hereinafter in considering this "ash," the substance
in defendant's product trom which this ash was produced was a colloida.

substance, i. c, Fuller's earth.
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Nicotine," etc. But if we assume for the purpose of argu-

ment—and contrary to the fact—that Ramage was cor-

rect that his unidentified substances of "ash," "combined

water and unclassified materials," of his prepared analysis

(approximately 37.9% of the whole) was mere filler, used

as a mere "cheapener" [I. -258] "to cut the cost of the

product" [I. -264], and as having no active part in the

product, this does not prove infringement. These propor-

tions are not reflected in, nor is any claim in suit limited

to, such proportions. In order to avoid anticipation and

the defense of double-patenting, the Lindstaedt product

must be differentiated from his prior patent 2,007,722

[Defts. Ex. J] wherein a parasiticide is disclosed and

patented, composed essentially of nicotine and rosin,—^one

part nicotine to 4 to 7 parts rosin [IV. -1340, p. 1, col. 2,

lines 22-25; Id. lines 40-42]. If the proportion of colloidal

material is of materiality, Ramage's admitted failure to

identify the substance from which his resultant "ash"

was produced as one of the colloidal substances embodied

in defendant's product, utterly destroys his comparison

and his computation of proportions. If, on the other

hand, the proportions of colloidal substance to nicotine

is no more than a mere matter of degree and selection,

as indicated by Ramage's testimony, - "* * * jf yg^

have any holding agent you hold your nicotine slightly

more firmly" [I. -261], then Ramage's analyses of de-

fendant's product correspond to the prior patented product

of the Lindstaedt patent 2,007,722, and unless the Lind-

staedt patent in suit is limited to something other and

different from this, it is \^oid for double-patenting.

In making the ash, the material was cintered (i. e.,

burned) over a Bunsen burner until all the organic matter

burned off [I. -390]. Ramage admits he cannot be cer-
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tain that the ingredients remain in the ash in the same

chemical composition as before cintering [I. -394]; that

the loss by cintering was 68.3% of the total material and

that "Ash 31.5%" in this analysis [Plffs. Ex. 16-A-IV.

1218] represents only the remainder after burning off

the organic matter. That the ash contained both soluble

and insoluble matter; that of the insoluble matter, 48.1%

was silica; 22.7% iron and aluminum oxide; 3.2% cal-

cium oxide; 2.5 %< magnesium oxide; that the soluble mat-

ter (i. e., soluble in dilute hydrochloric acid) was 3.6%

iron and aluminum oxide, 10.7%. calcium oxide, .3%

magnesium oxide, and undetermined matter, 8.9%.

[I. -391.] Admits that a very material portion of the so-

called "ash" was Fuller's earth [I. - 339-41] ; Cf. testimony

plaintiff's expert Leake that Ramage found 7 parts Fuller's

earth is a colloidal holding substance [I. -347; Cf. 430-32,

436, 438] ; that the different Fuller's earths differed in

degree of holding power |I. - 347] ; that as a final analysis

of defendant's product, there was sufficient calcium present

to have reacted with a considerable portion of the SOs

(i.e., the sulphate content of the nicotine sulphate) - L

413; that he cannot state whether there was enough cal-

cium hydroxide (slack lime or lime with water added)

to free the alkaloid [I. -414] ; that the so-called resinous

material,—Rosin 46.7% of the analysis, Plffs. Ex.

16-A,—included a number of undetermined products, in-

cluding stearic acid; that the fraction he got out, when

tested, had practically the properties of pure rosin, ap-

proximating 30% of the total material (/. c, defendant's

product ) ; that he made no determination of the remainder,

being 16 or 17 percent.; that if all of this material were

stearic acid, it was sufficient "to combine with all the

nicotine"; that it was not all stearic acid. Asked what
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else he found in the residue,—besides stearic acid,

—

stated that he did not make any identification of the

ingredients in the residue [1.-432-36]; that he was

prepared to state, without having made any identification

of any kind, that it was all stearic acid
1 1. -436]. Ram-

age admits that stearic acid is of colloidal nature, and

probably part of the resinous eolloidal substance in de-

fendant's product [I. -432, 434-36], but that in his

analysis stearic acid formed a part of the residue

[I. -435],—computed by him as "filler."* It stands out

clearly that defendant's product could not be produced

using any one of Ramage's analyses [Plifs. Ex. 16-A]

of defendant's product, even with such information added

thereto as is reflected in his cross-examination. There is

an admitted loss of 68.3% of the material in the cintering

to produce the ash. There is the admission that the ash

consisted of a material part, if not wholly, of Fuller's

earth,—a colloidal substance (confer District Court's Find-

ing ?)2) [1.-128] "a colloidal substance, such as rosin,

casein. Fuller's earth, etc.") of known holding power,

—

which should have been included in the "colloidal sub-

stances''. Appellant believes it may be justly and conserva-

tively said that Ramage's testimony, and especially his

(juantitative analyses of defendant's compounds reflected in

Plffs. Ex.'s 16-A, 17-A and 18-A, have been produced in a

studied attempt to construct an analysis from which some

measure of similarity to the teachings of the Lindstaedt

patent can be asserted. While cintering to ash gave Ram-

*Apparently Ramagc treats as "filler" all of defendant's product except
the nicotine and his colloidal suljstances, rosin and protein. In chart 17-A
[IV. -12191 there are unexplained discrepancies, as none of the estimates
of "nicotine", "colloidal sul)stanccs" and "filler" total lOO'^r,—some are less,

some are more than 100%. This inclusion of stearic acid as filler is another
inaccuracy of Ramage's proportions.
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age the weight of the materials cintered, it gave him no clue

to their state in the chemical compound which housed the

nicotine solution. Neither his analyses nor his testimony

identify this chemical compound; they permit only identi-

fication of some of the chemical elements. They leave a

wide unfilled gap,—necessary to be completed to enable

the Court to determine the principle upon which defendant's

product is based. The burden of proving infringement

is upon the plaintififs. Ramage's testimony and his

analyses are clearly too indefinite and uncertain to sustain

this burden. It is impossible to determine therefrom

what colloidal substances, whether inorganic or organic,

or both, are contained in defendant's product. It is im-

possible to understand therefrom whether the nicotine

was in the form of nicotine sulfate or free nicotine,

—

nicotine alkaloid. It must be assumed it was in the form

of nicotine alkaloid. If the latter assumption be cor-

rect, then the question arises, was the sulphur trioxide

(SO3) 2.2% in the defendant's product as a part of

the nicotine sulphate. Ramage admits that there was evi-

dence of lime in defendant's product [I. -386]; that

there was sufficient lime or calcium in defendant's

product in the final analysis to have reacted with a con-

siderable portion of the SO3, the sulphate content of the

nicotine [I. -413]; that he cannot state whether there

was enough calcium hydroxide to free the alkaloid

[I. -414]. Is the stearic acid in recomputing Ramage's

analysis to be added to the 4.2% of nicotine? Is the

whole, if not what part of the 31.5% of ash to be added

to the colloidal matter? What purpose has the admitted

lime? What was the purpose of the stearic acid and

how is it to be classified in this comparison? Is it to be

added to the colloidal matter found? Ramage admits that
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he found an indication of calcium caseinate and a definite

indication of calcium rosinate [I. -335]. There was also

sodium rosinate present [I. -336-37]. Precisely how

these substances, large or small, are properly to be classi-

fied in rectifying the analysis is not clear in the record

or testimony. We mention them solely to emphasize the

fact that this cross-examination of Ramage conclusively

demonstrates that his analyses, Plffs. Ex.'s 16-A, 17-A

and 18-A, are not dependable; that they do not show the

true substances of which defendant's product is composed,

or the true quantities of each of the substances thereof,

nor the proper classification. This latter fact leads Ram-

age to a final error, to-wit: his determination of "filler"

as reflected in Exhibit 17-A. That in defendant's product

there was ever used any powdered soap or sugar as a

filler is wholly wanting in proof. Yet this is the filler

specified in the Lindstaedt patent [p. 1, col. 2, lines 45-53]

and to which the unidentified ingredients of defendant's

product are to be compared. Furthermore, in Ramage's

attempted comparison he eliminates all colloidal substances

which he has found, or found indicated by his analysis,

except rosin and protein, although forced to admit that

material portions of his ash, etc. are substances of col-

loidal nature [L- 340-341, I. -438, III. -1093], some

inorganic and some organic. Whether organic or inor-

ganic is not material to the issues of this case, because

while Lindstaedt says he prefers to use colloidal substances

of organic nature, he does not limit in any manner his

patent thereto.

Let us further analyze Ramage's testimony and the

charts of his analysis in an effort to ascertain therefrom

whether there is any definite, dependable proof upon which

a finding of fact can be made respecting the components
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(and their proportions) of defendant's product. The chart

[Plfifs. Ex. 16-A] shows sulphur-trioxide 2.2%, and nico-

tine 4.2%. Nicotine, as referred to in this chart, is free

nicotine (nicotine alkaloid). If the nicotine used in de-

fendant's product were nicotine sulphate, then this sul-

phur-trioxide 2.2% was part of the nicotine sulphate in de-

fendant's product and, to have correctly represented in an

analysis the constituents and proportions of defendant's

product, this 2.2% should have been added to the 4.2%

nicotine to correctly represent the toxic substance of de-

fendant's product.

The Lindstaedt patent refers to nicotine sulphate. Ram-

age admits that his analysis discloses enough sulphur-

trioxide to have been combined with the nicotine [I. - 388],

or that it might have been present as calcium sulphate;

that he does not know [I. - 389]. If, then, the proportion

of nicotine sulphate in defendant's product be adjusted

by adding to the 4.2% nicotine of the analysis, the 2.2%

of sodium-trioxide, the toxic substance recovered in the

analysis amounts to 6.4% of the product. But if we at-

tempt further to readjust these substances, and their pro-

portions, in order to secure any reliable percentages, we

are faced with an impossibility in that Ramage admits

that in considering the substance there was a loss of

68.3% and that the ash recovered was only 31.5%.

Therefore we do not know how much colloidal substance

should be added to the 57.9 %> of colloidal substances to

reflect the true percentage of colloidal substances present

in defendant's product, because the ash reflected only

31.7% of the substances cintered. We might go further

and consider the combined water and unclassifiable mate-

rials. These materials or substances, in the form in which

they exist in defendant's product, rest in speculation and
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not in proof, and their proportions rest in speculation and

not in proof, and when comparison is attempted with the

Lindstaedt toxic substance and colloidal substances and

percentages, we immediately step into the realm of pure

supposition and speculation. Ramage never even at-

tempted to reproduce a product like defendant's [I. - 500].

Had he done so and succeeded, then the Court would be

justified in placing great reliance upon his testimony.

The fair inference is that his ignorance of the "special

process" by which the nicotine solution is housed in a

chemical compound of the other ingredients,—a lack of

any indicative knowledge of such chemical compound,—ab-

solutely barred any such attempt by Ramage. His chem-

ical analyses only taught him what chemical agents or

elements were recovered,—not in what state,—what com-

binations, etc., they were used. The Lindstaedt patent is

based upon absorption and adsorption by the colloidal sub-

stance,—not upon a chemical compound housing a nico-

tine solution.

The chart, Plffs. Ex. 16-A
|
IV. - 1218] contains a sub-

heading, "Defendant's Ratio Established Above. Calcu-

lated on .Sample #1 -Exhibit #14". The figures below

this heading were derived by taking the percentage of sub-

stances assertedly found and multiplying by ten, using and

expressing the product of such a multiplication in milli-

grams,—for example, 4.2% x 10 ^ 42 mg. of nicotine.

57.9% X 10 =^ 579 mg. of colloidal substance. To raise

this to the quantities taught in the Lindstaedt patent, i. c,

to 70 or 80 mg., divide 70 or 80 by 42 and multiply the

579 by the quotient: 70 divided by 42 = 1.67. 1.67 times

579 = 965 mg. of colloidal substance, with 70 mg. of

nicotine, as shown in this "Defendant's Ratio". Throwing
out of consideration the material which the witness Ramage
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erroneously classifies as "filler" or ash, the ratio of nico-

tine to colloid is nicotine 70 mg., colloidal substance 965

mg., erroneously called filler or ash 526 mg. ; or 70 mg.

of nicotine to 1481 mg. of colloidal matter. If we take

80 mg. of nicotine, 1103 mg. of colloidal substance, and

of additional colloidal substance erroneously alleged as

filler or ash 599 mg., we have a total of 80 mg. of nico-

tine to 1702 mg. of colloidal material. These results are

secured by carrying out plaintiffs' figures for ash in the

chart of percentages to milligrams, as before. The Lloyd

patent [Defts. Ex. YY - IV. 1520] says for every part

of nicotine 20 parts of colloidal substance (magnesium sili-

cate). Lloyd's ratio, therefore, would be nicotine 70 mg.,

colloidal substance 1400 mg., or nicotine 80 mg., colloidal

substance 1600 mg. Comparing this with Lindstaedt, 70

mg. of nicotine to 900 mg. of colloidal matter, or 80 mg.

of nicotine to 1000 mg. of colloidal matter. It is to be

noted, however, that there is an uncertainty in Lindstaedt's

statement. He does not absolutely definitely state that 900

mg. of any of the described substances of colloidal nature

shall be used with 70 mg. of alkaloidal substances, or that

any amount between 900 to 1000 mg. may not be used

with either 70 mg. or 80 mg., or any amount between

these two - 70 and 80. It is thus seen that the propor-

tions of toxic substance or alkaloidal substance (nicotine

or nicotine sulphate) in defendant's product to the col-

loidal substances is within the limits of the Lloyd patent

and not within the limits of the Lindstaedt patent, if a

dififerentiation can be made therefrom.

Plaintiffs' Exhibit 17-A [IV. -1219] converts 4.2%

of nicotine into 42 mg. of nicotine in the same manner

as before explained in reference to charts, 16-A, and, for

example, refers to defendant's product as containing 579
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nig. of colloidal substances and 366 mg. of erroneously

called filler [I. -257]. Ramage testifies that Lindstaedt

teaches that 358 mg. to 485 mg. of filler may be used with

42 mg. of nicotine, and that defendant's 366 mg. is within

that range [1.-258]. 42 mg. of nicotine is only 4.2%

nicotine to the product. If we convert 642 mg. to the 70

mg. or 80 mg. of the Lindstaedt patent, we have the fol-

lowing results : Nicotine, 70 mg. ; colloidal substance, 965

mg. ; erroneously termed filler, 526 mg. (or 80 mg. nico-

tine, 1103 mg. colloidal substances, and 599 mg. errone-

ously termed filler). It is stated in the Lindstaedt patent

[p. 1, col. 2, lines 50-53] that if a filler is used only 450

mg. of colloidal substance is necessary. Defendant uses,

according to this just-made calculation, 965 mg. to 1103

mg. of colloidal substances, or from 2 to 2>4 times the

necessary colloidal material. If, however, we rectify

Ramage's error and compute his colloidal substances and

his erroneously termed filler into colloidal substances, the

proportion of colloidal substances in defendant's product

to the nicotine is materially increased. As we have before

shown by analysis of Ramage's testimony, all of the so-

called filler is colloidal substance. If, however, there is

any doubt, after careful consideration of the whole of

Ramage's testimony, as to the whole of his so-called filler

being colloidal substance, there can remain no doubt that

most of such filler,—a very material proportion thereof,

—

is colloidal substance. We point this out in this manner

to show that Ramage's analyses and these charts [Plfifs.

Ex.'s 16-A, 17-A and 18-A] are too inaccurate and too

misleading to be depended upon.

The chart, Exhibit 17-A, asserts that, according to the

Lindstaedt patent in suit, 40 mg. of nicotine should be

carried by 450-571 mg. of colloidal material and 389-510
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mg-. of filler. This is contrary to the express statement

in the patent, which gives the proportions in a one-gram

pellet of 70-80 mg. of nicotine and 450 mg. of colloidal

substance, and the balance filler [IV. -1200, col. 2, lines

24-53]. In Exhibit 17-A the amount of nicotine has

been decreased by approximately one-half, in each in-

stance, from what is taught to be used by Lindstaedt in

a one-gram pellet. Therefore, to correspond with the Lind-

staedt patent provisions the proportion of colloid and filler

must similarly be reduced by approximately one-half. For

instance, in the example using 40 mg. of nicotine, this chart

to correspond with the Lindstaedt patent would have to

be changed to show 225 mg. colloid and 235 mg. filler. It

is immediately apparent that, according to Ramage's illus-

tration, defendant's product, which has 573 mg. colloid

and 374 mg. filler for the same amount of nicotine, is not

within the range stated by Lindstaedt. In fact, it uses

approximately double the amount of both Ramage's alleged

"filler" and of colloidal material; if sufficient of defendant's

product were taken to secure 80 mg. of nicotine, you would

have a two-gram pellet. The attempted misleading com-

parison is thus exposed. Lindstaedt's patent refers to

the use of a filler |TV. - 1200, col. 2, lines 43-53] but

specifies powdered soap or powdered sugar. It is notice-

able that he does not, in naming fillers, specify as fillers

any inorganic or organic colloid named by him in lines

1-23 (except powdered soap) when specifying the colloid

that may be employed as a holding agent. A product

produced in accord with the Lindstaedt patent without

filler contains from 1 part nicotine to 10 plus to 15 minus

parts of colloidal holding substance. 70 to 80 milligrams

to "about 900 to 1000 milligrams of any of the described

substances of colloidal nature" [I.- 1200, col. 2, lines 26-
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29]. If a filler is used [Id. lines 43-53], if nearly half

of the product is filler (450 mg. to 1000 mg.), obviously

the proportion of nicotine to colloid is diminished to 6.4%

to 8.2% [Ramage, I.-264-Plffs. Ex. 18-A, IV. -1221].

Lloyd patent [IV. - 1520] sets forth "one part of nicotine

to twenty parts of magnesium silicate" (colloid), i. c, 5%.

Defendant's product follows Lloyd's teaching. If de-

fendant's proportions infringe, Lloyd anticipates. A use

of an excess of colloidal substances is immaterial. That

5% nicotine sulphate to 95% colloidal (Lloyd patent) is

efficient cannot be denied. To too greatly increase the

percentage of toxic substance is to destroy the effective

prevention of dissociation of the nicotine and colloid in the

acid of the stomach of the animal. Ramage testifies that

Fuller's earth is a colloidal substance [I. -438] ; that selec-

tion of other holding colloidal substances is common

knowledge [I. -317-18]. Lloyd teaches the principle

applicable; to select therefore another known equiva-

lent material to practice Lloyd's teaching is not a new

discovery and is not patentable. Leake testifies that this

whole matter of adsorption and/or absorption by a colloid

is a matter of degree, not kind [III. - 1104].

We respectfully submit that the testimony of Ramage

and his chart are so indefinite, uncertain and insufficient

as to prevent any correct finding as to the substances used

in defendant's product or the proportions thereof, with

any sufficient degree of accuracy to permit of any com-

parison with the Lindstaedt disclosure which is sufficiently

reliable to enable the Court to determine whether or not

the defendant's product corresponds to the difiference in

proportion (if any can be found) of ingredients disclosed

by Lindstaedt, as distinguished in the disclosure of the

Lloyd patent. Nor can we determine therefrom what is the
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meaning of defendant's label's statement that "kon-trol

NICOTINE is made by a special process which houses the

40% Nicotine solution in a chemical compound", etc.

Plaintiffs had full opportunity to cross-examine the manu-

facturer (Mr. Alexander) respecting this, and respect-

ing the constituents and proportions thereof in defendant's

product. They elected to stand upon this uncertain, am-

biguous, contradictory and insufficient testimony of Ram-

age.

In the District Court plaintiffs contended that even if

the fact be that in defendant's product the nicotine was

chemically combined with the rosin or casein as taught

in the prior Lindstaedt patents [Defts. Ex.'s H and J - IV.

1332, 1340-41], this would still not avoid infringement of

the Lindstaedt patent in suit, as such chemical combina-

tion of nicotine and rosin, or nicotine and casein thereof

is toxic and this toxic substance would (in defendant's

product under this assumption) be held by the excess of

colloidal matter in defendant's product in identically the

same way that the nicotine sulphate or nicotine alkaloid

is held according to the Lindstaedt patent in suit. This

contention cannot be supported, because the Lindstaedt

nicotine-rosin patent [Exhibit J] teaches that the nico-

tine will chemically combine with the rosin to form a

parasiticide in the proportion of 1 nicotine to 7 rosin.

This patent not only emphasizes in its description the

use of but specifically claims the use of an excess of rosin.

If plaintiffs' contention is well founded that such product

of this Lindstaedt patent [Exhibit J] is toxic, then there

can be no infringement by defendant's product of the

Lindstaedt patent in suit. This because there would then

be in defendant's product, according to Ramage's analyses

and Dr. Leake's testimony, insufficient colloidal substance
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to hold the toxic product. The testimony is that there

is 40 mg. of nicotine, and Exhibit J says that this will

combine with rosin in the proportion of 1 to 7 (/. e., 280

mg. of the rosinous substance). This would make 320

mg. of toxic substance, leaving only 253 mg. of colloidal

substance to hold the toxic substance. This composition

of 320 mg. toxic substance and 253 mg. colloidal holding

substance is way below any limits of the Lindstaedt patent

in suit disclosure as being effective. In this illustration

we have used the analysis of "Sample #2 Exhibit #15"

of Plffs. Ex. 16-A [IV. -1218] as the proportions there-

in given are more favorable to the plaintiffs' contention

than are the other examples. If we take Dr. Leake's

testimony that "10 parts rosin, 7 parts of Fuller's earth,

2 of casein, and 1 of nicotine," were the approximate pro-

portions "as found by Dr. Ramage in" defendant's product

[III. -1093], and follow the teaching of the prior Lind-

staedt patent, Exhibit J, the 1 part of nicotine is chem-

ically combined with 7 parts of rosin, providing a toxic

substance (according to plaintiffs' contention that the

product of Exhibit J is toxic) of 8 parts, leaving the

balance of 12 parts of colloidal substances to colloidally

hold the 8 parts of toxic substance. Clearly this is much

above the proportions of toxic substance possible to be

colloidally held according to the Lindstaedt patent in suit.

Furthermore, if the 7 parts of Fuller's earth is merely

"filler" (cheapener, without other function) as asserted by

Ramage in his testimony and analyses, we then have only

5 parts of colloidal substance to hold 8 parts of toxic

substance. We need only to consider the facts as to these

proportions to realize that the facts reduce this conten-

tion of plaintiffs to absurdity. We point out that none

of the claims of either the Lindstaedt or Turnbow patents
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in suit makes an excess (or any specific amount of excess)

of colloidal matter an element or feature of the claimed

invention. It is well settled that the Court must take

the claims as granted, and is not empowered to read there-

into an element or feature not specified therein. (Deller's

Walker on Pats., Vol. 1, pp. 770, 1231, 1247, and cases

cited; McCarty v. Lehigh Valley R. Co., 160 U. S. 110,

40 L. ed. 358.)

In the District Court plaintiffs referred to the testimony

of defendant's expert, Dr. Bowman, that Lloyd patent

1,250,331 does not specifically refer to the use of his nico-

tine compound as a parasiticide or vermifuge [II. -945-

46] and asserted that Lloyd does not state what quantity,

or that any specific quantity, of nicotine could be ad-

ministered as a dose. It cannot be denied that Lloyd

teaches mixing "one part of nicotine to 20 parts of mag-

nesium siHcate" (Fuller's earth). A product, therefore,

that contains nicotine and Fuller's earth in these propor-

tions is clearly disclosed by him. Lloyd specifically gives

the purpose of such mixing and the resultant principle

of action of the mixture [see Lloyd patent, Defts. Ex.

YY - IV. 1520, col. 1, lines 12-28]. As so stated by

Lloyd, such purpose and principle is identically the pur-

pose and theory of the Lindstaedt and Turnbow patents.

To increase or decrease the dose is not to change the

product or composition of matter. No new product is pro-

duced if the volume be increased (/'. e., as by mixing 10

parts of nicotine with 200 parts of Fuller's earth). If

Lindstaedt's or Turnbow's discovery (invention) was that

a dose of one gram of a product consisting of one part

nicotine to 10 parts colloidal substance (Fuller's earth)

was not lethal, the answer for all purposes of this case is

that the claimed patentable invention, /. e., the patented in-
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need not therefore be given to whether any new discov-

ery in the use of the product rises to the dignity of patent-

able invention. (Morion v. Nczv York Eye Infirmary,

Fed. Cas. No. 9865.) Neither the Lindstaedt nor the

Turnbow patent is based upon a claim to a discovery of

what would be a lethal dose of a toxic substance (or even

specifically of nicotine, either as a nicotine alkaloid or nico-

tine sulphate) to an animal such as a dog, a chicken, a

horse, or cow (cattle). The claims of these patents are

for a product, not for any such discovery of what is lethal.

As the holding power of a colloidal substance for nico-

tine was well known in the art and the Lindstaedt and Turn-

bow patents in suit claim such a product, it is well set-

tled that even the application of such an old product to

a new and analogous use does not involve invention, and

this even if the new use had not before been contemplated

(Ansonia Brass & Copper Co. v. Electrical Supply Co.,

144 U. S. 11, 36 L. ed. 327, 329), wherein it is said: -

"On the other hand, if an old device or process

be put to a new use which is not analogous to the

old one, and the adaptation of such process to the

new use is of such a character as to require the exer-

cise of inventive skill to produce it, such new use will

not be denied the merit of patentability. That, how-
ever, is not the case here, since the Cowles process

had been substantially used by Holmes for the same
purpose of insulating an electric wire, and the dis-

covery of its incombustible feature involved nothing

that was new in its use or method of application."

See, further

:

Brozvning v. Colorado Telephone Co. 61 F
845, 847.
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This contention of plaintiffs, that either the Lindstaedt

or the Turnbow invention was the discovery either of what

was a lethal dose, or that a lethal dose in amount might

be administered, is not the invention as patented by said

Lindstaedt or Turnbow patents. Said patents are limited

to the composition of matter claimed, not to the process

or method of using such composition of matter. R. S. U.

S. 4886 (35 USCA, Sec. 31) authorizes the grant of a

patent for four classes of inventions : ( 1 ) a new and

useful art; (2) a machine; (3) a manufacture; (4) a

composition of matter, or any new and useful improve-

ment in either of these. If the claim of invention for

Lindstaedt be based upon that portion of his patent speci-

fication which says, "If any of these substances are ad-

ministered alone, it has been found that quantities thereof

sufficient to destroy the parasites will destroy the life

of the animal. For example, 5 to 10 milligrams of an

alkaloidal substance, such as pure nicotine or nicotine sul-

phate, is a lethal dose when placed in the mouth of a

chicken. Quantities less than this amount are not suf-

ficient for the destruction of the parasites.", - it is neces-

sary in claiming the invention to distinctly point out and

claim what is a lethal amount, which obviously, according

to the patent specification, varies with animals, such as

dogs, chicken and cattle. The only reference is to a

lethal dose for a chicken. The claims would be void

for indefiniteness ( General Elec. Co. v. Wabash Appliance

Co., 304 U. S. 364) if they depend for their novelty upon

what is a lethal dose, or attempt is made to limit the

claims to a lethal quantity of toxic substance.

Dieterich Patent 896,807, of 1908.- This patent

[IV. - 1209-11] is one of the patents cited by the Patent

Office against both applications for the Lindstaedt and
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Turnbow patents in suit. It discloses that a drug,

—

cascara,—will be held by agar-agar, one of Lindstaedt's

colloidal substances and Turnbow's only named colloidal

substance. The Dieterich patent uses the same holding

as that described by Lloyd, Lindstaedt and Turnbow, ac-

cording to the unchallenged testimony of defendant's ex-

pert Bowman [II. -786]. From the disclosure of this

patent it would be obvious to any chemist that these col-

loidal holding substances would colloidally hold cascara,

nicotine, or other alkaloids; that a simple test would de-

termine the quantity sufficient to present the required hold-

ing power to carry the toxic substance and protect it

against dissociation in the acid portion of the digestive

tract when administered internally to an animal. The

Lloyd patent [Defts. Ex. YY] was not considered by the

Patent Examiner. The pertinent public knowledge exist-

ent prior to Lindstaedt's and Turnbow's alleged inventions

was not limited to this Dieterich patent. The Primary

Examiner of the Patent Office rejected the Turnbow ap-

plication upon this Dieterich patent. His reasons are set

forth in his "Examiner's Statement'' before the Board of

Appeals [see Plffs. Ex. 4J. - "The function of agar-agar

of Dieterich is identical to that of applicant, namely, to

protect the substance from being absorbed in the upper

alimentary tract and to cause said substance to be released

at the desired point in the lower alimentary tract. The
use, by applicant, of a toxic substance instead of the non-

toxic substance, cascara, of Dieterich, does not alter the

function of the agar-agar. With Dieterich in view, it

would be obvious to one skilled in the art to try the pro-

tective property of agar-agar with other substances

whether toxic or not. The fact that applicant tried a toxic

substance docs not render the trial less obvious. The
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problem then resolves into one of merely selecting the

proportions of nicotine and agar so that the amount of

agar present will be sufficient to absorb the desired amount

of water to gelatinize at the point where the worms are

in the bird. This could hardly be called invention." At

the time of this Turnbow appeal all claims had been fin-

ally rejected in the co-pending Lindstaedt application for

patent [Plffs. Ex. 3, Paper #9, dated Mar. 22, 1932;

Paper #11, dated Oct. 6, 1932]. This final rejection of

the Lindstaedt application was withdrawn after the deci-

sion of the appeal in the Turnbow application. At the

time of such appeal, evidently Turnbow did not own the

Lindstaedt application, as the interference proceeding be-

tween these two applications was subsequently instituted

by the Patent Office.

The Board of Appeals, in reversing the Primary Exam-
iner in the Turnbow application, particularly set forth the

fact that Turnbow ''argues that the patents to Dieterich

and Schmidt merely disclose an effective laxative made
from certain proportions of dry agar-agar and an aqueous

cascara and that the purpose and function of the compo-

sition is entirely distinct from that of applicant and that

the products of these patents have no suggestion of pro-

tecting or prodvicing a non-toxic effect with a substance

of the nature disclosed by applicant." (decision Board of

Appeals, p. 3, Turnbow file-wrapper, Plffs. Ex. 4, em-

phasis supplied), and said:- "After thorough considera-

tion of this argument it is our view that the references

do not suggest the composition disclosed by applicant and

that the claims which are directed to that composition niay

be patentable." Had the Lloyd patent [Defts. Ex. YY]
been before said Board of Appeals, then the prior art be-
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fore them would have not only suggested but conclusively

disclosed the composition and fully supported the Primary

Examiner's decision. The Lloyd patent discloses the very

knowledge and information which the Board of Appeals

thought might be lacking from the Dieterich and Schmidt

patents and destroys the hypothesis upon which the Pri-

mary Examiner was reversed. Lloyd disclosed that toxic

substances can be colloidally held in the manner of the

Turnbow and Lindstaedt patents. The Dieterich patent

definitely teaches that an organic substance (agar-agar)

will colloidally hold a drug and prevent the action of

the drug in the acid digestive tract. It could not be in-

vention, therefore, in view of Dieterich, to substitute

agar-agar for the Fuller's earth of the Lloyd patent. The

Lindstaedt patent in suit asserts full equivalency of all

colloidal substances, either organic or inorganic, for this

purpose. Ramage testified they are all well known chem-

ically and subject to selection by the chemist to suit the

particular need [L- 317-9, 419, 420, 424-5]. Under the

well settled rule that that which would infringe if later,

anticipates if earlier {Killcfcr Co. v. Dinuha Associates,

67 F. (2d) 362, 366 (C. C. A. 9),) the Lloyd and Dieter-

ich patents are complete anticipations, because either the

use of Dieterich's colloidal substance, agar-agar (an or-

ganic colloidal substance) or Lloyd's Fuller's earth (an

inorganic colloidal substance) is a following of the teach-

ing of the Lindstaedt patent. Plaintiffs' expert Ramage
on direct examination testifies:- "Q.—Can you state

whether or not Lindstaedt limited himself to organic coh

loids? A.—No, he does not limit himself to organic col-

loids. He says in the patent that he prefers to use or-

ganic colloids. He certainly does not limit himself to

organic colloids." [L-223].



Lindstaedt's claim 2 calls for a parasiticide comprising

a toxic substance in quantity greater than the normal

lethal dose and a colloidal substance adapted to colloidally

hold the alkaloidal substance. The patent states that 5 to

10 mg. is a lethal dose of pure nicotine or nicotine sul-

phate when placed in the mouth of a chicken (p. 1, col. 1,

lines 27-30) ; that 70 to 80 mg. may be administered

without destroying the chicken's life {Id., lines 47-50)

when mixed with any substance of colloidal nature and

compressed into one-gram pellets (Id., col. 2, lines 26-27,

29, 37); that said quantity (70-80 mg.) placed in a

gelatine capsule is the full equivalent of mixing the nicotine

with the colloidal substance (p. 2, col. 1, lines 33-40).

Either mixing 70-80 mg. of toxic substance and 900-1000

mg. of colloidal substance and compressing into a one-

gram pellet* or placing 70-80 mg. of the colloidal sub-

stance in a gelatine capsule, is the parasiticide embraced

within this claim. Within the teaching of Lindstaedt's

specification, so enclosing said lethal quantity ( 70-80 mg.

)

in a gelatine capsule is combining such lethal dose of alka-

loidal substance in a colloidal substance (a gelatine capsule

is a colloidal substance). Lindstaedt patent claim 6 simi-

larly embraces either the actual intermingling of the

toxic substance and colloidal substance or the enclosing

of the alkaloidal substance in a gelatine capsule. This

*Confer Ramage, "The pellet would be a material that would be adapted

to administration in a single dose to give the necessary action as a

parasiticide." [II. - 536.]
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claim calls for the combination of an alkaloid and an

organic colloid, said organic colloid rendering said dose

non-lethal, etc. It does not specify that the alkaloid and

colloid are ground or mixed together. The patent states

that ''placing a quantity above the normally lethal dose

of the alkaloidal substance ( 70-80 milligrams ) in a gelatine

capsule" secures "similar results" to grinding or mixing

the toxic substance and colloidal substances. A gelatine

capsule is a substance of organic colloidal nature [L-

356]. Claim 8 also calls for a parasiticide comprising

the combination of a lethal dose of nicotine substance and

an organic colloid rendering the dose non-lethal. The

Lindstaedt patent specification says that enclosing or

"placing a quantity above the normally lethal dose of the

alkaloid substance (70-80 milligrams) in a gelatine cap-

sule" gives "similar results" to grinding or mixing to-

gether these substances in such quantities. Neither of

the claims 2, 3, 6, or 8 differentiates between grinding

together or intermixing the substances and merely enclos-

ing or placing the lethal quantity of toxic substance in a

gelatine capsule. These claims 2, 3, 6 and 8 comprehend

Lindstaedt's alternative, enclosing a lethal quantity in a

gelatine capsule, and are not limited in terms to a pellet

which contains the quantities set forth. But these claims

to have meaning must be limited either to the capsule

form or the pellet form to provide a parasiticide contain-

ing the lethal amount. An indefinite bulk quantity c^f

intermingled finely-divided nicotine and colloid is only a

bulk quantity of a medicinal preparation. What dose
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thereof is used depends on other conditions. In no true

sense can it be said that an indefinite quantity of such

admixture is a dose containing a lethal amount. Such

statement would be true of innumerable chemical mix-

tures, the safe use of which depends upon the quantity

administered.

None of the Lindstaedt patent claims is limited to any

specific proportion of nicotine or of colloid. The claims

merely call for "a colloidal substance for colloidally hold-

ing the toxic substance against the colloidal effect of such

dose" (claim 2) ; "a colloidal substance adapted to col-

loidally hold the alkaloid substance and protect against the

lethal efifect of such alkaloid" (claim 3

)

; "an organic col-

loid, said organic colloid rendering said dose non-lethal,"

etc. (claims 6 and 8). No proportions are specified. The

attempt is to define by the effect,—the function,—of the

colloid, not by the amount thereof, thereby prescribing

that the product contains sufficient colloid in amount or

proportion to secure the desired result. For this reason

the claims are void for indefiniteness and uncertainty,

and functionality. (General Electric Co. v. Wabash Ap-

pliance Corp., 304 U. S. 364, 371); Wood v. Underhill,

5 How. 1; Preston v. Menard, 116 U. S. 661; Germer

Stove Co. V. Art Stove Co., 150 F. 141, 144, 145, C. C. A.

6; National Theatre Supp. Co. v. Da-Lite Screen Co., 86

F. (2d) 454, 455, C. C. A. 7. As said in General Electric

Co. V. Wabash Appliance Corp. (supra):

"A limited use of terms of effect or result, which

accurately define the essential qualities of a product

I
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to one skilled in the art, may in some instances be

permissible and even desirable, but a characteristic

essential to novelty may not be distinguished from

the old art solely by its tendency to remedy the prob-

lems in the art met by the patent. And we may doubt

whether the language used in claim 25, taken by

itself, conveyed definite meaning to those skilled in

the art of incandescent lighting.

"The Circuit Court of Appeals below suggested

that 'in view of the difficulty, if not impossibility, of

describing adequately a number of microscopic and

heterogeneous shapes of crystals, it may be that Pacz

made the best disclosure possible, . .
.' But con-

gress requires, for the protection of the public, that

the inventor set out a definite limitation of his patent;

that condition must be satisfied before the monopoly

is granted. The difficulty of making adequate descrip-

tion may have some bearing on the sufficiency of

the description attempted, but it cannot justify a

claim describing nothing new except perhaps in func-

tional terms. It may be doubted whether one who

discovers or invents a product he knows to be new

will ever find it impossible to describe some aspect of

its novelty." (Emphasis supplied.)

That the proportions of nicotine to colloid are critical

is at the very foundation of plaintiffs' case. This is made

very clear by their contentions that the prior product

known as "University Capsules" is not an anticipation;

that such product was lethal.
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"University Capsules."

It is an admitted fact that as early as 1923 a parasiticide

known as "University Capsules" was advocated by the

University of California Extension Service and was made

by divers persons.* MilHons of such capsules were ac-

tually used by poultrymen in evacuating round worms

from poultry. "University Capsules" contained in a

gelatine capsule 3.16 grams of pure nicotine and a small

proportion of a refined Fuller's earth ("Lloyd's reagent")

—one part of nicotine to 5.06 parts of Fuller's earth.

Some chickens were killed by the use of such product.

Some were rendered toxic or "droopy" and recovered.

Mere toxicity of the product does not differentiate "Uni-

versity Capsules" from plaintiffs' product [III. -1126],

assertedly made under the Lindstaedt and Turnbow pat-

ents. Dr. Leake testifies:- "When a chicken appears

droopy after the administration of any of these products

it indicates that the toxic effect has become apparent on

the chicken" [III. - 1106]. That plaintiffs' said product

(Nico-Gel Granules) was admittedly toxic, made the

chicken "droopy", is admitted and stated upon the label

on plaintiffs' said product. - "Do not become alarmed if

the birds appear slightly droopy for a few minutes after

feeding. This kick is left in for a purpose—it merely

insures against the birds eating an over-dose" [III.-

1108; Cf. 1137]. "University Capsules" cannot be

classified as inoperative in the patent-law sense. The fact

See Defendant's Exhibit D [IV. -1247].



I

—53—

that, due to the insufficiency of the proportions of colloid,

it was not as safe and dependable as some subsequently

differently proportioned products, cannot efface the fact

that such parasiticide, in capsule form, was efficient. The

fact that it contained too great a proportion of nicotine

to the colloidal substance,—a greater proportion than the

holding power of said quantity of colloid,—does not

eradicate its anticipatory effect. On the contrary, it

illuminates the insufficiency of the Lindstaedt patent dis-

closure. Lindstaedt attempts to claim enclosure of a lethal

quantity or dose of nicotine in a capsule. Nowhere in

his patent does he define in what manner a lethal quantity

is to be administered, unless it be as a pellet (containing

70-80 mg. of nicotine and 900-1000 mg. of colloid), or

that 70-80 mg. of nicotine be enclosed in a gelatine capsule.

If the University Capsule containing nicotine and Fuller's

earth enclosed in a gelatine capsule was so toxic and so

dangerous that it was wholly lacking in utility (contrary

to the evidence that millions thereof were actually suc-

cessfully used) and killed such a large percentage of

chickens treated therewith (contrary to the evidence) as

to justify a finding that University Capsules was in-

operative and totally unsuccessful for the purpose for

which it was designed,—which is the test of patent law

to be applied,—then why is not the Lindstaedt patent

totally invalid? That which infringes if later will antici-

pate if earlier (Killefer Mfg. Co. t. Dinuba Associates,

Inc., supra). The Lindstaedt patent says:- "Besides the

use of the substances described to protect against the
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effects of a normally lethal dose of any of the described

alkaloidal substances, I have found that similar results

may be obtained by placing a quantity above the normally

lethal dose of the alkaloidal substance (70-80 milligrams)

in a gelatine capsule which may be administered inter-

nally" (p. 2, col. 1, lines 33-40). This product is thus

described and set forth in the Lindstaedt patent as the

full equivalent of any other product therein described

and is clearly within the scope of the claims in suit. Lind-

staedt thereby teaches that free nicotine may be coDoidally

held by merely enclosing it in a gelatine capsule. The

patent claims are co-extensive with this teaching. Uni-

versity Capsules enclose nicotine in a gelatine capsule.

As we shall hereafter specifically point out, "University

Capsules" did not include Lloyd's teaching of patent

1,250,331 [Defts. Ex. YY - IV. - 1520] that one part of

nicotine to twenty parts of colloid would be sufficient to

hold the alkaloidal compound so it will pass through the

stomach without the alkaloids or alkaloidal salts being

dissolved and that in the intestines the alkaloids or alka-

loidal salts will be dissociated. (Lloyd patent, col. 1, lines

21-28.) It is obvious, therefore, that to avoid the antici-

patory effect of these prior "University Capsules", and

show patentable invention or discovery by Lindstaedt, it

was incumbent upon Lindstaedt to comply with the re-

quirements of the patent law and state in his description,

and claim in his claims, the proportions of ingredients

which were critical, and the discovery of which proportions

comprised the patentable invention or discovery.
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The "University Capsules" Do Not Prove Lloyd's

Patent Medical Compound Is Lethal.

Predicated upon the testimony of Dr. Leake [III.

-

1087 et scq.\, plaintiffs in the District Court contended that

the medical compound of one part nicotine to 20 parts col-

loidal matter of the Lloyd patent 1,250,331 is lethal. None

of the toxicity tests testified to by either Dr. Leake or Dr.

Ramage were with proportions of nicotine and Fuller's

earth corresponding to Lloyd's one part nicotine to 20

parts Fuller's earth. This important distinction cannot be

overlooked. It destroys the probative value of such tests.

Dr. Leake's testimony refers to the so-called "University

Capsules". Plaintiffs' contention ignores the fact that,

although in the literature relating to "University Capsules"

reference is made to the use therein of "Lloyd's reagent,"

there is no evidence which will sustain a finding (and the

District Court did not find) that such capsule contained

nicotine and Fuller's earth in the proportions of one part

nicotine to 20 parts Fuller's earth as set forth in said

Lloyd patent. Dr. Leake did not so testify. The fact is

that such University Capsules contained, and the District

Court found them to contain, "a capsulized mixture of

fuller's earth 'and Black Leaf 40' "; "6.6 c.c. (7.92 grams)

of Black Leaf 40 with 16 grams of Lloyd's colloidal re-

agent, a refined fuller's earth" [Finding 12, I. -122].

40% of the 7.92 grams of "Black Leaf 40" is 3.16 grams,

i. e., the nicotine contained in 7.92 grams of "Black Leaf
40" is 3.16 grams. The proportions found by the court

in University Capsules is therefore 5.06 parts of Fuller's

earth to one part of nicotine,—not one part of nicotine to

20 parts of Fuller's earth as specified in said Lloyd patent.

This would indicate that whoever originated University

Capsules was either in ignorance of, or totally ignored the
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plain teaching of said Lloyd patent. Admittedly defend-

ant's product is not lethal. It contains, however, 5%
(4.2%, Ramage's inaccurate analysis) nicotine (alkaloid)

and 95% colloidal substances,—one part nicotine to 20

parts colloidal substance,—Lloyd's prescription. Univer-

sity Capsules contain one part nicotine to 5.06 parts col-

loidal matter, far in excess of the holding power of Fuller's

earth. When consideration is given to the fact that the

function of the colloid is to hold the nicotine from dis-

sociation (Lloyd patent, lines 21-28), the use of insuffi-

cient colloid necessarily results in insufficient holding of

the nicotine against dissociation. A consideration of the

proportions of nicotine and colloid proves this was the

fault or failure of the University Capsules. It is strange

that, if the originators or the manufacturers thereof had

any knowledge of the Lloyd patent teachings, that they

did not utilize the Lloyd prescription of one part nicotine

to 20 parts colloidal material, as did the manufacturer of

defendant's product.* If, on the other hand, only par-

ticular colloids can be used, then the Lindstaedt patent is

void because it does not set out this fact and also because

it does not specify only the colloids which can be used. If

the fundamental assertion thus attempted by plaintiffs is

that fuller's earth is not a colloid which can be used (if

used in proper proportions) to hold nicotine against dis-

*Ramage testifies:- "There are all degrees of adsorption," etc. [I. -238].
".

. . the important feature of that is that the method of release of the
nicotine is a critical factor in determining the parasiticidal action of the
product." [I. -241.] That the colloidal principle of adsorption and ahsorp-
tion was general medical knowledge [1.-318]. That colloids differ greatly
in their holding power for different substances [1.-319]. That it is "a mere
matter of selection hy a chemist to select the one which will exert the greater
holding power for any particular substance which he had under considera-
tion" [I. -319]. It is a matter of experimentation and selection [I. -319].
".

. . if you have any holding agent you hold your nicotine slightly more
firmly" [I. -261].
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sociation and render it non-lethal, the Lindstaedt patent is

void because, it is well settled that the inclusion of a whole

class of materials, only some members of which class are

useful, renders the patent void (Corona Cord Tire Co. v.

Dovan Chemical Corp., 276 U. S. 358; Holland Furniture

Co. V. Perkins Glue Co., 277 U. S. 245 ; Angle v. Richard-

son, 97 F. (2d) 7Z6, 740 -CCA. 9); Schrieber-Schroth

Co. V. Cleveland Trust Co., 305 U. S. 47, 58). Lindstaedt

specifies all colloidal substances as efficient and his patent

claims embrace all colloidal substances. He states he pre-

fers organic colloids; but the vice of his patent is that

while stating a preference for organic colloids, he includes

and makes all colloidal substances equivalents. The prin-

ciple of patent law last cited applies because it is not suffi-

cient to enumerate by name a number of a class where the

whole class has been set forth as available and workable

for a specific function, as does the Lindstaedt patent. All

the particularly named substances are merely named as

equivalent for any and all other colloidal substances,

organic or inorganic, and under the last cited cases, the

public cannot be left to experiment and select which of the

substances are efficient and which are not. The public has

an equal right to assume that if it selects any colloidal sub-

stance, inorganic or organic, the effect and result will be

the same. If this is not true, the patent is void. If it is

true, the patent is anticipated by any medicinal compound

which contains a toxic alkaloidal substance (such for in-

stance as nicotine, coniine, or their salts, such as the

sulphates or nitrates) and any colloidal substance. For

Lindstaedt says, "The composition of my invention * * *

comprises a toxic substance such as an alkaloidal sub-

stance, in quantities sufficient to destroy internal parasites,
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and a substance which protects against the efifect of a

normally lethal dose of the toxic substance" (patent, p. 1,

col. 1, lines 34-40). If an attempt be made to restrict the

patent to organic colloids, plaintiffs are in no better posi-

tion. Claims 2 and 3 embrace all colloids and such an

attempt admits the invalidity of these claims. The District

Court did not predicate its decision on any such distinction.

Furthermore, the Lloyd patent not only teaches the use of

a colloidal substance for this purpose (specifically naming

an inorganic colloid ) but gave to the world complete knowl-

edge of the holding or carrying principle upon which the

medical compound depended for protection against dissoci-

ation in the acid portion of the digestive tract. (C/. Lum-

ber Anti-Stain Co. v. Nester, 178 F. 927 -CCA. 6.)

Other printed publications, public documents, and patents

prior to either Lindstaedt's or Turnbow's alleged discovery,

or more than two years prior to their respective applica-

tions for patent, disclosed the use of organic colloids. To

substitute one colloid for another, an organic colloid for

an inorganic, or vice versa, was only the substitution of

a well-known equivalent.

The testimony of J. J. Bergstedt discloses the practical

use of nicotine to expel round worms from chickens, and

its combination with various substances of a colloidal

nature. Mr. Bergstedt's testimony is corroborated in

essential details by the printed publication, Defts. Ex. F
[IV. -1250] (itself a bar under RS.U.S. 4886, as a

printed publication, to a grant of a patent for anything

disclosed therein). ''Casein powder" is one of the sub-

stances of colloidal nature recommended by the Lindstaedt

patent (p. 1, col. 2, line 15). Casein powder is dried milk

[I. -378]. This is one substance of organic colloidal

nature used by Bergstedt by which nicotine was held
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[11. -565: II - 555
I

. He used nicotine sulphate (Black

Leaf 40) and chicken mash which contained dried milk

[II. -558-559]. We point to this as an example that

Berg-stedt's operations and knowledge are so complete as

to in themselves alone constitute a complete anticipation.

Alone or taken in connection with the common knowledge

exempHfied by the Lloyd patent 1,250,331 (Defts. Ex.

YY) there was nothing left for Lindstaedt to invent.

However, we may point out that Bergstedt testifies to the

continuous use of nicotine and various holding agents for

more than thirteen years prior to the alleged invention by

Lindstaedt [II. - 567] without lethal effect on his chickens

[II. -615]. This use vv^as not a mere experiment but a

continuous use for the entire thirteen years, and in fact

right up to date [II. - 567], and the treatment was on ap-

proximately 4500 chickens each year [II. -568], making

a treatment of more than 100,000 birds. Bergstedt further

testified that he never killed a chicken by any of his treat-

ments [II. -615] but he destroyed the round worms [II. -

563-564]. Among the mixtures used by Bergstedt were

the following :-

1. Nicotine and dried milk [II. - 560-565].

Casein is the principal component of dried milk

[I. -378].

2. Nicotine and soy bean meal [II. - 555, 604].

3. Nicotine and rosin [II. - 560, 563, 607].

4. Nicotine and fuller's earth [II. - 560, 563].

The plaintiff's' expert Ramage testified that ful-

ler's earth would be one of the substances that

would absorb and/or adsorb nicotine. "Fuller's earth

is * * * a substance of colloidal nature."

[I. -340].
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5. Nicotine and chicken mash [II. -558, 559].

The use of nicotine and mash is further substan-

tiated by the printed pubHcations, such as Defts.

Ex. RR at pp. 29, 30 and 31 [IV. - 1494-96].

Mash is certainly a substance which absorbs and/or

adsorbs as it is a finely divided product containing

proteins, starch, gum, sugar and carbohydrates

[I. -312, 313; II. -555] and by its very nature is

in a finely divided condition, practically a powder.

Mash contains dried milk [II. -555] which is

casein [1.-378] and soy bean meal [II. -555].

These are all holding agents specified and named as such

by Lindstaedt (pat., p. 1, col. 2, lines 14-23).

The work done by Bergstedt was disclosed to Mr. J. R.

Beach of the University of California Agricultural Ex-

perimental Station. Bergstedt made Beach acquainted

with the work that he did over the period of time extending

from 1915, when Bergstedt started this work at the

request of the Petaluma Chamber of Commerce, and this

work is found to a considerable degree published in "The

Cornell Veterinarian" of January, 1925, more than two

years prior to Lindstaedt's application [Defts. Ex. RR,

IV. - 1484-1501]. This publication discloses the success-

ful administration of nicotine for the purpose of combating

round worms, showing use of "Bleackleaf 40" [IV. - 1487-

88] ; the use of "Blackleaf 40" as administered in lactose

or corn-starch [IV. - 1491] ; the administration of nicotine

in capsules to the extent of from 80 to 200 milligrams per

dose without lethal effect upon the chickens; the further

use of "Blackleaf 40" in corn-starch to the extent of 200

to 400 milligrams per dosage; the administration of

"Blackleaf 40" in mash mixed with molasses, again veri-
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fying Bergsted't testimony with respect to this use, where-

in the quantity of nicotine was at the rate of 15 to 40 mil-

Hgrams per day as fed in mash ; and in experiments 2 and

3 shows the administration of nicotine with molasses and

mash, showing (in Table VI.) 100^^, removal of round

worms without lethal effect upon the chickens, wherein the

daily dosage was at the rate of 20 mg. per day over a

period of eight to ten days and continued dosage of 160 to

200 mg. without lethal effect upon the chickens. Experi-

ment No. 3 shows extensive experimental work done

through the use of "Blackleaf 40" mixed with mash (ad-

mitted to be a material of finely divided character having

adsorption and absorption properties), wherein the daily

dosage was 20 mg. per day over a protracted period of

time, with the result of recovery of 111 out of 112 round

worms infesting the entire number of birds or a total of

99% perfect results. This publication shows the use of

these obviously equivalent substances of colloidal nature,

some of which are specifically within and some without

the specific examples given in the Lindstaedt patent in suit

but all of which function in substantially the same manner

to produce the same result. It shows the administration

of a daily dose of nicotine stated in the Lindstaedt patent

to be lethal: shows the administration of this daily dosage

of nicotine protected by a substance of colloidal nature

rendering the dose non-lethal, and shows that the mixtures

administered, including normally lethal dose of nicotine

and the organic colloidal substances, were internally ad-

ministered and acted as a parasiticide for the removal of

internal parasites as administered. Obviously, if the un-

contradicted oral testimony of Bergstedt requires any cor-

roboration, it is found here in this publication of "The

Cornell Veterinarian," the publications of the University
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of California, and other publications wherein it is set forth

that J. J. Bergstedt was (if anyone) first responsible for

the discovery that nicotine protected by a substance of

colloidal nature could be administered to fowl in quantities

normally lethal to act as an internal parasiticide for the

elimination of round worms. The assertions made by

Bergstedt of the disclosure of this matter to J. R. Beach

stand uncontradicted. The evidence shows that Beach was

acting in some capacity on behalf of the plaintiffs in this

action in attending the ex parte experimental work that

plaintiffs performed in an effort to show that a dosage of

nicotine in excess of 10 mg. was lethal. His availability

to plaintiffs affirmatively appears [I. -292]. We thus

have the uncontradicted testimony of Bergstedt, supported

by the written published evidence, that Bergstedt (if any-

one) was the prior inventor or discoverer, prior user, and

the first one to disclose that nicotine protected by a sub-

stance of colloidal nature could be administered to fowl

as an internal parasiticide in doses greater than the norm-

ally lethal dose for the removal of internal parasites, round

worms.

References have been made to Bergstedt's work and to

the various uses of the various compositions of matter

used by him as "tests and experiments." The fact is that

these were actual productions of these compositions of

matter and were actual uses of them, used, as the evidence

shows, to the extent of treating over 100,000 chickens for

the removal of round worms during the period of time that

this work was carried on by Bergstedt, with chickens in

a commercial flock raised by him for commercial purposes.

These are not "abandoned experiments" under that doc-

trine in patent law. The compositions of matter were made

and completed within the rule of Corona Cord Tire Co. v.
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Dovan Chemical Corp., 276 U. S. 358, particularly at 383

(72 L. ed. 610, 619) wherein the Supreme Court says:-

"A process is reduced to practice when it is successfully

performed. A machine is reduced to practice when it is

assembled, adjusted and used. A manufacture is reduced

to practice when it is completely manufactured, A com-

position of matter is reduced to practice when it is com-

pletely composed." (citing authorities). Bergstedt made

these compositions of matter. This printed publication,

"The Cornell Veterinarian," in January, 1925, pubHshed

these compositions of matter "in sufficiently full, clear, and

exact terms to enable one skilled in the art to which they

appertain" to compose them. The use or tests or experi-

ments with these compositions of matter were not a part

of the completion of the compositions of matter as public

knowledge within the patent law. In this case plaintiffs

confuse the law and that confusion is reflected in the

Lindstaedt patent in suit. The manner of use is not a

part of the composition of matter. For this reason the

Court should not attempt to differentiate between Lind-

staedt's asserted composition of matter, (wherein the nico-

tine is enclosed in a gelatine capsule, or compressed into

one-grain tablets of intermixed nicotine and colloidal mat-

ter,) from such a composition of matter when merely in

finely divided form but unenclosed in any container. It

may be that in some uses as for chickens, as distinguished

from dogs or other animals, it is advantageous to use the

composition of matter in finely divided state without any
cover or container, but the Lindstaedt patent does not in

any of its claims limit the alleged invention to not being

enclosed in a container such, for example, as a gelatine

capsule, and therefore the composition of matter embraced
within any one of the Lindstaedt patent claims must be
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adjudged disregarding any such distinction. The novelty

of such claims must be adjudged with the consideration in

mind that they cover both the enclosure in gelatine capsules

and in a free unenclosed state, unless the inclusion in

claims 3, 6 and 8 of "a lethal size dose" requires, as it of

necessity does, that a quantity having such proportion be

compressed into a pellet or enclosed in a capsule, thereby

measuring the dose.

The work that Bergstedt did was not in the nature of

private experimental work. He during this period of time

was President of the Poultry Producers of Central Cali-

fornia [II. -569], and during this period of time it is

shown that said Poultry Producers on Bergstedt's recom-

mendation bought and sold to its members the materials

recommended by Bergstedt for the treatment of round

worms. -

"Q. How much of that mixture did you add to

your mash?

"A. Well, we used to add about something like an

ounce, I cannot say exactly the formula; we changed

the formula continuously. We put, as near as I can

remember, about an ounce to 500 birds, of pure nico-

tine.

"Q. When did you do this, that you used this

brown sugar and nicotine?

*'A. Well, we used it during the years 1919 and

1920. The Poultry Producers handled it. They

bought the nicotine and brown sugar and the mem-
bers were buying it and trying it out, themselves.

"Q. You mean the P. P. C. C. bought the mate-

rials ?

"A. Yes.
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"Q. And sold it to the growers?

"A. Yes.

"Q. The Poultry Producers of Central California

is what I mean by P. P. C. C. That is correct, is it

not?

"A. Yes.

"Q. As you understood the question, the Poultry

Producers of Central California, that is referred to

as P. P. C C?
"A. Yes.

"Q. How did they come to be distributing this

material?

"A. Well, the members came in and asked about

it, they got brown sugar, because I have recom-

mended that it could be used." [Bergstedt-

II. -559-560.
J*

In its finding 11 [I.- 122] the District Court makes a

partial but incomplete reference to the tobacco-dust method

of treatment and that "the unreliability of the nicotine

content produced unsatisfactory results, frequent high tox-

icity and sometimes lethal effect." This partial finding

does not find, nor does it deny, the additional facts relative

thereto fully explained by Bergstedt. Bergstedt testifies :
-

"Well, we found this, that the farmers were using the

nicotine and brown sugar, each one thought that a certain

portion given to their poultry would be a little bit better,

and the first thing they got the chickens toxic by feeding

too much of it," [II. -560]. Bergstedt used two pounds

of dry tobacco-dust to a hundred pounds of chicken-mash.

The use of this was continued by the poultrymen for sev-

"'Sugar is one of Lindstacdt's colloids. It is specified both as a filler

and as a colloid [IV. -1200, col. 2, lines 50-53].
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eral years [11. - 556-57] . Like the experience with the use

of cyanogen gas to destroy scale in the citrus industry where

such scale became substantially immune to such poison,

the chickens appeared to build up a resistance towards the

tobacco-dust. Therefore Bergstedt and the poultrymen

thought their tobacco-dust was not strong enough and

they made solutions of "Blackleaf 40" and soaked it back

into the dust [II. - 557] because they had found that when

the tobacco-dust had been exposed to air and sunshine it

oxidized to the extent that the nicotine evaporated out of

the dust [II. - 557-58]. Then Bergstedt and the poultry-

men "made a solution of brown sugar with the nicotine

and mixed the solution in the morning mash. We fed

about four or five thousand in a morning mash, we fed

about 15 to 16 five-gallon cans full of mash, and we mixed

with certain portions of that into these particular mashes,

and fed it to the poultry that way." An ounce of nicotine

to about two pounds of brown sugar [II. - 558-59]. That

this mixture of the nicotine and brown sugar with the

chicken-mash was extensively used by others is cor-

roborated by the printed publication, 'The Cornell Vet-

erinarian," published January, 1925 [Defts. Ex. RR, IV. -

1485, at 1494-97]. This product or composition is a com-

plete anticipation of the alleged Linstaedt invention; it

contains nicotine sulphate and practically all and each of the

specifically mentioned organic colloidal substances named

in the Lindstaedt patent; for example, contains protein,

starch, gums, sugar, and carbohydrates [I. -312]. Ram-

age admits this and attempts to differentiate solely by the

statement that the chicken-mash has the cellulose in it

[I. -313] ; that the protein, starch, carbohydrates, are not

free; that ''they are active agents for holding a substance

such as nicotine," and it is only after they are split out of
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the structure of the vegetable that they acquire their active

chemical properties that make them holding agents for

such a substance as nicotine. But Ramage ignores the

fact that the Lindstaedt patent specifically names peanut

meal, pea meal, and soy bean meal as active colloidal sub-

stances, and these are merely the ground meal of various

beans and contain cellulose matter, the same as chicken-

mash. In fact, the chicken-mash is a composition of

ground meals and contains in addition certain other things

such as soy bean meal and dried milk powder (casein)

[II.-5.S5]. Ramage's testimony [I. -314] attempting to

differentiate between chemically splitting out and mechan-

ically splitting out is impeached and contradicted by his sub-

sequent testimony [hereinbefore quoted, I. -479] that this

can be done by grinding. It is a natural question to ask:

How, knowing only that colloidal materials are present in

a product, Ramage can assert that in one product the col-

loidal materials are not colloidally active, while in another

(defendant's) product they are colloidally active, when he

does not know in the latter case in what condition they

were or how they were put together? He has only a

chemical analysis showing the elements as chemical

elements.

The record contains divers printed publications and offi-

cial registrations of products registered under the Kansas

law for sale and use in the state of Kansas. These are

more than two years prior to the dates of application for

the Lindstaedt and Turnbow patents and they are public

knowledge. [See Kansas City depositions of J. C. Mohler

and Paul V. Ijams, II. -633-96.] These made public

knowledge (R. S. U. S. 4886) and show the prior use of

nicotine and other alkaloids with practically every known
substance as a carrier, including specifically nicotine and



—68—

nicotine sulphate and both organic and inorganic colloidal

substances, both in a comminuted state, in capsules, and

tablets or pellets. The Lindstaedt patent particularly re-

fers to "kamala, a resinous excretion from a species of

tree" fPat., p. 2, col. 2, lines 18-25]. This is a specially

successful organic colloid for this kind of a parasiticide

or vermifuge. These printed publications and official

Kansas registrations show many products comprising nico-

tine and nicotine sulphate and kamala [see IV. - 1407,

1414, 1421, 1423-25, 1430, 1432, 1436, 1442, 1444]. Nico-

tine is also the active ingredient in numerous other of these

products [see IV. - 1295, 1401, 1406, 1409, 1414-15,

1421-22, 1426-29, 1431, 1449, 1451]. Among the divers

products in which tobacco is the active element are poultry

remedies composed of tobacco and kamala [IV. -1391,

1396], peanut meal [1412], rosin [1416, 1422], starch

[1404]. Lindstaedt patent specifically names all these as

acceptable effective organic colloids. The Larkin Hen-

Chick-Turkey worm tablets contained kamala, arica nut,

nux vomica, nicotine sulphate, digitalis and acacia [IV. -

1430]. Nux vomica contains several alkaloids (r/. Web-

ster's New International or Funk & Wagnall's Standard

dictionaries). It has been used with peanut hull meal

[IV. -1265, 1286, 1312, 1346, 1351, 1360, 1391, 1392,

1400, 1463] ; nux vomica 1 part to 9.3 corn-starch [1396]

;

to 7.9 parts starch [1403].* In following the Kansas law

Kamala, peanut meal, starch, rosin, powdered soap, arc all organic

colloids and specified as such in the Lindstaedt list of substances, from
which to select a colloidal substance as desired.
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the analyses of all these products were made of the

products as they were being ofifered for sale. They show

that it was a generally known and recognized fact that

nicotine and other toxic substances were useful and used,

as an internal parasiticide, when mixed with a protecting

or holding agent of an organic colloidal nature. Anyone

with all these before him and having before him the Lloyd

patent 1,250,331, and the other public knowledge, such as

the prior Lindstaedt's patents (Deft.'s Ex.'s H, I and J)

would be able therefrom to produce a non-toxic success-

ful vermifuge using only the ordinary skill of the chemist

and certainly no more experimentation than would be neces-

sary to produce a successful parasiticide from either the

Lindstaedt or Turnbow patents. Such use of such usual or-

dinary skill cannot rise to the dignity of patentable inven-

tion. Lindstaedt's patent suggests he thought he had discov-

ered the principle that a toxic substance could be held by a

colloid so as not to be dissociated in passing through the

acid alimentary tract, but Lindstaedt was mistaken. Lloyd

made this public knowledge in 1917. On cross-examina-

tion Ramage testifies that, "the fact that any material

having active groups, active chemical groups in it is ab-

sorbed, * * * It is not a matter developed from testi-

mony in this suit."; it is a matter of general knowledge;

that these colloids differ greatly in their holding power;
it is a mere matter of selection and experimentation to

select one which will exert the greater holding power for

any particular substance [IL- 318-19]. It is a mere
matter of degree [II. -419-20, 424-25]. Leake also ad-

mits this [III. - 1104]. This cannot be patentable. {An-
sonia Brass & Copper Co. v. Electrical Supply Co., 144
U. S. 11.)
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Lindstaedt Patent Void Because of Double Patenting.

Prior to filing application for the patent in suit, Lind-

staedt had applied for three other patents, subsequently

granted [Nos. 1,776,862, 2,007,721, and 2,007,722-

Defts. Ex.'s H, I and J, respectively - IV. - 1332-41].

Each of these is for a vermifuge or parasiticide to be em-

ployed in the treatment of worms or like parasites in the

digestive tract (see 1st Par. of each patent).

Nicotine is the toxic substance or one of the toxic sub-

stances specified in each of these three prior Lindstaedt

patents. We say "prior" because, although not issued

until after the filing of the application for the Lindstaedt

patent in suit, by law, having been filed first, they are

prior in point of time and the patent in suit cannot patent

the subject-matter patented in either of these three prior

Lindstaedt patents. The patent law authorizes only the

grant of one patent for an invention. The Commissioner

of Patents exhausts his authority to grant patents upon

granting one. {Miller v. Eagle Mfg. Co., 151 U. S. 186,

196-8; Hopkins on Patents, p. 253, Sec. 199; Dcller's

Walker on Patents, Vol. 2, Sec. 280; Underzvood v. Ger-

ber, 149 U. S. 224; Toledo Scale Co. v. Computing Scale

Co., 9 F. (2d) 823 (C. C. A. 6); Washburne v. Con-

solidated Safety Pin Co., 197 F. 552.) The Lindstaedt

patent in suit particularly provides that casein powder

(dried milk) is one of the substances of colloidal nature



—71—

which may be selected to hold the nicotine. The prior

Lindstaedt patent 1,776,862 (Defts. Ex. H) embraces, de-

scribes and patents "a new composition of matter, a com-

pound of nicotine and casein" (claim 3). This patent

says: "In this reaction the acidity of the casein is a

positive advantage, reacting as an acid on contact with

the basic nicotine alkaloid in solution, or more properly

speaking, in a colloidal dispersion, for the proteins (as

casein) are not truly soluble" [IV. -1332, col. 2, lines

70-76]. Claim 11 of the Lindstaedt patent in suit em-

braces and claims a medical compound comprising a toxic

substance (nicotine) and casein for holding the toxic

substance.* If the invention was broader than the embodi-

ment in the composition of matter of nicotine and casein,

under this rule of law any broad or generic claims must

have been secured in the first patent. A second or sub-

sequent patent can only cover a specific new discovery or

improvement. There is no different mode or procedure in

mixing the nicotine and casein. Neither describes more

than mere mixing.

*This claim attempts to include the effect of the holding when the com-
pound is used, but this cannot be adjudged a sufficient differentiation to

comply with the statute even were it possible (contrary to the fact) to

maintain that the earlier patent (Exhibit H) fails to embrace or disclose

this specific operation or result when the compound is used. {General Elec.

Co. V. Wabash Appliance Corp., 304 U. S. 364; White v. Dunbar, 119 U. S.

47, 51.) Such a claim clearly fails to particularly point out and distinctly

claim the composition of matter or "apprise the public of what is still left

open to them." (Paper Bag Patent Case, 210 U. S. 405, 419; U. S. L. &
H. Corp. V. Safety Car H. & L. Co., 261 F. 915, 918; Fulton Co. v. Poti.'ers

Reg. Co., 2(*3 F. 578, 580; Motion Picture Patents Co. v. Universal Film
Mfg. Co., 243 U. S. 502.)



—72—

In the patent in suit Lindstaedt specifies that agar-agar

may be used as the colloidal substance for holding, and

the Turnbow patent is predicated upon such use of agar-

agar specifically. The prior Lindstaedt patent 2,007,721,

Exhibit I, patents (claim 6) : "The method of preparing

alginic acid compounds which includes the step of adding

to alginic acid an alkaloid.", and claim 16: "The herein

described method of producing nicotine alginate consisting

in gradually adding to spray dried alginic acid nicotine

alkaloid." The product is also patented [see claims 19,

20, 24-30, inclusive - IV. - 1338]. Either claim 23, 'The

addition product of alginic acid and coniine" (coniine

being one of the toxic substances of the Lindstaedt patent

in suit) or claim 27, "Neutral nicotine alginate", may be

referred to to definitely establish that this Lindstaedt

Exhibit I patents a mixture of nicotine alkaloid and agar-

agar, one of the equivalent colloidal substances which the

Lindstaedt patent in suit states may be selected. The

claims of the Lindstaedt patent in suit (like those of Ex-

hibit I) are not limited to any particular proportions of

agar-agar, casein or rosin. Remembering that an inter-

ference proceeding was instituted in the United States

Patent Office between the applications for the Lindstaedt

patent in suit and the Turnbow patent because both de-

scribed and claimed a mixture of nicotine and agar-agar, it

is to be noted that difference in proportions of these in-

gredients are not material. Ramage testifies that, "The dis-

closures of the two patents * -^^ * ( Lindstaedt patent in suit

and Turnbow) are parallel up to the point where Lind-

staedt (Turnbow) emphasizes the administration of a
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finely divided product as distinguished from a pellet form;

finely divided product permitting the administration of the

material mixed with the mash so that the convenience of

administration is greatly increased." [11. -518]. The

proportions specified in the Turnbow patent, which Ramage

testifies were the same as those of the Lindstaedt patent

in suit [IV. -1203, col. 2, Hues 35-39], are the same as

the proportions in the prior Lindstaedt patent [Defts.

Ex. I, IV. - 1337, lines 13-17]. Alginic acid is the active

ingredient of agar-agar [II. -876]. Again the claims of

the Lindstaedt patent in suit and of the Lindstaedt patent,

Defts. Ex. I, are to the same subject-matter, /. e., the same

product. Patentable identity is established under the rule

that what infringes if later, anticipates if earlier.

Similarly, the Lindstaedt patent 2,007,722 [Defts. Ex.

J, IV. - 1340] embraces, discloses and patents a compo-

sition of matter comprising nicotine and like alkaloidal

derivatives of tobacco, or synthetic volatile alkaloids, with

abetic acids, rosin, etc., and claim 7 thereof embraces and

calls simply for "nicotine combined with an excess of

rosin". No different manner of mixing the excess of

rosin with the nicotine exists between the explanations of

the two patents. The Lindstaedt patent in suit embraces

as equivalents, "all of the classes of gums and resins are

also satisfactory" [IV. - 1200, col. 2, Hues 20-21]. All of

the substances of colloidal nature thus specifically men-

tioned in the patent in suit are in law specified as substi-

tutes or equivalents and a broad claim covering one covers

all, under the doctrine of equivalency in patent law, as well
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as nicotine, coniine, is specifically mentioned in the Lind-

staedt patent in suit as a toxic or alkaloidal substance

utilizable. Furthermore, the Exhibit J patent [IV.-

1340, col. 1, lines 31-32] specifically says that the com-

position may be employed as a spray or for inter-

nal administration. Again we ask, - If an attempt is

made to diflferentiate said prior Lindstaedt patents (Ex.'s

H, I or J) (as above compared) from the disclosure and

patent claims of the Lindstaedt patent-in-suit, upon the

hypothesis of any difference in manner or proportions in

mixing, such attempt if sustained utterly destroys any

proof of infringement in this case, - because Ramage's

testimony and his chemical analyses are insufficient to

prove that defendant has not used the method and the

proportions of these prior Lindstaedt patents. Ramage

was unable to identify, and his chemical analyses do not

disclose, what the 3L5% ash represents. 31.5% of de-

fendant's product is by him admittedly unidentified and its

utility in the product unknown. Furthermore, how it was

intermixed or chemically combined, or whether chemically

combined, is unknown. We thus see that any attempt by

plaintiffs to differentiate the disclosures, the products, or

the patenting of the prior Lindstaedt patents [Ex.'s H, I

and J] from the Lindstaedt patent in suit requires abso-

lute inconsistency on the part of the plaintiffs. Plaintiffs'

proof of infringement then likewise becomes a mere case

of speculation, if one assumes that it is mere speculation

as to the proportions , manner of mixing, etc., of any one

of these three prior Lindstaedt patents.
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Conclusion.

Appellant submits that:

( 1 ) both the Lindstaedt patent 2,036,638 and the Turn-

bow patent are invalid because anticipated and for want

of patentable invention or discovery;

(2) said Lindstaedt patent is void because it is a double-

patenting of the same inventive ideas patented in the prior

Lindstaedt patents, 1,776,682, 2,007,721 and 2,007,722;

(3) said Turnbow patent is void

(a) because antedated by Lindstaedt's alleged in-

vention, as conceded by Turnbow in the Patent Of-

fice, and

(b) as anticipated by the prior Lindstaedt patent

2,007,722;

(4) the claims of the Lindstaedt and Turnbow patents

are invalid for

(1) indefiniteness and

( 2 ) as claiming a function, - no critical novel pro-

portions of ingredients are set forth in the specifica-

tion or distinctly claimed in the claims;

(5) the record does not contain evidence which will

support a finding of infringement of either the said

Lindstaedt or Turnbow patents ; that it is not possible

from the evidence herein to determine with any certainty

whatsoever

( 1 ) whether defendant's product depends upon the

principle of "adsorption and/or absorption" of nico-

tine by a colloid, or

(2) if so, what proportions or ingredients are em-

ployed, or
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(3) whether the inoredients are chemically com-

bined as distinguished from said mere "adsorption

and/or absorption"

;

(4) that the record will sustain only a finding that

defendant's product is in some undisclosed manner

composed of nicotine equivalent to nicotine alkaloid

5% and Inert 95%, and follows the prior Lloyd

patent 1,250,331.

That the appealed judgments should be reversed, with

costs to appellant, the injunctions dissolved, and these

cases remanded with instructions to dismiss plaintiffs'

complaints and to grant the relief prayed by defendant's

declaratory-judgment counterclaim that the Turnbow

patent is invalid and not infringed.

Respectfully submitted,

Lyon & Lyon,

Frederick S. Lyon,

Lewis E. Lyon,

Frederick W. Lyon,

Attorneys for Defendant-Appellant.



APPENDIX.

In the Southern Division of the United States District

Court, Northern District of California.

Grover D. Turnbow, C. E. Gray, and Lederle Labora-

tories, Inc., a corporation, plaintiffs, vs. Farmers' Co-

operative Exchange, Inc., 1st Doe, 2d Doe, 3d Doe, 4th

Doe and 5th Doe, defendants. In Equity No. 4090-R.

Civil Action No. 21067-S.

Memorandum Opinion.

Roche, District Judge:

These are suits for the alleged infringement of two pat-

ents, both of which deal with a chemical composition which

is used in the poultry industry to cure the disease of round

worm. The first patent, No. 2,036,638, was issued on

April 7, 1936, to Frank Floyd Lindstaedt for his product,

"Parasiticide''. Plaintiffs obtained the patent rights to the

Lindstaedt product by means of an assignment to Turn-

bow. The second patent. No. 2,091,840, was issued on

August 31, 1937, to plaintiff Turnbow for his product.

"Vermifuge". Defendant is the user of a product called

"Kon-Trolled Nicotine", manufactured by Alexander and

Sons.

A bill of complaint was filed October 8, 1936, on the

"Parasiticide", or Lindstaedt, patent, but this bill was

amended January 20, 1938. Defendant prepared an

answer to the amended complaint and also submitted a

cross-complaint in which it asked for declaratory relief.
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Plaintiffs replied to the cross-complaint, and then filed a

civil action November 25, 1938, on the "Vermifuge", or

Turnbow, patent. The two causes of action, arising out

of the alleged infringement of each patent by defendant's

product, "Kon-Trolled Nicotine", were consolidated for

trial, which commenced November 30, 1938, on which

date defendant filed its answer to the second cause of

action.

Specifically, plaintiffs have alleged infringement of

claims 2, 3, 6, 8, 11 and 12 of the Lindstaedt patent and

claims 1, 2 and 7 of the Turnbow patent. Defendant has

denied infringement, and has asserted that plaintiffs' pat-

ents are invalid.

The evidence presented at the trial by defendant at-

tacked the validity of plaintiff's patents, but did not refute

the chemical proof of the similarity of the products of

plaintiffs and defendant. Hence the showing by plaintiffs

of infringement is conclusive unless defendant is able to

sustain the burden of proving that plaintiffs' patents are

void. Alliance Securities Co. v. J. A. Mohr & Son (1926),

14 F. (2d) 793, and similar cases. Despite the efforts of

defendant to establish anticipation, based upon earlier

patents and usage which relied upon nicotine as the

effective agent for the killing of round worm, the record

discloses the fact that defendant has failed to prove the

invalidity of the patents held by plaintiffs. It therefore

follows that defendant is guilty of infringement of both

the Lindstaedt patent No. 2,036,638 and the Turnbow

patent No. 2,091,840, which the court holds to be valid.
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In accordance with its ruling, the court orders the dis-

missal of defendant's cross-complaint, the issuance of a

writ of injunction perpetually restraining defendant from

infringing on the patents set forth in these suits, the

accounting for profits realized by defendant after the

date of issuance of the Lindstaedt patent, and the payment

of costs.

Dated: March 30, 1939.

Michael J. Roche,

United States District Judge.

(Seal of the U. vS. District Court-

Northern Dist. California)
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United States of America )

) SS:
Northern District of California )

I, Walter B. Maling, Clerk of the United States Dis-

trict Court in and for the Northern District of California,

do hereby certify that the annexed and foregoing is a

true and full copy of the original Memorandum Opinion

filled Mar. 30, 1939, in the case of Grover D. Turnbow

et al., plaintiffs, vs. Farmers' Cooperative Exchange et al.,
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BRIEF FOR APPELLEES.

These are causes respectively chars^ing infringe-

ment of Lindstaedt Patent No. 2,036,638, issued^pril

7, 1936 on an application filed June 15, ^^^ and

Turnbow Patent No. 2,091,840, issued August 31,

1937 on an application filed September 30, 1930. Both



patents are directed to parasiticides or vermifuges for

use in destruction of internal parasites in animals.

We are herein concerned primarily with products for

use in the treatment of poultry.

The actions were tried in the District Court for

the Northern District of California upon an order

of consolidation granted at the outset of the trial.

(1 R-117.)*

At the trial of the first named cause, plaintiffs-

appellees relied upon claims 2, 3, 6, 8, 11 and 12 of

Lindstaedt Patent No. 2,036,638 as being infringed;

plaintiffs-appellees at the same time, in the second

action, relied upon claims 1, 2 and 7 of Turnbow

Patent No. 2,091,840 as likewise being infringed by

defendant-appellant.

The District Court found all claims in suit of the

Lindstaedt and Turnbow Patents to be valid and

infringed. (Decrees 1 R-137, 1 R-188.)

STATEMENT OF CASE.

Since appellant's brief not only entirely fails to

present anything approaching a full picture of the

facts and issues presented in these cases, but also is

frequently misleading and inaccurate, we shall pro-

ceed, before considering appellant's arguments in de-

tail, to set forth the position of appellees in full.

*As in the brief of appellant-defendant, in record references, the arabic

numeral designates the volume of the record on appeal, the following

arabic number designating the page of the record.
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As is well known to this Honorable Court, the

poultry industiy in California is one of major pro-

portions.

Until the advent of the inventions in suit about a

decade ago, one of the great and serious problems of

this industry was the widespread presence in poultry

flocks of the deadly intestinal roundworm. While

numerous attempts to control this problem were made,

and many remedies therefor were suggested, nothing

successful had been developed; and as a consequence,

flock mortality was great and egg production was

heavily impaired.

It was for Mr. Lindstaedt, a skilled chemist in this

field, to devise a remedy and a method of controlled

application thereof, whereby a suitable toxic substance

could be administered to a fowl in such quantity that,

although normally it would be lethal to the fowl, it

nevertheless would pass harmlessly through the diges-

tive tract mitil it reached the intestinal tract, where

the toxic agent is released and destroys the parasite

in the intended manner, at all times leaving the fowl

unharmed.

Mr. Turnbow, another and later skilled worker in

the same field, improved on the Lindstaedt disclosures

by the discovery of a method whereby the parasiti-

cide, instead of having to be administered to each

chicken separately and manually, could be fed to the

animals in flocks, as to chickens in the feed.

These discoveries were instantly appreciated in the

industry, and w^ere of such tremendous importance

and effect in this particular field as to rank them of



primary character, all as will be made fully apparent

later herein.*

THE DEFENSES.

The defenses raised upon the pleadings in these

causes constituted the usual issues of non-infringe-

ment and invalidity. The latter defense was contended

upon numerous grounds, the bulk of which were not

supported by any evidence offered at the trial of the

causes. Indicative of this is the fact that in its an-

swer, in the first entitled case, substantially repeated

in the second named action, defendant-appellant**

pleaded as alleged anticipating art an aggregate of

some 107 patents, publications and purported prior

users, of which but ten or a dozen were considered

in any way at the trial or in appellant's brief herein.

The very volume of the pleaded alleged defensive

material is in itself recognized by the Courts to be

evidence of the weakness of the defense and ipso facto

a testimonial to the validity of the patents in suit.

See for example, Hoeltke v. C. M. Kemp Mfg. Co.,

80 Fed. (2d) 912, at 917, 9 C. C. A., where this Court

observed that the volume of alleged anticipating mat-

ter offered by defendant to overcome plaintiffs' pat-

ents is in itself persuasive evidence of weakness of

the contention, and, by the same token, e^ddence of

validity of the challenged patents:

*Record support for the facts set out in the foregoing preamble will be
set out when the points are subsequently fully considered.

**Hereinafter the parties will be referred to in the same name relation-

ship as obtained at the trial of this cause, to-wit: appellant will be re-

ferred to as " defendant '
' and appellees as '

' plaintiffs
'

'.



"Defendant has cited 33 patents as basis for its

contention that complainant's invention is lack-

ing in novelty; and this in itself is some evidence

of the weakness of the contention. Such a cita-

tion of so many prior patents almost inevitably

means either that none of them is nearly like the

invention of the patentee and that the attempt is

being made to invalidate the patent because the

patentee has brought together for the purpose of

his invention devices to be found in prior patents

of different character, or that prior attempts to

solve the problem with which he w^as confronted

have not met with success." (p. 917.)*

Taken in conjunction with the fact that these causes

were tried over an elapsed period of substantially

three weeks following which the positions of the par-

ties were exhaustively briefed on each side, it is evi-

dent that the District Court gave great consideration

to the evidence and the arguments wherefore its de-

cision should not be disturbed unless clearly demon-

strated to be wrong.

PATENTS IN SUIT.

The two patents respectively placed in issue in the

separately entitled actions are specifically identified

as follows:

1. Lindstaedt, No. 2,036,638, granted April 7,

1936, application filed June 15, 1929 (plaintiffs'

exhibit 1 4R 1199) for "parasiticide."

*A11 emphasis added unless otherwise specified.



2. Tumbow, No. 2,091,840, issued August 31,

1937 on an application filed September 30, 1930

(plaintiffs' exhibit 2 4R 1202) for '^Vermifuge."

These patents were referred to throughout the trial

as the ''Lindstaedt patent" and the ''Turnbow Pat-

ent
'

' and will frequently be so mentioned in this brief.

LINDSTAEDT PATENT NO. 2,036,638.

The Lindstaedt patent, as the evidence* disclosed,

was and is the basic patent in the art of production

of a non-lethal un-capsulized, internal parasiticide.

Lindstaedt taught for the first time that it was pos-

sible to administer internally to members of the

animal kingdom, for example, poultry, normally lethal

dosages of toxic substances such as nicotine, an alka-

loid, thereby to effect a destruction and expulsion

from the host of parasites such as roundworms with-

out destroying or endangering the life of the treated

subject. (1 R 219.) This was accomplished by Lind-

staedt by the "adsorption and/or absorption" of the

toxic substance on and in a substance of colloidal

nature, for example, resin and resinous materials, the

protein of casein and other substances of like prop-

erties named in the Lindstaedt patent. (See Lind-

staedt Patent, p. 1, col. 2, lines 14 and 55, Ex. 1, 4 R
1200.)

The teachings of Lindstaedt are simple, direct and

readily understood by expert and layman alike, as

^Hereinafter fully considered.



may readily be determined by no more than a read-

ing of the Lindstaedt Patent itself. In discussing his

invention, Lindstaedt points out that it is his purpose

to produce a parasiticide which will be effective in

the destruction of parasites such as roundworms in

the intestinal tract of poultry and other animals.

Lindstaedt observed (Lindstaedt Patent: page 1, col-

umn 1, lines 20 to 33 inclusive*) that the best prod-

ucts for destruction of parasites are such alkaloids as

nicotine and the salts of nicotine such as nicotine sul-

phate, but that, taken in quantities sufficient to kill

the parasites, these products unprotected, will like-

wise kill the animal being treated. The patentee points

out that he has determined that as little as 5 to 10

milligrams of nicotine w411 kill a chicken when placed

in the mouth of the bird but that quantities greater

than this are required to be administered in order to

effect destruction of the parasites hai'bored in the in-

testinal tract of the bird. (Lindstaedt 1:1:27-34.)

Lindstaedt describes his discovery best when he

says that he has discovered that the adsorption and/or

absorption of nicotine on or by suitable substances

of colloidal nature renders the administration of, for

example, 70 to 80 milligrams of nicotine, ten times

a normally lethal dose, entirely safe for the bird to

be treated and that such quantities are adequate to

destroy the parasites. (Lindstaedt 1:1:34-40.)

It is apparent from the latter statement, and from

a study of the Lindstaedt Patent that, as was pointed

•Hereinafter, when reference to the speoifieation of any patent is made, the
first niuneral in series will represent the page, the second niinieial the column,
and the last numeral the line or lines. Thus the reference above set out
Would be written: 1:1:20-33. Preceding the numeral will appear the name
of the patentee.
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out by Dr. Ramage* (1 R 223), the fundamental dis-

covery and teaching of Lindstaedt was that suitable

substances of colloidal nature, when mixed in suffi-

cient quantity with a normally lethal dose of nicotine

or nicotine sulphate, would act to hold that nicotine

against lethal effect, while at the same time holding

the nicotine in a form that would permit it to be re-

leased during passage of the parasiticide through the

intestinal tract of the bird or animal being treated,

the release of the active agent nicotine being at a

time and in sufficient quantity to result in satisfac-

tory destruction of the parasites. In other words,

Lindstaedt discovered the best means of ** controlling"

and predetermining the time and place of release of

the nicotine. Defendant pays tribute to this '^hold-

ing" or ** controlling" effect by featuring on its carton

the purported trademark ^'Kontrold Nicotine" a mere

misspelling of "controlled" (c.f. Ex. 7).

To quote Dr. Ramage in this regard:

''In the final analysis Tjindstaedt 's teaching is

very simple and can be summed up in this way:
He shows that it is possible to take a toxic alka-

loid substance and mix it with organic colloidal

material and thereby obtain a mixture which is

non-lethal to the animal to which it is adminis-

tered, even though a sufficient quantity is given

to eradicate internal parasites, and such an

amount of nicotine would destroy the life of the

animal unless held b}^ an excess of colloidal sub-

stance in the manner described by Lindstaedt."

(1 R 223.)

*Dr. Will. D. Ramage (Ph. D., University of California, 1922. in Physical
Chemistry) an experienced chemist in the field of colloidal and alkaloidal
chemistry, appearing as a chemical expert on behalf of plaintiffs.



LINDSTAEDT'S INVENTION DEFINED.

In a few words, therefore, Lindstaedt's invention

may be defined primarily as:

(1) The discovery that the normal toxic, poison-

ous, and lethal properties of an alkaloid such as nico-

tine in parasiticidal quantity, will be overcome and

eliminated when the alkaloid is held by a colloidal

substance such as, for example, protein, resin or the

like and released only at a time and place within the

fowl when it becomes safe for the latter but destruc-

tive to the parasites. (Lindstaedt 1:2:14-21.)

(2) That despite the fact that the alkaloid is ren-

dered non-toxic, non-poisonous and non-lethal to the

animal being treated it still retains its desirable para-

siticidal property. (Lindstaedt 1:1:20-34.)

LINDSTAEDT CLAIMS IN SUIT.

The claims in suit of the Lindstaedt Patent ana-

lytically set forth are:

Claim 2:

A parasiticide for

internal use, comprising

(1) a toxic substance in quantity greater

than the normally lethal dose and

(2) a colloidal substance

(a) for colloidally holding

the toxic substance

(b) to protect against the lethal

effect of such dose.
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Note: This claim, as are all other claims in this ac-

tion, is quantitative as well as qualitative in its re-

quirements, in that it calls for a sufficient quantity

of "toxic substance" to be normally lethal and enough

''colloidal substance" to overcome the normally lethal

effect of the toxic substance.

Claim 3:

A parasiticide

for internal use, comprising

a lethal sized dose of

(a) an alkaloidal substance

(b) combined into a colloidal

substance adapted to

(1) colloidally hold the

alkaloidal substance and

(2) protect against the lethal

effect of said alkaloid.

Note: This claim calls for an ''alkoidal substance"

instead of the broader ''toxic substance" of Claim 2.

Claim 6:

A non-lethal parasiticide

(1) for internal administration

(2) for intestinal parasites, comprising

(a) the combination of an alkaloid

(1) in dose normally parasiticidal to

said parasites and

(2) lethal to the subject being treated

on ingesting the same alone, and

(b) an organic colloid, said organic colloid
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(1) rendering said dose non-lethal

(2) leaving it parasiticidal to said

parasites.

Note: In addition to other distinctions this claim is

directed to an "organic colloid" instead of the

broader "colloidal substance/'

Claim 8:

A non-lethal parasiticide

(1) for internal administration

(2) for intestinal parasites, comprising the

combination of

(a) a nicotine substance in a dose

(1) normally parasiticidal to

said parasites, and

(2) lethal to the subject being

treated on ingesting the same

alone, and

(b) an organic colloid, said organic

colloid

(1) rendering said dose non-lethal to

the subject being treated, and

(2) leaving it parasiticidal to said

parasites.

Note: This claim is directed to a "nicotine sub-

stance" and an "organic colloid" instead of the

broader terms "toxic substance," "alkaloidal sub-

stance," and "colloidal substance."
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Claim 11:

A medicinal compound, comprising

(1) a toxic substance in quantity greater

than the normal lethal dose, and

(2) casein for holding the toxic substance

to protect against the lethal

effect of such dose.

Note: The active agent is set out as ** nicotine" and

the holding agent as "casein."

TURNBOW PATENT NO. 2,091,840.

Turnbow discovered that the broad invention of

Lindstaedt could be prepared in the highly advan-

tageous, finely divided form whereby it may be read-

ily administered in that form in the feed of the ani-

mal to be treated, for example, to poultry in flocks.

(Turnbow Patent Exhibit 2, 1:1:49-55, 1:2:1-2.)

The application of Turnbow as filed was directed to

the broad discovery of Lindstaedt, Turnbow going

beyond Lindstaedt to disclose the flock treatment or

finely divided (comminuted) form of parasiticide or

vermifuge. The Turnbow and Lindstaedt patents

were co-pending in the United States Patent Office.

During this period of co-pendency an interference

was declared between the two applicants and was

terminated in favor of Lindstaedt, the earlier to file

by a matter of 15 months. Following this the claims

remaining in the Turnbow application were limited

to a finely divided ov comminuted form of product
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comprising an active toxic agent, for example, nico-

tine, and a colloidal holding agent, for example,

agar-agar.*

That the claims of the Turnbow Patent, being an

improvement upon the basic Lindstaedt Patent, are

equally valid with the broader claims of Lindstaedt,

even though the Turnbow disclosure includes Lind-

staedt, is well stated in the leading case of Cantrell v.

Wallicky 117 U. S. 689, where at 694 the rule was

stated

:

u* * * rp^Q patents may both be valid when the

second is an improvement on the first, in which

event, if the second includes the first, neither of

the two patentees can lawfully use the invention

of the other without tlic otlier's consent. Star

Salt Caster Co. v. Crossman, 4 Cliff. 568.

"Therefore, letters patent for an improvement

on a patented invention cannot be declared void

because they include such patented invention.

Much less does it lie iu the mouth of a party who
is infringing both the improvement and the orig-

inal invention to set up the existence of the first

patent as an excuse for infringing the improve-

ment. It is only the patentee of the original in-

vention who has the right to complain of the use

made of his invention. We are, therefore, of

opinion that the first defense to suit must fail."

*See the File Wrapper and contents of the Tiirnbow and Lindstaedt
Patents, plaintiffs' exliibits 3a and 4, respectively, appearing in the record of

this appeal as physical exhibits.
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TURNBOW CLAIMS IN SUIT.

The claims in suit, 1, 2 and 7, analytically set forth

are:

Claim 1:

A medicinal compound

in finely divided condition, comprising

a normally toxic substance

incorporated in agar-agar

in proportions to render said substance

(a) substantially non-toxic

(b) to fowls

(c) when given in quantities sufficient

to destroy parasites of the intestinal

tract.

Claim 2:

A medicinal compoimd

in finely divided condition comprising

(1) agar-agar, and

(2) nicotine substance

said compound being non-toxic

(a) to fowls

(b) when given in quantities sufficient

to destroy parasites of the intestinal

tract.

Claim 7:

A compound of the character

described in finely divided condition comprising

a normally lethal dose of toxic substance

incorporated in a substance of colloidal

nature, said colloidal substance

colloidally holding the toxic substance

to protect against the effect of

such dose.
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LINDSTAEDT AND TURNBOW CONTRASTED WITH THE
PRIOR ART.

As will be seen in a subsequent analysis of the state

of the art as it existed prior to the work of Lindstaedt

and Turnbow, the most desirable method of admin-

istering a parasiticide to a flock was by flock feeding

in troughs or mixed with feed. (See Ex. 17, 4 R
1222.) Nevertheless, no satisfactory form of para-

siticide had been discovered up to the time of Turn-

bow whereby flock feeding could actually be accom-

plished successfully and safely. The best of the prior

art attempts to deliver remedies to the birds in flocks

were failures. (Ex. 22, 4 R 1222.) Dr. Stanley B.

Freeborn, University of California Agricultural Ex-

periment Station, Davis, California, pointed out in his

scientific treatise, ^'The Use of Nicotine Sulphate in

the Control of Intestinal Roundworm," that as a result

of the many failures in attempts at flock administra-

tion:

u* * * ^j^g ^^Yy satisfactory treatment would be

one involving individual medication with a com-
pound of known nicotine content." (Ex. 27, 4 R
1225.)

Dr. Freeborn also pointed out that individual treat-

ment insured the deliver}^ of a predetermined and
parasiticidal dose of nicotine to the bird, and that

when this dose was housed in a mechanical carrier

such as a capsule, the danger of toxic or lethal effect

was minimized provided the capsulized product, in

administration, was placed well down the throat of

the bird. In short, up to the time Turnbow came on
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the market, the problem of flock treatment had not

been solved.

Turnbow not only recognized the tremendous and

numerous advantages of a flock treatment product,

but also disclosed that his product was designed to

be produced either in form for individual administra-

tion or, preferably, in finely divided or comminuted

form for mixing with the feed or for direct feeding

to a flock of chickens.

Regarding his product, Turnbow said:

** Substantially all of the procedures thus far in

use have been of such nature that administering

the doses manually to the animal or fowl being

treated has been necessary." (Turnbow 1:1:16-

20.)

Explaining the reason why flock treatment, prior to

the product disclosed by him, was impractical, Turn-

bow said:

"One of the reasons for this has been that no

practical means has been found whereby the

product could be put up in sufficiently finely di-

vided condition to be mixed with the feed, and
again, the toxicity of the products in the form
given has been such that the amount required to

destroy the parasites has been only slightly less

than lethal dose. Therefore, if administering by
means of feeding as to a flock of chickens was
resorted to, the result would be that some of the

fowls would take more feed than others and
thereby secure sufficient quantity to produce

death. (Turnbow 1:1:20-32.)

Thereupon, Turnbow states that one of the im-

portant objects of his invention is
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'Ho produce a medicinal compound in the form

and condition which will permit its being mixed

with feed for fowls and animals whereby they

will obtain the necessary dosage to destroy para-

sites, while at the same time the medicinal com-

pound will be sufficiently non-toxic to the fowls

or animals being treated so that they will not be

injured even though the amount taken be ma-
terially in excess of that required to destroy the

parasites." (Turnbow 1:1:38-48.)

In stating the function found to exist in his product

Turnbow says:

''The product of the present invention lends

itself readily to being prepared in finely divided

condition and may be administered in that con-

dition without ill effect." (Turnbow 1:1:49-52.)

Turnbow states further that his product is so de-

signed that it is not only non-poisonous in the mouth

and throat of the bird, where poisoning usually takes

place (Turnbow 1:1:6-12, and Freeborn Ex. 27, 4 R
1226), but also remains non-injurious to the bird

throughout the digestive tract, while at the same time

operating to destroy the parasites. (Turnbow

1:2:3-6.)

Dr. C. D. Leake, professor of Pharmacology, Uni-

versity of California Medical School, toxicological

expert appearing at the request of plaintiffs (3 R
1024, et seq.), corroborated the disclosure of the Turn-

bow Patent by actual tests performed under field

conditions. With reference to possible toxic effect on

poultry of a parasiticidal dose of "Floxide," a com-

mercial designation for the Turnbow invention, Dr.

Leake testified:
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a* * * an amount of Floxide equalling 60 milli-

grams of nicotine alkaloid was administered and

showed that there is no effect on the bird after

administration by mouth." (3 R 1088.)

and at 3 R 1083, on the same point, Dr. Leake said

:

**We observed that the oral administration to

white leghorn chickens of 1 gram of Floxide or

Mcogel, containing 60 milligrams of nicotine

produced no symptoms."

At the same time Dr. Leake testified, in discussing

the comparative action of plaintiffs' products, Nico-

Gel or Floxide, with defendants' product, ^'Kon-Trold

Nicotine,":

"We also concluded that nicotine adsorbed on

and absorbed with an excess of organic colloidal

material, as is the case in Floxide and Kon-Trold

nicotine significantly reduces the toxicity of nico-

tine to the vanishing point, so that it may be

safely administered to chickens for the purpose

of removing worms without producing injury or

death to the chickens, and at the same time giv-

ing the desired parasiticidal effect." (3 R 1083.)

Thus it is observed that the fundamental problem of

Turnbow was the production of parasiticide or vermi-

fuge which could be fed with entire safety to animals

with the feed, for example, to poultry in fiocks, rather

than manually and individually. This too had been a

long sought product, the art having started work on

the problem as early as 1915 (Bergstedt 2 R 549), and

continued even through the modern efforts of Lind-

staedt. It was not until Turnbow disclosed his work
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that the finely divided or comminuted form of product

was solved, the solution being disclosed and claimed

as invention in the Turnbow Patent No. 2,091,840.

SUMMARY CONTRAST OF LINDSTAEDT AND TURNBOW
INVENTIONS.

Lindstaedt was the discoverer of the broad generic

principle by which a successful and safe parasiticide

could be made of a nicotine base, this discovery in-

volving the teaching of tlie use of a substance of

colloidal nature as an adsorbing and absorbing agent

to overcome the normally lethal property of nicotine

under the specific circumstances concerned in para-

siticide production. Turnbow carried the same idea

forward to discover that even when prepared in

finely divided form and where great surface area of

the colloidally held nicotine was exposed (and against

the full belief at that time that ''fine division" would

create toxicity), that the lethal effect of nicotine was

still obviated. Lindstaedt further broadly discovered

that while the normally lethal quantity of nicotine

was controlled in such manner as to overcome danger

to the animal to which it was administered it was held

nevertheless in such releasable fashion that it still

retained its parasiticidal value. This latter property

was retained by Turnbow in his finely divided vermi-

fuge.

Turnbow in his turn discovered by experimenta-

tion and trial and error (see affidavits of Turnbow,

Beach, Gray and Davis, Turnbow File Wrapper, Ex.
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4) that the parasiticidal value was retained even

though the colloidally held nicotine was placed in

finely divided form, thereby solving the problem of

*' flock-feeding '\

Therefore, one inescapable conclusion must be

reached, namely, that the defendant's product, being

in finely divided form as it is, duplicates the teachings

of Lindstaedt and Turnbow simultaneously as will be

seen in the ensuing analysis of proofs of infringement

to which defendant offered no contrary testimony.

On the matter of testing the patentable advance

made by Turnbow or Lindstaedt, reference is made

to the leading case of Eihel Process Co. v. Minn. etc.

Paper Co., 261 U. S. 45, 67 L. Ed. 523, where Chief

Justice Taft, in dealing with a patent described as an

^'improvement in the art", laid down rules, in finding

the patent valid and infringed in that case, which will

undoubtedly be useful in judging the contributions

here

:

''In administering the patent law, the court first

looks into the art to fmd what the real merit of

the alleged discovery or invention is, and whether

it has advanced the art substantially. If it has

done so, then the court is liberal in its construc-

tion of the patent, to secure to the inventor the

reward he deserves." (p. 532.)

See also Wirehoimds Patents Co. v. H. R. Gibbons

Box Co., 25 F. (2d) 363, 364 (0. 0. A. 7) (af&rmed

282, U. S. 704), where it said:

"Upon the face of the patent the advantages of

the invention might seem slight, but in the light
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of experience they are manifestly all-important.

The language of the Supreme Court in the Barbed

Wire Patent Cases, 143 U. S. 275, 12 S. Ct. 443,

36 L. Ed. 154, is pertinent: 'Under such circum-

stances courts have not been reluctant to sustain

a patent to the man who has taken the final step

which has turned a failure into a success. In the

law of patents it is the last step that wins. It may
be strange that, considering the important results

obtained by Kelly in his (prior art) patent, it did

not occur to him to substitute a coiled wire in

place of the diamond-shaped prong, but evidently

it did not ; and to the man to whom it did, ought

not to be denied the quality of inventor. There

are many instances in the reported decisions of

this court where a monopoly has been sustained

in favor of the last of a series of inventors, all of

whom were groping to attain a certain result,

which only the last one of the number seemed
able to grasp.'

"

See also. Walker on Patents, Deller's Ed., page 120.

The classic words of Justice McKenna in the lead-

ing '^ Rubber Tire" case, 220 U. S. at pp. 434-5, are

directly appropriate to a finding of patentable inven-

tion by Turnbow in the premises

:

*'* * * It attained an end not attained by any-

thing in the prior art, and has been accepted as

the termination of the struggle for a completely

successful tire. It possesses such amount of

change from the prior art as to have received the

approval of the Patent Office, and is entitled to

the presumption of invention which attaches to

a patent. Its simplicity should not blind us as to

its character. Many things, and the patent law
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abounds in illustrations, seem obvious after they

have been done, and, 'in the light of the accom-

plished result', it is often a matter of wonder how
they so long 'eluded the search of the discoverer

and set at defiance the speculations of inventive

genius'. Pearl v. Ocean Mills, 11 Off. Gaz. 2.

Knowledge after the event is always easy, and

problems once solved present no difficulties, in-

deed, may be represented as never having had any,

and expert witnesses may be brought forward to

show that the new thing which seemed to have

eluded the search of the world was always ready

at hand and easy to be seen by a merely skillful

attention. But the law has other tests of the in-

vention than subtle conjectures of what might

have been seen and yet was not. It regards a

change as evidence of novelty, the acceptance and

utility of change as a further evidence, even as

demonstration. And it recognizes degrees of

change, dividing inventions into primary and

secondary, and as they are, one or the other, gives

a proportionate dominion to its patent grant. In

other words, the invention may be broadly new,

subjecting all that comes after it to tribute (Rail-

way Co. V. Sayles, 97 U. S. 554, 556) ; it may be

the successor, in a sense, of all that went before,

a step only in the march of improvement, and

limited, therefore, to its precise form and ele-

ments, as the patent in suit is conceded to be. In

its narrow and hiunble form it may not excite our

wonder as may the broader or pretentious form,

but it has as finn a right to protection. Nor does

it detract from its merit that it is the result of

experiment, and not the instant and perfect prod-

uct of inventive power * * *."
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GENERAL STATE OF THE ART AT THE TIME LINDSTAEDT

AND TURNBOW ENTERED THE FIELD.

Problem of the Poultrymen.

Since the best known definition of ''invention" is

''a new means to fill a want", we may better appre-

ciate the Lindstaedt invention if w^e further consider

the ver}^ practical problem that faced the industry at

the time Lindstaedt came into the field in 1928. (3

R-1146.)

The poultry industry in California, as stated by

defendant's witness Bergstedt (2 R-549) w^as a

gigantic enterprise even as early as 1910.

Likewise, as early as 1910, millions of dollars were

being lost to this industry as the result of roundworm

infestation of chickens. (2 R 549.) This parasite

caused tremendous losses in egg production, produced

unhealthy birds, and resulted in the death of large

numbers of birds and, in some cases, of entire flocks.

(Circular 8, University of California, Defendant's Ex.

D, 4 R 1246-9.)

As early as 1916, the University of California, op-

erating through what is known as the California Agri-

cultural Experiment Station, undertook to attempt to

discover a solution to the roundworm problem. (Ex.

D, 4 R 1246.) In this regard, defendant's witness

Bergstedt testified

:

u* * * ^j^g poultry flocks in the Petaluma area

from 1910 to 1915 became infested with what we
call the round worms, and it became so serious

that the farmers lost, well, they must have lost

in that period, oh, about a million dollars through



24

loss of poultry. An appeal was made to the

United States Department of Animal Husbandry
to help us out. In the meantime everybody was
experimenting with something to remedy the

situation." (2 R-549.)

That the solution of the problem was neither an \

obvious nor an easy one, but on the contrary, was one

which baffled the experts of the University of Califor-

nia and of the California Agricultural Experiment

Station, despite intensive work on the subject, is well

described in Circular 8 of the California Agricultural

Extension Service, entitled '' Diseases and Parasites

of Poultry in California", written by J. R. Beach and

S. B. Freeborn. (Defendant's Ex. D, 4 R 1246-9.)

Tobacco Infusion Experiments.

This publication (speaking as of 1923) discusses

the trials and failures occurring before Lindstaedt

came into the field, when it says, at 4 R 1246, with

reference to the so-called '' tobacco infusion" method:

*' Tobacco infusions made b}^ steeping chopped
tobacco in water were first recommended but

proved too toxic for the safety of the birds and
continued egg production."

Tobacco Dust Tests.

This same publication (Defendant's Ex. F) takes

the next step of the art, the use of tobacco dust, and

describes not only the method by which that product

was used, but also the reasons why it was rejected by

the industry as a failure

:

''Dry tobacco dust was then tried out at the rate

of 2 per cent by weight of the dry mash and fed
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over a period of three to four weeks. This was a

distinct advance over the old infusion method, but

the unreliability of the nicotine content and the

fact that many birds (some of which needed it

most) refused to eat the treated mash, discour-

aged the use of this material and seemed to indi-

cate that individual treatement was the proper

solution of the problem. " (4 R 1246-7.)

This was corroborated by no less an authority than

Dr. Freeborn, writing in 1927 (Plaintilf's Ex. 27)

where he reported:

"In some cases the unsatisfactory reports were

of entire flock failure but in most cases it was

reported that many individual birds showed heavy

infestation after treatment. (4 R 1224.)

In warning the world of the problems faced in the

use of nicotine, and indicating the desirability of use

of this substance as well as the dangers thereof, Drs.

Beach and Freeborn further said

:

** Nicotine is the most eifective vermifuge dis-

covered thus far but inasmuch as it is a very

strong poison its use in strengths sufficient to

eliminate the worms was fraught with danger to

the treated birds until a safer manner of adminis-

tration was devised which would not decrease egg

production." (Ex. D, 4 R 1247.)

"UNIVERSITY CAPSULE" THE BEST BEFORE
LINDSTAEDT.

It is next reported in the University of California

publication, Defendant's Ex. F, that the California
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Agricultural Experiment Station in 1923 commenced

experimentation with a capsulized mixture of fuller's

earth and Black Leaf 40.

Describing this University Capsule, plaintiff's wit-

ness, Dr. Davis, himself in charge of the California

Agricultural Experiment Station at Petaluma from

1923 to 1926 (3 R-1113), testified:

''Then I think it was in 1924 Mr. Freeborn de-

veloped what he called the University Capsule,

1923 or '24. That was a mixture of Lloyd's Re-

agent and nicotine, the total mass of 350 milli-

grams, and 46 milligrams of nicotine in a No. 2

gelatin capsule." (3 R-1120.)

The formula of this product is stated in Circular 8,

as follows:
'

' Tlie formula which has proved most satisfactory

is made by mixing 6.6 cubic centimeters (7.92

grams) of Black Leaf 40 with 16 grams of Lloyd's

Alkaloidal Reagent. After a thorough mixing the

powder is then packed in No. 2 gelatine capsules

in sufficient quantities to weigh, when filled, from

350 to 400 milligrams." (Ex. D, 4 R 1247.)

The only protection offered by this method was the

gelatine capsule, not as an integral part of the para-

siticide itself.

In discussing the use of the capsulized product,

which came onto the market ultimately as a commer-

cial roundworm treatment, known as the "University

Capsule '

', Drs. Beach and Freeborn state

:

"Care must be taken to place the capsule well

do^vn the bird's throat and then with the thumb
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and forefinger the capsule should be located from

the outside and slid down to the crop." (Ex. D,

4 R 1247.) (Emphasis original.)

To the same effect, see the testimony of Dr. Davis at

3 R-1120.

The obvious objection in using the so-called "Uni-

versity Capsule" method was the ever-present danger

and frequent occurrence of the breaking of a capsule

in the upper alimentary canal of the chicken being

treated, thereby killing the fowl. (3 R-1120-1.)

REASONS FOR FAILURE OF THE UNIVERSITY CAPSULE.

Referring to the reasons for the failure of the Uni-

versity Capsule, Dr. Davis tells us

:

"That was by far the best thing that had been

developed up to that time, but this capsule would

dissolve in water, it would dissolve in the bird's

mouth. The capsule had a tendency to stick to any

moist surface and would quite frequently stick in

the bird's mouth, and the result of this nicotine

and Lloyd's Reagent in the mouth would kill the

bird, or at least produce a very severe shock. It

would get in the windpipe and many birds were

strangled in that way. It was very important that

birds be fed before they were treated; if they

were not there was a severe shock, and if water

was withheld from them before treatment they

would go to the water trough, put their heads

down and drink, put their heads up, let the water

run down and the material would run down in

the mouth and the bird frequently died at the
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water trough following treatment. However, the

capsule was, as I said, the most satisfactory thing

that had been developed up to that time." (3 R-

1120-1.)

A contemporaneous and authoritative statement, in

even more complete fashion, of the entire above briefly

outlined history and the complete state of the art

when Lindstaedt entered the field on January 15, 1928,

is contained in Exhibit 27, a paper entitled ''The Use

of Nicotine Sulphate in the Control of the Intestinal

Roundworm", delivered by Dr. Stanley B, Freeborn,

co-author of Circular 8, Defendant's Ex. D, of Uni-

versity of California Agricultural Experiment Sta-

tion, before the World's Poultry Congress in the first

week of August, 1927.*

A careful study of all that is contained in the

numerous patents and publications offered by defend-

ant fails to disclose anything that will give us more

than is found in Circular 8, Ex. D, and more fully

analyzed in Ex. 27.

This is particularly significant when it is remem-

bered that Ex. D, and the Freeborn Paper, Ex. 27,

represent the latest publications before the Court, in-

cluding all art offered by the defense, Ex. 27 being

published only five months before the date of Lind-

staedt 's invention in January, 1928. (3 R-1120.)

*Ex. 27, by the way, the Freeborn article delivered before the World 's

Poultry Congress in August, 1927, was pleaded by appellant as alleged de-

fensive material but was not offered in evidence by defendant. This made it

necessary for plaintiffs to produce the comprehensive article for the aid of

the Court. (4 R 1222-8.)
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Dr. Leake, professor of pharmacology at the Uni-

versity of California Medical School, renowned toxi-

cologist, pharmacologist and physiologist, referring to

Ex. 27, said:

'^That summarizes, then, the highest state of

the art as I find it revealed by these publications

;

in other words, that by 1928 the most satisfactory

form of removing roundworms from chickens was

to administer a combination of nicotine sulphate

as found in Black Leaf 40 with Lloyd's Alkaloidal

Reagent in the form of a gelatin capsule." (3

R-1034.)

LINDSTAEDT'S PROBLEM.

The problem facing Lindstaedt, therefore, at the

time he made his discovery in January, 1928 (3

R-1146), was that of devising some method of hold-

ing nicotine or other suitable toxic substances in

some manner that would render the nicotine harmless

to the bird or animal to which it was administered,

and yet leave or place the active substance, nicotine,

in such form as would permit it to exert its recog-

nized parasiticidal function.

Nicotine and such substances, as we shall herein-

after observe, were recognized in the art as desirable

parasiticides, but at the same time this product, which

would kill the parasite when used in parasiticidal

quantity, would likewise kill the animal to which it

was administered as a remedy.

The art, as we have seen supra, disclosed various

products which would to some extent act to eliminate
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parasites in poultry, but each of these products had

certain fundamental objections or disadvantages from

the standpoint of usage, practice, function, or effect.

The principal objections in the art were that these

products prior to Lindstaedt were toxic or lethal in

themselves, or that because of the necessary limita-

tions in methods of administration they impaired the

normal laying function of hens, or that they were

distasteful to the birds if administered in flock form,

and therefore would not be eaten by the birds, or that

the quantities of nicotine administered were variable,

sometimes non-parasiticidal and sometimes lethal to

the bird, and other reasons which will hereinafter be

discussed.

PLAINTIFFS' PRODUCT REPLACED PRIOR ART COMPOUNDS.

The adoption of plaintiffs' products by the trade

to the virtual exclusion of the prior art products is

an impressive demonstration of the value of plain-

tiffs' products to the trade, and acts as a real tribute

of the buying public to the inventions of plaintiffs.

Along this line it is helpful to turn to the record

and consider the micontradicted testimony of Dr.

Davis (3 R-1133), where there is tabularly set up the

sales made by Dr. Davis of plaintiffs' products, and,

for comparison, the sales of the leading competing

remedies from a date prior to introduction of plain-

tiffs' product in the market in 1930 to substantially

the end of the year 1938. In summary fashion this

table may be translated in terms of individual bird

treatment as follows:
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University Capsules

and

Plaintiffs ' Product Prior Art Products

1927

1928 1,288,800

1929 1,465,600

1930 603,900 1,247,800

1931 2,287,400 264,700

1932 1,762,700 217,300

1933 872,600 120,600

1934 848,700 52,100

1935

1936

1937

903,000

673,100

325,750

95,900

72,000

90,000

1938 329,400 13,200

Total birds

Treated

:

8,606,550 4,928,000

PLAINTIFFS' PRODUCT SUPPLANTS THE PRIOR ART
PRACTICES.

As shown at 3 R-1133, plaintiffs introduced their

product into the market in July, 1930. The total sales

of plaintiffs' product in 1930 represent to a large ex-

tent the difference appearing in sales of the prior art

products between 1929 and 1930, thus showing that

plaintiffs' business was largely gained from trade

previously enjoyed by parasiticides theretofore on the

market.

This latter fact is strongly brought out in the con-

trast of sales during the year 1931, which shows that

the sales of the prior art products fell off by approxi-



32

mately one million doses, while sales of plaintiffs'

products increased in that year by a figure even

greater than that amount. Consideration of the table

above, and allowance up until 1933 for factors aris-

ing from the well-known economic depression, show

that plaintiffs' sales maintain an increasing sales

rate, while the so-called prior art products were vir-

tually replaced thereby, and disappeared from the

market. Thus, where in 1929 there were more than

an aggregate of one and one-half million doses of

University Capsules and Kill-Well, sold to the trade,

in 1938, less than one per cent, 13,200 doses, of that

quantity of that product, were sold.

DEFENDANT'S BUSINESS TAKEN FROM PLAINTIFFS.

Before leaving consideration of sales of plaintiffs'

products, it is interesting to observe from the fore-

going comparative sales record how sharply defend-

ant's business cut into plaintiffs' trade. In 1932, as the

table shows, plaintiffs, at the bottom of the late but

not lamented economic depression, had a steadily in-

creasing business totalling 1,762,700 doses of Mco-Gel.

The following year, 1933, when business recovery had

already set in, an increase would normally have oc-

curred; nevertheless plaintiffs' business, due to the

advent of defendant in the field with a Chinese copy

of the Lindstaedt discovery, dropped off over 50%, to

872,600 doses. This was a business loss of almost one

million doses, a startling figure. This was the year

when ''Kon-Trold Nicotine", defendant's product,

came on the market. (2 R-713.)
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COMMERCIAL SUCCESS.

Few inventions, starting from '' scratch" as did this

one of Lindstaedt, ever show such phenomenal growth.

This success, moreover, was not due to any elaborate

schemes of advertising or of sales promotion. The

product of the Lindstaedt process sold itself. The

marked advantages of the product made the article

sell itself.

It is therefore observed, from a commercial stand-

point, that plaintiffs, by offering a product which,

for the first time, filled a long-felt want, virtually

drove the entire prior art parasiticide business from

the field when they brought their product on the

market in 1930.

As this Court recently said in Research Products

Co. V. Tretolite, 106 F. (2d) 530, 2:

''So great and immediate a success speaks

strongly of invention, adding emphasis to the

strong presumption of invention raised by the

issuance of the patent."

As said in Eihel Co. v. Paper Co., 261 U. S. 45, at

page 63, re commercial success:

'

' In administering the patent law the court first

looks into the art to find what the real merit of

the alleged discovery or invention is and whether

it has advanced the art substantially. If it has

done so, then the court is liberal in its construc-

tion of the patent to secure to the inventor the

reward he deserves."

And in the case of Kurtz v. Belle etc. Co., 280 F.

277, 281, Judge Hough had the following to say with

respect to commercial success:
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''Commercial success has been too recently and

too often considered to justify much citation, but

however unsafe as a guide (Boston etc. Co. v.

Automatic, C. C. A. 276 F. 910) it has always

been a powerful piece of evidence, especially

when the prior art shows no success along the

same lines."

Plaintiffs continued to enjoy a good business in

their new product until 1933, when plaintiffs were

forced thereafter to share their business with defend-

ant's product by reason of the infringement of plain-

tiffs' rights by defendant. However, plaintiffs could

do nothing to protect themselves against the unlawful

acts of defendant and Alexander & Son, manufac-

turers of defendant's product, until April 7, 1936,

when the Lindstaedt patent issued, and, in the case

of the Tumbow patent, until August 31, 1937, when

the Turnbow patent was finally granted by the United

States Patent Office. As far as the record shows, ex-

cept for the competition of defendant, plaintiffs'

monopoly w^ould have remained unchallenged.

DEFENDANT'S PRODUCT.

DEFENDANT FOLLOWS THE TEACHINGS OF
LINDSTAEDT AND TURNBOW.

Since the defendant by ''Stipulation of Facts"

(Ex. 9) and elsewhere in the record (for example, at

1 R 207) has conceded that the products purchased

from defendant or furnished by defendant to plain-

tiffs pursuant to interrogatories Ex. 6a, to-wit, Alex-

ander & Son's "Kon-Trold Nicotine", were sold by





EXHIBIT 16A. .

QUANTITATIVE ANALYSIS j

OF DEFENDANT'S j

''ALEXANDER'S NICOTINE COMPOUND". |

Ingredients

Sample #1
Exhibit #14

Sample #2
Exhibit #15

Sample #3
Exhibit #7

Nicotine

Colloidal Substances

Resins

Protein

Ash
Sulphur Trioxide

Combined Water and

Unclassified Materials

4.2%)

57.9%

46.7%o

11.2%

31.5%

2.2%)

4.2%

4.0%)

57.3%

46.4%

10.9%c>

31.7%

2.1%^

4.9%

4.5%;

60.3% i

49.6%)

10.7%o

31.4%-

2.3%:

1.5%:

Totals. 100.0%) 100.0%) 100.0%

DEFENDii

Calcula

Nicotin

Colloid

Ratio E

Nicotin

Colloid

lnt's Ratio Est

ted on Sample 4;

e

al Substances

STABLISHED BY P

e

al Substances

ABLiSHED Above

tl, Exhibit #14

70 80

965 1103

ATENT IN Suit.

70 80

900 1000
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defendant prior to the filing of the bills of complaint

in the two cases here, and subsequent to the issuance

of both patents in suit, it is unnecessary at this point

to review the proofs in that regard, other than to

point out that by stipulation (1 R 211-212) the speci-

men packages (Exhibits 7, 12, 13, 14 and 15) were

offered and received in evidence as the specific prod-

ucts of defendant herein charged to infringe, and

were admittedly sold by this defendant.

ANALYSIS OF DEFENDANT'S PRODUCT—CHART EX. 16.

The chemical analysis of the product purchased

from defendant, and particularly of Exs. 7,* 14 and 15,

was made by Dr. Ramage and reported by him in

detail in his testimony (1 R-263 et seq.) The work of

Dr. Ramage is carefully and in detail discussed in his

testimony and is summarized for the purpose of this

brief in the chart Ex. 16A, a copy of which is repro-

duced opposite.

Further comparison of defendant's product with

the claims of plaintiffs' patents will be found herein

under the topic of Infringement.

DEFENDANT'S CUT-PRICE PRACTICES.

We learned from this witness Alexander, by the

way, the underlying reason why the defendant was

able so promptly to encroach upon the business of

*Cai-ton of '
' Kon-Trold Nicotine '

' offered by defendant in response to

interrogatories. (1 R 206.)
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plaintiffs, when defendant's witness Alexander testi-

fied (2 R-750) that he sold his product at a cut-rate

price of $2.70 per thousand doses while plaintiffs'

product brought a price of $3.50 per thousand doses.

(3R-1133.)

With a duplicate product sold at a cut price, it is

never difficult for an interloper to steal the business of

his competitor. When protection of United States

Letters Patent intervene, such activity becomes un-

lawful. Since plaintiffs were and are operating under

protection of Letters Patent, these actions are being

prosecuted to invoke the aid of this Honorable Court

in protecting plaintiffs in the rights secured to them

by the Constitution and laws of the United States.

DEFENDANT'S FORMAL NOTICE OF LINDSTAEDT PATENT
AS EARLY AS JULY 9, 1936.

It was stipulated between the parties (1 R 211)

that plaintiff first used a label giving statutory notice*

of plaintiffs' rights as of the agreed date of July 9,

1936, and shortly after the Lindstaedt patent issued.

49]

'Section 4900, United States Eevised Statutes (U.S.C.A., title 35, Sec.

"It shall be the duty of all patentees, and their assigns and legal

representatives, and of all persons making or vending any patented
article for or under them, to give sufficient notice to the public that
the same is patented; either by fixing thereon the word 'patent', to-

gether with the number of the patent; or when, from the character
of the article, this cannot be done by fixing to it, or to the package
wherein one or more of them is enclosed, a label containing the like

notice: * * * and in any suit for infringement by the party failing

so to mark, no damages shall be recovered by the plaintiff, except on
proof that the defendant was duly notified of the infringement and
continued, after such notice to make, use, or vend the article so

patented. '

'
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In addition, plaintiffs by their counsel sent to de-

fendant notice of infringement, a copy of which is in

evidence here as Plaintiffs' Exhibit 11, this notice

being under date of September 28, 1936. Authenticity

of Exhibit 11 was stipulated by defendant in the

Stipulation of Facts, Exhibit 9 herein, dated Novem-

ber 18, 1938, filed in the pleadings of these causes No-

vember 22, 1938.

Thus we see that both defendant and its manu-

facturer, Alexander & Sons, in privity with defend-

ant, continued activities of infringement with full

knowledge and awareness of the rights and position

of plaintiffs.

Settlement negotiations having proved futile, the

first of these suits was filed on October 7, 1936. (2

R-735.)

Exemplifying plaintiffs' good faith in pursuing

their rights promptly upon issuance of their patent,

we find defendant's witness Alexander, the manu-

facturer of ''Kon-Trold Nicotine", testifying that

sometime shortly after the Lindstaedt patent issued,

on April 7, 1936, and either in June or July of that

same year (2 R-723), he was approached on settlement

of the entire problem by plaintiff Grover D. Turnbow,

acting both in his individual capacity and as a repre-

sentative of plaintiff Lederle Laboratories, Inc. Nego-

tiations were carried on continuously into September

or October, 1936 (2 R-735), when these negotiations,

trying to bring about an amicable disposition of the

controversy, were terminated by the witness Alex-
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ander, when in a letter (Ex. 25, 2 R-746-7) he wrote

to plaintiff Turnbow:

'^Furthermore, we are advised by the best avail-

able legal counsel and analytical chemists that

we are not in any way infringing on your patent

No. 2,036,638, nor any other patent of record at

the present time.

"However, we dislike being accused and threat-

ened with lawsuits because of a difference of

opinion. Kon-Trold Nicotine is manufactured by
a secret formula and process, so that we cannot

go into details that would disclose the funda-

mental principles involved. On the other hand,

if in your opinion, we are infringers we will wel-

come a detailed analysis, and if it is shown con-

clusively that w^e are not within our legal rights,

we will lose no time in making such changes neces-

sary to relieve the contention." (2 R-746.)

INFRINGEMENT.

In the Court below, defendant made no effort, be-

yond a simple denial in its answer in each of these

causes, to coimteract in any way the careful proofs

of infringement presented by plaintiffs and found

by the District Court to be adequate to support the

charge. (IR 130-2, IR 179-183.) These proofs of in-

fringement as off'ered by plaintiffs stand wholly un-

contradicted and unimpeached.

Nevertheless, for the first time in these proceed-

ings, appellant in its brief attempts now to contend
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that infringement has not been proved and, even more

extravagantly, that

:

''The District Court did not determine the com-

ponents of defendant's product or the principle

upon which such components are combined,

—

whether the nicotine is chemically combined with

the other substances or merely held by adsorption

or absorption. The District Court merely found

that defendant's product 'is a parasiticide for

internal use comprising a toxic substance, nico-

tine or one of its salts, in a quantity greater than

a normally lethal dose, and a colloidal substance

such as rosin, casein, fuller's earth or their

equivalent, for colloidally holding the toxic sub-

stance to protect against the lethal effect of such

dose.'" (Brief p. 22.)

Ais a matter of fact, the qualitative and quantitative

findings of the District Court concerning defendant's

product not only included the generic statements

above attributed to the Court but, in contradiction of

defendant's statements of lack of proof, the District

Court went on to find (IR 128) :

'

' 34. Said Alexander & Son 's ' Kon-Trold Nico-

tine' by analysis was shown to contain approxi-

mately four to five per cent nicotine and ap-

proximately sixty per cent colloidal substances

including resinous matter and proteinous matter,

in addition to approximately thirty per cent of

inorganic colloidal substances and other inciden-

tal ingredients making up the whole.

"35. Three samples of said Alexander &
Son's 'Kon-Trold Nicotine', manufactured by

Alexander & Son, Van Nuys and Burbank, Cali-
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fomia, and sold and used or caused to be sold

and used, by defendant Farmers' Cooperative

Exchange, showed qualitative and quantitative

chemical analyses as follows:

Sample ^1 Sample #2 Sample #3

Nicotine 4.2% 4.0% 4.5%

Colloidal substances .... 57.9% 57.3% 60.3%

Resin 46.7% 46.4% 49.6%

Protein 11.2% 10.9% 10.7%

Ash 31.5% 31.7% 31.4%

Sulphur Trioxide 2.2% 2.1% 2.3%

Combined water and

unclassified materials . . 4.2% 4.9% 1.5%

100.0% 100.0% 100.0%

'^36. Said Alexander & Son's 'Kon-Trold
Nicotine' substantially duplicates, in its propor-

tions of nicotine and colloidal substances such

as resinous matter and proteinous matter present,

the teachings of Linstaedt patent No. 2,036,638,

where it is taught that a ratio should be preserved

of, preferably, from 70 to 80 milligrams of nico-

tine to 900 to 1000 milligrams of such colloidal

substances. In this respect defendant employed

a ratio of 70 to 80 milligrams of nicotine to 965

to 1103 milligrams of colloidal substances, com-
prising resinous and proteinous matter, in said

product Alexander's 'Kon-Trold Nicotine'.

"37. Said Alexander's 'Kon-Trold Nicotine'

manufactured by Alexander & Son, Van Nuys
and Burbank, C^alifornia, and used and sold, and

caused to be used and sold, by defendant Farm-

ers' Cooperative Exchange, Inc., is qualitatively

and quantitatively substantially identical to the

preferred embodiment of the invention of Lind-
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staedt as disclosed and claimed by him in his

patent No. 2,036,638.

^'38. Said Alexander & Son's 'Kon-Trold

Nicotine', a parasiticide, includes each and all

of the elements of claims 2, 3, 6, 8, 11 and 12 of

said Letters Patent No. 2,036,638 in suit."

Absolutely ignoring the foregoing, defendant at

page 22 of its brief says there is no finding as to

"whether the nicotine is chemically combined with

the other substances". We might add, there is no

showing by defendant of an evidentiary nature that

suggests that such finding is material to these issues,

for the reason that the Lindstaedt patent No. 2,036,-

638 in suit is not concerned with the production of a

chemical compound. Lindstaedt is concerned with the

manufacture of a product which he classes as "a

parasiticide for internal use" which comprises an

amount of a toxic substance, for example nicotine,

in a quantity which will be normally lethal and which

is '^colloidally held" (absorbed and/or adsorbed, as

contrasted with actual chemical reaction) by a col-

loidal substance, in which manner as to protect against

the lethal effect of the dose of toxic substance present.

(Patent 1:2:5-7 and 57-63.)

There is nothing in this teaching that prescribes

as a requirement to produce the product of Lind-

staedt that chemical combination take place, nor are

any of the claims of the Lindstaedt patent directed

to the production of a chemical compound or a chem-

ical composition of matter. The distinction between

the "absorption and/or adsorption" method of hold-

ing described in the Lindstaedt patent, and chemical
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reaction, was discussed by Dr. Ramage when he testi-

fied (1 R-237) :

^'Lindstaedt says that the nicotine or other toxic

substance is absorbed or adsorbed by the col-

loidal holding substance, by the substance of col-

loidal nature, and he indicates that this holding

agent is different from a strict chemical combi-

nation of the material."

Upon the basis of the foregoing, the challenge of de-

fendant that the Court "failed" to find whether there

was a chemical combination between nicotine and the

other substances is nebulous and deceptive, if it is

intended to constitute a reflection upon the adequacy

of proof by plaintiffs of infringement by defendant.

It is; readily seen that the important conclusion to be

drawn by the Court was that defendant's product

followed the teachings of Lindstaedt, which do not

call for the production of a chemical union.

FINDINGS PRESUMPTIVELY CORRECT.

In Adamson v. Gilliland, 242 U.S. 350, at 353, the

Court said:

"Considering that a patent has been granted

to the plaintiff the case is preeminently one for

the application of the practical rule that so far

as the finding of the master or judge who saw

the witnesses 'depends upon conflicting testimony,

or upon the credibility of witnesses, or so far as

there is any testimony consistent with the find-

ing, it must be treated as unassailable' (citing)

Davis V. Schwartz, 155 U.S. 631, 636".
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Defendant continues its challenge of proof of in-

fringement by saying that:

'' Although Ramage testifies that defendant's

product contains some of the colloidal substances

specifically named in the Lindstaedt Patent, proof

is entirely lacking that such substances are in a

colloidally acting state in defendant's product."

(Brief p. 23.)

To the contrary is the uncontradicted testimony of

Dr. Ramage, based, as we have seen, on his own tests

and on the disclosures of Lindstaedt, in answer to a

question as to whether or not the colloidal substance is

present in defendant's product, and exerts a colloidal

holding action on the toxic substance to protect against

the lethal effect of the dose thereof, that (1 R 273) :

"I can say that the colloidal substances that

are present there would effectively hold against

the toxic action of the nicotine. * * *

u* * * ^jjgpg jg plenty of colloidal material to

hold the toxic material firmly so that it would
not have a toxic action on the chicken. Of course,

it is only reasonable to assume that it is there

for no other purpose."

The District Court interrogated Dr. Ramage on the

holding action of the colloidal substances in defend-

ant's product, the questioning resulting in the follow-

ing testimony:
'

' The Court. From the standpoint of a chemist

has it that function?

A. From what I know of the absorbing power
or the holding power of materials of this char-

acter for material of the character of nicotine.
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I ican say definitely that that would be the func-

tion of the material in such a nicotine com-

pound." (1 R-273.)

In relating this testimony, not only to defendant's

product but also to the teachings of Lindstaedt, Dr.

Ramage testified:

''Q. Can you state whether or not under the

teachings of the Lindstaedt Patent in suit the

substance used for holding nicotine or the toxic

substance against lethal effect must be any pure

colloidal substance ?

A. I can say definitely it is not necessary for

the substance to be any pure colloidal substance.

It is only necessary that the substance be of a

colloidal nature, namely, having active chemical

groupings in its constitution, which would make
it an effective holding agent for nicotine.

Q. State whether or not it is necessary to re-

duce a substance of colloidal nature, as that term

is used by Lindstaedt, to a state of colloidal dis-

persion in order to secure the holding action by
absorption or adsorption that is defined by Lind-

staedt ?

A. It is not necessary to reduce the substance

to a state of colloidal dispersion. It is only neces-

sary that by some means sufficient surface of the

colloidal material be exposed so that the nicotine

can have access to the active holding group. This

can be done by grinding the product so it can

have a very large surface exposed or by partially

melting the product and mixing with the melted

product, or by similar mechanical means which

do not constitute reducing to a colloidal disper-

sion." (1 R-477-479.)

1
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The foregoing scarcely supports the extravagant

statement of appellant that ** proof is entirely lack-

ing" on this subject. In the light of the foregoing

demonstrations, which might be continued almost line

by line and certainly page by page through defend-

ant's consideration of the question in infringement,

appellee believes that it will be helpful and appropri-

ate to consider in prima facie fashion the uncontra-

dicted proofs of infringement offered by the plaintiffs

and found by the District Court to be entirely ade-

quate io support the charge.

QUALITATIVE COMPARISON.

Reference to the chart Ex. 16A (appearing at p.

1218 of the Exhibit Book) shows that defendant's

product is primarily nicotine incorporated with vari-

ous substances of colloidal nature. These holding sub-

stances, as is indicated by the chart produced by Dr.

Ramage, are largely of the classes of resins and pro-

teins, the resin being principally rosin and the pro-

tein being derived from the casein of milk or the

casein of soy bean meal. (1 R-251.) In addition, the

bulk of remaining material, indicated on the chart as

*'ash, sulphur trioxide, combined water and unclassi-

fied materials," was shown by Dr. Ramage possibly

to have some colloidal holding characteristics. (1

R-266, and cross-examination 1 R-391.)

As we have seen from previous discussion, these

substances, defined qualitatively by Dr. Ramage as

determined from an analysis of defendant's product.
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are the exact ingredients specifically recommended by

Lindstaedt as the substances preferred to be used in

producing the Lindstaedt parasiticide (nicotine or

nicotine sulphate—Lindstaedt patent 1:2:4-5; protein

of casein or soy bean meal—patent 1:2:19-20.)

From a qualitative standpoint, therefore, this shows

the product of defendant, exemplified by Exhs. 7, 14

and 15, to constitute, in all essential particulars, the

exact, preferred form of product taught by Lind-

staedt.

QUANTITATIVE COMPARISON.

Quantitatively, Lindstaedt in his patent teaches

(patent 1:2:25-9) the use of 70-80 milligrams of any

of the described alkaloids, such as nicotine, with 900-

1000 milligrams of any of the described substances of

colloidal nature, for example, the protein of casein

or soy bean meal, and resins such as rosin, to produce

a satisfactory form of plaintiffs' parasiticide.

The chart Exhibit 16A, to be seen opposite page.*??-'^!

hereof, discloses, as we have seen, that nicotine, pro-

tein or casein, and resins, principally rosin, are found

in the defendant's product, nicotine being present in

an amount from 4.0 to 4.2 per cent of the total mass,

while the resins and protein combined are present in

an amount equal to 58.6 to 59.2 per cent.

Translated into terms of the patent, defendant's

product can readily be compared with the specific

formula of the patent (1:2:24-9) by reference to the

ratio appearing at the bottom of the chart Exh. 16A,





EXHIBIT 17A.

COMPARATIVE QUANTITATIVE ANALYSIS OF
DEPENDANT'S PRODUCT WITH LINDSTAEDT PATENT

EXPRESSED IN MILLIGRAMS PER GRAM
OF TOTAL MATERIAL.

Patent at 80 900

Patent at 80 1000

Patent at 70 900

Patent at 70 1000

Colloidal

Nicotine Substances Filler

42 473 485

42 525 433

42 540 418

42 600 358

Defendant 's Product

Sample #1 (Exhibit #14) 42

Patent at 80 : 900

Patent at 80 : 1000

Patent at 70 : 900

Patent at 70 : 1000

Defendant 's Product

Sample Furnished by
Defendant (Ex. #7)

45

45

45

45

45

579

507

563

579

643

603

366

Patent at 80 : 900 40 450 510

Patent at 80 : 1000 40 500 460

Patent at 70 : 900 40 514 446

Patent at 70 : 1000 40 571 389

Defendant's Product

Sample #2 (Exhibit #15) 40 573 374

493

437

421

357

397

Em

EXHIBIT 18A.

COMPARATIVE QUANTITATIVE ANALYSIS OF
DEFENDANT'S PRODUCT WITH LINDSTAEDT PATENT

EXPRESSED IN PERCENTAGES.

Patent at 80

Patent at 80

Patent at 70

Patent at 70

900

1000

900

1000

^ /Sample #1 (Exhibit #14)
g ) Sample #2 (Exhibit #15)

I ^ Sample #3 (Exhibit #7)
^ (Average of Samples #1, #2 and #3.

Colloidal

icotine Substances

8.2% 91.8%

7.4% 92.6%

7.2% 92.8%

6.4% 93.6%

6.8% 93.2%

6.5% 93.5%

6.9% 93.1%

6.7% 93.3%
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which shows that when taken in proportions of 70

milligrams of nicotine to 900 milligrams of colloidal

substance, the defendant's product contains, with 70

milligrams of nicotine, almost exactly the same

amount, or 980 milligrams, of coUodial substance.

This ratio discloses that defendant has, in follow-

ing Lindstaedt's teaching, simply leaned slightly fur-

ther to the side of protection, employing a slightly

higher proportion of colloidal agent to nicotine than

is set up as the minimum preference of the patent.

The patent teaches safety ; the defendant has followed

that teaching and has even gone slightly further in

the same direction.

DEFENDANT EXACTLY FOLLOWED LINDSTAEDT'S
TEACHINGS TO LETTER.

Reference to the comparative analysis charts, Exs.

17A and 18A, reproductions of which are interposed

here, at the opposite page^ i^xt following, illustrates

clearly, both in milligram content of product analyzed

and in percentage of total material, the fact that the

defendant, in producing its parasiticide, duplicated

the product disclosed in the Lindstaedt patent.

On this point. Dr. Ramage testified (1 R-257-264) :

''The nicotine actually found in the defendant's

product was 42 milligrams of nicotine per gram
of total material. That was the 4.2 per cent given

in my analysis. For this amount of nicotine the

patent teaches that the amount of colloidal hold-

ing substance which is preferable to use can range
from 473 to 600. (1 R-257.)
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i(* * * Exhibit 14, on that same basis, contains

579 milligrams of colloidal substance, which is

within the range of the preferred teaching of the

patent. (1 R-257.)

a* * * Exhibit 15, I adopted 40 milligrams of

nicotine per gram of material as a common basis

of comparison of the product with the teaching

of the patent, and on that basis I find that the

patent teaches that from 450 milligrams to 571

milligrams of substance of colloidal nature gives

an adequate holding of the 40 milligrams of nico-

tine. * * * The defendant has 573 milligrams

of colloidal substance in his product. * * *

(1 R 259.)

^'Exhibit 7, I found 4.5 per cent of nicotine.

In considering this on the basis of one gram of

the product that 4.5 per cent would be equivalent

to 45 milligrams of nicotine. Taking the teaching

of the patent on the same basis of 45 milligrams

of nicotine, the patent teaches that from 507 to

643 milligrams of holding substance is adequate

to hold the 45 milligrams of nicotine. I found

in defendant's product, Exhibit 7, 603 milligrams

and colloidal holding substance to hold the 45

milligrams of nicotine. * * *" (1 R-263.)

Translating the problem into percentage, the com-

parisons between defendant's product and the patent

were brought out by Dr. Ramage as follows (1 R-

265):

''I find that the range of the preferred teach-

ing of the patent is from 6.4 per cent of nicotine

to 8.2 per cent of nicotine and that sample No. 1,

Ex. 14, of the defendant's product contains 6.8

per cent of nicotine, and sample No. 2 contains
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6.5 per cent of nicotine, and sample No. 3, 6.9

per cent of nicotine. All three samples of the de-

fendant's product contain an amount of nicotine

which falls within the range indicated by the

patent."

That defendant, or the manufacturer of defendant 's

product, Alexander & Son, followed precisely the pre-

ferred example of Lindstaedt (1:2:24-29)—was stated

by Dr. Ramage

:

''My examination of the defendant's product

and my analysis of that product have indicated

very definitely to me that the product could be

made almost exactly as it is made by a person

who had no other knowledge of the art than a

previous study of the Lindstaedt patent." (1 R-

267.)

DR. RAMAGE 'S SUMMARY OF COMPARISON OF DEFENDANT'S
PRODUCT WITH TEACHINGS OF LINDSTAEDT.

After completing his analysis, Dr. Ramage directly

compared the defendant's product wdth the Lind-

staedt patent in the following language:

''The patent teaches the use of a toxic sub-

stance in quantities greater than the normal

lethal dose, combined with a colloidal holding

agent to prevent the toxic action and permit the

administration of a much larger quantity of the

toxic substance than would be possible if the col-

loidal holding agent were not present; in fact,

the quantity of toxic substance approximating

ten times the normal lethal dose can be admin-

istered when following the teachings of the pat-

ent, without killing the chicken. * * * This per-
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mits the giving to the chicken of an adequate

amount of nicotine to eradicate the parasites ac-

cording to the teachings of the patent. Inci-

dentally, I might say, when I stated 'toxic sub-

stance' I referred to nicotine or nicotine sul-

phate, or possibly to other nicotine compounds,

but the important thing is that the material is

poisonous, and under the teaching of the patent

it must be held by some colloidal substance to

decrease that poisonous action on the chicken to

the point where a large, excessive dose can be

given to eradicate the parasite. From my exami-

nation of the product, taken in conjunction with

the directions given on the label of the defend-

ant's product, it indicates that he has done ex-

actly the same thing, namely, holding his nicotine

or nicotine compound by means of some colloidal

material—in this case specifically resinous ma-
terials and protein—in such manner that the

nicotine is not released until it reaches the alka-

line digestive juices of the chicken, and then is

readily released; so that the defendant's product

very closely parallels the teaching of the patent.

* * * Chemically, the analysis that I have made
of this product is so close to the teaching of the

patent one would consider the two identical."

(1 R-267-268.)

IMITATION TRIBUTE TO INVENTION AND ADMISSION
OF INFRINGEMENT.

The imitation of the thing patented by one who

denies invention can be regarded as conclusive evi-

dence of what the defendant really thinks of the

patented process and product, and is persuasive

evidence of what the whole world ought to think.
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(Kurtz V, Belle etc. Co,, 280 F. 277, 281 ; David v.

Ha/rris, 206 F. 902, 904; Smith v. Peck, 262 F. 415,

417). As was said by the Honorable Judge Inch in

the case of Sandtisky v. Brooklyn Box Toe Co. (D.

C. E. D. N. Y.), 13 F. (2d) 238, 241:

''It seems to me that defendant has placed his

own estimate on the value of plaintiff's invention

as being something desirable and worth while."

That the imitation by defendant is cogent evidence

of utility was well stated by this Court in Ersted v.

Willamette Iron d Steel Works, 28 F.(2d) 960, as

follows

:

"* * * in denying its value the user of an im-

provement assumes a heavy burden. 'The tribute

of its imitation is cogent evidence of its utility.'

Cincinnati Traction Co. v. Pope (C. C. A.), 210

F. 443, 449 ; Diamond Rubber Co. v. Cons. Rubber
Tire Co., 220 U.S. 428, 441, 31 S. Ct. 445, 450,

55 L. Ed. 527."

To the same effect is the statement of Judge Camp-

bell in Wheeler Salvage Co. v. Rinelli <£• Gimrdino,

295 F. 717, 725:

"If the method claimed by plaintiff be a true

method, then the defendant cannot dispute that

it is of practical value, because the defendant

has tendered to it the sincerest form of flattery,

that of imitation."
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ANALYSIS OF CLAIMS IN SUIT AND APPLICATION
THEREOF TO DEFENDANT'S PRODUCT.

LINDSTAEDT PATENT.

The plaintiffs announced, at the outset of trial in

the Court below that for the purposes of this action

they were charging infringement of claims 2, 3, 6, 8,

11 and 12 of Lindstaedt Patent No. 2,036,638. (1

R-199.) These claims will next be briefly discussed

and applied to defendant's parasiticide.

CLAIM 2.

For purposes of broad consideration of the question

of infringement, attention is first directed to claim 2

of the patent, which reads:

**2. A parasiticide for internal use comprising

a toxic substance in quantity greater than the

normally lethal dose and a colloidal substance

for colloidally holding the toxic substance to pro-

tect against the lethal effect of such dose."

It will be noted that this claim is quantitative in

its prescriptions in three principal respects, as fol-

lows ;

(a) It calls for a product which may be classed

as ''a parasiticide" imder the teachings of Lindstaedt.

Quantities less than 5 to 10 milligrams of an alka-

loidal substance such as pure nicotine or nicotine

sulphate, while lethal to a chicken, were not efficient

to destroy parasites, Lindstaedt stated. (Lindstaedt

1:1:27-33.) Exemplary of quantitative definition of

a parasiticidal dosage of nicotine, Lindstaedt says
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that he can use 70-80 milligrams of alkaloidal sub-

stance (Lindstaedt l;l:47-50) as an effective para-

siticide.

(b) Lindstaedt then prescribes that ''a toxic sub-

stance" be employed "in quantity greater than the

normally lethal dose
'

'. Illustrative of what constitutes

a lethal dose, Lindstaedt says that 5 to 10 milligrams

of an alkaloidal substance such as pure nicotine or

nicotine sulphate is lethal when placed in the mouth

of a chicken. (Lindstaedt 1:1:27-30.)

(c) Third, as a quantitative requirement, Lind-

staedt specifies that a sufficient amount of "a col-

loidal substance" shall be used "to protect against

the lethal effect" of the toxic substance.

This same quantitative character of the claims fol-

lows through all of the Ijindstaedt claims in suit. In

each instance Lindstaedt expressly prescribes that

there be present more nicotine than noi'mally suffi-

cient to kill the host, and a sufficient quantity of

holding agent, defined as "a colloidal substance", to

prevent lethal effect to the bird or animal to be

treated, Lindstaedt saying that at the same time the

resultant product shall be a parasiticide, and there-

fore necessarily niust be employed in parasiticidal

quantity.

The appellant, despite the obvious quantitative re-

quirements of the claims, has the temerity in its brief

(p. 50) to state:

"None of the Lindstaedt patent claims is lim-

ited to any specific proportion of nicotine or of

colloid * * *."
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and
* * * »>**No proportions are specified

and

''The attempt is to define by the effect—the

function—of the colloid, not by the amount there-

of, thereby prescribing that the product contains

sufficient colloid in amount or proportion to se-

cure the desired result."

And after this self-serving, unsupportable reasoning,

the appellant glibly reaches the conclusion that

:

''For this reason the claims are void for in-

definiteness, uncertainty and functionality."

DEFENDANT'S ATTACK ON SUFnOIENCY OF
LINDSTAEDT CLAIMS.

The only attack made on the claims is that they

are indefinite in failing to state by some measure-

ment precise amounts of holding agent and of the

lethal dose to be used in every conceivable set of cir-

cumstances, in the product described by the patent.

This criticism is repeated so frequently throughout

defendant's brief that it is impractical to make com-

prehensive page and line references, but typical of

this charge is the language appearing on page 50.

The patentee did all that was required of him, par-

ticularly as he was addressing those "skilled in the

art". Lindstaedt gave one precise example by which

his discovery could be reduced to practice with com-

plete success. That is what the statute prescribes.

(See 4886, U. S. R. S.)
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That such discovery was successful is attested to by

the tribute paid to it by defendant in exactly dupli-

cating the disclosures, in using nicotine, rosin and

casein in the same manner and in the same propor-

tions as described by Lindstaedt in the example ap-

pearing in his patent at 1:2:24-29. A comparative

analysis of this precise imitation is readily observed

in the charts Exhibits 17A and 18A, reproductions

of which appear opposite p. 47, supra.

'

'SKILLED IN THE ART. '

'

It is sufficient that the specification of a patent

set forth one workable, practical method by which the

invention may be successfully employed. It is not

necessary that the patentee specify every conceivable

formula by which his invention may be put into prac-

tice. (Contincmtal Paper Bag Co. v. Eastern Paper

Bug Co., 210 U.S. 415, 418; Permutit Co. v. GroAjer

Corp., 284 U.S. 52, 76 L. Ed. 163, 167.)

See Cairriegie Steel Co. v. Cambria Iron Co., 185

U.S. 403, 437, wherein Mr. Justice Brown says:

**The specification of the patent is not addressed

to lawyers, or even to the public generally, but

to the manufacturers of steel; and any descrip-

tion which is sufficient to apprise them in the

language of the art of the definite feature of the

invention, and to serve as a waiTiing to others of

what the patent claims as a monopoly, is suffi-

ciently definite to sustain the patent."

See, also, Fullerton W. G. Association v. Am,derson-

Burngrover Mfg. Co., 166 Fed. 443, 449.
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Obviously, knowledge of the 'lethal" quantity of

nicotine and methods of determination thereof may
well be expected of those skilled m the art. Quanti-

ties of holding agent necessary to hold nicotine

against lethal effect are a mere matter of following

the teachings of Lindstaedt, the important point be-

ing that Lindstaedt was the first to discover and dis-

close to the world that nicotine could be held, in

normally lethal quantity and particularly in parasiti-

cidal quantity, against exerting its lethal effect, by

"absorption and/or adsorption" on such substances, or

their equivalents, as are listed by him. (Lindstaedt

1:2:54 etseq.)

Defendant's contention that the claims are indefi-

nite in the manner drawn fails, upon the rule stated

by the Supreme Court in Minerals Separation v.

Hyde, 242 U.S. 61, 61 L. Ed. 286, 293, as follows:

"Equally untenable is the claim that the patent

is invalid for the reason that the evidence shows

that when different ores are treated preliminary

tests must be made to determine the amount of

oil and the extent of agitation necessary in order

to obtain the best results. Such variation of treat-

ment must be within the scope of the claims, and

the certainty which the law requires in patents

is not greater than is reasonable, having regard

to their subject-matter. The composition of ores

varies infinitely, each one presenting its special

problem, and it is obviously impossible to specify

in a patent the precise treatment which would

be most successful and economical in each case.

The process is one for dealing with a large class

of substances and the range of treatment within
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the terms of the claims, while leaving something

to the skill of joersons applying the invention,

is clearly sufficiently definite to guide those skilled

in the art to its successful application, as the evi-

dence abundantly shows. This satisfies the law.

Mowry v. Whitney, 14 Wall. 620, 20 L. Ed. 860;

Ives V. Hamilton, 92 p.S. 426, 23 L. Ed. 494; and
Carnegie Steel Co. v. Cambria Iron Co., 185 U.S.

403, 436, 437, 46 L. Ed. 968, 985, 986, 22 Sup. Ct.

Rep. 698."

That the claims of Lindstaedt are adequate like-

wise appears from an application of the rule of Ameri-

can Stainless Steel Co. v. Ludkim Steel 'Co., 16 Fed.

(2d) 823, where at page 827, the Court said:

''But the claims, even when read literally and
apart from the specifications, are fairly suscep-

tible of interpretation which permits variation

from an absolute standard of perfection. 'Having
the character of is a relative, not an absolute

form of expression, and, when read with the sub-

ject-matter of the patent in mind, namely, the

production of a steel combining stainlessness and
hardness in varying degrees as desired, it be-

comes clear that Haynes did not intend to con-

fine his claims to those articles which alone should

be perfectly stainless, in the sense that noble

metals are stainless. This is abundantly clear

fromj his specifications, showing, as they do, the

variable characteristics of the combinations pos-

sible within the field of his claims. I am there-

fore of the opinion that the defendant's Neva-
stain steels are stainless within the sense of the

Haynes patent."
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The Court further said (p. 827)

:

"Knowledge of the degree of temperature requi-

site to produce stainlessness, which is thus im-

puted to metallurgists and steel makers, neces-

sarily presupposes knowledge on their part of

those steps in the completion of the hardening

process requisite to the attainment of the degree

of hardness which will produce stainlessness. The
process of cooling adequate to produce stainless-

ness is quite as easily determinable under the

Hry it and see' rule as is the requisite degree of

temperature above the critical point."

See, also, Natiomil Tube Co. v. Mark, 216 F. 507

Topliff V. Topliff, 145 U.S. 156, 170, 36 L. Ed. 658

McDonough v. Johnson-Wentworth, 30 Fed. (2d) 375

Electric Vehicle Co. v. Winton, 104 F. 814.

DEFENDANT EMPLOYS "INDISPENSABLE PRINCIPLES"

OF PLAINTIFFS.

Defendant, it is thus observed, employs the "in-

dispensable principles" of plaintiffs patents in suit.

In Westinghouse E. mid Mfg. Co. v. Saranac Lake

Electric L. Co., 113 Fed. 889, wherein it was said

;

"Having thus set forth an ^indispensable prin-

ciple of construction' which may fairly be read

into the claim, the patentee in quite different lan-

guage, states the precise proportion * * * which

he has used successfully. * * * Defendants do

not escape * * * so long as they adhere to the

'indispensable principle.'
"
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INFRINGEMENT OF CLAIM 2 TESTED.

Taking claim 2 on the question of infringement,

the claim, reduced to its constituent parts, reads:

**A parasiticide

for internal use, comprising

(1) a toxic substance

in quantity greater than the

normally lethal dose and

(2) a colloidal substance

(a) for colloidally holding the

toxic substance

(b) to protect against the lethal

effect of such dose."

(1) The first qualification of the claim is that

any infringing or anticipating product must be ''a

parasiticide". This term is defined in Webster's Dic-

tionary (Dr. Ramage, 1 R-476) as ^^any agent used

to destroy parasites".

In so far as applying this element to defendant's

product is concerned, we need look no further than

the label of '^Kon-Trold Nicotine" (see Exhibit 7 for

example) to discover the representation that defend-

ant's product is a parasiticide specified to be used

for destroying internal roundworms in poultry. That

defendant's product is in fact a parasiticide was like-

wise brought out by Dr. Ramage at 1 R-270.

(2) The second element of the claim '"for internal

use", is simply a positive requirement that the para-

siticide be so designed that it may safely be used in-

ternally in the animal to be treated. The parasiticide

must be non-lethal to the animal, and to that extent,
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at least, must be non-toxic. (Lindstaedt patent 1 :1 :4-

12.) Obviousl)^, a product which was parasiticidal

but which was unsafe for internal use would not be

classed within the terms of Lindstaedt and the claims

of Lindstaedt as ''a parasiticide for internal use".

DEFENDANT'S TELL-TALE LABELS CORROBORATE PROOFS.

From the standpoint of infringement, the label of

defendant's product (Cf. Ex. 7) likewise establishes

its use as an internal parasiticide and that it may
safely be used for that purpose. On the label of '^Kon-

Trold Nicotine", for example, appears the following

statement

:

''Kon-Trold Nicotine is made by a special

process which houses the 40% nicotine solution

in a chemical compound that controls the release

of the Nicotine, so that it can be given to poultry

with no toxic reaction on the birds. Kon-Trold
Nicotine is not liberated in crop or gizzard of

the bird, but is released full strength by the alka-

line digestive juices in the intestines."

The balance of the label, of course, directs its atten-

tion to the mode of feeding the product to the bird.

The element of ''for internal use" of claim 2 is, there-

fore, obviously satisfied by defendant's product.

(3) The next requirement of the claim is that the

parasiticide for internal use includes *'a toxic sub-

stance". This is defined by Lindstaedt (patent

1 :1 :26-29) as including alkaloids such as pure nicotine

or nicotine sulphate. Again, the label of the carton
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containing defendant's product is sufficient to estab-

lish this fact, in that it shows that there is present

'

' Nicotine Alkaloid 5% ". ( Supra. ) By analysis, Dr.

Ramage reported that defendant's products contained

about 58 milligrams of nicotine per gram of total ma-

terial. (1 R-272.) The toxic substance, therefore, of

defendant's product is nicotine alkaloid, thus satis-

fying this requirement of the claim.

(4) Quantitatively, Lindstaedt next requires that

the toxic substance—in defendant's case, nicotine—be

present ''in quantity greater than the normally lethal

dose".

A dose of toxic substance normally lethal to poultry,

for example, is established by the patent as ''5-10

milligrams of an alkaloidal substance such as pure

nicotine". (Lindstaedt 1:1:27-8.) That such a quan-

tity was in fact lethal was the subject of testimony

by Dr. Ramage during cross-examination (1 R-290)

and by Dr. Leake (3R-1086), both of these experts

stating that they had administered nicotine in quan-

tity of eight milligrams to chickens, and had dis-

covered this amount to be lethal to the birds within

a few minutes.

As stated before. Dr. Ramage found defendant's

product to contain substantially 58 milligrams of

nicotine, an amount not only more than but also

virtually ten times "a normally lethal dose" as speci-

fied by the claim. The element of the claim is obvi-

ously met by defendant's product. It is likewise in-

teresting to note that defendant uses nicotine as his

toxic substance, the identical agent described by Lind-
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staedt as his preferred toxic substance. (Lindstaedt

1:2:4-5.)

(5) Following the specification that the internal

parasiticide contains more than normally lethal amount

of nicotine, Lindstaedt states that he prefers to use

organic substances of colloidal nature, among which

he specifically names the proteins such as are found in

casein powder and soy bean meal, and substances of

the classes of gums and resins. (Lindstaedt 1:2:11-20.)

In this case again, defendant employs as his col-

loidal substances the precise products set forth as

preferred by Lindstaedt. The defendant used resins

such as rosin, and the protein of casein such as is

found in casein powder and soy bean meal. (Dr.

Ramage, 1 R-251-2 and 272.) Again, there can be no

question but that defendant has adopted the preferred

teaching of the Lindstaedt patent.

(6) Claim 2 requires that the colloidal substance

be present ''for colloidally holding the toxic sub-

stance". Defining precisely what he means by ''col-

loidal holding",* lindstaedt says that this phrase as

used by him in the claims shall be understood to mean

"absorbed and/or adsorbed". (Lindstaedt 2:1:5-7.)

On the subject of finding this element of the claim

met by the defendant's product, Dr. Ramage testified

(1 R-273) that the colloidal substances present in

defendant's product are found in sufficient quantity

effectively to hold the nicotine present in a manner

which will eliminate the normal toxic and lethal effect

•For a technical discussion of "colloidal holding," see the quotations

at 2 E-864-6 from Thomas on "Colloid Chemistry."
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that because of the ample quantity of colloidal ma-

terials found in defendant's product, the toxic sub-

stance nicotine would be so firmly held as to overcome

the possibility of the exerting of its normally lethal

effect.

Defendant itself of course confirms this statement

by the fact that on its label it recommends the product

for internal administration to poultry. Dr. Leake

demonstrated by actual tests on chickens that defend-

ant's label representations in this regard were true.

(3 R-1088.) It is readily observed, therefore, that the

colloidal substances present, resinous and proteinous

matter, have the function of 'Volloidally holding the

toxic substance" as called for in the claim.

(7) Finally, claim 2 provides that the parasiticide

thus created, including the toxic substance and col-

loidal substance, must have the colloidal substance

present for the purpose of holding the toxic substance

"in a manner to protect against the lethal effect of

such dose." In other words, the colloidal substance

must hold the normally lethal dose of toxic substance

in a manner which will insure against a lethal effect

upon the bird from administration thereof. The last

phrase of the claim is readily imderstood in the light

of the teachings of IJndstaedt, and represents, in part

at least, the essence of the Lindstaedt disclosure.

This last requirement of claim 2 may readily be

observed to be met by defendant's product in that on

testing. Dr. Leake found that despite the lethal quan-

tity of nicotine present, the product was rendered
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non-letlial by the presence of the colloidal holding-

agents employed in '^Kon-Trold Nicotine". (3 R-

1088.) Defendant's representations on its container,

of course, reach the same conclusion, since defendant

sells its product for use as an internal parasiticide.

Obviously, it must be non-lethal to meet that recom-

mendation.

It may well be said, therefore, that defendant stands

guilty of infringement by the admissions of its own
adA^ertising.

INFRINGEMENT OF CLAIM 2 SUMMARIZED.

Therefore, we find that the entire requirement of

claim 2 of Lindstaedt is met by defendant's product,

Alexander & Son's ''Kon-Trold Nicotine". The con-

clusion, therefore, that claim 2 is infringed is ines-

capable. Defendant in failing to offer any contrary

proof effectively admits that this conclusion will in-

evitably be reached by the court.

Claim 2 may be described as calling for a parasiti-

cide for use internally in such animals as poultry,

which parasiticide comprises a toxic substance such as

nicotine, in a quantity greater than would normally

be lethal to the bird to be treated, and a colloidal

substance which will serve the purpose of colloidally

holding—that is, holding by absorption and/or ad-

sorption—the toxic substance in such manner as to

prevent the toxic substance from exerting its nor-

mally deadly effect on the bird being treated, without

at the same time impairing the parasiticidal value of

the product.
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CLAIMS 3, 6, 8, 11 AND 12.

The remaining claims in suit of the Lindstaedt

patent, claims 3, 6, 8, 11 and 12, become, in the order

mentioned, successively more specific than claim 2,

although a thorough consideration of infringement of

claim 2 will serve to illustrate that the qualitative and

quantitative limitations of each claim are fully met

by the defendant's product, particularly when the

analysis is made in the light of the consideration of

the scope of the claims appearing ante, pp. 9 et seq.

Claim 3,* for example, is similar to claim 2 except

that the toxic agent is expressly defined more spe-

cifically as ^'an alkaloid substance". x\s we have seen,

the defendant employs nicotine alkaloid. (Cf. label

Exhibit 7.)

Claim 6,** in addition to specifying that the toxic

agent shall be an alkaloid, prescribes that the holding

agent shall be an organic colloid. Lindstaedt in his

specification states (1:2:11-20) that he preferably

employs organic substances of colloidal nature, and

lists specifically casein and resins, both of which, as

we have seen, are used by defendant as colloidal hold-

ing agents for the nicotine in defendant's product.

(See chart 16A, opposite page 35.)

*" 3. A parasiticide for internal use comprising a lethal sized dose of
an alkaloidal substance combined into a colloidal substance adapted to
colloidally hold the alkaloidal substance and protect against the lethal

effect of said alkaloid."
**"6. A nonlethal parasiticide for internal administration, for in-

testinal parasites, comprising the combination of an alkaloid in a dose
normally parasiticidal to said parasites and lethal to the subject being
treated on ingesting the same alone, and an organic colloid, said organic
colloid rendering said dose nonlethal to the subject being treated and
leaving it parasiticidal to said parasites."
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Claim 8* differs from claim 6 principally in that,

instead of calling for an alkaloid held by an organic

colloid, it prescribes that the active agent shall be a

"nicotine substance", and that the holding agent shall

be an organic colloid. As is true with claim 2, claim 8

is directly infringed by the defendants, since defend-

ant not only admits the use of nicotine as the active

agent (Alexander 2 R-721) but also states on the label

of its carton that the active agent, is nicotine alkaloid.

(See Exhibit 7.)

Claims 11 and 12** provide that the holding agent

shall be casein, claim 11 calling for the active agent

as "a toxic substance", while claim 12 refers, in lieu

thereof, to ''nicotine".

Reference to the chart Exhibit 16A (opposite page

35 ante) and the testimony of Dr. Ramage (1 R-251)

shows that defendant's protein material was identified

as the casein of milk or the casein of soy bean. Thus

it is established that defendant employs nicotine, a

toxic substance, and casein as the holding agent there-

for, which, it is respectfully submitted, justifies the

finding of the lower court that claims 11 and 12 are

infringed.

*"8. A non lethal parasiticide for internal administration for in-

testinal parasites, comprising the combination of a nicotine substance in

a dose normally parasiticidal to said parasites and lethal to the subject

being treated on ingesting the same alone, and an organic colloid, said

organic colloid rendering said dose non lethal to the subject being

treated and leaving it parasiticidal to said parasites. '

'

**'
' 11. A medicinal compound comprising a toxic substance in quan-

tity greater than the normal lethal dose and casein for holding the toxic

substance to protect against the lethal effect of such dose. '

'

"12. A medicinal compound comprising nicotine in quantity greater

than the normal lethal dose and casein for holding the toxic substance

to protect against the lethal effect of such dose."
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INFRINGEMENT BY DEFENDANT OF TURNBOW
CLAIMS 1, 2 AND 7.

Plaintiffs rely, in charging infringement of the

Turnbow patent, on claims 1, 2 and 7 thereof as in-

fringed by defendants. (1 R-179.) Since claim 7 is

perhaps the broadest of the claims to be considered,

and is of the general character of claim 2 of the Lind-

staedt patent, except, of course, for the patentable

differentiations found in claim 7, the same will be con-

sidered first.

CLAIM 7.

"7. A compound of the character described

in finely divided condition comprising a normally

lethal dose of toxic substance incorporated in a

substance of colloidal nature, said colloidal sub-

stance colloidally holding the toxic substance to

protect against the effect of such dose.'^

This claim differs materially from claim 2 of Lind-

staedt in that it is expressly directed to a parasiticide

or vermifuge *4n finely divided condition".*

The discussion hereinbefore (pp. 19-20) of the con-

trast between the Turnbow and Lindstaedt patents

shows that Turnbow 's invention over Lindstaedt rests

to a large extent on the highly advantageous ^'flock-

treatment" form of product gained by fine division,

and in that connection it will be noted that claim 7

of Turnbow is designed to encompass that specific

•See discussion re
'

' comminuted " or " finely divided condition '

', infra,

p. IG.
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improvement. Thus in this respect we find that claim

2 of Lindstaedt is generic and claim 7 of Turnbow is

specific.

As we have seen in considering claim 2 of Lind-

staedt, all of the elements thereof are readily found

in the defendant's product '^Kon-Trold Nicotine.''

Since an examination of the product, for example

Exhibit 7, discloses it to be in, finely divided form,

claim 7 of Tumbow, having, as it does, other than the

words ''in finely divided condition" only the limita-

tions found in claim 2 of Lindstaedt, must be con-

sidered to be infringed by the product of defendant.

CLAIM 1.

"1. A medicinal compound in finely divided

condition comprising a normally toxic substance

incorporated in agar-agar in proportions to

render said substance substantially non-toxic to

fowls when given in quantities sufficient to de-

stroy parasites of the intestinal tract.
'

'

This claim calls for the production of a medicinal

compound, a parasiticide or vermifuge, in which a

toxic substance—^nicotine, in the case of defendant's

product—is incorporated in a holding agent described

as "agar-agar."

Turnbow in his patent expressly directs himself to

colloidal agents as a class, and has referred to agar-

agar as illustrative of a suitable agent, Turnbow say-

ing (1:2:12-14):
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''The present invention relies upon incorporat-

ing the active substances with a product of the

nature of agar-agar.''

EQUIVALENCY.

It is necessary to look no further than the Lind-

staedt patent to determine that, for purposes of this

specific invention, products equivalent to, or of the

nature of, agar-agar are such products as the pro-

teins of casein and soy bean meal, and such of the

class of gums and resins such as rosin and the like.

On this point, see the Lindstaedt specification

(1:2:14-20):

''Proteins such as hide-glue, casein powder,

peanut meal, pea meal and soy bean meal, are

some of the substances of colloidal nature which

are satisfactory; substances such as kamala

powder, tragacanth powder, powdered Indian

gum, powdered agar-agar and powdered shellac,

all of the class of gums and resins

;

* * * 7?

The propriety of claiming the class broadly by dis-

closure of one representative member thereof was

established in a decision by the Examiner of Inter-

ferences during the pendency of the Turnbow ap-

plication, as shown by the following quotation from

the file of an interference involving the application

leading to the Turnbow patent. (Exhibit 3b, Paper

No. 17) :

"Counts 5, 6 and 7 (claims 1, 2 and 3 of Lind-

staedt) are broader than count 3 in that they are
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not limited to agar-agar but include other col-

loidal substances that may be used in place of

agar-agar. The Lindstaedt motion to dissolve

urges that the Turnbow application does not sup-

port these broader claims because it discloses

only agar-agar as the colloidal substance, (p. 2.)

* * * Counts 5, 6 and 7, however, are limited to

colloidal substances, i.e., substances having prop-

erties similar to those of agar-agar. Since the

function of the agar-agar is merely that of an

absorbent for carrying the toxic substance

through the upper alimentary tract, it would

seem obvious that other similar colloidal ma-
terials could be used for this purpose. Under
such conditions the disclosure of one representa-

tive member of a group is sufficient to entitle an
applicant to claim the group. Accordingly, the

Lindstaedt motion to dissolve as to counts 5, 6

and 7 is denied." (p. 3.)

Thus we see that claims such as claim 2 of Lind-

staedt, which are limited as to the holding agent,

whether it be agar-agar, resinous matter, proteinous

matter, or other suitable agents, were held by the

Patent Office to be patentable to Turnbow on the dis-

closure of Turnbow. Subsequently (Ex. 3b, paper

No. 25), priority of the subject matter of claim 2 was

found to rest in Lindstaedt, but the important point

to be noted is that Turnbow was broad enough in his

disclosure to cover not only agar-agar but also, as

he expressly stated, pi'oducts of the nature of agar-

agar.

The only remaining requirement of Turnbow, re-

lating to fine division, we have already seen, supra,
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was present, as may readily be determined by a

physical examination of defendant's product (for

example, Exhibit 7).

All the requirements of the teachings of Tumbow,

therefore, are met by the Alexander product, just as

were the requirements of Lindstaedt.

The infringement of claim 1 is readily established

by the application of the doctrine of equivalents. The

equivalents, in the parasiticide of Turnbow, of agar-

agar, specified in claim 1, are as we have seen resins

such as rosin, and the protein of casein of soy bean or

milk, both of which products (1 R-251) are found

(Chart Ex. 16A) in defendant's product. The doctrine

of equivalents invoked here preserves to the Tumbow
patent the benefit of its teachings, as expressly set

out, and with such variations as are consistent with

those teachings.

This is well set forth in Lourie Implement Co. v.

Lenhart, 130 Fed. 122, at 129, from which we quote:

'^A copy of the thing described in a patent,

either without variation, or with such variations

as are consistent with its being in substance the

same thing, is for all the purposes of the patent

law the same device as that described in the

patent. Burr v. Duryee, 1 Wall. 531, 573, 17 L.

Ed. 650. One who claims and secures a patent

for a new machine thereby necessarily claims and

secures a patent for every mechanical equivalent

for that device, because, within the meaning of

the patent law, every mechanical equivalent of a

device is the same thing as the device itself. A
device which is constructed on the same prin-

ciple, which has the same mode of operation, and
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which accomplishes the same result as another

by the same means, or by equivalent mechanical

means, is the same device, and a claim in a patent

of one such device claims and secures the other.

Machine Co. v. Murphy, 97 U. S. 120, 125, 24

L. Ed. 935.''

We have already seen that the Tumbow patent falls

in the class of ''improvements patents" with relation

to the teachings of Lindstaedt. That such patents are

also entitled to the application of the doctrine of

equivalents was established in the Paper Bag Patent

Case, 210 U. S. 405, at 414-415, where it was stated:

''The right view is expressed in Miller v. Eagle

Mfg. Co., 151 U. S. 186, 207, as follows: 'The

range of equivalents depends upon the extent and

nature of the invention. If the invention is

broad and primary in its character, the range of

equivalents will be correspondingly broad, under

the liberal construction which the courts give

to such inventions.' And this was what was de-

cided in Kokomo Fence Machine Ca^se, 189 U. S.

8, Cimiotti TJnhairing Company v. American Fur
Refining Company, 198 U. S. 399, and Computing
Scale Co. v. Automatic Scale Co., 204 U. S. 609.

It is from the second of those cases, as we have

seen, that the citation is made which petitioner

contends the point of law upon which infringe-

ment depends is formulated; but it was said in

that case: 'It is well settled that a greater de-

gree of liberality and a wider range of equiva-

lents are permitted where the patent is of a pio-

neer character than when the invention is simply

an improvement, maybe the last and successful

step, in the art theretofore partially developed by

other inventors in the same field.'

I
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**It is manifest, therefore, that it was not

meant to decide that only pioneer patents were

entitled to mvoke the doctrine of equivalents, but

that it was decided that the range of equivalents

depends upon and varies with the degree of in-

vention. See Ives et al. v. Hamilton, Executor,

92 U. S. 302; Deering v. Winona Harvester

Works, 155 U. S. 286; Walker on Patents, Sec.

362; Robinson on Patents, Sec. 258."

Upon recapitulation, it is observed, in satisfaction

of claim 1 of Turnbow, that defendant's product is a

"medicinal compound" (vermifuge or parasiticide),

in "finely divided condition"; and that it comprises

a normally toxic substance, nicotine in this instance,

incorporated in agar-agar or its equivalent for the

purpose of practicing the teachings of Turnbow,

resinous and proteinous matter, in proportions which

succeed in rendering said toxic substance substan-

tially nontoxic (Dr. Leake, 3 R-1088) when admin-

istered to fowls in quantities sufficient to destroy

parasites of the intestinal tract.

A finding of infringement therefore follows, it is

submitted.

CLAIM 2.

"A medicinal compound in finely divided con-

dition comprising agar-agar and nicotine sub-

stance, said compound being non-toxic to fowls

when given in quantities sufficient to destroy

parasites of the intestinal tract."
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The second claim of Turnbow differs from the first

in that it employs the phrase '' nicotine substance" as

the specific active agent instead of the broad require-

ment "toxic substance." For the same reasons and

upon the same law under which claim 1 is infringed,

claim 2 must likewise be found to be infringed.

DEFENSES ALLEGED.

As originally pleaded, defenses to the charge of

infringement in both of these actions were substan-

tially identical and extremely numerous (Cf. Answer

in Equity No. 4090-R, 1 R-16-58), although these

defenses resolve themselves mainly into two: denial

of infringement, and an attack upon the validity of

the patents in suit.

In the lower Court nothing was said, outside of the

bare denial set forth in the answer, in response to

the charge of infringement, although as noted herein

supra, a large portion of defendant's brief here is an

attempt to persuade this Court that infringement has

not been proved, despite the fact that no evidence

contrary to plaintiffs' proofs of infringement has

been offered.

Outside of defendant-appellant's mere pretense that

infringement has not been proved, the numerous, and

largely specious, alleged defenses urged in this Court

are directed to an attack upon the validity of the

plamtiffs' patents, and will be briefly discussed sub-

stantially in the order of appearance thereof in de-

fendant's brief.
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Li addition to what might be considered its main

attack by way of alleged defense, defendant criticizes

the construction of the claims of the patents, and

otherwise takes exception to the proofs of plaintiffs.

Since the treatment offered on these points by defend-

ant-appellant is so incoherent and diffused through-

out its brief, these isolated points of reference thereto

will be touched upon only briefly, in the interests of

shortening this brief.

LLOYD PATENT.

In its brief (pp. 17-18 elsewhere), the defendant

makes its most comprehensive showing in attempting

to establish anticipation of Lindstaedt, and presum-

ably of Turnbow as weU, by the patent to Lloyd No.

1,250,331, Defendant's Exhibit YY, Exhibit Book 4

R-1520 et seq. In other words it would appear that

Lloyd was in fact their
'

' best reference. '

'

LLOYD PATENT DEFENDANT'S "BEST REFERENCE".

Defendant's witness Bowman stated (2 R-941) that

he considered the several Lloyd patents. Exhibits XX,
YY and ZZ, and the Lloyd publication Exhibit C, to

be the best alleged anticipating references to the Lind-

staedt patent in suit. Since the other Lloyd patents

are now disregarded by the defendant entirely in its

appeal, it is assumed that Lloyd patent No. 1,250,331,

Exhibit YY, is considered the best of the ''best refer-
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ences" selected by defendant's witness and purported

expert.

Having singled out this Lloyd patent as being, in

the opinion of defendant, most nearly capable of

anticipating the lindstaedt and Turnbow patents,

defendant has very much simplified the work of

plaintiffs and of the court in considering the question

of anticipation by the prior art.

The case at bar is thus brought squarely within the

doctrine of the case of Waterhiiry Buckle Co. v.

Aston, 183 F. 120 (2 C. C. A.), where Judge Coxe, a

famous patent judge, after quoting the expert's testi-

mony to the effect that the so-called LaChappelle

patent came closest, on the whole, in the witness's

opinion, and taking everything into consideration, to

meeting the invention of the claims of the patent in

suit, said:

**It seems necessary, therefore, to examine only

the LaChappelle patent * * * Evidently the pat-

entee did not have the Peller (patent in suit)

concept. ^ * * A person skilled in the art, familiar

with the complainant's buckle might, by remov-

ing the hooked part, reconstruct the LaChappelle

device so that it would accomplish in an awk-
ward manner the same result as Peller, but this

is not enough. A patent cannot be invalidated

by a structure which can only be altered into an

anticipation by the use of inventive skill."

Defendant says that the Lloyd patent discloses the

use of a "colloidal substance" which "protects or

holds the toxic substance by adsorption or absorption
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of the toxic substance by the colloidal substance".

(Brief p. 17.) The rank disregard, in this extrava-

gant statement, for the limited nature of the Lloyd

patent is readily observed when the patent itself is

examined.

Lloyd says that he has invented ''new and useful

improvements in alkaloidal compounds". Lindstaedt

and Turnbow are concerned, as we have seen, with the

production of parasiticides or vermifuges which in-

clude as an ingredient a toxic alkaloidal compound

in noi-mally lethal quantity, the lethal effect of which

is overcome, in administration, by ''absorption

and/or adsorption" of the toxic alkaloidal substance

by substances of colloidal nature. (Lindstaedt 1:1:34-

40.) Thus it is evident at the outset that although

Lloyd has directed himself to an ingredient which

might possibly have been included in the product of

Lindstaedt, Lloyd goes on to say that he has found

that he can combine such insoluble clays as magnesium

silicate with nicotine in the proportions of "one part

of nicotine to twenty parts of magnesium silicate".

(Lloyd 1:2:46-7.) Just what useful purpose such a

product might serve when produced Lloyd does not

say, although he says that **the presence of the clay

does not change the pharmaceutical effect of the

drug". (Lloyd 1:2:57-8.) Thus it is assumed that the

Lloyd product would be equally toxic and equally

lethal as the drug itself if a toxic or lethal amount

were used. Lloyd merely states that his resultant com-

pound of magnesium silicate and the alkaloid is so

constituted that the alkaloid will be prevented from



78

'Agoing into solution in water or liquids which are

acidulated even to a slight degree", while ''in liquids

which are alkaline even to a slight degree, such alka-

loidal substances will go into solution". (Lloyd,

1:1:12-20.)

Lloyd does not indicate the chemical properties of

magnesium silicate, nor does he state whether, in the

parasiticidal doses specified by Lindstaedt, at Lloyd's

ratio of 1 part nicotine to 20 parts magnesium silicate,

the lethal effect of nicotine is overcome by the pres-

ence of the magnesium silicate. The record, as well, is

silent on this point. As a matter of fact, the lethal

effect of nicotine in Lloyd's product is not overcome

as demonstrated by reference to the statement of

Lloyd, quoted supra, that the pharmaceutical effect of

the drug, in this case nicotine, will not be altered by

the presence of magnesium silicate. Hence, a lethal

amount of nicotine will, under the teachings of Lloyd,

remain lethal.

Lloyd does not indicate that magnesium silicate

possesses colloidal properties, nor does the record

make any showing to this effect.

Dr. C. D. Leake, Professor of Pharmacology of the

University of California Medical School, appearing

for plaintiffs, testified affirmatively with reference to

the aggregate disclosure of Lloyd, that Lloyd failed

to disclose a parasiticide for internal use, either in

finely divided form or otherwise, and that Lloyd did

not disclose a parasiticide for internal use comprising

a toxic substance in quantity greater than the nor-
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mally lethal dose and. a colloidal substance for col-

loidally holding the toxic substance to protect against

the lethal effect of such dose. ( 3 R-1052.)

Nowhere does Lloyd disclose, suggest, or even

imply, that the affinity between certain colloidal sub-

stances, and particularly between organic substances

of colloidal nature (Lindstaedt claims 6 and 8), and

nicotine or the salts of nicotine, will be so great that

the normally violent and lethal poison nicotine will be

sufficiently firmly held when combined with such sub-

stances as to eliminate all danger to an animal or bird

ingesting the same in quantities which would normally

be lethal. Nor does Lloyd suggest that in a product

so created the nicotine held in nonlethal condition

will, when given to a bird, be releasably held so that it

will act in parasiticidal fashion when it ultimately

reaches, in its passage through the bird's digestive

tract, the normal habitat of the parasite.

LLOYD DOES NOT MEET THE CLAIMS IN SUIT.

Turning to the claims, we may ask: Does Lloyd

disclose a parasiticide for internal use ? Doctor Leake

says, ^*No" (3 R-1052), and Mr. Bowman, defendant's

expert, grudgingly but necessaiily, conceded that the

same conclusion must be drawn (2 R-943), where he

testified

:

"Q. * * * Is there any teaching in Lloyd then,

of the production of a parasiticide for internal

use? A. No."
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That liloyd's teaching is distinct and apart from

Lindstaedt, and does not anticipate Lindstaedt there-

upon, is readily admitted by Mr. Bowman, when at

2 R-944, he testified:

''Q. Is there any teaching in Lloyd of a para-

siticide for internal use comprising a toxic sub-

stance in quantity greater than the normally

lethal dose and a colloidal substance for colloidally

holding the toxic substance to protect against the

lethal effect of such dose? A. Not specifically;

the same as the previous one. Q. What do you
mean? A. Lloyd's patent is broader; the other

idea is specific."

Thus we discover that it is not Mr. Bowman's con-

tention, as he indicated at the outset of his testimony

on the subject (2 R-941), that Lloyd anticipates Lind-

staedt, but merely that so far as they go. Lloyd

broadly equals part of the Lindstaedt disclosure.

Lindstaedt, as is readily deduced from the last quoted

statement of Mr. Bowman, has directed himself to a

specific problem and solved that problem, and specifi-

cally has claimed as his invention that solution. Lloyd

neither faced the problem, nor produced its solution.

Mr. Bowman has settled the question of invention

of Lindstaedt, and the admitted validity of the Lind-

staedt Patent, once and for all by the above quoted

words, since at the same time it is to be recalled that

Mr. Bowman told us that Lloyd is the best reference

against Lindstaedt which he is able to discover in the

art offered by the defense.
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DEFENDANT'S MISLEADING CONTENTIONS.

Despite all this, and with no more proof in the

record as to the properties of magnesium silicate, or

of a product made under the teachings of Lloyd, the

defendant predicates its entire position on anticipa-

tion by Lloyd upon such statements as ''There is no

denying that magnesium silicate is a colloidal sub-

stance." (Defendant's Brief, p. 10), and ''There is no

denying that the principle involved (in Lloyd) is

'adsorption and/or absorption' of the nicotine by the

magnesium silicate (colloid)." (p. 10); and '^* * *

the prior patent to IJoyd * * * provides for a ratio

of 1 part of nicotine to 20 parts of colloidal sub-

stance." (p. 8) ; and "* * * the Lloyd patent discloses

that the colloidal substance protects or holds the toxic

substance by the adsorption or absorption of the toxic

substance by the colloidal substance." (p. 17.) Quota-

tions of this character could be continued indefinitely,

since wherever the defendant considers the Lloyd

patent it bases its conclusions upon the incorrect

premises that "magnesium silicate is Fuller's earth";

that "magnesium silicate is a colloid"; none of which

is supported by the record.

Much as we dislike it, we feel compelled, for the

protection of the court, to direct the court's attention

to the many and repeated instances of defendant's

deceptive and highly improper method of brief writ-

ing which occurs not only in connection with defend-

ant's attempt to lay a foundation for making the

statements to which exception is taken above, but also

with respect to other matters at issue.
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At page 10 of its brief defendant said that ''There

is no denying that magnesium silicate is a colloidal

substance", thus plainly intending to state that mag-

nesium silicate is a colloidal substance. On this point

the record is silent. In addition, this point is imtrue,

as has been shown. In spite of that fact, defendant

cites, after the last quoted statement, three record

references, to wit, pages 340 and 395 of Vol. 1, and

page 811 of Vol. 2.

Turning to the record references, this is what we

find, or do not find

:

At page 340, Dr. Ramage is testifying, on cross-

examination, as to the constituents of Fuller's earth,

and states, among other things, that "It is principally

an aluminum silicate." No reference to magnesium

silicate occurs anywhere on the page.

At page 395, on cross-examination. Dr. Ramage is

asked

:

"Q. And Fuller's earth is generally aluminum
and magnesium silicates and impurities such as

calcium silicate and iron and a few other sub-

stances in it which you have not reported?"

The cross-examiner is promptly corrected by Dr.

Ramage, who testified:

"A. There are usually some other substances

present in small amount not reported, but the

materials that are considered to make up the

properties of aluminum silicate are the aluminum
and iron silicates.

'

'
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After this answer, the cross-examiner asks if magne-

sium silicate is present, ''too"? The witness replies,

''And calcium and magnesium silicates hydrated."

No mention of any colloidal property of magnesium

silicate occurs anywhere in this discourse.

The final reference, 2 R-811, comprises a colloquy

between defendant's witness Bowman and defend-

ant 's counsel, in which the witness mentions the words

"magnesium silicate" only when quoting from the

Lloyd patent No. 1,250,331. (1:1:43 to 1:2:51.) Even

defendant's own witness makes no statement "that

magnesium silicate is a colloidal substance".

The foregoing is no exception in the brief of de-

fendant, as is readily illustrated in the appendix an-

nexed hereto, wherein statements attributed to the

record, but not found therein, are listed in tabular

fashion; statements in defendant's brief of alleged

fact for which no record reference is given are set

forth ; and in addition, a list of misstatements or mis-

quotations is set forth. In a brief of this character

it is not believed that either the court or counsel for

plaintiffs is called upon to take the defendant's brief

page by page and line by line and search the brief

for details of accuracy or inaccuracy as the case may
be. It is respectfully submitted that because of the

plapable deception attempted to be played upon court

and counsel, as in the illustration above and in the

almost innmnerable instances tabulated in the appen-

dix hereto, the court is entirely justified in disregard-

ing defendant's brief entirely, and proceeding to such
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consideration as the court may care to give to defend-

ant's appeal on the analysis contained herein.

If the Lloyd patent had been sufficient to antici-

pate Lindstaedt or Turnbow, it would not have been

necessary for the defendant to distort the Lloyd

patent beyond its plain teachings, but rather it would

have been sufficient to illustrate clearly and carefully

the manner in which Lindstaedt repatented the dis-

closures of Lloyd. Of course this could not have been

done, as we believe this Court will readily observe in

reading the patent, for the reason that Lloyd did not

teach the production of a ''parasiticide", the funda-

mental requirement of each claim of Lindstaedt and

Turnbow; Lloyd did not disclose a product in which

''a toxic substance" was used "in quantity greater

than the normally lethal dose", nor when used in-

ternally was the lethal effect of such dose prevented

by the use of a ''colloidal substance for colloidally

holding the toxic substance to protect against the

lethal effect of such dose." (Quoted portions are from

claim 2 of Lindstaedt.)

Lloyd made no disclosure or suggestion that he

had discovered that his product was even parasiti-

cidal, nor does the record disclose such a fact. Lloyd

makes no disclosure or suggestion that the lethal effect

of nicotine is overcome when mixed with magnesium

silicate, the only holding agent mentioned by Lloyd;

in fact Lloyd states exactl}^ the contrary, to wit, that

the pharmaceutical effect of the drug (nicotine) has

not been changed, all as has been discussed in detail

hereinbefore.
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Whatever may be said, therefore, about other ref-

erences, patents or publications offered by defendant,

must be taken in the light of the testimony of Mr.

Bowman above cited. All other references must there-

fore be considered as less closely approaching Lind-

staedt than the Lloyd disclosures. Since Bowman
admits Lloyd does not anticipate Lindstaedt, and

therefore Turnbow as well, the balance of defendant's

art cannot do so either.

Carrying this thought out a step further, it is to

be noted that the quotation last made from the testi-

mony of Mr. Bowman (2 R-944) wherein he conceded

that Lloyd did not teach the production of a parasiti-

cide for internal use comprising a toxic substance in

quantity greater than the normally lethal dose and a

colloidal substance for colloidally holding the toxic

substance to protect against the lethal effect of such

dose, is particularly interesting, as the exact language

employed in the question is found to be nothing but

claim 2 of Lindstaedt. This being true, Mr. Bow-

man concedes that Lloyd does not anticipate Lind-

staedt claim 2, and since he does not anticipate claim

2, he cannot and does not anticipate any other claims

of Lindstaedt, since, as has been seen,, claim 2 is ob-

viously the broadest of all the claims of Lindstaedt.

This same logic leads us directly to claim 7 of the

Turnbow Patent, which is identical to claim 2 of

Lindstaedt, except for the added limitation '4n finely

divided condition." Adding a further limitation in

claim 7 of Turnbow merely takes that claim further

away from Lloyd than is the Lindstaedt claim 2
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which Mr. Bowman concedes is not anticipated by

Lloyd. By the same token, then, claim 7 and the

balance of Turnbow is not met by Lloyd.

The testimony of Mr. Bowman in this regard is

substantiated to the letter by Doctor Leake at 3 R-

1052, when he testified that Lloyd did not disclose in

his three patents or in his publication, taken sep-

arately and jointly, a parasiticide for internal use

comprising a toxic substance in quantity greater than

the normally lethal dose and a colloidal substance for

coUoidally holding the toxic substance to protect

against the lethal effect of such dose.

At various places in its brief too numerous to men-

tion, defendant indicates that it could make minor

additions to the disclosures of Lloyd and thereby an-

ticipate Lindstaedt and Turnbow. In the light of the

hazards of an art dealing with a lethal substance such

as nicotine, theoretical modifications of the prior art

are not permissible, under the law, in order to make

out a case of anticipation. As this Court said in the

case of Los Alamitos Sugar Co. v. Carroll, 173 F. 280,

*'It is not sufficient to constitute anticipation

that the devices relied upon might by a process

of modification, reorganization, or combination

with each other, be made to accomplish the func-

tion performed by the device of the patent sued

on.''

Accordingly it can be said that Lloyd falls short of

anticipation of the Lindstaedt patent, for at least the

following reasons:
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1. Lloyd's product, composed of magnesium silicate

and a drug such as nicotine, was not shown either by

Lloyd or by this record, to be capable of use as a

parasiticide.

2. The Lloyd product is not shown by Lloyd patent

No. 1,250,331 to be a nonlethal product for internal

use in amounts which might be considered to be

parasiticidal, for example, when 70-80 milligrams of

nicotine is employed.

3. Not only is there no showing of nonlethal prop-

erties in the Lloyd ''nicotine-magnesium silicate"

product, but also Lloyd says specifically that the

pharmaceutical effect of the drug is not altered by the

presence of magnesium silicate, which can only mean

that nicotine in lethal quantity, when tied to mag-

nesium silicate under lioyd's teachings, will remain

lethal.

4. Defendant's witness Bowman, purportedly

called as an expert, admitted (2 R-944) that Lloyd did

not teach ''the production of a parasiticide for internal

use comprising a toxic substance in quantity greater

than the normally lethal dose and a colloidal substance

for colloidally holding the toxic substance to protect

against the lethal effect of such dose." (Quoting

Lindstaedt Claim 2.)

5. Lindstaedt 's claims 2 and 3 in suit called for the

use of "a colloidal substance" as a holding agent for

the toxic substance; claims 6 and 8 called for "an

organic colloid" for the same purpose; and claims 11

and 12 called for "casein" as holding agent. Mag-
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nesiiim silicate, the only agent used by Lloyd with

nicotine, is not shown by Lloyd or by this record to

have colloidal properties, and of course has not been

and can not be shown to be an '* organic colloid" or to

be a '^ colloid".

DEFENDANT'S BRIEF A MASS OF MISSTATEMENTS AND
UNSUPPORTED ALLEGATIONS.

Furthermore, while on the subject of appellants'

briefing methods, we point out that the difficulty of re-

plying to defendant's brief was tremendously magni-

fied in that it involved, almost line by line, and cer-

tainly page by page, statements wholly unsupported

by reference to the record; statements misconstruing

the record; and statements wholly untrue; as well as

statements involving errors of reporting. A compre-

hensive analysis of these points item by item, and as

they appear, is made impossible by the fact that de-

fendant made no effort to give a picture of this case

to the Court at the outset of its opening brief, thus

precluding the use of space for the purpose, and

further by the fact that the rules of this Court quite

properly limit the length of a brief in this type of

proceeding.

For this reason, and so that no misunderstanding

may arise about the challenge by plaintiffs of defend-

ant's errors and misstatements, there are annexed

hereto three appendices disclosing, in which, by page

and line number, the points at which such misstate-

ments occur and the nature thereof. Due to the
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number thereof, and the consistency with which de-

fendant has thus disregarded the rules of briefing

practice, and thereby indicated, it is submitted, a lack

of regard for this Honorable Court, plaintiffs urge

that defendant should be compelled to revise or

modify and correct its brief to conform to the facts

appearing in the record on this appeal.

As a typical example of the utter disregard of de-

fendant for the factual basis upon which this appeal is

taken, and as typical of its practices in this proceed-

ing, we desire to call attention to the fact that in its

conclusion, at page 76 of its brief, defendant asks this

Court to remand the first entitled case ''with instruc-

tions * * * ''to grant the relief prayed by defendant's

declaratory-judgment counterclaim that the Turnbow

patent is invalid and not infringed." Nowhere in ap-

pellant's concise statement under Rule 19 is there any

reference to the taking of an appeal from the order of

the lower Court dismissing appellant's counterclaim.

(Br. 1178.)

UNIVERSITY CAPSULE DEFENSE.

As previously noted (p. 29), the highest state at-

tained by the art relating to internal parasiticides was

the so-called "University Capsule". (Dr. Leake 3 R-

1034; Dr. Davis 3 R-1120-21.) This product is per-

haps best described, as to its manufacture, in "Circu-

lar 8" of the University of California, defendant's

Exhibit D, where it is defined as follows (4 R-1247)

:
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''The formula which has proved most satis-

factory is made by mixing 6.6 cubic centimeters

(7.92 grams) of Black Leaf 40 with 16 grams of

Lloyd's Alkaloidal Reagent. After a thorough

mixing the powder is then packed in No. 2

gelatine capsules in sufficient quantities to weigh,

when filled, from 350 to 400 milligrams."

Note that in the foregoing formula there is an ex-

press requirement that the mixture of Black Leaf 40

and Lloyd's Alkaloidal Reagent be placed in a gelatine

capsule, and as pointed out in the same pamphlet, even

then constant danger existed in the manual adminis-

stration of the capsule to poultry, Drs. Beach and

Freeborn, the discoverers thereof, stating that the

capsule must be carefully administered by being placed

well down in the throat of the bird. (Exhibit D, 4 R-

1248.)

The University Capsule was discussed fully by Dr.

Freeborn of the University of California in his paper

before the World's Poultry Congress delivered in

August, 1927, just five months before the date of con-

ception of the Lindstaedt invention. (3 R-1146.) This

paper, Exhibit 27 (4 R-1222-28), after authoritatively

discussing the entire history and state of the art at the

late date of xiugust, 1927, reaches the conclusion that

the best product in the art at that time is the Uni-

versity Capsule.

It required Lindstaedt thereafter to demonstrate in

his patent in suit the manner in which an uncapsulized

parasiticide could be produced and administered with

complete safety to animals, particularly to poultry.
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Despite this, the defendant in its consideration of

the University Capsule at page 52 et seq. of its brief,

argues that the University Capsule is in itself a com-

plete anticipation of the work of Lindstaedt.

In order to compare the University Capsule with

the Lindstaedt claims, for the purpose of trying to

make out a case of anticipation, it would of course be

necessary to ignore the capsule, a major element there-

of. (4R-1247.) Theoretical modifications of the prior

art are not permissible in attempting to make out a

case of anticipation (see discussion of and quotation

from Los Alamitos Sugar Co. v. Carroll, 173 F. 280,

supra) ; in any event it was demonstrated by Drs.

Leake and Ramage that the content of the University

Capsule is lethal, a circumstance which defeats any

contention of anticipation, in that the Lindstaedt

patent is exclusively directed to a nonlethal product

for internal use.* (Cf. lindstaedt Claim 2.)

Incidentally, defendant at various points in its brief

(for example page 5) attempts to argue as follows:

''As optional for a mixture of toxic and colloidal

substances compressed into a pellet, Lindstaedt

describes as an equivalent enclosing a dose of

nicotine (Ictlial to chickens—70 to 80 mg.) in a

gelatine capsule."

Reference to the specification of Lindstaedt shows that

in discussing the general state of the art and in dis-

cussing a conceivable method for production of a

*For complete report of tests performed by Drs. Leake and Ramage dem-
onstrating the lethal characteristics of the University Capsule, see for ex-
ample 3 R-1087.
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parasiticide wdth the ''similar results" to those ob-

tained by him in the production of his
'

' colloidally

held" product, he has found that "similar results have

been obtained by placing a quantity above the normally

lethal dose of the alkaloidal substance (70-80 mg.) in

a gelatine capsule which may be administered in-

ternally." (Lindstaedt 2:1:36-40.) Lindstaedt does

not say that the capsulized product is the "equivalent"

of his imcapsulized parasiticide as defendant would

like this Court to believe (Defendant's Brief, p. 5)

from its statement first quoted, but on the contrary

Lindstaedt merely characterizes the results obtained

from one product as "similar", from a parasiticidal

standpomt, to those obtained from the other.

B}' this process of attempting to mislead the Court

by the use of the word "equivalent", defendant in its

brief seeks to persuade the Court that Lindstaedt has

admitted an equivalency between any capsulized prod-

uct and his o^^^l, or that (and defendant is inconsistent

in this respect) Lindstaedt 's claims must be construed

to imply the presence of a capsule. The untruth of

the defendant's contention is best demonstrated by a

reference to Lmdstaedt's claims. At no time, either

in claims of the original application of Lindstaedt (see

File Wrapper Exhibit 3) or in claims added to the

application by amendment, or in claims of the patent

as issued, is there a single claun calling for the pres-

ence of a capsule as a part of the parasiticide con-

forming to the claimed invention of Lindstaedt.

Every claim pro\ades for a "colloidal holding", or

like phrase, of the active agent such as nicotine by the
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colloidal agent, foi* example rosin or casein. So that

there can be no mistake that the action of colloidal

holding is not mechanical, as is the case with a capsule

or like container, or chemical as in the case of a fully

reacting chemical compound, Lindstaedt carefully de-

fines the language of each of the claims by saying

(2:1:5-7):

''In the claims the phrase 'colloidally held' is

used to mean 'absorbed ajid/or adsorbed."

It is submitted that this statement is adequate to

overcome the specious contentions of defendant that

Lindstaedt considers a capsule as a part of his inven-

tion, or that a capsulized product is the equivalent of

his disclosure.* For the right of a patentee to act as

his own lexicographer, see Alexander Anderson v. H.

Johyi Eastman, etc., 16 F. F. S. 513, 520 ; International

Cork Co. V. New Process Cork Co., 6 F. (2d) 420;

Eajah Auto Supply Co. v. Belvidere Co., 275 F. 761

;

Wheeler Salvage Co. v. Rmelli & Gu>ardino, 295 F. 717.

DtETERICH PATENT.

At pages 44 and 47 of its brief the defendant says

that the Dieterich patent No. 896,807, Exhibit 3B
(Exhibit Book, 4 R-1209-11), constitutes complete

anticipation of the lindstaedt patent.

It is believed that this Honorable Court, with not

more than a glance at the Dieterich patent, will observe

*For a definition of the words '"absorption" and "adsorption", wherein
mechanical holding is eliminated, see the testimony of defendant's witness
Bowman at 2 R-864 et seq., quoting from Thomas on "Colloid Chemistry".
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the fallacy of this statement. Dieterich suggests that

the well known household laxative, cascara, a strictly

nontoxic and nonlethal product, as such (Leake, 3 R-

1039) can be prepared in the presence of agar-agar for

the purpose of removing the taste of the cascara.

(Dieterich 2:2:4-8.)

This patent is discussed by Dr. Leake at 3 R-1039

where he points out that the Dieterich patent has no

beai'ing on the Lindstaedt patent in suit, in that it is

not dealing with a toxic substance, and Dieterich does

not teach the production of a parasiticide for internal

use 03' otherwise. Despite this, the defendant contends

that the substitution of the deadly poison nicotine

(Bergstedt 2 R-601) for cascara of the Dieterich prod-

uct, with the result of producing a nonlethal internal

parasiticide, "would be obvious to any chemist" (De-

fendant's Brief, p. 45), and defendant goes on to say

that ''it would be obvious to any chemist that these

colloidal substances (agar-agar) would colloidally hold

cascara, nicotine or other alkaloids.
'

' Apparently this

statement assumes that the simple nontoxic and non-

lethal laxative (3 R-1039) cascara is an alkaloid, and

an equivalent for the deadly poison nicotine (2 R-601),

or in the same general chemical class. This is not

shown by the record, nor is the defendant's contention

to that effect even based upon any reference to any

part of the record in this proceeding. This matter of

failing to cite the record represents a practice of brief-

ing which is commonly indulged in by defendant. (See

Appendices.)
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This same question was raised by the Primary Ex-

aminer in the Patent Office during the prosecution of

the Turnbovv application (File Wrapper Exhibit 4,

paper No. 4, p. 12). The contention of the Primary

Examiner was promptly corrected by the Board of

Appeals of the Patent Office in Paper No. 8 of Ex-

hibit 4, pages 63-4, the Board of Appeals saying that

Dieterich, in addition to the other references cited

against Turnbow, does not suggest the composition

disclosed by Turnbow.

Dieterich falls short of anticipating Lindstaedt,

therefore, for at least the following reasons

:

1. Dieterich was not dealing with toxic substances.

2. Dieterich was not dealing with the principle of

holding defined by Lindstaedt as '* colloidal'', wherein

absorption and/or adsorption were employed.

3. Dieterich had no conception of the production

of a nonlethal parasiticide employing a toxic sub-

stance in more than normally lethal quantity, held

against its lethal effect by adsorption and/or absorp-

tion by a substance of colloidal nature.

TESTIMONY OF J. J. BERGSTEDT.

As in the Court below, the defendant attempts to

make a case of anticipation out of the substantially

uncorroborated testimony of defendant's witness J. J.

Bergstedt. (Defendant's Brief, p. 58.)

Mr. Bergstedt is a farmer from Petaluma, Cali-

fornia (2 R-547), who was called by the defendant and,
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upon a rather leading examination by defendant's

counsel, testified from memory as to various largely

speculative and uncorroborated statements about al-

leged experiments, purportedly occurring twenty

years before the date of his testimony, relating to the

treatment of poultry for round worms. (2 R-553-568.)

A portion of the work of Mr. Bergstedt is reported in

the ''Cornell Veterinarian" for July, 1923 (Defend-

ant's Exhibit F, 4 R-1250-52), and relates to develop-

ment of the so-called "tobacco infusion" and "tobacco

dust" ti'eatments of poultry for roundworm infesta-

tion. The failure of these products to achieve the

desired result is conceded by the witness. (2 R-588,

593.)

No part of the Bergstedt testimony was accepted by

the lower Court, other than as was strictly corrobo-

rated by the documentary evidence of the various

publications which described the state of the art lead-

ing up to the contributions of Lindstaedt. The balance

of Bergstedt 's testimony, in which he speculates with

regard to his alleged experiments (see for example

2 R-565), was wholly rejected by the low^er Court. No

doubt this was done by the application of the rule

that, in the absence of corroboration, such testimony

is without probative value. (See Deering v. Winona

Ha/rvester Works, 155 U. S. 286; Eibel v. Paper Co.,

261 U. S. 45; Corcoran v. Riness, 19 F. S. 344; Moore

ori Facts, Vol. 2, Section 753, pp. 828-30; Deoeoo v.

Gilchrist Co., 125 F. 293, at 296.)
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BERGSTEDT'S WORK A MAZE OF GENERALITIES ABOUT
ABANDONED EXPERIMENTS.

The long and short of Bergstedt's testimony is that,

given full credence, his work constitutes no more than

vaguely described experimentation, all of which was

abandoned, as is demonstrated by the ultimate adop-

tion of Bergstedt of defendant's product (duplicat-

ing Lindstaedt and Tumbow) (2 R-598). Rejection

of such testimony offered in an effort to prove antici-

pation, is established in the rule of Ameriomi Wood
Paper Co. v. Fiber Disintegrating Co., 23 L. Ed. 31,

where the Supreme Court said:
u* * » ^^^ patent of an originator of a complete

and successful invention cannot be avoided by
proof of any number of incomplete and imperfect

experiments made by others at an earlier date.

This is true, though the experimenters may have

had the idea of the invention, and may have made
partially successful efforts to embody it in a

practical form."

See also:

Coflm V. Ogden, 85 U. S. 120;

Cmitrell v. Wallack, 117 U. S. 689;

Christie v. Seyhold, 55 F. 69 (C. C. A.).

In addition, under the circumstances, where the Dis-

trict Court had an opportunity to see and hear a wit-

ness, in oral presentation, and has effectively rejected

such testimony, it is submitted that such finding should

not be disturbed by this Court. See Adamson v. Gilli-

land, 242 U. S. 350, 353; 61 L. Ed. 356, at 357, where

the Supreme Court said:

*' Considering that a patent has been granted to

the plaintiff, the case is pre-eminently one for
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the application of the practical rule that so far

as the finding of the master or judge who saw
the witnesses 'depends ui)on conflicting testimony

or upon the credibility of witnesses, or so far as

there is any testimony consistent with the finding,

it must be treated as unassailable. '

'

'

KANSAS DEPOSITIONS.

A substantial portion of defendant's brief was de-

voted to a claim of anticipation of voluminous data

submitted in the form of exhibits to depositions of

the witnesses Mohler and Ijams taken at Kansas City

(2 R-615-713 and 4 R-1344-1483).

At best, all these depositions show is that over a

period of years various manufacturers of proprietary

medicines, under the Kansas state laws, were required

to register their products with the Secretary of the

Kansas State Board of Agriculture, by filing a quali-

tative tabulation of the ingredients thereof (2 R-633

et seq). In its brief (p. 68) defendant has done no

more than list the names of various ingredients which

appear on the registration blanks filed over a period

of years under the last mentioned law. At no time is

there shown—or for that matter even contended by

defendant to be shown—in all this mass of material

(Exhibit Book 4 R-1262-1483) any complete qualita-

tive and quantitative formula for any product even

remotely approaching the disclosures of Lindstaedt

and Turnbow in the patents in suit. No product is

shown to have incorporated, in a dose thereof to be

used as an internal jiarasiticide, a ''more than nor-
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mally lethal dose of a toxic substance". No product

is shown to have employed in a colloidally active form

a "substance of colloidal nature" to hold a lethal

quantity of toxic substance against exerting its lethal

effect. Above all, at no time does a single witness or

any exhibit presented with the Kansas depositions

disclose that any product of the hundreds upon him-

dreds of remedies discussed therein was ever reduced

to practice, offered for sale, or sold.

We submit that the Kansas depositions have added

nothing to the record of this case and have succeeded

only in burdening of this record with a pointless mass

of irrelevant data. Certainly no case of anticipation of

the careful teachings of Lindstaedt can be made out

from such a statement (typical of all the Kansas reg-

istrations submitted) as

:

"The Larkin Hen-Chick-Turkey woim tablets

contained kamala, arica nut, mix vomica, nicotine

sulphate, digitalis and acacia." (Defendant's

brief p. 68; 4 R-1430.)

The record is silent on the projjerties of the majority

of these products, the quantities thereof employed, the

method of production thereof, and the effectiveness,

if any, thereof as a parasiticide.

In the light of the foregoing, we respectfully ask

the Court again to compare the bald and unsupported

statements of defendant (brief p. 69), out of which

they ask the Court to find anticipation, with the Kan-

sas deposition material. (2 R-615-713.)



100

LINDSTAEDT PATENT NOT VOID TOR DOUBLE PATENTING.

In its brief (pp. 70 et seq.) the defendant makes

the last of its numerous contentions of invalidity of

the Lindstaedt patent in suit, by attempting to claim

that the Lindstaedt patent is void for double patenting

over the earlier-filed but co-pending applications re-

sulting in Lindstaedt patents No. 1,776,862 (the Ca-

seinate patent), No. 2,007,721 (the Alginate patent),

and No. 2,007,722 (Rosinate patent). The first of these

patents to be granted, No. 1,776,862, issued September

30, 1930, more than a year after the filing of the

Lindstaedt patent in suit on June 15, 1929.

EARLIER FILED LINDSTAEDT PATENTS CLAIM ONLY
LETHAL COMPOUNDS.

This defense is thoroughly met in the testimony

of Dr. Leake at 3 R-1053 et seq., where the witness

points out that these three patents are directed to the

production of chemical compounds,* resulting from

the full reaction of: nicotine and casein, nicotine and

alginic acid, and nicotine and rosin, respectively.

In so far as these patents called for products con-

taining nicotine and the mentioned holding agents,

Drs. Leake and Ramage prepared samples thereof

under the claim of each patent wherein the maximum
holding agent-minimum nicotine proportion was set

forth. ( 3 R-1089-90.)

These products were administered orally to poultry

in the recommended manner of administration of the

*In contrast with the nonchemically reacted '

' adsorbed and/or absorbed '

'

product of the Lindstaedt patent in suit. (Lindstaedt 1 R-54 to 2:1-7.)
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product of the patent in suit, and resulted in the im-

mediate death of the bird in each instance (3 R-1089-

91), thus disposing of any contention that the products

claimed in the earlier Lindstaedt patents were non-

lethal parasiticides for internal use as prescribed in

each of the claims of the last issued Lindstaedt patent,

the patent in suit.

That the applications for these four patents were

co-pending, appears upon the face thereof, and gives

rise to the application of the familiar rule that when

applications were co-pending it is a matter of indiffer-

ence which of the patents was issued first, provided the

claims are directed to separate inventions. (Traitel

Marble Co. v. U. T. Hungerford Brass d Copper Co.,

22 F. (2d) 259.)

Since there was an unequal result from the products

claimed in the earlier Lindstaedt patents, as compared

with the Lindstaedt product of the patent in suit, the

former being lethal when parasiticidal doses thereof

were administered, as noted above, and the latter being

exclusively a nonleathal parasiticide for internal use,

there was no equivalency nor duplication, therefore

there can be no finding of double patenting. (Lewis

Invisible Stitch Machine Co. v. Popper et at., 5 F. S.

859.)

CONCLUSIONS.

It is therefore respectively submitted by plaintiffs-

appellees that the Interlocutory Decrees entered in

these causes by the District Court should be affirmed,
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and that this Court in doing so should find Lindstaedt

patent No. 2,036,638, and particularly claims 2, 3, 6,

8, 11 and 12 thereof, and Turnbow patent No. 2,091,-

840, and particularly claims 1, 2 and 7 thereof, valid

in law and infringed by ''Kon-Trold Nicotine", a

product manufactured by Alexander & Son, Van Nuys,

California*, and sold and used, and caused to be sold

and used, by defendant-appellant Farmers' Coopera-

tive Exchange, Inc.

Dated, San Francisco,

January 29, 1940.

Respectfully submitted,

Chas. E. Townsend,

Roy C. Hackley, Jr.,

Attorneys for Appellees.

Townsend & Hackley,

Jack E. Hursh,

Of Counsel.

(Appendices A, B and C Follow.)

Finding No. 32 (1 R-128), Finding No. 30 (1 R-180); Conclusion of Law
Nob. 3 and 4 (1 R-132), and Conclusion of Law Nos. 3 and 4. (1 R-183.)
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Appendix A

FALSE OR MISLEADING STATEMENTS IN APPELLANTS'
BRIEF.

The following tabularly noted portions of appel-

lants' brief refer by page and line to portions of that

brief which are false or misleading and are, therefore,

unsupported by the proofs in these causes

:

Page Lines Portion

5

5

6

6

6,8

22

4

9

'

' Equivalent '
'='

' Optional '

'

"ground"

"equivalent"

"sole"

6 18-20 Entire sentence.

7

7

8

13-17

20-22

First Footnote

Statement unsupported by

proof.

No such testimony by Dr.

Ramage.

Statement unfounded

8

8

6

14

"95% of holding substance"

"colloidal"

8 17-18 "inert, i.e. holding colloidal

substance"

8 Second Footnote "or considered"

8 Second Footnote Law reference

9 3 "such a compound would not

have toxic effect"

9 10-12 Not supported by record

reference

9 22-23 Entire sentence

10 3-4 Statement unfounded



11

Page Lines

10 4

10 8

10 12-18

10 28

11 8

11 16-17

13

13 19-24

15 9-10

15 14

15 18-19

15 18-20

16 15-16

17 27-28

17 31,33

17 32

18 1-5

18 5

18 Footnote

19 5-8

19 10

19 12,13

19 17-24

Portion

Record references do not apply

''colloid"

Premise of entire statement

''only indicia"

"no dispute"

"admitted and adjudged prior

invention"

"kamala" not an alkaloid in

Lindstaedt

Entire premise

Tumbow not for process

"Kamala"
"limited * * * to nicotine"

"limited * * * to agar-agar"

Entire sentence

Entire premise

No reference to colloidal sub-

stance in Lloyd

No reference to absorption in

Lloyd

Entire premise

"1 to 20" not in Lindstaedt

specification

Interference dissolved on this

feature

Entire sentence. Unsupported

by reference noted,

"therein prescribed"

"powder"

Entire premise
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Page Lines

19 19

19 19-20

19 32

20 22-23

20 25-26

20 26-31

21 1

21 9-10

22 1-5

23 4

23 8-10

24 6-8

25 Footnote

25 9-11

25 23

26 7-9

26 9-12

28 2

28 14-18

28 18-22

28 24

29 5

29 14

Portion

Imputation magnesium silicate

is a colloid

Imputation that Lloyd patent

mentions Fuller's earth and

colloid

Entire sentence

Entire sentence

Entire sentence

Entire statement

*' comminution" cf. Turnbow

claim 9

**method * * * not even sug-

gested"

Entire sentence

** covered"
'

' proof is entirely lacking, etc.
'

'

Imputation of conflict

Entire statement

Entire statement

"could have been cross-exam-

ined"

Entire sentence

Entire premise

**unclassifiable"

Entire statement (see 3 R
1093)

Entire statement

*'mere"

"mere"

"patented"
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Page Lines

29 24

29 31

30 3

30 13-14

30 15-16

30 26-27

30 30

31 1

31

31

3-5

31 7

31 8-10

31 Footnote

31 Footnote

31 10-14

31 14-16

17-19

32 16-17

32 24-25

32 27

32 31-33

33 2-3

33 14-16

33 24-26

Portion

* indicated"

** material" unidentified

** total material" unidentified

** admits * * * Fuller's Earth"

^'found * * * Fuller's Earth

etc."

"stearic acid"

"no determination"

"found * * * besides stearic

acid"

Entire clause unsupported by

reference given

"probably, etc."

Entire clause

re "100%"

re "inclusion of stearic acid"

Entire sentence

Imputation of entire sentence

re "material"

"admission * * * ash * * *

Fuller's Earth"

Entire sentence

"sulphate etc."

"stearic acid"

"stearic acid, etc."

Entire sentence misupported

by reference

Imputation of sentence that

Dr. Ramage so testified

Not supported by references

given



Page Lines Portion

34 12 Not whole truth

34 24-25 Imputation loss is as to total

product

35 9-10 '^ special process"

36 1, 3, 7 Imputation that ash is other

than filler

36 12 ^'colloidal substance, magne-

sium silicate"

"colloidal substance" in Lloyd

Inference that Lloyd refers to

colloid

That "filler" is otherwise

Misquotes patent : Filler should

be "sugar"

Entire sentence

Entire sentence

No such proof

That any part of filler proved

colloidal

Entire statement

Ignores patent that filler may
have colloidal properties

"patent * * * balance filler"

Entire clause

Entire sentence

Entire statement

"specifies"

"magnesium silicate—colloid"

"95% colloidal (Lloyd

patent) "

36 14

36 24-29

37 1,10

37 12

37 13-16

37 16-22

37 21-22

37 22-27

37 30-31

38 1

38 1-4

38 6-8

38 9-11

38 11-23

38 26

39 6

39 10
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Page Lines Portion

39 16-17 Incorrect statement of record

40 4-7 Opportunity to cross-examine

40 17 ^^toxic"

42 10 **Dr."

42 15-18 '

' Fuller 's Earth '

' equals mag-

nesium silicate

42 18-20 ''Fuller's Earth and nicotine"

in Lloyd

''such"

Entire premise of state of art

"Contention of plaintiffs"

"composition of matter"

"Dieterich * * * same hold-

ing"

"unchallenged"

"considered"

Entire statement

Entire sentence

"hold a drug and etc."

"Fuller's Earth"

Entire sentence

References inaccurate

Entire sentence
'

' Lloyd 's Fuller 's Earth '

'

"any"

Omission of permissive "may"
"full equivalent"

Entire conclusion

"In"

Entire hypothesis

Entire hypothesis

42 21

43 12-13

44 1-5

44 6,7

45 4-5

45 6

45 15

46 5-9

47 7-9

47 9-12

47 14

47 14-17

47 17-19

47 25

48 9

48 10

48 12

48 14-18

48 21

48 18-22

48 22-25
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Page Lines Portion

49 7 Entire hypothesis

49 9 ''organic" misquotes record

49 12-17 Entire sentence

49 17-21 Entire sentence

49 22 " Lindstaedt 's alternative"

49 21-24 Entire sentence

50 7-8 Entire sentence

50 15 Entire sentence

51 25-26 "critical" and hypothesis

51 26-29 "lethal"

52 18 Reference does not support

point

52 25-26 Inference that charge of in-

operativeness ever made

53 10-11 Entire sentence

53 11-25 Hypothesis unfounded

54 6-9 Entire sentence

54 9-11 Entire sentence

54 11-12 Entire sentence

54 18 "colloid" in Lloyd

55 3-4 "Lloyd * * * lethal"

55 8 "Fuller's Earth"

55 8-9 Misleading negative hypothesis

55 16-17 Misleading negative hj^pothesis

55 24 Misquotation using '

' colloidal
'

'

instead of "alkaloidal"

55 29 "Fuller's Earth * * * in said

Lloyd patent"

56 3 "inaccurate"

56 4 "95% colloidal"

56 4-5 "one part nicotine etc."
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Page Lines Portion

56 8-10 Entire statement re Lloyd

56 17-18 "Lloyd * * * colloidal ma-

terial"

56 18-19 "as * * * manufacturer * * *

etc.'^

56 Footnote Reference to 1-318 incorrect

57 2-4 Imputation false

57 8-10 "all colloidal substances"

57 13,19 "all colloidal substances

equivalents '

'

58 8-9 "colloidal substance"

58 10 "inorganic colloid"

58 22 "practical"

58 24 "combination"

58 26 "essential"

58 31-32 "casein powder is dried milk"

59 1 References do not support

statement

59 10 "holding"

59 12 "without lethal effect etc."

59 17-19 Entire sentence

59 22, 25, 26, 27 "nicotine"

59 28-30 "absorb and/or adsorb"

60 1 "nicotine"

60 5-8 Entire statement

60 10-12 Entire statement

60 23 "successful"

60

60

26

29

Imputation that lactose is

colloidal

"lethal"
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Page Lines Portion

61 18 Entire sentence

61 25-30 Entire statement

61 30-31 Entire uncontradicted

61 30-33 Inference that all Bergstedt's

testimony corroborated

62 1-6 Entire statement

62 12-13 Record reference incorrect

62 14 Record imcontradicted

62 14-15 '^supported * * * evidence"

62 15-21 Entire statement

63 8-9 Entire sentence

63 21 ''compositions of matter"

63 21-22 "wherein * * * capsule"

63 29-33 Inference that Lindstaedt's

claims should include nega-

tive limitation

64 1-8 Entire statement

65 21-22 Implication that Court should

make negative finding

65 Footnote "sugar * * * colloid"

65 Footnote "sugar * * * both * * * filler

* * * colloid"

66 20 "extensively"

66 28 "sugar" as a colloid

66 29-31 Record does not support

67 10 "dried milk powder (casein)"

67 33 "carrier"

69 1 "Analyses"

69 2-6 Entire sentence

69 9 "prior Lindstaedt patents"
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69 16 'thought"

69 19-20 Implication that Lloyd men-

tions use of colloid

69 20-29 Inference that the statement

relates to knowledge prior to

Lindstaedt

69 30-31 Entire sentence

69 31-32 Entire sentence

70 5-7 Implication that earlier filed

Lindstaedt patents claim para-

siticides

70

70

70

71

71

71

72

72

73

73

73

74

76

9

12

25

15

16-18

Footnote

16

18-21

7-9

7-8

12-13

14-15

12-14

"prior"

"law"

"casein powder (dried milk)"

Entire statement

Entire sentence inapplicable

First statements of law ignore

' ^ co-pending '

' applications here

"mixture"

Entire sentence

Incorrect reference

Inference ignores claims

"same product"

Imputation of phrase

Statement re counterclaim at

issue
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STATEMENTS UNSUPPORTED BY REFERENCE TO RECORD.

The following tabularly noted portions of appel-

lants' brief purport to refer to statements of fact, but

are wholly unsupported by any indication of source

thereof in the record or exhibits in these causes:

Page Lines Portion

Entire sentence

Entire sentence

Entire sentence

Entire sentence

Entire premise

'^Kamala"

Entire statement

Entire sentence incompre-

hensible

7 4-5

7 11-13

10 4-6

10 8-11

13 19-24

15 14

18 1-5

18 5-8

18 10-11

18 21-23

18 24-28

19 11

19 11-12

19 13-15

19 25-32

20 25-26

21 22-23

23 6-8

25 26-34

*'not of 1 gram size''

Entire statement

Entire sentence

Entire statement

Entire sentence

Reference to contentions

Not supported by evidence of

probative force

26 1-6 Not supported by evidence of

probative force
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Page Lines Portion

^'unclassifiable"

'^ contrary to fact"

'indicated"

Entire sentence

Entire sentence

Entire sentence

Entire sentence

Entire statement

''special process"

Entire statement

That ash is other than filler

That Lloyd refers to

'

' colloidal substance '

'

Entire statement

Entire clause

Entire sentence

Entire statement

Entire sentence

''opportunity to cross-

examine"

Entire statement

Entire sentence

Entire sentence

Entire first clause

Entire sentence

Entire sentence

Entire premise

28 2

29 2

29 24

30 23

32 1-3

32 16-17

33 14-16

34 4-11

34 12

34 16-33

35 9-10

35 13-19

36 1,3,7

36 12,14

36 15-29

37 21-22

37 22-27

39 8-11

39 11-14

40 4-7

40 10-21

40 26-27

40 31-33

41 1

42 9

42 15-18

42 18-20

43 12-13
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Page Lines Portion

44 1-5 ''Contention of plaintiffs"

44 6,7 ''Composition of matter

claimed"

45 4-5 Entire clause

45 7-14 Entire sentence

47 3-9 Entire statement

47 9-12 Entire statement

48 18-22 Entire sentence

49 4-8 Entire sentence

49 12-17 Entire sentence

49 25-30 Entire statement

51 25-29 Entire statement

52 1 "admitted"

52 4-6 Entire sentence

53 4-7 Entire clause

53 10-11 Entire sentence

53 11-25 Entire statement

55 1-4 Entire sentence

55 10-11 Entire sentence

55 11-18 Entire sentence

56 1-7 Entire statement

56 8-12 Entire statement

56 12-14 Entire sentence

57 2-4 No support for hypothesis

57 8-25 Entire statement

58 5-6 Exaggerated

58 15-21 Entire statement

59 28-30 Entire sentence

60 5-8 Entire sentence

60 10 Entire phrase



XIV

Page Lines Portion

Entire statement

Entire statement

Entire parenthetical

statement

Entire statement

Entire sentence

Entire sentence

Entire statement

Entire statement

Entire statement

Entire sentence

''Composition of matter'

Entire sentence

''and the poultrymen"

Entire statement

Entire statement

Entire sentence

Entire sentence

Entire sentence

Entire sentence

Entire sentence

Entire sentence

No "law" cited

No "law" cited

Entire statement

Entire sentence

Entire sentence

Entire statement

60 14-19

61 1

61 11-13

61 19-21

62 7-9

62 9-13

62 15-21

62 22-24

62 24-32

63 8-9

63 21

66 1-5

66 5,11

66 31-33

66 1-3

66 5-8

67 3-7

68 21

69 2-6

69 16-19

69 19-20

70 10-13

71 15

71 18-20

72 21-26

73 10-13

74 12-19



Appendix C

ERRORS.

The following portions of appellants' brief are

statements made in error, or are statements de hors

the record:

Page Lines Portion

2 17 Date in error

3 24-25 Emphasis added

4 15 ''an" should be "the"

5 15 First "an" should be "the"

6 29-30 De hors record

8 6 "1... 20+" should be "1... 19"

8 First footnote Calculation erroneous

19 3
'

' partly powder '

' de hors record

19 14 "Defendant's"

34 19 "Sodium"

46 22 "distinct" should be "dif-

ferent
'

'

48 4 "alkaloidal"

66 13-14 "fed" should be "feed"

"poultry" omitted

69 28 "II"

72 11 "30"

73 24 Important comma omitted

73 24 Misquotation
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"Magnesium Silicate" in Lloyd's Patent Is "A Sub-

stance of Colloidal Nature" Within the Only Pos-

sible Meaning of the Lindstaedt Patent.

Appellees' brief charges appellant with attempting to

mislead the Court by the statement that the term ''mag-

nesium siHcate" as used in the Lloyd patent No. 1,250,331

is a "colloidal substance" in the sense that the term "a sub-

stance of colloidal nature" or "colloid" is used in the

Lindstaedt patent and in the claims thereof.
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These terms are not used in the Lindstaedt patent in

any accurate, specific or definite chemical sense, and there

is no true or substantial issue of colloidal chemistry in

this case.

The Court will note in reading and in considering ap-

pellees' brief that no attempt is made therein to explain

colloidal chemistry or the meaning of, or the interpretation

to be given to, the Lindstaedt patent's use of the terms

"colloid" [IV. 1200, col. 2, line 55] or "substance of col-

loidal nature" [IV. 1201, claims 2, 3, etc., or 1200, col. 2,

line 5 or 31]. We had expected to find in Appellees' Brief

some attempt at least to define from the text of the Lind-

staedt patent Lindstaedt's "colloid", "colloidal substance"

or "substance of colloidal nature", other than inclusive of

all substances which produce a product from combination

with nicotine by adsorption and/or absorption [Lindstaedt

patent, col. 2, //. 54, et seq.—IV. 1200-01]. Said Brief is,

however, significantly silent and devoted to generalities

and to mere unsupported and unsupportable denial that

Lloyd's magnesium silicate is either a "colloidal substance"

in Lindstaedt's sense or is Fuller's earth. It is significant

that Appellees' Brief refers to no testimony in the record

supporting appellees' denial. No witness either for ap-

pellees or appellant has denied that magnesium silicate

exists in the colloidal state, nor that it is of "colloidal

nature" within the meaning of this term as used in the

Lindstaedt patent. The imimpeached, unquestioned and

unimpeachable testimony of appellant's expert Dr. Bow-

man refutes appellees. Such testimony was given on

cross-examination by appellees' counsel and is found at

II. 951-52. Dr. Lloyd's first patent [Defts. Exhibit

"XX"] No. 1,048,712 [IV. 1517-18] is first referred to
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by Dr. Bowman, and then Dr. Lloyd's second patent,

1,250,331.-

"A. The second patent discloses specifically the

method of removing nicotine from solution by ad-

sorption. The reason for the two patents is that here

in the second one the fuller s earth of a different

chemical composition is used to justify that second

patent." [II. 952.] (Emphasis ours.)

Dr. Bowman's uncontradicted testimony thus directly

supports appellant's opening brief that magnesium silicate

is Fuller's earth. We point out that this quoted testimony

of Dr. Bowman was part of his cross-examination. See

11. 918-19, where Dr. Bowman adverts to the term "sub-

stances of colloidal nature" and says :- "I just said there

is not any colloidal nature,—substance of colloidal nature

does not mean anything." [919]

Moreover the Lloyd patent 1,250,331 itself positively

refutes appellees' unsupported criticism of our assertion

that magnesium silicate as referred to therein is Fuller's

earth and has adsorption and absorption properties. Said

patent says:- "The preferred form of magnesium com-

pound is hydrous magnesium silicate, or a form of alumi-

num silicate containing magnesium." [IV. 1520, //. 29-

32] The aluminum silicates containing magnesium are

Fuller's earth, the Bentonite clays, the Kaolin clays, the

Bakersfield Fuller's earth, or the English Fuller's earth,

or the Fuller's earth from Florida, as will be apparent

from the analyses of these Fuller's earths given in Dr.

Lloyd's own "discursive paper" printed in 1916 [Defts.

Ex. C; see particularly IV. 1242-43]. The analysis of

Fuller's earth from Florida [1242] shows that it is pri-

marily an aluminum silicate containing magnesium,
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strictly within the statement of Dr. Lloyd's patent. The

same is true of Fuller's earth designated in Defts. Ex. C

[p. 1242], "Bakersfield Fuller's Earth", "Enghsh Fuller's

Earth", and "Bentonite Clay" [IV. 1243]. In this article

[Defts. Ex. C] it is definitely stated that Lloyd's reagent

is a Fuller's earth.- "To these analyses of commercial

Fuller's earth I append Dr. Waldbott's analysis of 'Lloyd's

reagent,'" [1243]. According, therefore, to Dr. Lloyd's

published statement, the term "magnesium silicate" as

used in line 3, col. 2 of his second patent [IV. 1520] in-

cludes "a form of aluminum silicate containing magne-

sium" [Id. 11. 30-32] and is a Fuller's earth, and has the

absorption and/or adsorption properties for holding nico-

tine or nicotine sulphate, etc., so that, as set forth in said

Lloyd patent, the nicotine is not affected in the acid por-

tion of the stomach but is released or liberated in the alka-

line portion of the intestines.

The Lindstaedt patent in substance contains a definition

of the meaning of the terms "colloid," "substance of col-

loidal nature," and "colloidal substance." This definition

is not in chemical terms, but by the manner in which, and

the principle or function upon which, his so-called "col-

loid" or "substance of colloidal nature" operates or is

effective.

In particular there are two passages in the Lindstaedt

patent which demonstrate this. The patent says:- "I

have found a number of the latter substances which are

suitable for the purposes described.", i. e., "a substance

which protects against the effect ... of the toxic

substance." [Lindstaedt patent, IV, 1200, col. 1, //. 38-

42], and, "The product resulting from the combination

of a colloid with the alkaloid is chiefly an adsorption

and/or absorption product of the alkaloidal substance by
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the substance of colloidal nature * * * jj^ ^j-^e claims

the phrase 'colloidally held' is used to mean 'absorbed

and/or adsorbed.' ". [Id., col. 2, //. 54, et seq.] Accord-

ing to the teaching of the Lindstaedt patent, the principle

or property of adsorbing or absorbing the toxic substance

determines whether or not the material is a "colloid" or a

"substance of colloidal nature" within the meaning of the

Lindstaedt patent. Even Ramage admits:- "I can say

definitely it is not necessary for the substance to be any

pure colloidal substance. It is only necessary that the

substance be of a colloidal nature, namely, having active

chemical groupings in its constitution, which will make it

an effective holding agent for nicotine." [I. 477.]

There is no testimony in the record that Dr. Lloyd was

in error when he stated in his patent 1,250,331 that mag-

nesium silicate was such a holding agent, and as we shall

hereafter point out, we have the printed pubHcation of

Dr. Lloyd's article before the American Pharmaceutical

Society in 1916 wherein Dr. Lloyd,—the true first in-

ventor of the intermixing of nicotine and a "colloid" or

"substance of colloidal nature" (as these terms are used

in the IJndstaedt patent),—gives his experiences there-

with and particularly refers to his use of Fuller's earth,

an admitted "colloid" or "substance of colloidal nature"

as these terms are used in the Lindstaedt patent.

The testimony of the experts establishes that the term
"colloidal substance", "colloid", or "substance of colloidal

nature", used in the Lindstaedt patent, is mis-descriptive

entirely, and means only an adsorption or absorption
agent. When given this latter interpretation, then mag-
nesium silicate (as defined in said Lloyd patent) is an
adsorption and/or absorption agent for alkaloidal mate-
rials, and therefore a "colloid", "colloidal substance", or



''substance of colloidal nature", within the meaning of the

Lindstaedt patent.

The second line of thought running through this testi-

mony is that the term "colloidal substance" refers to a

material having a natural facility for or property of dis-

persing itself in the fine particle size to form a colloid.

It should be appreciated that in a strict sense there is no

such thing as a colloidal substance,— in the sense of

chemical classification,—any more than there is such a

thing as a solid substance, a liqitid substance, or a gaseous

substance. "Colloidal", "solid", "liquid", "gaseous", are

adjectives of qualification relating to the state the thing

exists in. A colloidal substance is a state of a material,

and not a function of the material; that is to say, it is a

state of matter, in the same sense that the terms "solid

substance", "liquid substance", or "gaseous substance"

are used. Any material may be reduced to a colloidal state

and may become a colloidal substance. A careful reading

of the testimony of appellees' expert Ramage and of ap-

pellant's expert Bowman verifies this observation. If the

testimony of appellees' experts is to be construed to be

that the term "colloidal substance" or "substance of col-

loidal nature", as used in the patent, has reference to a

material which has an actual facility or property of dis-

persing itself into a sufficiently fine or comminuted con-

dition to form a colloid, there is no definition therefor in

the Lindstaedt patent. It is to be noted that nothing is

said in the Lindstaedt patent of the so-called "colloid",

"colloidal substance", or "substance of colloidal nature"

being dispersed or finely comminuted. There is not even

a suggestion of this in the patent. It is for this reason

that appellees' experts are forced to the interpretation

which we have given to their testimony. Under such a
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definition the issue is,—Is this a property of magnesium

siHcate? It is common knowledge,* whether reflected in

the record or not, that magnesium silicate is ordinarily

derived as a form of clay; that clays generally are col-

loidal in character, some clays being more colloidal than

others, and some are specified in mineralogy as ''colloidal

clays". However, all clays are to some extent colloidal,

—

evidenced by their gummy or sticky or gluey properties.

As said in Professor Bancroft's "Applied Chemistry" :-

"We now speak of a colloidal state instead of a col-

loidal substance, and we call any phase colloidal when

it is sufficiently finely divided or dispersed, without

committing ourselves definitely as to what degree of

subdivision is necessary in any particular case. The

subdivided phase is often called the internal or dis-

persed phase and the enveloping phase the external

phase of the dispersing phase. * * *

"Adopting the very flexible definition that a phase

is called colloidal when it is sufficiently finely divided,

colloid chemistry is the chemistry of bubbles, drops,

grains, filaments, and films, because in each of these

cases at least one dimension of the phase is very

small. * * *" [I. 320-23.]

*See, for example, "General Chemistry for Colleges," by Alex Smith
(1916 Ed.), p. 430; "Modern Inorganic Chemistry," by J. W. Mellor (1918),

p. ni; Dana's "A System of Mineralogy (1914), pp. 669-84. It is well
established that the Court takes judicial knowledge of matters appearing in

scientific works. Brown v. Piper, 91 U. S. 2,1; Panzl v. Battle Island P. &
P. Co., 132 F. 607; IVerk v. Parker, 249 U. S. 130; Farmers' Mfg. Co. v.

Spruks Co., 119 F. 594; Tolfree v. VVetzler, 22 F. 2nd 214, 216; Liiten v
Allen, 254 F. 587.
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Appellees' expert Ramage agrees with Bancroft's defini-

tion and thesis [I. 323].

We now invite the Court's attention to Ramage's testi-

mony [I. 323-27] and in connection therewith the testi-

mony of appellant's expert, Dr. Bowman [II. 760-61].

Ramage [I. 479] explains his miderstanding of colloidal

dispersion and at p. 478, referring to the Lindstaedt patent

term, "substance of colloidal nature", states it is not neces-

sary to reduce such a substance to a state of colloidal dis-

persion in order to secure the holding action by adsorption

or absorption referred to in the Lindstaedt patent. [Cf.

his testimony I. 478-79, 225-26, 237-39.]

This case presents one of the common instances of the

lack of definiteness because of the use in a patent of what

seems to bear the semblance of an exact or technical term

for a non-technical purpose and meaning, under the well

settled rule that the patentee may choose his own terms,

which are not necessarily to be construed in accord with

the technical meaning, but to have the meaning attributed

thereto which will embody the principle, function or pur-

pose stated for the named element in the patent. (Cameron

Septic Tank Co. v. Village of Saratoga Springs, 159 F.

453 at 455.) As said in Bates v. Coe, 98 U. S. 31, in

patent cases the courts do not judge similarities and dif-

ferences "merely by the names of things," but look "at

the machines and their devices in the light of what they

do or what office or function they perform and how they

perform it, and find that a thing is substantially the same

as another, if it performs substantially the same function
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or office in substantially the same way to obtain substan-

tially the same result." The term ''colloidal substance"

used in the Lindstaedt patent is an inept term. It has no

true meaning in chemistry and does not in and of itself

express either the purpose, function or effect of the sub-

stances referred to in the Lindstaedt patent or involve the

chemical principle intended to be thereby asserted. The

purpose of a so-called ''colloidal substance" in the Lind-

staedt patent is that a substance identified by such term

shall have the property of either adsorbing or absorbing

the toxic substance and holding it against dissolving or

dissociation in the acid portion of the digestive tract, and

permitting it to dissolve or be released in the alkaline

portion of the intestines. Any substance which so acts

by this adsorption and/or absorption principle is a "col-

loidal substance" within the meaning of the use of that

term in the Lindstaedt patent. Furthermore, it is well

settled that the terms or words of a patent are to be inter-

preted in the light of the whole public knowledge. Appel-

lees assert that the term "magnesium silicate" as used in

the Lloyd patent 1,250,331 does not comprehend or in-

clude a colloidal substance ; that magnesium silicate is not

a colloid, and attempt to severely criticize appellant's

opening brief in this respect. Such criticism is without

warrant and without substance when the Court considers

these true rules of interpretation and that the term "mag-

nesium silicate" as used in the Lloyd patent means a

chemical element which has the property of adsorbing

nicotine, etc., for the purpose and result specified in the
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Lloyd patent. That ma^^nesium silicate has such property

of adsorption is common chemical knowledge and is there-

fore a "colloidal substance" within the meaning of the

Lindstaedt patent. In its consideration of this case the

Court is fortunate that it has before it, not simply oral

testimony given after this controversy has occurred and

possibly influenced by such controversy, but the testimony

of Dr. Lloyd himself explaining his work and the prob-

lems to which his knowledge and skill were addressed

prior to 1916. Dr. Lloyd's testimony is not under oath,

but is in a form more incontestable and indisputable in this

case, because his testimony exists in an article of address

given before the Scientific Section, American Pharma-

ceutical Association, at the San Francisco meeting of 1916,

over 13 years prior to the filing of the application for the

Lindstaedt patent in suit, and because it was published in

a printed publication (R. S. U. S. 4886, 35 USCA,

Sec. 31) in the American Pharmaceutical Journal for

May, 1916 [L 342-344], and was made a part of the

common knowledge at that time. The patent statute re-

quires that an invention or discovery to be patentable shall

not have been known to or used by others in this country.

The very principle sought to be expressed by or covered

by the term "colloidal substance" in the Lindstaedt patent

is the principle set forth in the said Lloyd patent, and

further developed and discussed in Dr. Lloyd's "discursive

paper." We request this Court to read this printed docu-

ment [Deft. Ex. C, IV, 1230-44], as it is too long to

quote in a reply brief herein. In this paper Dr. Lloyd

gives much interesting information and history of the
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discovery by him of the holding of alkaloidal salts, such

as "emetin, quinin, cocain, nicotin, and strychnin" [Lloyd

patent, IV. 1520], or "morphine, quinine, cocaine, etc."

[IV. 1230]. In this paper Dr. Lloyd does not refer to his

patent 1,250,331, for the obvious reason that it had not

then issued. The subject-matter of the patent and of his

discursive paper was obviously the same. Not only does

this printed pubhcation [Defts. Ex. C] make it public

knowledge that Fuller's earth is the material actually

used by Dr. Lloyd, and therefore by him comprehended

by his term "magnesium silicate,"* in his patent applica-

tion, but it leaves no arguable question that the adsorption

and absorption properties of Fuller's earth as a holding

agent for nicotine, etc., was a part of Dr. Lloyd's knowl-

edge and, upon a publication of this article, part of the

public knowledge. While nicotine pr nicotine sulphate is

not specifically enumerated as alkaloidal salts in this printed

publication of Dr. Lloyd's, it is clearly included under

his statement [IV. 1230] :- "Next I took, successively,

other alkaloidal salts, such as those of morphine, quinine,

cocaine, etc., submitted them to the same manipulation,

and found that all alkaloids experimented with produced

insoluble compounds, and that all (brucine excepted) were

practically tasteless." (Emphasis reprinted from printed

text, and obviously the emphasis of Dr. Lloyd.) It is

upon Dr. Lloyd's work, as reflected in this printed article,

*"The preferred form of magnesium compound is hydrous magnesium
silicate, or a form of aluminum silicate containing magnesium" [Lloyd

pat., IV. 1520, lines 29-32].
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that his patent 1,250.331 is based. It cannot be denied

that Dr. Lloyd knew, as disclosed in his patent appHcation,

the principle he had discovered was that alkaloids and

alkaloidal salts were adsorbed by substances having ab-

sorbing properties and thereby carried so that they would

be unaffected by the acids of the stomach, and released

(dissolved) by the alkalinity in the intestines. This is

clearly stated in the patent. It cannot be denied that he

knew, and made such knowledge a part of the public

knowledge, that Fuller's earth was one equivalent of, if it

is not the, "magnesium silicate" referred to in his patent

or one of the components, or had like components for the

adsorption or absorption principle. We feel that under

these circumstances and under this indisputable proof, the

statement of our opening brief that "magnesium silicate"

of the Lloyd patent was, and said patent indicated to the

public, a "colloidal substance" within the meaning of that

term in the Lindstaedt patent and that Fuller's earth and

magnesium silicate are interchangeable terms in the Lloyd

patent. Moreover, what this Court is most interested in

is the fact that Dr. Lloyd used this adsorption and/or

absorption principle for what is termed in this case "col-

loidally holding" nicotine for the purpose and the effects

stated in the Lloyd patent, and that all this was public

knowledge in 1916. It was not a novel invention or dis-

covery by Lindstaedt in 1929. And appellees' brief is

not addressed to this fact,—which cannot be denied,—nor

is it addressed to the effect of such prior knowledge upon

the validity of the Lindstaedt patent.
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Appellees' Brief Asserts "That Lloyd Did Not Teach

the Production of a 'Parasiticide', the Funda-

mental Requirement of Each Claim of Lindstaedt

and Turnbow;" (p. 84).

In making- this bald assertion, appellees refer to this

Lloyd patent 1,250,331. They lose sight of the fact that

the Lindstaedt patent is for a composition of matter, and

not for a particular use of a substance or device. It is not

the use of the so-called "parasiticide" that is patented, but

the so-called parasiticide itself. Such "parasiticide" being

common knowledge as a substance, there cannot be any

patentable invention in selecting a particular or special use

therefor. (Cf. Appellant's Opening Brief, p. 43; Ansonia

Brass & Copper Co. v. Electrical Supply Co., 144 U. S.

11, 36 L. ed. 327, 329, and Browning v. Colorado Tele-

phone Co., 61 F. 845, 847, there cited, exemplifying ap-

plications of this principle of law. Appellees' brief (pp.

50-53) contends that claim 2 (appellees' selected example)

"is quantitative in its prescriptions" and contains "a quan-

titative requirement" of both the amount of toxic sub-

stance and of so-called colloidal substance required to con-

stitute "a parasiticide". Said brief proceeds, after par-

tially quoting from Appellant's Opening Brief, p. 50, to

baldly assert that appellant's reasoning is "self-serving

isic!) and unsupportable". Appellees' first difficulty

is that their argument assumes that "A parasiticide" is a

term of definite meaning as embracing a definite quantity

of toxic and so-called colloidal substances. Unless such

term is so interpreted, there is no quantitative limitation or
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requirement. The true interpretation is that the term

"A parasiticide" is simply a name Hke "A machine" in

the case of a patent claim for a combination constituting

a machine. The words or name "A parasiticide" or

''A machine" is not a compliance with the patent statute

in definitely pointing out and distinctly claiming an inven-

tion. This statutory requirement must be fulfilled by the

words of definition distinguishing such a machine or

parasiticide from other machines or parasiticides. The

theory of the Lindstaedt patent, as repeatedly urged by

appellees, is that it requires at least 5 to 10 mg. of an

all^aloidal substance, such as pure nicotine or nicotine

sulphate, for a lethal dose to a chicken, and that ''Quan-

tities less than this amount are not efficient for the destruc-

tion of the parasites." [Lindstaedt patent, p. 1, col. 1, 11.

27-32; IV. 1200]. Their argument is, therefore, that to

be "A parasiticide", within the meaning of this patent,

such product must be of such quantity as to contain

not less than these quantities of toxic and alkaloidal sub-

stances,—but the claim does not define or specify such

quantity, as required by law. Appellees' argument ignores

the fact that the only time when such quantities are present

is when a definite bulk is administered, /. e., when enclosed

in a capsule or compressed into a pellet or pill,—as stated

in the Lindstaedt patent. This Court may well ask:

How, if the product is administered by the so-called Flock

treatment, {i. e., in powdered or finely divided state, mixed

in with the chicken mash,) can there be said to be a

definite quantity existent; when and where, under such

conditions, does "A parasiticide", as thus attempted by
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appellees to be so defined by such a claim, exist? It is

true that there is some indefinite, undetermined quantity

of nicotine or nicotine sulphate adsorbed or absorbed by

an undefined quantity of so-called colloidal substance. But

unless in some manner there is a measured dose of the

adsorbed or absorbed nicotine, appellees' "parasiticide"

has no existence. Under appellees' forced interpretation

of the claim, it has no existence, because there is no

determined quantity. There is some adsorbed and/or

absorbed nicotine, but it is not 5-10 mg. of nicotine.

Appellees are not so bold as to baldly state that an un-

defined quantity of the admixed, adsorbed and/or absorbed

nicotine in so-called colloidal substance necessarily contains

a lethal amount of nicotine or "70 to 80 milligrams"

thereof and "about 900 to 1000 milligrams of any of the

described substances of colloidal nature" [Lindstaedt

patent, p. 1, col. 2, 11. 26-27; IV. 1200]. But what is the

logical and final result of appellees' contention that the

term "A parasiticide" of each of the claims is a quantitative

definition of the amount of toxic substance and so-called

colloidal substance so required to be a "parasiticide"?

Appellees' brief seems ignorant of the legal effect of such

argument. Such quantitative requirement can only be ful-

filled by pressing the requisite quantities into a pellet or

pill or enclosing it in a capsule (as distinctly set forth in

the Lindstaedt patent) and using this as the "normally

lethal dose". Under such construction it is clear that

appellant's product, which is in a finely comminuted form,

does not infringe, because appellees' asserted quantitative
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requirement is not fulfilled. It cannot be fulfilled with

Flock treatment of a finely divided or comminuted product.

Appellees' said contention therefore is an actual admis-

sion that the claims of the Lindstaedt patent are limited

to, and the term "normally lethal dose" thereof is limited

to, a product either in pellet or pill form or enclosed in a

capsule, whereby "the normally lethal dose" quantity exists

as a measured entity.

Appellees' second difficulty is that if the term "A para-

siticide" requires a measured quantity existent in some

form of being positively administered with certainty as a

quantitative dose, then the Lindstaedt claims fall within the

rule of law that they are void for indefiniteness and

uncertainty, exemplified in the decisions cited in appellant's

opening brief, p. 50. The only definition in the patent

of "normally lethal dose" is not by quantitative proportions

of toxic substance to so-called colloidal substance, but by

the quantitative amount of nicotine or nicotine sulphate in

milligrams administered. Appellees' brief (pp. 50-54)

thus fails utterly to answer this uncertainty and indefinite-

ness. Appellees' argument requires that the term "A

parasiticide" be interpreted to require this definiteness of

quantity to be both present and administered. Otherwise

it is meaningless. If one orders a 5-grain capsule or

tablet of Bayer's Aspirin, this does not mean that such

single capsule is necessarily a dose. One may break the

tablet and take part thereof, or he may take two of the

5-grain capsules. As heretofore pointed out (appellant's

opening brief, p. 44) the Lindstaedt patent claims are for
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a composition of matter. That composition of matter is

called for by name,
—"A parasiticide", which is an entity.

Appellees' argument clearly demonstrates the two horns

of the dilemma upon which their case is hung. If appel-

lees' analysis of the Lindstaedt patent claims that the

use of the term "A parasiticide" is a quantative require-

ment, selling in bulk in finely comminuted condition, ad-

mixed nicotine sulphate, adsorbed and/or absorbed by so-

called colloidal substance, cannot be an infringement

thereof. This because the entity is the composition of

matter and, to have appellee's quantitative requirement,

such composition of matter so claimed must exist as a pill,

pellet, or capsule containing both the required amounts

and proportions of toxic substance and so-called colloidal

substance.

The foregoing consideration further emphasizes the un-

certainty and indefiniteness of the Lindstaedt patent claims,

calling as they do for "a. toxic substance in quantity

greater than the normally lethal dose", and demonstrates

their invalidity under the principles applied in General

Elec. Co. V. Wabash, and other decisions (see pp. 16-17,

Appellant's Opening Brief).
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"Indispensable Principles" (Appellees' Brief, p. 58).

Principles or modes of operation, as such, are not

patentable. (Westinghouse v. Boyden Power Brake Co.,

170 U. S. 537, 555, 42 L. ed. 1136, 1143, citing Burr v.

Duryee, 68 U. S. 531, 570; Grand Rapids S. C. Co. v.

Weher S. C. Co., 38 F. (2d) 730 -C C. A. 9.)

Space will not permit us to answer in detail each of the

unfounded statements of alleged fact of appellees' brief.

As an example thereof, however, we refer to said Brief,

p. 68, and to Ramage's testimony [I. 250] that appellant's

product contains no agar-agar.

Appellees' Brief (p. 31) contains a tabulation asserting

to show that appellees' business was largely gained from

trade enjoyed by parasiticides theretofore on the market.

This is a half-truth. The comparison, according to the

record, is of appellees' and appellees' licensees' own busi-

ness. It does not comprehend parasiticides manufactured

and sold by others than appellees' organization,—using

that term as inclusive of appellees' licensees, etc.

Respectfully submitted,

Lyon & Lyon^

Frederick S. Lyon,

Lewis E. Lyon,

Frederick W. Lyon,

Attorneys for Appellant.
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memorandum is submitted for the assistance of the
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General Electric Co. v. Wabash Co., 304 U. S.

364 (overruling the 9th C. C. A., 80 Fed. (2d)

958, on Pacz Patent).

(Note) : All emphasis ours unless otherwise specified.



On the argument, your Honor Judge Haney in-

quired if the claims of the Lindstaedt patent in suit

were not defective for indefiniteness on the doctrine

of the above case.

An analysis of the General Electric case and of the

claims there in issue and of the facts pertaining

thereto, shows conclusively, we respectfully submit, a

clear distinction between that case and the present

one.*

As the Supreme Court indicated (page 368) a typi-

cal claim there in issue read

:

*' *25. A filament for electric incandescent

lamps or other devices, composed substantially of

tungsten and made up mainly of a number of

comparatively large grains of such size and con-

tour as to prevent substantial sagging and off-

setting during a normal or commercially useful

life for such a lamp or other device.'
"

The Court, in holding that this claim failed to make

a disclosure sufficiently definite to satisfy the require-

ments of the Patent Statutes, said (page 369)

:

*' Patentees may reasonably anticipate that

claimed inventions, improvements and dis-

coveries, turning on points so refined as the

granular structure of products, require precise

descriptions of the new characteristic for which
protection is sought. In a limited field the

variant must be clearly defined.'*

*Certiorari was granted in the General Electric ca.se. for one leason, no
doubt, that the Court of Appeals in the Second Circuit predicated its de-

cision on the testimony of a number of witnesses, where neither that testi-

mony nor the substance of the evidence to which their testimony was
directed, was before this Court in the Awraku case.



And in further criticism of the claim the Court said

(page 371) :

"The claim uses indeterminate adjectives

which describe the function of the grains to the

exclusion of any structural definition, and thus

falls within the condemnation of the doctrine

that a patentee may not broaden his product

claims by describing the product in terms of func-

tion. Claim 25 vividly illustrates the vice of a

description in terms of function."

It is apparent from what Justice Black there said

on the subject, that this Honorable Court in previously

having upheld that claim in the Anraku case, while

recognizing it as a "functional claim", however felt

that there was sufficient else in the claim to excuse it.

But, said the Supreme Court (page 371) :

"The Court of Appeals for the Ninth Circuit re-

lied on the fact that the description in the claims

is not 'wholly' functional. 80 F. 2d 958, 963. But
the vice of a functional claim exists not only when
a claim is 'wholly' functional, if that is ever true,

but also when the inventor is painstaking when he

recites what has already been seen, and then uses

conveniently functional language at the exact

point of novelty."*

"The Supreme Court in a footnote in that connection said (page 371):
"Presumably that court (the Ninth Circuit) would have assented to

the condemnation of other product claims of the patent in suit, con-

taining even less description than the ones under discussion:" (quoting
claims 28 and 29).

These claims 28 and 29 were unquestionably ''wholly" functional.



FUNCTIONAL CLAIMS PERMISSIBLE.

The Supreme Court, however, recognized permissive

and beneficial use of functional terms and said (page

371):

"A limited use of terms of effect or result,

which accurately define the essential qualities of

a product to one skilled in the art, may in some
instances be permissible and even desirable, but

a characteristic essential to novelty may not be

distinguished from the old art solely by its

tendency to remedy the problems in the art met
by the patent.'

n

THOSE "SKILLED IN THE ART" NOT INFORMED.

Further, says the Court (page 372)

:

''And we may doubt whether the language used in

Claim 25, taken by itself, conveyed definite mean-

ing to those skilled in the art of incandescent

lighting."

This comment is extremely well taken, because it

points out the failure of the claim, and of the Pacz

specification as well, that neither the claim nor the

specification gave the necessary" information for those
*

'skilled in the art". That, of course, is fatal in any

case.

As showing how little the Pacz specification and

claim taught, the Court appends this footnote (page

372):

"There is no showing whether, under estab-

lished principles in the science, the language indi-



cated grains extending across the width of fila-

ment, and if so whether the boundaries were

irregular, or regular but not perpendicular to the

axis of the filament ; or whether the language indi-

cated grains larger than the fine grains of

Coolidge 's thoriated filament but not large enough

to extend across the entire section, and if so what

type of boundaries existed.

''Indeed, those merely skilled might have sus-

pected the absence of crystals large enough to

extend across the entire section of the filament,

in view of the efforts of other patentees to avoid

such crystals,
* » * >>

That the Anraku case was recognized by your

Honors as an unusual one, is apparent from the quota-

tion from your Honors' opinion given at page 372

where the Supreme Court said:

"The Circuit Court of Appeals below suggested

that 'in view of the difficulty, if not impossibility,

of describing adequately a number of microscopic

and heterogeneous shapes of crystals, it may be

that Pacz made the best disclosure possible.

CLAIMS TO BE READ WITH REFERENCE TO THE
SPECIFICATION.

The Supreme Court recognizes the well known rule

that claims are to be read by reference to the descrip-

tive parts of the specification. It was pointed out

that the Pacz patent, apparently, did not describe the

invention any better in the specification than in the

claims, saying (page 373)

:



**Assuming that in a proper case a claim may
be upheld by reference to the descriptive part

of the specification in order to give definite con-

tent to elements stated in the claim in broad or

functional terms, the specification of the Pacz

patent does not attempt in any way to describe

the filament, except by mention of its coarse-

grained quality."

Note : The indefiniteness of the Pacz patent is shown

from the very statement in the Pacz patent itself

(lines 60-62) :

^'The probable reason why filaments made accord-

ing to my invention do not sag is that the struc-

ture is comparatively coarse grained.
'

'

That patent set up no standard by which the extent

of the claimed monopoly could be made. That was left

entirely to experiment based assumedly on the utility

of the product. In other words, according to the

patent and to the claim, it was only necessary that the

tungsten wire should be commercially useful. No such

extraordinary situation is supported by common sense

or any legal authority, and it is not surprising that the

Court fomid the claims invalid, because of want of

limitations as to size, contour, etc., of the tungsten

grains.

The astonishing fact is that in the only three re-

spects, viz., grain size, grain contour and extent of

sag, in which the product of the patent purported to

differ from the prior art, neither the specification nor

the claims defined, nor so much as suggested, any

limit.



The Pacz claims were invalid because they differed

from the prior art only in an indefinitely claimed de-

gree. A mere change in degree does not constitute

patentable invention. (Gnidet v. Brooklyn, 105 U. S.

550, 26 L. Ed. 1106.)

THE LINDSTAEDT PATENT AND CLAIMS.

We only need to contrast what has been said above

with the Lindstaedt claims and the Lindstaedt patent

to recognize the points of substantial differentiation.

The Lindstaedt claims in suit appear at pages 9-12,

inclusive, of our brief and are discussed in detail with

respect to their basis in the specifications, at pages

7-9, inclusive, and 52-66, inclusive, of our said brief.

Each and every of these Lindstaedt claims express, as

we have already pointed out [see e. g. pp. 52-53], the

invention ''quantitatively" as well as ''qualitatively".

In short, each and e:YQYj of these claims specify the

ingredients as well as the quantity or proportion of

such ingredients. Although the quantity is not ex-

pressed in percentage figures, it is stated, in every in-

stance, that the nicotine is a "lethal sized dose" (e. g.

claim 3) or a "dose normaUy parasiticidal to said

parasites and lethal to the subject being treated on

ingesting the same alone" (e. g. claim 6).
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EACH CLAIM A SEPARATE PATENT.

As the late Judge Ross said, in charging the jnry

in United Nickel Co. v. Central Pacific R. Co. (C. C,

N. D. Calif.), 36 Fed. 186, at 188:

''Each claim is, in effect, a separate and distinct

patent."

That claims are always to be read with reference to

the disclosures in the specifications is elementary. This

Court recognized that principle in the Research v.

Tretolite case, 106 Fed. (2d) 530, 534, citing Carnegie

Steel V. Cambria, 185 U. S. 403.*

THE LINDSTAEDT PATENT EXPLICIT WHERE PACZ WAS
FATALLY DEFICIENT.

FOR MATERIALS: The Lindstaedt specification

defines the preferred alkaloidal toxic substance as

follows (1:1:20-23):

"Alkaloidal substances such as nicotine, coniine,

or their salts such as the sulphates, in sufficient

quantity, are effective for destrojang parasites

such as round worms in animals."

(See Brief, pp. 58-61.)

*It is to be observed that defendant's counsel here was attorney for
Tretolite in that case and they relied stiongly on the Carnegie Siecl case,

as seen by reference to their brief (page 27 thereof) where they quoted
this Carnegie-Cambria case as follows:

"Whether the claim would be void if construed to include cupola
metal jt is unnecessary to consider. It clearly includes metal from
blast furnaces, and is not rendered void by the possibility of its in-

cluding cupola metal. The claim of a patent must always be ex-
plained by and read in connection with the specification, and as this

claim clearly includes metal taken from blast furnaces, the question
whether it includes every molten metal is as much eliminated from
our consideration in this case as if it were sought to show that the

word 'metal' might include other metals than iron." (4fi L. Ed. p.

1>84.) (Emphasis ours.)



Plaintiffs and defendant both use nicotine sulphate.

Colloidal substances is then defined by the patentee

as follows (1:2:6-23):

''An organic substance of colloidal nature is pre-

ferred due to the fact that such substance forms

with an alkaloidal substance a product which pro-

vides efficacious and thorough destruction of para-

sites such as round worms. Also, with an organic

substance of colloidal nature, relatively large

quantities of alkaloidal substance may be admin-

istered therewith, without undue shock to the ani-

mal. Proteins such as hide-glue, casein powder,

peanut meal, pea meal and soy bean meal, are

some of the substances of colloidal nature which

are satisfactory; substances such as kamala
powder, tragacanth powder, powdered Indian

gum, powdered agar-agar and powdered shellac,

all of the class of gums and resins, are also satis-

factory; also, powdered starch, which is a carbo-

hydrate, and powdered soap, may be used."

(See Brief, p. 62.)

Plaintiffs and defendants both use a colloidal hold-

ing substance in combination with nicotine sulphate.

FOR PROPORTIONS: The specification and

claims call for "a toxic substance in quantity greater

than the normally lethal dose". A lethal dose is de-

scribed (1:1:23-33) as follows:

''If any of these substances (nicotine) are admin-
istered alone, it has been found that quantities

thereof sufficient to destroy the parasites will also

destroy the life of the animal. For example, 5 to

10 milligrams of an alkaloidal substance, such as

pure nicotine or nicotine sulphate, is a lethal dose
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when placed in the mouth of a chicken. Quanti-

ties less than this amount are not efficient for the

destruction of the parasites. In view of this, the

use of these compoimds alone is impractical."

The latitude as to quantity is illustrated in the

patent (1:1:42-50):

*^When the toxic substance is used with any of

these substances, a quantity, in excess of that

which is normally a lethal dose, may be employed,

thus effecting an efficient and thorough destruc-

tion of internal parasites. As an example, 70 to

80 milligrams of alkaloidal substance may be ad-

ministered in this fashion to a chicken, without

destroying its life."

TEACHING BY EXAMPLE. In order that there

be no misunderstanding, the patentee goes on to give

a prescription, as follows (1:2:24-29) :

"In preparing the parasiticide, it is preferred

to form approximately one gram pellets, contain-

ing 70 to 80 milligrams of any of the described

alkaloidal substances and about 900 to 1000 milli-

grams of any of the described substances of col-

loidal nature.
>>

Plaintiffs' and defendant's preparations practically

coincide. (See Brief, pp. 46-9.)

In this connection it may be worthwhile to refer

to some of the cases cited by the Supreme Court in

the General Electric case, evidently with approval, and

also other comparable leading cases bearing on the

issue here before us.
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Re Smith v. Goodyear, 93 U. S. 486, cited in the

footnote, p. 374.

In that patent, as the Court said at page 493

:

''The claim as stated is, 'A plate of hard rubber

or vulcanite, or its equivalent, for holding artifi-

cial teeth or teeth and gums, substantially as de-

scribed;' that is, plainly, formed as described."

That claim was sustained, and for the reason, said the

Court at page 493, that ''the claim refers in terms to

the antecedent description, without which it can not be

understood".

Re Mitchell v. Tilghmmi, 19 Wall. 287.

Strangely enough, the Court refers to this Tilghnmn

case, but failed to note that it was reviewed and over-

ruled in 102 U. S. 707, Tilghmam v. Proctor, where the

Court, speaking by Mr. Justice Bradley, observed, at

page 729

:

"He only claims the process of subjecting to a

high degree of heat a mixture continually kept

up, of nearly equal quantities of fat and water

in a convenient vessel strong enough to resist the

effort of the mixture to convert itself into steam.

This is most certainlj^ a process. It is clearly

pointed out in the specification, and one particu-

lar mode of applying it and carrying it into effect

is described in detail. * * * he claims as his in-

vention 'the manufacturing of fat acids and
glycerine from fatty bodies by the action of water

at a high temperature and pressure'. The true

construction of this claim is to be sought by com-

paring it, as we have already done, with the con-

text of the specification;" (Emphasis by the

Court.)
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Note here again that the claim is interpreted by refer-

ence to the specification. The Court emphasizes such

construction on the following page, where it says:

"This is the process which the patentee claims to

have invented; and this description of it gives

the proper construction and qualification to the

claim." (Emphasis ours.)

Re Eih&l Co. v. Paper Co., 261 U. S. 45.

This case is universally I'ecognized as a leading case,

unmodified by modern trend of decisions, and in which

the claims in issue, while not subject to the ^dce of

the Pacz patent in the General Electric case, certainly

were no more definite, and we submit were less definite,

to the layman at least, than are the claims in the

instant case. There, as here, they were perfectly clear

not only to the man skilled in the art but to the Court

as well.

Thus, merely to quote claims 1 and 12 there in issue

(261 U. S. 50-51) :

'*1. A Fourdrinier machine having the breast-

roll end of the paper-making wire maintained at

a substantial elevation above the level, whereby

the stock is caused to travel by gravity rapidly,

in the direction of movement of the wire, and at

a speed approximately equal to the speed of the

wire, substantially as described."

*'12. Tn a Fourdrinier machine, a downwardly-

moving paper-making wire, the declination and

speed of which are so regulated that the velocity

of the stock down the declining wire, caused by
gravity, is so related to the velocity of the wire

in the same direction, that waves and ripples on
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the stock are substantially avoided and the fibers

deposited with substantial uniformity on the wire,

substantially as described.
'

'

Chief Justice Taft at pages 70-71, after quoting

claim 12 above, said:

'

' This comes nearer to being a process claim but

whether it is or not the defendant infringes it."

Even though the claims did not specify either the

degree of pitch or the speed of travel, evidently the

Court learned that from other sources than from the

claims themselves.

In sustaining the patent and finding infringement,

the Court continued (p. 71) :

''The evidence discloses that after the suit was
brought, the defendant reduced the pitch of one

of its machines to six inches and the contention

of defendant is that the machine ran as well and
gave as good results as when its pitch was 15

inches. We are not called upon to decide whether

this contention can be sustained because the re-

duction was after the bill was filed. It may be

noted, however, that the admissions of witnesses

seem to show that this reduction was made for

purposes of the suit and that immediately after

the defendant won the suit in the Circuit Court

of Appeals, it restored the pitch of this machine
to 15 inches, and when the decree of the Circuit

Court of Appeals proved not to be final, the wire

was lowered again to a 6-inch pitch."

Previously at page 63 Judge Taft, who was ad-

mittedly a great patent judge, admonished

:
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'^In administering the patent law the court first

looks into the art to find what the real merit of

the alleged discovery or invention is and whether

it has advanced the art substantially. If it has

done so, then the court is liberal in its construction

of the patent to secure to the inventor the rewai'd

he deserves.'*

Re Gmeral Electric Co. v. Mallory, 298 F. 579

(2 C. C. A.) (certiorari denied 266 U. S. 609,

69L. Ed. 466).

As showing both how the Circuit Court of Appeals

for the Second Circuit which disagreed with this

Court in General Electric v. Wabash, and how the

Supreme Court distinguished between claims for simi-

lar subject matter, as to definiteness and indefiniteness,

we need only refer to the Mallory case above, where

one of the claims in issue, which was sustained, reads

as follows

:

"12. In an incandescent lamp, the combina-

tion of the lamp bulb, a tungsten filament therein,

and a gaseous filling; the effective diameter of

the filament being sufficiently large, and the heat

conductivity of the filling being sufficiently poor,

to permit the lamp to be operated with a filament

temperature in excess of that of a vacuum
tungsten lamp operating at an efficiency of one

watt per candle and with a length of life not less

than that of such a lamp.'*

(For this claim see the so-called "Nitro-Tungsten

case", 261 Fed. 606, cited in preface to Mallory case,

p. 580.)



15

In sustaining the claim, and after observing (p.

582) that judges sit ''not as scientists but as weighers

of evidence", Judge Hough went on to say (p. 587) :

''There is much rediscussion of filament dia-

meters, but its applicability to the claims in suit

centers around the patentee's phrase of 'effective

diameter'. What Langmuir saw, and we still

think he was the first to see it, was that the fila-

ment for a gas-filled lamp must be large, which

involved the use of a large wire. But he also saw
that it was possible, by coiling, to make a reason-

ably fine wire (which in other respects was desir-

able) act like a large wire. Thus he produced

a filament of effective size, which on dissection

can by certain quibble or play upon words be

called a fine wire.

"We considered in our first decision the whole

question of the terminology of the claims as well

as of the disclosure. It is really covered by the

doctrine so thoroughly discussed in Eibel Co. v.

Minnesota & Ontario Paper Co., 261 U. S. 45, 43

Sup. Ct. 322, 67 L. Ed. 523. Eibel Process Co. v.

Remington-Martin Co., 234 Fed. 624, 148 C. C. A.

390. The point is that, while critics may point

out, and have pointed out, indefiniteness in lan-

guage, the practical man acquainted with the art

has been proven perfectly able presumably to use

the patent in making what Langmuir 's assignees

made first, witness the multitude of infringements

productive of litigation. Patents often lend them-

selves to fine-spun theories; but it is singular how
plain they are, if they are worth anything, to the

man who wishes to infringe for profit."
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Re Allen Filter Co. v. Star Metal Mfg. Co., et

al., 40 F. (2d) 252 (3 C. C. A.) (certiorari

denied, 282 U. S. 848).

The claims involved and contested (unsuccessfully)

as indefinite, were as follows (p. 253) :

''His claim 1 is for 'a water cooler comprising an

ice box having a water inlet and a water outlet,

a resilient refrigerating coil connected at oppo-

site ends to said inlet and outlet respectively, said

coil having bends or convolutions graduated in

height, the bottom most of said coils resting on

the bottom of said ice box'. Claim 2 differs from
claim 1 only in that it calls for a resilient coil

having bends or convolutions graduated in cir-

cumference as well as height."

In reversing the lower Court and sustaining the

claims, the Court said (p. 254) :

''But the resiliency of the metals employed in

the prior art is so slight as to be negligible and
functionless. Mull employed a coil 'of such

resiliency * * * that the coil is not liable to be-

come damaged when a fresh cake of ice is placed

in the water cooler, and in contact with the coiP.

The difference is not one of degree but in func-

tion and result. It is precisely the difference be-

tween failure and success. Nor is patentability

defeated because the boundary line between coils

coming within the patent and those falling out-

side it is not marked with equatorial precision.

It would have been difficult, if not impossible, to

mark it more definitely. It is as fixed and cer-

tain as was the boundary in Van Heusen Products

V. Earl & Wilson (D. C.), 300 F. 922. It is suffi-

ciently obvious to enable those skilled in the art
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to locate it. The law requires nothing more. Eibel

Co. V. Paper Co., 261 U. S. 45, 43 S. Ct. 322, 67

L. Ed. 523. We think the claims are valid."

Dated, San Francisco,

March 8, 1940.

Respectfully submitted,

Chas. E. Townsend,

Roy C. Hackley, Jr.,

Attorneys for Appellees.

Townsend & Hackley,

Jack E. Hursh,

Of Cowfisel.
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titled matter, rendered April 22, 1940, relating to the



finding of invalidity of the claims in suit of the Lind-

staedt and Tumbow patents. Your Honors in re-

versing the lower Court have decided an important

question of patent law in a manner which appellees

respectfully believe to be in conflict with the ap-

plicable decisions, not only of this Court but also of

the Supreme Court and of the various other Circuit

Courts of Appeal.

As the basis for said petition, appellees particu-

larly urge reconsideration by the Court of the fol-

lowing :

(1) The Court has ruled that claims relating to

chemical inventions can not generically encompass a

class. Such a rule is exactly contrary to the estab-

lished law as laid down by the Supreme Court of the

United States and as applied without exception and

for substantially a hundred years by the various

Circuit Courts, including this Honorable Court, and

the inferior Courts of the United States.

(2) This Court has unduly restricted the scope of

the invention of Lindstaedt by holding the Lindstaedt

invention to be no more than the determination of the

amount* of a given colloidal substance which will

render non-lethal a normally lethal quantity of a

given alkaloid. Such a restricted conclusion is con-

trary to fact, as appears, for example, from the analy-

sis of the art by the Court, for it presupposes that

someone prior to Lindstaedt conceived that colloidal

substances would render non-lethal a normally lethal

quantity of an alkaloid. Even as construed by the

^Emphasis ours unless otherwise noted.



Coui't, the art contains no such disclosure. This teach-

ing appears for the first time in the Lindstaedt speci-

fication, and is the foundation for all of the claims

of Lindstaedt herein found to be invalid.

(3) This Court, contrary to law, has amplified the

state of the art by adding thereto after-acquired

knowledge taken from the disclosures of Lindstaedt

and Tumbow {Toplif v. Topliff, 145 U. S. 156).

(4) This Court, despite the form and limitations of

the claimsi in suit, has made no distinction between

claims generically directed to ''substances of colloidal

nature" and claims directed specifically to "organic

colloids" (e. g., claim 8), or specifically "casein"

(e. g., claim 11) ; all claims in suit having been ruled

void in gross.

It may appear by ordinary measurement that this

petition is extended beyond minimum length, and that

to some extent it will contain matter which might be

considered to be of the nature of a brief. Since the

principles laid down in the decision of this Court arc

so vital, not only to appellees in that the decision

effectively terminates a going business, but also to

others operating under patents, in that the breadth of

the opinion of the Court is such that substantially all

chemical patents are affected thereby, it is deemed

more helpful to the Court to make a full and complete

statement of the issues and the arguments in support

thereof herein, rather than to chance a misunderstand-

ing from a lack of full exposition.



FINDING THAT CLAIMS CAN NOT BE DIRECTED TO CLASS IS

CONTRARY TO ESTABLISHED LAW.

This Court ruled that simply because there were

many members in the classes of alkaloidal substances

and colloidal substances, Lindstaedt and Tumbow
could not '^ obtain a monopoly of a countless number

of compounds which could be made from these im-

mense classes of substances",—in other words, could

not claim a class, the Court saying specifically:

''There are a great many alkaloidal substances,

and Lindstaedt and Turnbow, could not, by the

simple expedient of claiming a compound of alka-

loidal substances and colloidal substances, obtain

a monopoly of a countless number of compounds,

which could be made from these immense classes

of substances." (Decision, p. 8.)

If the foregoing statement is to be interpreted to

mean, as seems apparent on its face, that claims

drawn generically to classes of ingredients rather

than to specific ingredients are invalid, it is re-

spectfully contended that such a holding is diametric-

ally opposed to the established law of this and the

various other Circuit Courts of the United States,

as well as to the practice obtaining for more than a

hundred years of the patent system and the rules in-

voked by the United States Patent Office, and, more

significantly, is flatly contrary to the established law

as laid down by the Supreme Court of the United

States in numerous cases beginning in early times and

continuing to date.

In this same connection, and no doubt by way of re-

emphasis of its last quoted hypothesis, this Court fur-

ther ruled (p. 9)

:



^'An entire class of ingredients is specified not

specific 'ingredients'. The quantity or proportion

of the class is not specified except 'in conveniently

functional language'.

'

' The instant case is one illustrative of the prac-

tice followed in many patents. The inventors

experimented with and compounded particular

alkaloidal substances with particular colloidal sub-

stances. Instead of confining their claims to that

which they actually discovered, they attempted

to monopolize all parasiticides which could be

made from the entire class of alkaloidal sub-

stances with the entire class of colloidal sub-

stances. We think the patent law is not so benevo-

lent, * * *."

In the relatively early days of the application of

the patent statutes, the Supreme Court in the In-

candescent Lamp Patent Case (Consolidated Electric

Light Co. v. McKeesport Light Co.), 159 U. S. 465,

propounded the rule which has been applied consist-

ently ever since as a test of the propriety of claims

drawn to a chemical class. In that case the patentee

discovered a method of producing an incandescent

lamp filament by means of carbonizing paper. The

specification of the patent disclosed only a method

of carbonizing paper and the single product, carbon-

ized paper. The Supreme Court jjointed out the lim-

itations of the disclosure of the specification, saying,

quoting the specification:

"In the practice of our invention we have made
use of carbonized paper, and also wood carbon."

(p. 467.)



Despite the fact that the patentees had disclosed

only a single member of the class of fibrous or textile

materials, three claims were obtained, two of which

were broadly directed to and claimed the classes of

*' fibrous or textile materials" for the purpose of pro-

ducing the incandescent conductor or filament. Sub-

sequently the defendant, operating under a disclosure

of Thomas Edison, was charged with infringement,

and at the trial it was shown that Edison had experi-

mented with more than 6000 members of the class of

"fibrous or textile materials" and foimd all of the

members of the class to be inoperative except paper,

as disclosed by the plaintiff's patentee, bamboo, and

one other substance. The Supreme Court thereupon

ruled that in order to claim a class generally, more

than one member of the class must be disclosed in the

specification as operative for the purpose, and no

member of the class should be shown to be inopera-

tive.

Applying the rule, and in the light of the fact

that the specification showed but a single member of

the class (paper), and that more than 6000 members

of the class were inoperative upon direct test, the

Court said (pp. 475-6) :

''Applying this principle to the patent under

consideration, how would it be possible for a

person to know what fibrous or textile material

was adapted to the purpose of an incandescent

conductor, except by the more careful and pains-

taking experimentation? If, as before observed,

there were some general quality, running through

the whole fibrous and textile kingdom, which dis-



tinguished it from every other, and gave it a

peculiar fitness for the particular purpose, the

man who discovered such quality might justly

be entitled to a i^atent; but that is not the case

here. An examination of materials of this class

carried on for months revealed nothing that

seemed to be adapted to the pui'pose; and even

the carbonized paper and wood carbons specified

in the patent, experiments with which first sug-

gested their incorporation therein, were found to

be so inferior to the bamboo, afterwards dis-

covered by Edison, that the complainant was

forced to abandon its patent in that particular,

and take up with the material discovered by its

rival. Under these circumstances, to hold that

one, who had discovered that a certain fibrous or

textile material answered the required purpose,

should obtain the right to exclude everybody from

the whole domain of fibrous and textile materials,

and thereby shut out any further efforts to dis-

cover a better specimen of that class than the

patentee had employed, would be an unwarranted

extension of his monopoly, and operate rather

to discourage than to promote invention."

Before proceeding further, we desire to call the

attention of this Court to the fact that there is no

showing whatever in the instant case that any mem-
ber of the classes of alkaloids, on the one hand, or

substances of colloidal nature, on the other, is inopera-

tive to carry out the teachings of Lindstaedt.

Meeting the second requirement of the Supreme

Court, examination of the specification shows that

numerous alkaloids and alkaloidal salts (namelv the
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alkaloids nicotine and coniine /and the sulphate and

nitrate salts of each) are specifically named in the

specification as typical of the class of toxic substances

which will act as suitable parasiticides (Lindstaedt

p. 1, col. 2, lines 3-5). With reference to substances of

colloidal nature, the specification, as noted in this

Court's opinion, at page 5, named a large number of

the members of the class of substances of colloidal

nature all of which are typical of the protective agents

suggested to be employed by the patentee. On the face

of the Lindstaedt patent some twenty or twenty-five

members of the class comprising substances of colloidal

nature are expressly named.

A later application of the same negative rule laid

down in the Incandescent Lamp case, supra, is found

in Corona v. Dovan, 276 U. S. 358, from which we

quote (p. 385) :

**Moreover, the experts show that there are be-

tween fifty and one hundred substances which

answer this description, of which there is quite a

number that are not accelerators at all. Weiss
could certainly not claim the entire group of such

compounds. He makes no showing that there is

any general quality common to disubstituted

guanidines which makes them all effective as

accelerators. Claims for their exclusive use can-

not therefore be sustained. This is shown by the

decision of this Court in the Incandescent Lamp
Patent, 159 U. S. 465, where the court said, at

page 475:

*' *If, as before observed, there were some gen-

eral quality, running through the whole fibrous

and textile kingdom, which distinguished it from
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every other, and gave it a peculiar fitness for the

particular purpose, the man who discovered such

quality might justly be entitled to a patent; but

that is not the case here. '

'

'

Your honors in the recent decision of Research

Products Co., Ltd., et al. v. Tretolite Co. et al., 106 F.

(2d) 530, considered at length the question of indefi-

niteness of claims of a chemical patent and correctly

applied the rule of the Incmidescent Lamp case, supra,

and Corona v. Dovan, supra, and with reference to

claims of even greater breadth, and inferential!y of

greater indefiniteness, than those of the patent hei'e in

suit, ruled the claims to be valid. Thus, at page 532

:

'^The claims herein involved describe the chemi-

cal agent of the patent as follows: In claims 1, 2,

4, 7, 8 'modified fatty acid as herein defined'; in

claims 9 and 10, 'a sulfo-fatty acid'.

''The question is as to whether or not these

descriptions of the chemical agent to be used in

the process are sufficiently clear and definite to be

understood and applied by those engaged in the

art of organic chemistry as applied to petroleum

recovery. Bickell v. Smith-Hamburg-Scott Weld-
ing Co., 2 Cir., 53 F. (2d) 356; Helfrich v. Solo,

7 Cir., 59 E. (2d) 525; United States Industrial

Chemical Co. v. Theroz Co., 4 Cir., 25 F. (2d)

387; Minerals Separation Ltd. v. Hyde, 242 U. S.

261, 37 S. Ct. 82, 61 L. Ed. 286; Schumacher v.

Buttonlath Mfg. Co., 9 Cir., 292 F. 522. This

question is one of fact to be ascertained by the

evidence of experts, Toledo Rex Spray Co. v.

California Spray Co., 6 Cir., 268 F. 201, 204, and
a finding of fact on the matter by the special
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master, concurred in by the trial judge on excep-

tions thereto, is entitled to great weight and is

only to be disturbed if clearly wrong. Waxham
V. Smith, 9 Cir., 70 F. 2cl 457, Anraku v. General

Electric Co., 9 Cir., 80 F. 2d 958, Stoody Co. v.

Mills Alloys, 9 Cir., 67 F. 2d 807, Antonsen v.

Hedrick, 9 Cir., 89 F. 2d 149. Both the special

master and the trial judge held that the claims of

the patent clearly covered sulfo-fatty acids; that

such acids were well known in the art, and usually

known commercially as Turkey red oil; that the

patent was clearly valid as to such acids and that

some of the appellants were using such Turkey

red oil in the patented process and others were

selling the product for that purpose. This finding

is sustained by the evidence. The appellees' ex-

perts testified that the patent description covers

Turkey red oil and that this oil contains a sulfo-

fatty acid."

Continuing with comment of the TretoUte case,

supra, your Honors even went further in assisting the

patentee in the maintenance of validity of broad

claims, by pointing out that under the circumstances

of that case such vagueness as might be said to exist in

the claims was at points on the borderline of the in-

vention, and beyond the infringement involved. We
submit that if your Honors apply the same rule

here, where infringement is scarcely so much as a con-

tested point, the instant claims on that ground alone

can be found valid, and even if modified by interpreta-

tion still will encompass ''the area of description in-

volved in this action", namely the infringement. We
quote this Court in the TretoUte case, supra, page 534

:
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**We conclude that the finding of the court and
special master as to the meaning of the patent is

sustained by the testimony of credible experts

appearing before the special master and that the

finding should not be disturbed in so far as it is

drawn in question here. If it is indefinite in some
respects due to the comprehensive character of

the invention and of the claims therefor, it is not

uncertain in the area of description involved in

this action. Any vagueness in these outlying

boundaries of the description does not invalidate

the patent as to that which is clearly defined.

Carnegie Steel Co. v. Cambria Iron Co., 185 U. S.

403, 22 S. Ct. 698, 46 L. Ed. 968; Faultless Rubber
Co. V. Star Rubber Co., 6 Cir., 202 F. 927."

Showing the liberality of the application of the rule

of the Incandescent Lamp case or, putting it another

way, showing the burden that your Honors impose

upon a defendant to overcome the claims of a patent

where invention is disclosed in the specification, your

Honors continued (p. 534) :

^^The appellants attempted to prove that some
twenty-three chemicals produced in evidence com-

ing within the description of the patent would not

operate to break a petroleum emulsion. The test

was made on only one emulsion from the Cali-

fornia Production Company's Davis No. 2 well.

This evidence was inconclusive. Furthermore, the

trial court found that ten of the twenty-three

alleged modified fatty acid products were of un-

known composition, and that the other thirteen

were outside the scope of the patent."

Illustrative of the type of claims which have been

held valid consistently by the various Circuit Courts,
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thus representing the established law of this and other

circuits, the attention of the Court is directed to

Polygon Products Corp. v. Kant-Bust Products Corp.,

292 Fed. 569 (3 G.C.A.). One of the claims held valid

and infringed, as shown by the lower Court's opinion

(291 F. at 703), was:

''5. A penetrating adhesion freeing compound

for releasing rust films between adherent surfaces,

comprising a volatile, penetrating, colloidal

solvent having a volatilization retarding colloid

in colloidal solution within it, said colloid having

a lubricative character while in colloidal solution

in the penetrating solvent, said colloid having

also the propertj^ of retarding volatilization of

the solvent while in solution therewith."

This Court will note that this ^'colloid" claim was in

broad language, with definitely specified "characteris-

tics" (i.e., functions), yet was held good on the very

grounds that this Court now says are not sound.

In upholding the claim the Appellate Court said

(pp. 569-570) :

"Of course, the self-penetrating power of oils

was always recognized as an aid in unscrewing

rusted bolts and nuts, but the fact remained that

the physical force of the wrench, tongs, chisel,

and hammer was the used method. Into this field

of the metal art, as we view it, Abbott, an ex-

perienced chemist, in making his invention,

brought into practical, commercial, and novel use

the science of colloidal chemistry, which, though

theoretically known for some years, has only of

late ones been practically applied to the metal

and clay arts."
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And at page 572:

''Our conclusion in that regard is that its com-

pound and process comprise three elements:

First, a penetrant, which, in this case is coal tar

oil; second, a colloid, which is graphite; and,

third, a lubricating oil. These elements,

penetrant, colloid, and lubricant, each embody the

character of the penetrants, colloids, and lubri-

cants specified in the claim quoted, and answer

to the several descriptions thereof previously

quoted herein from the specification, and they all

act in and upon and with each other to plasticize

and break down the rust binder in joints, nuts,

and the like. The objection that some of these

elements are not mentioned in the specification

carries no weight." (Emphasis ours.)

Continuing, they said:

''Abbott was not bound to foresee and state every

substance that could be used. To require that

would be to require prophecy as to the price of

patenting. He disclosed his principles; he stated

the characteristics of a penetrant, a colloid, and

a lubricant adapted to use in his process; he car-

ried those characteristics into his claims, and
when the defendant has chosen materials un-

named in the specification, but possessing the

characteristics pointed out as incident to the suc-

cessful working of Abbott's process, it is clear

that these elements, while absent in the body of

the specification, are present in its spirit."

See also General Electric Co. v. Nitro Tungsten

Lamp Co., 266 Fed. 994, where, in this case based on

the famous tungsten lamp patent, a typical claim (No.

12) of which read as follows (p. 995) :
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"In an incandescent lamp, the combination of

the lamp bulb, a tungsten filament therein, and a

gaseous filling, the effective diameter of the fila-

ment being sufficiently large and the heat con-

ductivity of the filling being sufficiently poor to

permit the lamp to be operated with a filament

temperature in excess of that of a vacuum
tungsten lamp operating at an efficiency of one

watt per candle and with a length of life not less

than that of such a lamp.

"

In upholding this and other similar claims, the Court

said (p. 996) :

**The early history of incandescent electric light-

ing as revealed by evidence has been written by
Wallace and Lacombe, JJ., in the Edison Lamp
Case, 52 Fed. 300, 3 CCA."

and at page 998 they referred to the prior art in terms

prophetic of your Honors ' statement concerning Lloyd

and Freeborn:

"Every design or machine is in a sense a com-

promise, and it is unquestionably true that during

the whole history of electric incandescent lighting

there had been suggestions that it would be possible

to utilize a gaseous filling (usually nitrogen) in

the bulb that the life of the filament might be

extended. Thus Prof. Anthony said before the

American Institute of Electrical Engineers in

1894:
" *With such a gas (bromine) in the lamp and a

properly proportioned filament, the initial effi-

ciency may be carried as high as in the vacuum
lamp, and the efficiency and illuminating power

will be well preserved to the end.

'
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**This history of hopeful suggestion is sufficiently

elaborted in the opinion of the District Court in

this case. (261 Fed. 606.)"

In overruling the defense of indefiniteness the Court

said (p. 1000)

:

''Nor is it perceived that any claim before us

is open to the charge of indefiniteness. On the con-

trary, if such a claim as that originally suggested

and above quoted had been allowed, it would
surely have been accused of attempting 'to corral

the art by the use of comprehensive indefinite

terms', and to 'foreclose broadly against the

future'. Kintner v. Atlantic, etc., Co. (D.C.) 249

Fed. at page 77. We reassert the statement of

Eibel, etc. Co. v. Remington, etc., Co., 234 Fed.

at page 632, 148 CCA. 390, that it is well not to

attempt definition, but to consider the alleged

indefiniteness of a claim in the light of the facts

of each particular case. On the present facts, it

is clear that it was (1) impossible to define the

parts of Langmuir's lamp in millimeters or other

dimensional units; and (2) no such effort was

necessary to instruct the skilled man how to make
the lamp of the patent.

"It was impossible to give exact measurements,

because the economic object of the lamp was to

diminish the wattage per candle, and dimensions

must be proportioned to the designed w^attage;

i. e., substantially to the size of the lamp

—

something to be worked out according to rules

presumably long familiar to a competent electrical

engineer. It was unnecessary to do more than

state the limits of invention in terms of result,

because the results desired are not functional,

and do indicate limits in terms of lamp life and
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candle power which are likewise presumably

quite familiar to any competent electrician. When
a claim defines achievement in words no broader

than the disclosure, and in phrases which, as

interpreted by competent workers in the art,

tell one how to do what the patentee did, it can

rarely be called indefinite."

'*It was unnecessary to do more than state

the limits of invention in terms of result, because

the results desired are not functional, and do

indicate limits in terms of lamp life and candle

power which are likewise presumably familiar

to any competent electrician." {General Electric

Co. V. Nitro Tungsten Lamp, supra.)

See also

Edison Electric Light Co. v. U. S. Electric

Lighting Co., 52 F. 300 (2 C.C.A.).

Illustrative of the manner in which the established

law has long been applied by the United States Patent

Office in the granting of patents, attention is directed

to the following authorities:

^'If applicant pursues his investigations far

enough to be able to say that he has tested a rea-

sonable number of the members of a chemical

class or group and finds that they act in the same

way he may be entitled to a claim of such scope

as to cover that class." (Weber, 2 USPQ 188,

from Thomas, "The Law of Chemical Patents",

p. 343.)

"Prom the specification as filed, however, it

appears that many of the members of the class

which are specifically referred to are given by
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way of example only and that numerous
equivalents would readily suggest themselves to

one skilled in the art. Under the present circum-

stances, it seems to us that appellants are entitled

to generic protection and we know of no better

way of claiming their discovery than that actually

adopted." (Ex parte Block mid Metziger, 39

USPQ 198, 199.)

<(* * * gy ^^y ^£ example, certain bark extracts

which occur in commerce under the name of

saponins are mentioned. The dispersing agent

was claimed broadly in the original claims. It

therefore appears that applicant regarded his in-

vention to be of a generic character as evidenced

by the original application at the time the ap-

plication was filed. Careful consideration of the

application has satisfied the examiner that the

invention as set forth in the appealed claims is

not taught by the prior art. Under these cir-

cumstances, we feel sufficient examples have been

given to justify allowance of the claims. In this

connection attention is directed to the decisions of

this Board in the cases of Ex parte Grieder, 17

U.S.P.Q. 73 and Ex parte Muller et al., 25 U.S.

P.Q. 441." {Ex parte Tucker, 40 USPQ 132, 133.)

Again, to quote from Thomas, "The Law of Chemi-

cal Patents", page 357

:

"A new and useful composition of matter, such

as mixture claims 9, 11, 12 is patentable. The
complaint that the mixture claims give no in-

formation by which the mixture could be identi-

fied, does not invalidate them. None was necessary

because both the ingredients of the mixture were
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known and the means of identifying them were
known. This was sufficient identification * * *"

(Americcm Purifyne Co., Inc. v. Novadel Process

Corp., 3 U.S.P.Q. 185, 186.)

On page 361 of this same book, ''The Law of Chemi-

cal Patents", Thomas says:

''Appellant has specified a large number of sub-

stances containing the common quality which fits

them for use * * * no other phraseology can be

employed to accord to appellant the protection to

which he is entitled * * * there is a fair pre-

sumption that the substances embraced in the class

claimed are generally capable of accomplishing the

purposes of the invention * * * the (broad)

claims * * * should be allowed." (In re FAlis,

167 O.G. 981, distinguishing Incandescent Lamp
Patent, 159 U.S. 465.)

Further indicative of the impossible position in

which the appellees here have been placed in trying to

reconcile the rule laid down by Your Honors with

what has always been felt to be the law of the land,

we quote from "Patent Law for Chemical and Metal-

lurgical Industries" by Deller (author of Walker on

Patents) wherein, in this standard text, and after an

analysis of the law on the subject, the writer con-

cludes :

"With respect to the question of equivalents

and broad claims in chemical and metallurgical

patents, the following rules may be used as a

general guide

:

1. It is unnecessary to investigate experi-

mentally all members of a class, group or
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family, but only necessary to enumerate a fairly

representative number to make it appear that

the whole class, group or family is operative.

2. There must be a claim in the case suffi-

ciently broad to cover the whole class and such

claim must define the essential quality of the

class which renders it operative for the purpose

described.
'

'

We submit, Lindstaedt followed the foregoing prin-

ciples faithfully in the claims of the patent in suit, as

did Turnbow, and should not be deprived of his inven-

tion when such is the case.

DECISION FAILS TO ACCORD TO LINDSTAEDT THE FULL
BREADTH OF HIS INVENTION.

It is respectfully contended that the fundamental

error of this Honorable Court occurred when the

Court, after a complete analysis and summarization

of the state of the art prior to Lindstaedt, declared

that the invention of Lindstaedt resided in nothing

more than the precise quantitative determination of

the amount of colloidal material required to preclude

lethal effect of a normally lethal dose of an alkaloid.

The Court plainly so limits its interpretation of the

work of Lindstaedt when it says:
'

' It can be seen that the only discovery or novelty

was the discovery of the amount of the colloidal

material which it was necessary to use to prevent
death of the subject to which it was adminis-
tered." (Decision, p. 8.)
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And again:

"It is clear, therefore, that what, if anything,

was novel, was the discovery of how much col-

loidal material was necessary to carry out the

function of preventing the alkaloidal substance

from having a lethal effect on the subject to

which the product was administered."

And once again:

"It being apparent, therefore, that the novelty,

if any, here, resides in the amount of the colloidal

substance used, let us examine the claims."

Assuming for the moment that the Court was cor-

rect in the foregoing holding, upon which the opinion

of the Court must necessarily be deemed to rest for

all purposes, the conclusion of the Court that the

invention was solely the "determination of the

amount" of protective agent used, necessarily pre-

supposes that someone prior to Lindstaedt made the

generic discovery that colloidal substances would

render non-lethal normally lethal quantities of

alkaloids.

Nowhere in its opinion does the Court so much as

hint that the art included such a disclosure, although

it is plain that the Lindstaedt patent is primarily

founded upon this new and useful discovery.

a* * * ^j^^ jj^ terms of broad inclusion, it com-

prises a toxic substance such as an alkaloidal sub-

stance, in quantity sufficient to destroy internal

parasites, and a substance which protects against

the effect of a normally lethal dose of the toxic

substance." (Lindstaedt, p. 1, col. 1, lines 35-40.)
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Since Lindstaedt was the first to disclose to the

world that substances of colloidal nature could be em-

ployed to render toxic substances non-lethal, obviously

Lindstaedt is entitled to claim such discovery as his

invention, under the patent statutes. He should not be

limited to claiming as his invention the secondaiy

step of making laboratory calculations of various

minimum amounts of substances of colloidal nature

which would be necessary to exercise and illustrate the

fundamental disclosure.

Recognizing then, as we sincerely urge that this

Court must, that the Lindstaedt invention was

infinitely broader than the limited scope assigned to

it by this Court, it becomes the duty of the Court

to protect the inventor against invasion of the rights

of the patentee during the entire term of the patent

grant, and so to construe and interpret his claims that,

even should they seem subject to technical objections,

a point which we do not concede by any means, they

are nevertheless valid to the full breadth of invention.

Particularly is this true in circumstances such as here,

where the defendant-appellant has been guilty, with-

out contrary finding either by this or the trial Court,

of the grossest type of infringement by exact copying

of the invention of Lindstaedt, and the adoption of the

preferred form of said invention in carrying out the

infringement. The Court below found, among other

things

:

*'37. Said Alexander's 'Kon-Trold Nicotine'

manufactured by Alexander & Son, Van Nuys and

Burbank, California, and used and sold, and

caused to be used and sold, by defendant Farmers'
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Cooperative Exchange, Inc., is qualitatively and
quantitatively substantially identical to the pre-

ferred embodiment of the invention of Lindstaedt

as disclosed and claimed by him in his patent No.

2,036,638." (Tr. I, p. 129.)

The United States Supreme Court stated, in laying

down the mandate for interpretation of claims in a

manner to secure the invention

:

^'In administering the patent law, the couii: first

looks into the art to find what the real merit of

the alleged discovery or invention is, and whether

it has advanced the art substantially. If it has

done so, then the court is liberal in its construc-

tion of the patent, to secure to the inventor the

reward he deserves." (Eihel Process Co. v. Minne-

sota d Ontario Paper Co., 261 U. S. 45, 63.)

Applying this rule, see General Bakelite Co. v. General

Insulate Co., 276 F. 166, another famous case on inter-

pretation of claims of chemical patents, where the

Court said (p. 170) :

''The claims of a patent may be limited by the

disclosure of the specifications and by the condi-

tion of the prior art, even though the language of

the claims be so broad as to cover other matters

and hence to be invalid if not plainly directed at

a valid concept.
'

'

In an application of this general principle, it is not

necessary to look further than the very recent decision

of this Honorable Court in Research Products Co. v.

Tretolite Co., 106 F. (2d) 530, where, at page 534, your

Honors stated:
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^*We conclude that the finding of the court and

special master as to the meaning of the patent is

sustained by the testimony of credible experts

appearing before the special master and that the

finding should not be disturbed in so far as it

is drawn in question here. If it is indefinite in

some respects due to the comprehensive char-

acter of the invention and of the claims herefor,

it is not uncertain in the area of description in-

volved in this action. Any vagueness in these

outlying boundaries of the description does not

invalidate the patent as to that which is clearly

defined. Carnegie Steel Co. v. Cambria Iron Co.,

185 U. S. 403, 22 S. Ct. 698, 46 L. Ed. 968; Fault-

less Rubber Co. v. Star Rubber Co., 6 Cir., 202

F. 927."

As a matter of fact it is really not necessary to look

further than the opinion of this Court herein to deter-

mine that the art fell short of disclosing anything

equalling or even approaching the contributions of

Lindstaedt. The Court said (p. 4) :

"The contents of the University Capsule when
administered without the gelatine capsule, was
lethal to chickens. That fact is probably accounted

for by the reasoning that not enough colloidal

material was used, in proportion to the quantity

of nicotine used.
'

'

The necessary inference of this statement is that the

makers of the University Capsule, themselves perhaps

the most skilled men in the art as of the date of their

work (1923-1927), were totally ignorant of the fact,

subsequently discovered by Lindstaedt, that substances

of colloidal nature would of themselves, by the applica-
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tion of the principles of absorption and adsorption,

produce the desired non-lethal effect of otherwise lethal

quantities of alkaloids.

The statement above quoted from the decision of

the Court is plainly an attempt to amplify and thereby

modify the prior art to the extent that the Court has

added to the prior art the discovery of Lindstaedt that

colloidal substances can be employed to render non-

lethal otherwise lethal quantities of toxic substances.

Such a conclusion involves the addition of the dis-

covery of Lindstaedt to the prior art, whereupon the

Court then rules Lindstaedt to be anticipated by such a

combination of disclosures.* The plain error of such a

conclusion by the Court, and the fact that the prior art

may not be modified by subsequent knowledge, has

long been the rule, as is well stated in Bankers' Utili-

ties Co. V. Pacific National Bank et al. (CCA. 9), 18

F. (2d) 16,18:

''Anticipation is not made out 'by the fact that a

prior existing device, shown in a prior patent, may
be easily changed so as to produce the same result

as that of the device of the patent in suit where

the prior device was in common use, without it

occurring to any one to adopt the change suggested

by the patent in the suit.' Blake Automotive

Equipment Co. v. Cross Mfg. Co. (CCA.), 13 F.

(2d) 32. '^

Likewise in this connection, attention is directed to

the doctrine defined in Diamond Rubber Co. v. Cmi-

solidated Rubber Tire Co., 220 U. S. 435, wherein the

*This discussion constitutes discussion of the third of the points upon

which this Petition is based.
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Supreme Court pointed out that in testing validity of

patents the Courts must beware of the ever-present

temptation to modify or alter the state of the art by

knowledge subsequently gained and existing, as in the

case here, many years after the date as of which the

art is being summarized—in this case, 1923 to 1927.

The Supreme Court said:

^'Ejiowledge after the event is always easy, and
problems once solved present no difficulties, in-

deed, may be represented as never having had any,

and expert witnesses may be brought forward to

show that the new thing which seemed to have

eluded the search of the world was always ready

at hand and easy to be seen by a merely skillful

attention. But the law has other tests of the in-

vention than subtle conjectures of what might

have been seen and yet was not." (p. 435.)

As to the same point, see J. A. Mohr d Smi v. Alliance

Securities Co., 14 F. (2d) 799, 800 (9 CCA.) :

'^It is to be borne in mind that the prior art

here relied upon consists entirely of patents, and
that when it is sought by means of prior patents

to ascertain the state of the art, 'nothing can be

used except what is disclosed on the face of those

patents. They cannot be reconstructed in the

light of the invention in suit, and then used as a

part of the prior art'."

And see

:

''To change this record, by making theoretical

modifications of these earlier patents, would be

the same in principle, as to change by interpola-

tion or modification, any other evidence between
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the parties." (Walker on Patents, 6tli Ed., Sec.

82, p. 108.)

**Aii expert, however, cannot take a process patent,

which has never been applied industrially, and
work the process in his laboratory, and discover

therefrom something which is not disclosed on the

face of the patent, and then transfer that experi-

ence back to the time of the patent, and make it a

part of the prior art for the purpose of defeating

a meritorious invention. That would be ex post

facto law of the most pernicious character."

(Naylor v. Alsop Process Co., 168 Fed. 911, 920,

8 CCA.)

*'A patent relied upon as an anticipation must
itself speak. Its specification must give in sub-

stance the same knowledge and the same directions

as to specification of the patent in suit. Otto v.

Linford, 46 L. T. (N. S.) 35, 44. It is not enough

to prove that a method or apparatus described in

an earlier specification can be made to produce this

or that result. Flour Oxidizing Co. v. Carr & Co.,

35 R. P. C 457." (Skelly Oil Co. v. Universal Oil

Products Co., 31 Fed. (2d) 427, 431, 3 CCA.)

'*It may not be difficult, in the present state of

the art, to read the Schmertz invention into the

Hyatt disclosure; but could it have been done in

1874 ^ No one ever succeeded in doing it, and this

is some evidence, at least, that the description was

defective. Was the original conception that of

Hyatt or of Schmertz? By using twentieth cen-

tury magnifying glasses, a nineteenth century

method has been found efficient, which never was

so before, and the immensely important point of

view of an advanced art is thus unfairly used to
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discover an original conception never acted on or

made anything of, and which never had any prac-

tical or beneficial existence." (Schmertz Wire
Glass Co. V. Western Glass Co., 178 Fed. 977, 988;

affirmed 185 Fed. 788, 7 CCA.)

This Honorable Court has said in Los Alamitos

Sugar Co. v. Carroll, 173 Fed. 280:

*^It is not sufficient to constitute anticipation

that the devices relied upon might, by a process

of modification, reorganization, or combination

with each other, be made to accomplish the func-

tion performed by the device of the patent sued

on.''

In another case (Wire Wheel Corporation v. Madi-

son Motor Car Co., 267 Fed. 220), at page 222, it was

ruled

:

''It is not difficult, after a problem has been

solved, to take patent after patent, pick one

feature from one patent, and another from the

next, and then sa}^ the completed product is so

near the patented product that the final step

constituted but the work of a mechanic. But in-

vention cannot be so determined. Rather must
the mark of distinction fall on him who, appre-

ciating both the means and the desired end, con-

ceives of a relation of elements, old or new, in

whole or in part, that will produce the desired

results. It is quite immaterial if, after the con-

ception is announced, the skilled mechanic readily

understands it, or with slight or no difficulty

builds the new device by practices or means well

known to his trade."
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PRIOR ART AS ANALYZED BY THIS COURT DOES NOT
INCLUDE BASIC CONTRIBUTION OF LINDSTAEDT.

In its analysis of the state of the art the Court

develops the fact that the following conditions ob-

tained at the time Liadstaedt came into the field in

1927:

(1) In 1910 it was discovered that nicotine would

destroy parasites.

(2) Shortly thereafter, it was discovered that nico-

tine in parasiticidal quantities would destroy the sub-

ject to which it was administered.

(3) Dieterich, independently of the parasiticide

art, and in dealing in a product not in the class of

toxic substances or alkaloids, let alone nicotine, with

which we are primarily concerned in the patents in

suit and in all of the claims thereof, announced that

cascara could be rendered relatively tasteless when

a&sorbed by agar-agar, and that when so absorbed

the product would remain associated during its pas-

sage through the alimentary canal to a point where the

mixture reached the large intestine, at which point

the cascara would part from the agar-agar. This

teaching, of course, is useless to the parasiticide art,

here involved, where we are dealing with deadly poi-

sons and not with laxatives or medicines which are

inherently non-toxic and non-lethal and presents no

problem of the character here so vital.

(4) As early as 1910-1912 Lloyd discussed the fact

that an inorganic colloid, fuller's earth, would adsorb

certain alkaloids, and that the bond of adsorption
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would be undisturbed in an acid medium but would

be broken in the presence of a suitable alkali. Lloyd

was not dealing in the parasiticide art at all, nor was

he dealing with lethal quantities of the alkaloids. The

point not to be overlooked with reference to Lloyd is

that he was concerned strictly with an inorganic sub-

stance, fuller's earth; thus he could not be said to be

approaching the invention of Lindstaedt, as set forth

in claims 6, 8, 11 and 12 of the Lindstaedt patent,

which are directed exclusively to
** organic colloids".

(5) Ultimately, Lloyd carried his thinking one

step further, to state in effect, in his patent No.

1,250,331, filed July 6, 1915, that alkaloids such as

nicotine, when adsorbed by hydrous magnesium

silicate, not to be confused with aluminum silicate

(fuUer's earth), and nowhere in this record shown to

be a colloid, will remain adsorbed in acid media such

as found in the stomach, but will be dissociated in the

alkaline portion of the intestinal tract. Lloyd of

course was not dealing with lethal quantities of

nicotine, and gives no indication that he had even the

remotest idea that magnesium silicate could be em-

ployed to overcome the lethal effect of lethal quan-

tities of any of the alkaloids named by him. Li-

cidentally, there is no showing in the record here that

magnesium silicate has colloidal properties, and no

indication that it can be employed as an agent to

carry out the teachings of Lindstaedt.

In fact, Lloyd indicates plainly enough that if lethal

quantities of nicotine are used, such quantities will
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remain lethal even with magnesium silicate present.

As he says (Patent 1,250,331, col. 2, lines 57-58) :

^^The presence of the clay does not change the

pharmaceutical effect of the drug, * * *''

Quoting the testimony of Dr. Chauncey D. Leake,

Professor of Pharmacology at the University of Cali-

fornia Medical School (3R 1050-51) :

*

' Q. Do you find any teaching in Lloyd in any
one of the three Lloyd patents, or the publication,

of a parasiticide for internal use ?

A. No, I do not. The only place where internal

use is mentioned is in the second patent, where the

purpose is to hold the alkaloidal material on the

adsorbing agent in order to prevent the usual

bitter taste of the alkaloid from being noted in the

mouth.

The Court. Read the language.

A. To quote from line 52, in the second col-

umn:
'When mixed, as described, with quinin, since

the saliva is ordinarily slightly acid, the clay

will prevent the alkaloid from dissolving in the

mouth and hence the characteristic bitter taste

of that drug is obviated. * * * The presence of

the clay does not change the pharmaceutical

effect of the drug, hence my invention is useful

in the administration of quinin.'

That is, it removes the bitter taste and permits

the quinin to be administered without a bitter

taste.

Mr. Hackley. Q. State whether or not Lloyd,

either in the portion of the patent, 1,250,331 just

read by you, or elsewhere in his patent, recognizes
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or indicates that he has discovered that a poison

such as nicotine could be held against poisonous

effect when administered in equal quantities by

the absorption of that portion on a substance of an

alkaloid nature.

A. He does not."

It is significant that while this Court has quoted at

length from Lloyd patent No. 1,250,331, the Court

stopped just short of the first noted quotation, which

in itself, it is respectfully urged, eliminates Lloyd

from any consideration as anticipation or pertinent

limitation of the scope of the Lindstaedt invention. It

is further significant to note that Lloyd was not in any

manner whatsoever dealing in parasiticides or the

equivalent thereof.

(6) Finally, in its analysis of the ai*t this Court

points out that in 1923 the University of California,

through Drs. Beach and Freeborn, after elaborate

study of the problem of roundworm infestation and

the difficulties involved in the production of a non-

lethal parasiticide for internal use in poultry,

utilized aU of the then existing teachings of the art

and for the first time applied, in combination, the

recognized parasiticidal value of nicotine to the

academic considerations of Lloyd, conducted in the

general field of chemistry, and after combining these

disclosures produced a mixture of fuller's earth

(Lloyd's Alkaloidal Reagent) and nicotine sulphate,

and made possible the administration of this lethal

mixture only by enclosing the same in a gelatine

capsule, which acted simply as a mechanical container

and protecting agent.
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Certainly the fact that the contents of the University

Capsule as produced by these scientists was lethal is

the finest testimonial to the fact that at the relative

late date—1923 to 1927—of their work, no concept

existed of the principle ultimately discovered and ex-

clusively disclosed by Lindstaedt, namely that sub-

stances of colloidal nature could be employed to render

non-lethal otherwise lethal quantities of toxic sub-

stances,.

The Court briefly quoted, at page 4 of its decision,

from the article of Freeborn wherein the latter said:

<<* * * rpj^g Lloyd's reagent holds the nicotine

as long as the mixture is in an acid medium, lib-

erating it when it becomes alkaline."

It is to be noted carefully that Freeborn does not

state that the holding of nicotine by Lloyd's reagent

will produce a non-lethal product. He merely repeats

what Lloyd had earlier stated, that the bond of adsorp-

tion is undisturbed in an acid medium and broken in

the presence of alkalinity. This is a far cry from the

*' colloidal holding" described by Lindstaedt which, of

itself alone, without the aid of any capsule or other-

wise, rendered the toxic agent non-lethal when present

in lethal quantity.

The foregoing analysis of the art prior to Lindstaedt

is summarized directly from the opinion of this Hon-

orable Court, and illustrates that as of 1923-7, the

latter date being just prior to the date of Lindstaedt 's

invention, the best product the art could offer was a
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capsulized mixture of nicotine aiid fuller's earth, which

was lethal in the absence of the capsule.

Analyzing the state of the art, we find that when

Lindstaedt undertook to consider the problem of the

production of a non-lethal internal parasiticide no one,

as is clear from the Court's discussion of the art,

knew or even so much as suspected that toxic sub-

stances in normally lethal quantities could be rendered

non-lethal by adsorption on and/or absorption by sub-

stances of colloidal nature.

Lindstaedt conceived and discovered, and disclosed

to the world for the first time, that colloidal substances

would render lethal amounts of toxic substances such

as alkaloids non-lethal. Had this been known to Drs.

Beach, Freeborn, et al., of the University of Cali-

fornia, would they have then produced a lethal mixture

of nicotine and fuller's earth? Would these eminent

experts, thoroughly skilled in the art, have gone a step

backward and added the capsule, with all its attendant

disadvantages and dangers, as described by them?*

The obvious answer is in the negative, and equally

obviously, we urge, Lindstaedt is entitled to recogni-

tion as the first to make this discovery and disclosure,

and is therefore by law entitled to protection for his

discovery under the patent laws as a public tribute

and reward for his work and contributions.

Even after Lindstaedt discovered that colloidal sub-

stances were capable of rendering toxic substances, in

normally lethal quantities, non-lethal, such discovery,

however valuable, was of no immediate value in the

^Sce original Brief for Appellees (pp. 26-27).
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parasiticide field until he had finally determined that

the product so created would at the same time be

effective as a parasiticide. In other words, he neces-

sarily asked himself, ^'Have I, by rendering the toxic

agent non-lethal, at the same time rendered it non-

parasiticidal ? '

' The answer to this query could not be

taken for granted, since the inventor was dealing in

deadly poisons, where error produces irreparable in-

jury. Thereupon, by further effort he determined that

a product made under his aforedescribed basic teach-

ing was not only non-lethal but also parasiticidal.

Certainly this latter fact was unknown to the art, and

again is the exclusive contribution of Lindstaedt.

When Lindstaedt had found that by the employment

of the principle of colloidal holding he could achieve a

long-sought and hitherto unfound result in rendering

non-lethal otherwise deadly quantities of toxic sub-

stances, and still retain the parasiticidal value of the

toxic agent, it was a relatively simple matter for him,

as a skilled chemist, to perform a series of tests, poten-

tially as great in number as there are alkaloids and

colloids known to chemistry, to make the determina-

tion of precise quantities of each colloidal substance,

or combinations thereof, which would render non-

lethal a given parasiticidal dose of any particular alka-

loid, as, for example, 70 milligrams of nicotine.

It is only to this latter step that this Honorable

Court has assigned and limited the ''novelty, if any,

here". Such a decision of this Court, we submit,

amounts to a dedication to the public, without reward

to the inventor, of the basic concept and contribution
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of Lindstaedt which, we repeat, is clearly seen to be

the discovery that alkaloids in lethal quantity may be

rendered non-lethal by use of colloidal substance while

at the same time retaining their parasiticidal value.

For all practical purposes, the decision of this Court

consigns to the public domain the invention of Lind-

staedt, in advance of the expiration of the 17-year

period of exclusive enjoyment guaranteed to the in-

ventor by the patent statutes, which, we submit, is con-

trary to law, justice and equity.

The record of this entire case and the opinion of

this Court wholly fail to name or indicate that anyone

prior to Lindstaedt disclosed the fundamental dis-

covery of Lindstaedt so frequently described in this

petition. In the absence of such a disclosure in the

art, Lindstaedt must be deemed to be the first inventor

thereof, and is lawfully entitled to patent protection

thereon, we submit, in the language of the claims in

suit.

In connection with the analysis of the contribution

of Lindstaedt and the ultimate conclusion which we

sincerely trust this Court will reach, and which, we

submit, must be drawn from the record of this case,

we again direct the attention of the Court to a point

upon which the opinion of the Court is entirely silent,

namely, the tremendous commercial success realized

by the product of Lindstaedt and Turnbow. The

product assigned by this Court to represent the acme

of the teaching of the prior art—the University

Capsule—was totally displaced in commerce within

a few months of the appearance in the field of the
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Lindstaedt product.* The Supreme Court in Eibel

Process Co. v. Minnesota & Ontario Paper Company,

261 U. S. 45, clearly stated the duty of a Court to con-

sider a commercial success in establishing invention

over the prior art, the Court saying (p. 63) :

^'In administering the patent law the court first

looks into the art to find what the real merit of

the alleged discovery or invention is and whethei*

it has advanced the art substantially. ,If it has

done so, then the court is liberal in its construction

of the patent to secure to the inventor the reward

he deserves. '

'

And in the case of Kurtz v. Belle etc. Co., 280 F. 277,

281, Judge Hough had the following to say with re-

spect to commercial success:

** Commercial success has been too recently and

too often considered to justify much citation, but

however unsafe as a guide (Boston etc. Co. v.

Automatic, C. C. A. 276 F. 910) it has always

been a powerful piece of evidence, especially when
the prior art shows no success along the same

lines."

Application of this rule in the recent case of Research

Products Co. V. Tretolite, 106 F. (2d) 530, by your

Honors is seen:

''So great and immediate a success speaks strongly

of invention, adding emphasis to the strong pre-

sumption of invention raised by the issuance of

the patent." (p. 532.)

In the matter of adoption of a known principle in

creating a new product, see Chadeloid Chemical Co. v.

*See table of sales, page 31 of Brief of Appellees herein.
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Wilson Remover Co., 224 Fed. 481 (2 C.C.A.). This

was on the much litigated paint and varnish remover

patent. A typical claim read (p. 482) :

"A composition for remo^dng paint and varnish

consisting of a wax, a solvent for the wax and an

alcohol combined substantially as described."

In upholding this type of claim, the Court said

:

*' Neither do we think that the testimony of

learned experts and chemists, who have made
many experiments to prove that the paint re-

mover of the patent which does the work and

satisfies the trade is old and inefficient, can be

relied on in the face of proof showing its wide-

spread popularity and satisfactory results. Ellis

was the first to produce such a remover. It is the

hunter who actually brings down the game who
is entitled to carry it home." (p. 483.)

Query: Who was it here that '' brought home the

bacon"? Dieterich or Lloyd, or Lindstraedt and Turn-

bow^

In conclusion on this point we quote that Court's

observation on what a patent should contain (p. 484) :

''We see no ground for criticism of the patent

per se. In fact we think the patentee and the

officials of the Patent Office are to be commended
for having issued a chemical patent where the

description and claims cover less than a page.

The patent is clear, concise and intelligible to

laymen. The criticisms are not well founded. It

was not necessary or wise to specify the exact

proportion of wax, as this differs according to the

work being done. Had the exact percentage been

named, anyone could evade the patent by using
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more or less than the specified amount and thus

could have secured all the advantages of the in-

vention without the payment of a dollar."

This Court has frequently cited the rule of TopUff

V. Topliff, 145 U. S. 156, as seen for instance in the

case of Los Alamitos Sugar Co. v. Carroll, 173 Fed.

280, 285 (9 CCA.) :

"It is not sufficient to constitute anticipation that

the devices relied upon might, by a process of

modification, reorganization, or combination with

each other, be made to accomplish the function by
the device of the patent sued on.

'

'

That rule, of course, is applicable to patents for

"products", as well as for "machines".

Further see General Bakelite Co. v. General Insu-

late Co., 276 F. 166, another famous case in which,

among the claims upheld as valid, was the following

(p. 179) :

"4. The method of making articles containing

an insoluble and infusible condensation product

of phenols and formaldehyde, which consists in

reacting on a phenolic body with formaldehyde,

producing thereby a reaction product capable of

transformation by heat into an insoluble and in-

fusible body, forming the article from said reac-

tion product compounded with a filling material,

and rendering the article hard, insoluble and in-

fusible by application of heat and pressure."

Upholding the claims, the Court, said (p. 170) :

**The claims of a patent may be limited by the

disclosure of the specifications and by the condi-
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tion of the prior art, even though the language

of the claims be so broad as to cover other mat-
ters and hence to be invalid or not plainly di-

rected at a valid concept."

The claim was held good despite the finding (p. 169)

that:

''As early as 1872, the formation of synthetic

material by the reaction of formaldehydes and
phenols upon each other was known and discussed

in the publications by Ad. Beyer and his pupils.

Long before this, the preparation and vulcanizing

of rubber from a natural gum had been discovered

(Goodyear patents, 3,633 of June 15, 1841, and

8,075 of May 6, 1851), and many products of

rubber were on the market in which coloring ma-
terials and fillers had been used.

'

'

Further, the Court said (p. 181) :

''This difficulty Baekeland sought to deviate

by the old idea of drying or hardening into a

form of substance which could be ground or

broken into fragments or even into powder. The
idea of doing this was old. The idea of mixing

fillers and pigments or coloring materials with

such a dry and fragmented product was old. The
idea of mixing the last (whether it be final or

merely cooled novolak material) product was old.

Luft and De Laire had both made use of the idea

of mixing their products with coloring material

and fillers, and of pressing these materials in

molds, or of letting them set by cooling and dry-

ing so as to obtain the desired shapes, or so as to

obtain materials which could be planed, turned,

bored, worked, or machined in any desired way.
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But Baekeland undertook to obtain a material in

which the mixing or preparation with the filler

and coloring material could be done before reach-

ing the last stage of his product. He did not

desire to have his product merely set or harden
and contract in the mold, or after removal from
his mold, and he wished to have the reaction take

place after the fillers and coloring material had
been added."

Showing how closely Lindstaedt and Tumbow re-

flected the history of Dr. Baekeland 's invention, note

the following (p. 183) :

''If this were all that Baekeland did, he would
be anticipated by Luft, De Laire, and Story, for

he describes processes in which he uses either dif-

ferent materials or di:fferent steps, which in that

sense are merely equivalents for the materials or

the steps described by those prior art patents.

But Baekeland is describing the manufacture of

certain materials, in which a realization of certain

desirable qualities is accomplished by the use of

certain processes which are analogous or even

similar to the combination of steps or process

used by the inventors of the prior art. Baekeland

claimed as invention the processes by which with

certainty he produced just the result which he

desired, and described this as a new method rather

than a mere combination or aggregation of ma-

terials and steps. And he also claimed as a prod-

uct the commercial result or the material which

was available for commercial use and which was

obtained by just those processes and the use of

just those materials which Baekeland realized

would produce the steps which he desired."
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The last step in production of a product which cap-

tures the trade and achieves commercial success is the

step that wins, and is the act clearly entitled to pro-

tection under the patent laws. This was early estab-

lished by the Supreme Court in the Barbed Wire

Patent Case, 143 U. S. 282, where the Court said:

''Under such circumstances courts have not been

reluctant to sustain a patent to the man who
has taken the final step which has turned failure

into success. In the law of patents it is the last

step that wins."

Here we have a most remarkable circumstance. As

far as all the evidence goes, the defendant-appellant's

manufacturer, Alexander & Son, is the only competitor

of plaintiffs-appellees. Also it is shown that plaintiffs-

appellees' product and defendant-appellant's infring-

ing product exclusively enjoy the very considerable

business done in this field. When coupled with the

virtually imcontested proofs of infringement in this

cause, that is something that just can not be ignored

in measuring invention and granting protection against

invasion.

In passing on the question of interpretation of

claims and validity thereof, we call attention to the

fact that if the rule applied by this Court (p. 9 of

the decision) that claims must be directed to specific

ingredients and not to an entire class, and that quan-

tity and proportion of the ingredients must be speci-

fied other than by ''conveniently functional language"

—presumably in percentages or mathematical measure-

ments—^not only would Lindstaedt be com^jelled to file



42

a limitless number of patents containing an infinite

number of claims, but also the claims of the prior art

patents to which the Coui-t has referred would them-

selves be void.

We respectfully call the Court's attention to the

fact that the Dieterich and Lloyd patents (one taken

out in 1908 and the other taken out in 1917) give no

proportions either in the specification or in the claims!

To quote from the Dieterich patent (claim 1)

:

^'1. A dry product adapted to be taken as an
internal remedy, comprising ungelatinized agar-

agar having its substance impregnated with cas-

cara."

or take claim 1 of Lloyd's patent No. 1,250,331

:

^'1. A compound consisting of an alkaloidal

substance and a magnesium clay."

According to this Honorable Court's theory, those

claims were equally bad, if only for the reason of not

specifying proportions!

We believe it is safe to say that not a single patent

cited by the defendant-appellant here, by way of

prior art, subscribed to the rigid formula laid down

by this Honorable Court.

It is true that frequently the claims of a chemical

patent specify proportions or relative amounts of

ingredients, but usually only after broad generic

claims have appeared in the same patent.

'^ There is nothing improper * * * in first put-

ting your claims as broadly as in good faith you

can, and then * * * following them successively
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with narrower claims designed to protect you

against possible anticipations of which you are

not yet aware." (Parke-Davis and Co. v. H. K.

Mulford Co., 189 Fed. 95, 102 (affirmed 196 Fed.

496—2 CCA.).)

In fact, unless claims of the character of those under

criticism were allowable and capable of being sus-

tained by the Courts, it would be veiy seldom that a

patent of any value at all could be obtained.

Your Honors in considering this matter of claiming

of a class as improper, and in indicating that chemical

claims must be directed to specific ingredients with

quantities and proportions specified other than in

^'functional language", are, it is submitted, proceed-

ing contrary to the rule of even such cases as General

Electric v. Wabash Co., 304 U. S. 364, cited by your

Honors.

For nearly one hundred years the form of claim

here in question has been held good.

May we ask: What would this Court have said

about the claims in the famous Bell telephone cases?

These are perhaps the most famous in American

patent history. The report covers the entire Volume

126 of the Supreme Court Reports.

Among the claims upheld was this (p. 13)

:

*'3. The method of producing undulations in

a continuous voltaic current by the vibration or

motion of bodies capable of inductive action, or

by the vibration or motion of the conducting-
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wire itself, in the neighborhood of such bodies, as

set forth."

It could only be read and understood by reference to

the specification.

In upholding the patent the Court said (p. 532) :

''In this art—or, what is the same thing under

the patent law, this process, this way of trans-

mitting speech—electricity, one of the forces of

nature, is employed ; but electricity, left to itself,

will not do what is wanted. The art consists in

so controlling the force as to make it accomplish

the purpose. It had long been believed that if

the vibrations of air caused by the voice in speak-

ing could be reproduced at a distance by means
of electricity, the speech itself would be repro-

duced and understood. How to do it was the

question."

As showing how merety discovering the ''theory"

of an invention is far from "anticipation" of the

invention. Chief Justice Waite, at page 540, pointed

out that a man named Reis, way back in 1862, had

sung over an electric circuit:

"Reis discovered how to reproduce musical

tones; but he did no more. He could sing through

his apparatus, but he could not talk. From the

beginning to the end he has conceded this. In his

first paper he said: 'Hitherto it has not been

possible to reproduce the tones of human speech

with a distinctness sufficient for everyone. The
consonants are for the most part reproduced

pretty distinctly, but the vowels as yet not in an
equal degree."
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The medicinal compounds of Dieterich and Lloyd

are certainly even more remote from Lindstaedt and

Turnbow than was Reis from Bell.

That Courts are sometimes led into confusion and

error by the attempt to fit generalities to '^ laboratory

implications" was admirably pointed out by Justice

Learned Hand in

E. I. DuPont cle Nemours & Co. v. Gliddem Co.,

67 F. (2d) 392 (2 C.C.A.), at page 394:

*'But again it seems to us that we need not de-

pend upon the technical evidence, which, as is so

common in chemical cases, is confused and un-

certain. * * * True, all that Flaherty did was to

carry out what was already known, and by trial

and error fix the limit which should be observed.

If genius is demanded, surely he was no inventor;

rather he was one of those who, taking the knowl-

edge at hand, worked out its implications in the

laboratory. There are indeed expressions in the

books which, taken literally, would exclude such

work from the protection of the patent laws;

there are others which would not. But we
deprecate such a priori rules for determining in-

vention. Nothing has tended more to confuse and

obscure the issue than the attempts of courts to

lay down generalities. The issue does not admit

of such treatment, for invention is always a func-

tion of the particular situation, of the conditions

which preceded and followed the appearance of

the composition or the machine. That this is a

treacherous standard is true enough, but at least

it is less treacherous than easy absolutes which

fit the immediate occasion, but lie athwart any
realistic treatment in the next case. At any rate



46

to this approach we stand committed." (Citing

numerous cases.)

In illustrating the problem faced by a chemist mak-

ing a contribution of a generic nature to industry and

the sciences, we direct the attention of this Court to

the decision of the Supreme Court in Minerals Separa-

tion V. Hyde, 242 U. S. 261, where the Supreme Court,

in reversing this Court, said at pages 270-1:

'' Equally untenable is the claim that the patent

is invalid for the reason that the evidence shows

that when different ores are treated preliminary

tests must be made to determine the amount of

oil and the extent of agitation necessary in order

to obtain the best results. Such variation of

treatment must be within the scope of the claims,

and the certainty which the law requires in patents

is not greater than is reasonable, having regard

to their subject-matter. The composition of ores

varies infinitely, each one presenting its special

problem, and it is obviously impossible to specify

in a patent the precise treatment which would be

most successful and economical in each case. The
process is one for dealing with a large class of

substances and the range of treatment within the

terms of the claims, while leaving something to

the skill of persons applying the invention, is

clearly sufficiently definite to guide those skilled

in the art to its successful application, as the evi-

dence abundantly shows. This satisfies the law.

Mowry v. Whitney, 14 Wall. 620; Ives v. Hamil-

ton, 92 U. S. 426, and Carnegie Steel Co. v.

Cambria Iron Co., 185 U. S. 403, 436, 437.
? J

Therefore we urge this Court to find that the in-

vention of Lindstaedt was fundamentally the dis-
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covery that colloidal substances will render normally

lethal quantities of alkaloidal substances non-lethal,

and that the claims and each thereof in suit cover

precisely this contribution and are restricted thereto.

\

EACH CLAIM IN SUIT OF LINDSTAEDT MUST BE CONSIDERED
INDEPENDENTLY.

In the light of the foregoing, we desire to direct the

attention of the Court to the exact language of the

claims of the Lindstaedt patent, thereby to illustrate

that what Lindstaedt has claimed is no more and no

less than his generic invention. For example see

claim 2:

*'A parasiticide for internal use, comprising a

toxic substance in quantity greater than the

normally lethal dose and a colloidal substance for

colloidally holding the toxic substance to protect

against the lethal effect of such dose."

It is difficult, if not impossible, to conceive how the

full and true invention of Lindstaedt could more fully

and fairly be described, when that true invention is

recognized, than by the language employed in the

foregoing claim. The claim is clearly limited in a

manner to exclude the prior art, yet it truly encom-

passes the basic contributions of the inventor. If a

claim of the foregoing scope is denied to Lindstaedt,

as is the plain effect of the decision of this Honorable

Court, Lindstaedt has been deprived, we submit, un-

lawfully and inequitably, of a property right which is

guaranteed to him by the Constitution of the United
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States and by the patent statutes, and in a manner

therefore contrary to law.

It may be that on further consideration this Court

will believe that claim 2, because of the use of the

language "toxic substance", instead of the narrower

phrase "alkaloidal substance" (claims 3 and 6), or

even the still narrower term '*nicotine" (claims 8 and

12), is broader than the disclosure of Lindstaedt,

which admittedly reads "a toxic substance such as an

alkaloidal substance" and '^such as coniine, nicotine,

or their salts such as the sulphates or nitrates". In

that case the Court might properly rule claim 2 to be

void, but would necessarily be compelled to find

claims 3 and 6, directed to ''an alkaloidal substance"

only, and claims 8 and 12, directed to ''nicotine" only,

valid. Similarly, should the Court decide that the

language of claim 2, broadly claiming "a colloidal

substance", is too broad for the reason that it in-

cludes both organic and inorganic colloids, such a

conclusion would require the Court to find claims 6

and 8, directed toi "organic colloids", and claims 11

and 12, expressly directed to the organic colloid

"casein", valid.

The point being made is fundamentally the third

point cited at the outset of this petition, namely, that

the claims of the Lindstaedt patent, and similarly of

the Turnbow patent, can not be rejected en masse,

but must be considered individually, based on the

successive limitations appearing therein.

''Claims are independent inventions. One may
be infringed, others not * * * One claim may
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(

be valid, all the rest invalid * * * In such cases

the patent does not stand or fall as a unity."

{Leeds and C. Co. v. Victor Talking Machine Co.,

213 U. S. at 319.)
'

"Each claim is, in effect, a separate and dis-

tinct patent." {United Nickel Co. v. Central Pa-

cific R. Co., 36 Fed. 186, 188 (9 CCA.).)

''There is nothing improper * * * in first put-

ting your claims as broadly as in good faith you

can, and the * * * following them successively

with narrower claims designed to protect you

against possible anticipations of which you are

not yet aware." {Parke-Davis and Co. v. H. K.

Mulford Co., 189 Fed. 95, 102 (afBrmed 196 F.

496 (2 CCA.).)

We do not intend by the foregoing to concede in any

manner that a claim of the scope of claim 2 is broader

than the disclosure of Lindstaedt, for the reasons pre-

viously stated and for the further reason that claim

2, which is 'directed, admittedly, to classes of sub-

stances generically named, is nevertheless directed to

classes which are fully described in the specification

of the patent and of which numerous members are

expressly named as suitable, in the light of the tests

performed by the inventor, for the purposes ascribed

to the class.

CONCLUSION.

We therefore respectfully submit that this petition

for rehearing should in justice and equity be granted.
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This Court has ruled that a patentee can not claim

an entire class of chemical substances even though

he discloses in his specification a great many members

of the class as operative for the purpose, and even

though not a single member is shown hy the record

in the case to be inoperative. This ruling is novel in

the annals of patent jurisprudence and is contrary

to the law as established by the earlier decisions of

this Court, the various other Circuit Courts of Ap-

pealsj and the Supreme Court. If allowed to stand

as the law of this circuit this rule will render void an

infinite number of chemical patents, whether already

held to be valid, or whether as yet unlitigated. The

public interest and the interest of commerce and in-

dustry, in operating under the patent system, neces-

sarily requires that such law being entirely new and

at variance with all precedent, be made final only

when all factors and consequences are thoroughly

considered.

This Court has held that the invention of Lind-

staedt resides merely in the determination of the

amount of colloidal material which might be used to

prevent death of the subject to which it was admin-

istered. At the same time this Court stated that the

problem of Lindstaedt ''was to release a normally

lethal dose of alkaloidal substance in the alkaline por-

tion of the intestines". Neither of these hypotheses is

correct, upon the record of this case. The true

problem of Lindstaedt was to render a lethal quantity

of an alkaloid non-lethal on ingestion. When this

was done by Lindstaedt exclusively there still re-
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mained the problem described by the Court as the

only problem; of Lindstaedt, that of producing such

non-lethal product in a form wherein it would act as

a parasiticide.

Lindstaedt discovered and disclosed for the first

time that substances of colloidal nature, none of which

has been shown to be inoperative for the purpose, will

render non-lethal toxic substances present in normally

lethal quantities. Lindstaedt discovered that a prod-

uct so created remained parasiticidal. Lindstaedt in

each of the claims in suit of hisj patent clearly and

succinctly claimed the product incorporating these

discoveries as his invention. That he is entitled to do

so is clear from the fact that neither in the record of

this cause nor in the art as defined by this Court is

there disclosed the basic teaching of Lindstaedt that

a lethal quantity of an alkaloid or toxic substance can

be rendered non-lethal by substances of colloidal

nature.

Dated, San Francisco,

May 22, 1940.

Respectfully submitted,

Chas. E. Townsend,

Roy C. Hackley, Jr.,

Attorneys for Appellees

and Petitioners,

TowNSEND & Hackley,

Jack E. Htjrsh,

Of Cotmsel.

I
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Certificate of Counsel.

I hereby certify that I am of counsel for appellees

and petitioners in the above entitled cause and that

in my judgment the foregoing petition for a rehearing

is well founded in point of law as well as in fact and

that said petition for a rehearing is not interposed for

delay.

Dated, San Francisco,

May 22, 1940.

Rot C. Hackley, Jr.,

Of Counsel for Appellees

and Petitioners.
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For Comm'r:

B. H. NEBLETT, ESQ.

EDWARD C. ADAMS, ESQ.

Docket No. 88764

NATIONAL GROCERY COMPANY, a Corpora-

tion,

Petitioner,

vs.

COMMISSIONER OF INTERNAL REVENUE,
Respondent.

DOCKET ENTRIES
1937

Apr. 19—Petition received and filed. Taxpayer noti-

fied. (Fee paid.)

'' 20—Copy of petition served on General

Counsel.

May 13—Answer filed by General Counsel.

" 15—Copy of answer served on taxpayer.

1938

Aug. 1—Hearing set Sept. 19, 1938, Seattle, Wash-

ington.
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1937

Sept. 22—Hearing had before Mr. Kern on merits.

Submitted. Petitioner's brief due Oct. 22,

1938; Respondent's Nov. 21, 1938; Reply

Dec. 6, 1938.

^' 29—Hearing had before Mr. Kern on merits.

On motion of petitioner to re-open to en-

able parties to enter into an oral stipula-

tion—granted. Proceeding reopened, stip-

ulation received—Submitted. Petitioner's

brief due 10/2/38; Respondent's 11/21/38;

Reply 12/6/38.

Oct. 11—Transcript of hearing of Sept, 22, 1938,

filed.

*' 17—Brief filed by taxpayer. 10/18/38 copy

served on General Counsel.

'' 18—Transcript of hearing of Sept. 29, 1938,

filed.

Dec. 27—Motion for leave to file brief, brief lodged

filed by General Counsel. 12/28/38

Granted.

1939

Jan. 17—Motion for leave to file the attached reply

brief, reply brief lodged filed by taxpayer.

1/19/39 Granted.

'* 19—Copy of motion and reply brief served on

General Counsel.

Feb. 13—Memorandum findings of fact and opinion

rendered. John W. Kern, Div. 16. Deci-

sion will be entered under Rule 50.
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1939

Mar. 10—Motion for extension of time to 4/13/39

for filing computation under Rule 50, filed

by taxpayer.

** 11—Motion for extension of time to 4/13/39 to

file computation under Rule 50, granted.

[1*]

'* 23—Agreed computation of deficiency filed.

'' 30—Decision entered, John W. Kern, Div. 16.

June 5—Petition for review by United States Cir-

cuit Court of Appeals, Ninth Circuit, with

assignment of error filed by taxpayer.

'' 19—Statement of evidence lodged.

'' 27—Proof of service of petition for review

filed by taxpayer.

July 5—Motion for admission of statement of evi-

dence filed by taxpayer.

'' 8—Hearing set on settlement of record

7/19/39.

" 32—Motion for extension to 9/1/39 to com-

plete and transmit record filed by tax-

payer.

" 18—Objections to statement of evidence lodged.

6/19/39, filed by General Counsel.

" 19—Hearing had before Mr. Kern on ap-

proval of statement of evidence. Con-

tinued.

*' 19—Order continuing hearing on approval of

statement of evidence to 8/2/39, entered.

•Page numbering appearing at the foot of page of original certified

Transcript of Record.
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1939

July 21—Certified copy of order from United States

Circuit Court of Appeals, Ninth Circuit,

extending time to 9/V39 to prepare and

transmit record filed.

*' 31—Proof of service of objections to statement

of evidence filed by General Counsel.

Aug. 8—Corrected statement of evidence lodged.

^' 10—Agreed praecipe of record filed.

" 11—Agreed statement of evidence approved

and ordered filed. [2]

United States Board of Tax Appeals

No. 88764

NATIONAL GROCERY COMPANY, a corpora-

tion,

Petitioner,

vs.

COMMISSIONER OF INTERNAL REVENUE,
Respondent.

PETITION

For its petition herein the National Grocery Com-

pany, petitioner above named, respectfully shows as

follows

:

1. That the said National Grocery Company is a

corporation organized and existing under the laws
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of the State of Washington and having its office and

statutory, principal place of business at 1000 Fourth

Avenue South, Seattle, King County, Washington.

2. On or subsequent to January 22, 1937, the re-

spondent mailed to this petitioned by United States

registered mail a notice of determination of defi-

ciency, bearing symbols IT :E :5-EPH-90D, relating

to income tax liability of this petitioner for the tax-

able year 1934, a full, true and correct copy of

which notice, together with the statements accom-

panying the same, is hereto attached, marked Ex-

hibit ''A" and by this reference made a part hereof.

3. The amount of the deficiency determined by

the [3] respondent in said notice upon account of

income tax liability for the said year 1934 is the sum

of $13,141.58, of which the sum of $12,654.99 is in

controversy in this proceeding.

4. Petitioner alleges that the respondent erred

in the determination of said deficiency in the fol-

lowing respects:

A. In determining that there was any profit

to petitioner on liquidation of the Northern

Grocery Company in excess of the sum of $34,-

012.45.

B. In determining that any portion of profit

on liquidation of the Northern Grocery Com-

pany accrued to or was received by the peti-

tioner in the year 1934 or constitutes taxable

income of the petitioner for that year.
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5. The facts upon which petitioner relies upon

the foregoing assignments of error are as follows:

A. The basis for computing gain or loss of

the stockholdings of the petitioner in the North-

ern Grocery Company taken at fair market

value as of March 1, 1913, of the portion of

such stock held on that date and the cost of the

portion of such stock acquired thereafter

amounted to at least the sum of $144,980.83 and

that the difference between such basis and the

value of assets received did not exceed the sum

of $34,012.45.

B. The liquidation of the Northern Grocery

Company did not take place on January 2, 1934,

or any other time Avithin the said year 1934, but

actually occurred in fact, [4] in substance, and

in law upon the close of business upon Decem-

ber 30, 1933, being the last business day of that

year, and no part of any income or profit aris-

ing from such transaction is attributable or tax-

able to the petitioner in the year 1934.

Wherefore, petitioner prays that this Board hear

and consider this petition and the matters involved

herein and determine that there is no deficiency of

income taxes due from this petitioner for the year

1934, and for such other and further relief as shall

be proper in the premises.

H. B. JONES
Counsel for Petitioner

610 Colman Building

Seattle, "WasEington
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State of Washington,

County of King—ss.

Richard E. Lang, being first duly sworn, on oath

deposes and says: That he is the president of the

National Grocery Company, petitioner hereinabove

named; that he makes this verification for and on

its behalf, being thereunto duly authorized; that he

has read the above and foregoing petition, knows

the contents thereof and believes the same to be

true.

RICHARD E. LANG
Subscribed and sworn to before me this 14th day

of April, 1937.

[Seal] A. P. BOWES
Notary Public in and for the State of Washington,

residing at Seattle [5]

EXHIBIT ''A"

SN-N
Jan. 22, 1937.

IT:E:5

EPH-90D
National Grocery Company,

1000 Fourth Avenue South,

Seattle, Washington.

Sirs:

You are advised that the determination of your

income tax liability for the taxable year 1934 dis-

closes a deficiency of $13,141.58.

In accordance with section 272(a) of the Revenue

Act of 1934, notice is hereby given of the deficiency
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mentioned. Within ninety days (not counting Sun-

day or a legal holiday in the District of Columbia as

the ninetieth day) from the date of the mailing of

this letter, you may file a petition with the United

States Board of Tax Appeals for a redetermination

of the deficiency.

Should you not desire to file a petition, you are

requested to execute the enclosed form and forward

it to the Commissioner of Internal Revenue, Wash-

ington, D. C, for the attention of IT:C1:P:7. The

signing and filing of this form will expedite the

closing of your return by permitting an early as-

sessment of the deficiency and will prevent the ac-

cumulation of interest, since the interest period ter-

minates thirty days after filing the form, or on the

date assessment is made, whichever is earlier.

Respectfully,

GUY T. HETLVERING,
Commissioner.

By
(Signed) CHAS. T. RUSSELL

Deputy Commissioner.

Enclosures

:

Statement

Form 870

Schedules 1 to 3, inclusive [6]
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STATEMENT
IT:E:5

EPH-90D
In re: National Grocery Company,

1000 Fourth Avenue South,

Seattle, Washington.

Income Tax Liability

Year—1934
Income Tax Liability—$27,910.23

Income Tax Assessed—$14,768.65

Deficiency—$13,141.58

The adustjments resulting in the above tax lia-

bility are fully explained in the attached schedules

1 to 3, inclusive.

Reference is herein made to a letter dated Decem-

ber 22, 1936, from Wright, Jones and Bronson, Col-

man Building, Seattle, Washington, relative to office

letter dated November 5, 1936, in which certain ad-

justments to your net income were set up, and in

which you were given an opportunity to present ad-

ditional facts in support of your contentions set

forth in your protest dated August 12, 1936, and as

outlined at a conference held in the office of the

revenue agent in charge at Seattle, Washington, on

September 18, 1936. It is noted that a statement ap-

pears in the letter from Wright, Jones and Bronson

that no further written statement relative to the ad-

justments in question would be made at this time.
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A copy of this letter has been mailed to your rep-

resentative, Mr. R. E. Bronson, 610 Colman Build-

ing, Seattle, Washington, in accordance with the

authority conferred upon him in the power of attor-

ney on file with the Internal Revenue Bureau. [7]

National Grocery Company. Year ended December 31, 1934.

Schedule 1

Adjustments to Net Income

Net income as disclosed by return $107,408.33

As corrected 202,983.51

Net adjustment as computed below $ 95,575.18

Unallowable deductions and additional income

:

(a) Depreciation decreased $ 5,224.06

(b) Profit on liquidation 92,036.32

Total $ 97,260.38

Nontaxable income and additional deductions

:

(c) Capital loss $ 9.04

(d) Profit on autos traded in 1,676.16

Total 1,685.20

Net adjustment as above $ 95,575.18

Schedule 2

Explanation of Items Changed

(a) Depreciation claimed for the year 1934 is deemed ex-

cessive and is adjusted on the same basis as in 1933. The adjust-

ments are based on the remaining useful life of each class of

assets owned by your company, and the amount disallowed is

shown below.

Depreciation claimed $ 26,308.17

Depreciation allowed 21,084.11

Depreciation disallowed $ 5,224.06
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See exhibit E, pages 5 to 7, inclusive, for detailed adjust-

ments for depreciation, revenue agent's report dated June 29,

1936, a copy of which has been furnished you.

(b) The profit on liquidation of the Northern Grocery Com-
pany on January 2, 1934, is computed as follows

:

Net value of assets received (Ex. F) $186,492.12

Cost (per books) 94,455.80

Net Profit $ 92,036.32

[8]

The above computation is based on information furnished at

a conference held in the office of the revenue agent in charge

at Seattle, Washington, on September 18, 1936, and it is held

that the profit on liquidation is taxable under the provisions of

section 115(c), Revenue Act of 1934.

(c) Capital loss on Ford car No. 17, sold during the year

for cash is allowed, and has been computed as follows

:

Cash paid October 17, 1932 $ 687.05

Less:

Depreciation to Jan. 19, 1934 date sold 228.01

Depreciated cost $ 459.04

Selling price 450.00

Loss $ 9.04

(d) Profit on old automobiles traded in for new automo-

biles, and included in taxable income during the year, has

been excluded therefrom in accordance with the decision in the

case of Hartman Co., 20 B. T. A. 302, August 15, 1930.
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Schedule 3

Computation of Tax

Adjusted net income shown in schedule #1 $ 202,983.51

Income tax at 133^% $ 27,910.23

Tax previously assessed #401349 14,768.65

Additional income tax assessable $ 13,141.58

Declared value $1,629,595.13

Credit exemption, 12%% of the above amount, or $ 203,699.39

Net income shown above $202,983.51

Less:

Credit exemption 203,699.39

Balance taxable at 5% None
Excess-profits tax None

[Endorsed]: U. S. B. T. A. Filed Apr. 19, 1937.

[9]

[Title of Board and Cause.]

ANSWER
Comes now the Commissioner of Internal Reve-

nue, by his attorney, Morrison Shafroth, Chief

Counsel, Bureau of Internal Revenue, and for an-

swer to the petition filed herein, admits and denies

as follows:

1. Admits the allegations contained in paragraph

1 of the petition.

2. Admits that on January 22, 1937, the respond-

ent mailed to this petitioner by United States regis-

tered mail a notice of determination of deficiency,

relating to income tax liability of this petitioner for
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the taxable year 1934, a copy of which notice to-

gether with the statements accompanying the same

is attached to the petition, marked Exhibit A and

by this reference made a part thereof.

3. Admits that the amount of the deficiency de-

termined by the respondent in said notice upon ac-

count of income tax hability for the said year 1934

is the sum of $13,141.58.

4 A and B. Denies that the Commissioner erred as

alleged in subparagraphs A and B of paragraph 4

of the petition.

5 A and B. Denies the allegations contained in

subparagraphs A and B of paragraph 5 of the peti-

tion. [10]

Denies each and every other allegation contained

in the petition not hereinbefore admitted, qualified

or denied.

Wherefore, it is prayed that the taxpayer's a^)

peal be denied.

(Signed) MORRISON SHAFROTH
Chief Counsel,

Bureau of Internal Revenue.

Of Counsel:

PHILIP M. CLARK,
Special Attorney,

Bureau of Internal Revenue.

5/11/37

[Endorsed] U. S. B. T. A. Filed May 13, 1937.

[11]



14. National Grocery Co.

[Title of Board and Cause.]

H. B. Jones, Esq., for the petitioner.

B. H. Neblett, Esq., for the respondent.

MEMORANDUM FINDINGS OF FACrr AND
OPINION.

This proceeding involves a deficiency in peti-

tioner's corporate income tax for the year 1934 de-

termined by respondent in the amount of $13,141.58.

Of this amount the sum of $12,654.99 is in dispute

and represents that portion of the tax resulting

from respondent's determination that petitioner re-

ceived in the taxable year a profit in the sum of

$92,036.32 through liquidation in 1934 of its sub-

sidiary, Northern Grocery Co. of Bellingham,

Washington. Petitioner contends that the liquida-

tion in question occurred in 1933, for which year

petitioner and its subsidiary, pursuant to the pro-

visions of the Revenue Act of 1932, filed consoli-

dated returns as members of an affiliated group of

(corporations, and therefore, no gain would be recog-

nized upon the liquidation of the subsidiary. Peti-

(ioner [12] also contends that respondent's deter-

tnination of the amount of profit realized from the

liquidation is erroneous.

FINDINGS OF FACT.

Petitioner is a corporation organized in 1902

under the laws of the State of Washington. It was

organized by J. C. Lang who, together with four
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brothers, had previously been associated in the

wholesale grocery business in the State of Oregon.

After the incorporation of petitioner it carried on a

wholesale grocery business in the State of Wash-

ington under the direction of J. C. Lang who con-

tinued to cooperate with and receive the cooperation

of the other members of his family. Petitioner had,

and still has, its principal place of business in the

City of Seattle, but had branches or affiliated com-

panies in other parts of the State of Washington.

From 1902 to 1909 petitioner carried on a branch of

its business in the City of Bellingham, Washington.

In the latter year the business of that branch was

taken over by the Northern Grocery Co., a Wash-

ington Corporation with a capital stock of $50,000

consisting of 500 shares of the par value of $100

each. Petitioner owned 315 shares of this stock at

the time of the incorporation of Northern Grocery

Co. and continued to hold these shares until the time

of the liquidation of Northern Grocery Co., herein-

after described. The remaining 185 shares of North-

ern Grocery Co. were held by employees of the com-

pany who were allowed to purchase the stock under

an agreement which gave to J. C. Lang the first

right of re-purchase in the event of sale on the basis

of the book value of the stock.

The Lang brothers were able and successful busi-

ness men, and under the leadership of J. C. Lang

the business of petitioner and of Northern [13]

Grocery Co. was prosperous and profitable.



16 National Grocey^y Co.

At the time of and subsequent to the formation of

the Northern Grocery Co. business conditions in and

around Bellingham, Washington, were favorable for

<he success of the enterprise, and the Northern

Grocery Co. also had the benefit of financial as-

sistance and executive advice and management from

I.e. Lang and other officers of the petitioner.

During the year 1910 the earnings from the stock

of the Northern Grocery Co. were between $12 and

$13 per share, during 1911 between $20 and $21 per

share, and during 1912 between $21 and $22 per

share. At the end of 1912 the book value of the

Northern Grocery Co. stock was approximately $140

per share. The fair market value of this stock on

March 1, 1913, was $250 per share.

J. C. Lang died in the latter part of 1929 and

was succeeded by his son Richard E. Lang as presi-

dent and manager of petitioner. In the spring of

1933 R. E. Lang and the principal individual stock-

holders of petitioner and Northern Grocery Co.

who were employees of these companies agreed upon

a program of consolidation, the Northern Grocery

Co. to be a business branch of petitioner. This pro-

gram involved the acquisition by petitioner of the

185 shares of the capital stock of Northern Grocery

Co. not theretofore owned by petitioner in exchange

for stock of petitioner corporation, the subsequent

surrender by petitioner for cancellation of all of the

capital stock of Northern Grocery Co., and the

transfer to petitioner of all of the assets of North-
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em Grocery Co. In this way the Northern Grocery

Co. was to be liquidated, and the business thereupon

to be carried on as a branch of petitioner. It was the

intention of the stockholders and officers of [14] pe-

titioner and the Northern Grocery Co. to effect this

liquidation after the expiration of the year 1933,

but as of December 30, 1933. On June 22, 1933, peti-

tioner acquired 25 shares of the capital stock of

Northern Grocery Co. for $11,452.22, and on July 1,

1933, acquired 150 shares for $50,503.58. It had pre-

viously acquired, on December 13, 1921, 10 shares of

the capital stock of Northern Grocery Co. for $4,-

275.03, and therefore, after July 1, 1933, owned all

of the capital stock of Northern Grocery Co. In De-

cember, 1933, certificates representing- this stock

were placed in the stock book of the Northern Gro-

cery Co. with the following notation endorsed on

each: ''December 28, 1933, this stock is hereby sur-

rendered for cancellation in liquidation. National

Grocery Co.", which notation bore the signature of

R. E. Lang, president, and H. Carlson, secretary.

Across the face of the stock certificates was written

in typewriting "cancelled December 29, 1933."

The minute book of Northern Grocery Co. con-

tains the following:

Minutes, Special meeting of the stockholders of

the Northern Grocery Co.

Pursuant to call a special meeting of the

stockholders of the Northern Grocery Company

was held at the office of the company, in Seattle,
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Washington, on Tuesday, January 2nd, 1934, at

10 :30 a. m. All the stock was represented at the

meeting.

The president stated the meeting had been

called for the purpose of acting upon a proposal

from the National Grocery Company. The said

National Grocery Company is now the owner of

all the capital stock of the Northern Grocery

Company and as it is the desire of the National

Grocery Company to liquidate the Northern

Grocery Company as a corporation as

of December 30, 1934, the National

Grocf.ry Company has tendered to the

Northern Grocery Company all of the

capital stock of the Northern Grocery Com-

pany in exchange for all of the assets, both tan-

gible and intangible of the Northern Grocery

Company. [15]

The following resolution was thereupon in-

troduced, seconded and unanimously carried:

''Be It Resolved, That this proposal be ac-

cepted as of this date, and that the proper offi-

cers of the Northern Grocery Company be au-

thorized to execute a deed conveying to the Na-

tional Grocery Company all of the real prop-

erty of the Northern Grocery Company.

Resolved Further, That officers of the North-

ern Grocery Company be authorized to execute

a bill of sale in favor of the National Grocery

Company of all the Northern Grocery Company

personal property, and an assignment and
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transfer of all the Northern Grocery Com-

pany's accounts, and notes receivable and se-

curities and all other claims and credits that

may be due the said Northern Grocery Com-

pany. '

'

This being the final meeting of the Northern

Grocery Company, a financial statement of the

business for the period ending December 30,

1933, was submitted, read and ordered placed in

the minutes.

It was then duly moved, seconded, and unani-

mously carried that the actions of the officers

and trustees of the company during the year

1933, be ratified and approved.

There being no further business, the meeting

adjourned.

R. E. LANG,
President

;

H. CARLSON, Secretary.

This is the last entry in the minute book of that

company. It was signed on or subsequent to Janu-

ary 2, 1934. There was no formal meeting of the

stockholders of the company held on that date, but

these minutes were prepared and signed on or sub-

sequent to January 3, 1934, in order to record deci-

sions of the stockholders of the company made by

them at the informal meetings held in the spring

and early summer of 1933 and of which no minutes

were kept or prepared. The Northern Grocery Com-
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pany was a closely held corporation and meetings of

its stockholders were frequently held of w^hich no

minutes appeared in the minute books. The book-

keeping entries giving effect to the liquidation of

the Northern Grocery Company [16] and the con-

version or transfer of the investment account of the

National Grocery Co. from the corporate stock of

Northern Grocery Co. to the tangible property taken

over pursuant to the liquidation, were prepared as

to form during 1933, but were not entered upon the

books of the companies imtil 1934, since the correct

figures would not be available until after tak-

ing the closing inventory of Northern

Grocery Co. after the close of business on

December 30, 1933. The appropriate book-

keeping entry was made in the journal of peti-

tioner in the early part of 1934, but as of December

30, 1933. Another entry regarding the same transac-

tion from the standpoint of the investment account

of petitioner was entered in the ledger of petitioner

on the same day but as of January 2, 1934. Subse-

quently, this was changed to make the entries as of

December 30, 1933.

By bill of sale dated January 2, 1934, and signed

and acknowledged before a notary on that date by

R. E. Lang, president, and H. Carlson, secretary,

the Northern Grocery Co. conveyed its assets to pe-

titioner. This instrument was prepared at the same

time the minutes were prepared which were dated

January 2, 1934.

Although Northern Grocery Co. was not dis-

solved, it filed no income tax return for the year
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1934 or any part thereof. The balance sheets as of

December 30, 1933, submitted with the income tax

return for 1934 of petitioner, disclose the Northern

Grocery Co. as a separate corporate entity on De-

cember 30, 1933, while the balance sheets in the same

return showed it to be a branch of petitioner on

December 31, 1934.

The liquidation of Northern Grocery Co. and the

acquisition of its assets by petitioner occurred in

1934. The value of the assets received by petitioner

as a result of such liquidation was the sum of

$181,692.12. [17]

OPINION.

Kern : The primary question in this proceeding is

whether the liquidation of petitioner's subsidiary,

Northern Grocery Co. occurred at the close of busi-

ness on December 30, 1933, as petitioner contends,

or subsequent to January 2, 1934, as respondent con-

tends and has determined. If Petitioner's contention

is correct, then any gain resulting from the liquida-

tion would not be recognized by reason of section

141 of the Revenue Act of 1932 and Regulation 73,

Article 37, set out in the margin.^ If the liquidation

^Revenue Act of 1932.

Sec. 141. Consolidated Returns of Corporations.

(a) Privilege to File Consolidated Returns.

—

An affiliated group of corporations shall, subject to

the provisions of this section, have the privilege of

making a consolidated return for the taxable year
in lieu of separate returns. The making of a con-
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occurred in 1934, the Revenue Act of that year, ap-

proved May 10, 1934, would govern. Section 141 (d)

solidated return shall be upon the condition that all

the corporations which have been members of the

affiliated group at any time during the taxable year
for which the return is made consent to all the regu-

lations under subsection (b) (or, in case such regu-
lations are not prescribed prior to the making of the

return, then the regulations prescribed under sec-

tion 141(b) of the Revenue Act of 1928 in so far as

not inconsistent with this Act) prescribed prior to

the making of such return ; and the making of a con-

solidated return shall be considered as such con-

sent. In the case of a corporation which is a member
of the affiliated group for a fractional part of the

year the consolidated return shall include the in-

come of such corporation for such part of the year
as it is a member of the affiliated group.

(b) Regulations.—The Commissioner, with the

approval of the Secretary, shall prescribe such regu-

lations as he may deem necessary in order that the

tax liability of an affiliated group of corporations

making a consolidated return and of each corpora-

tion in the group, both during and after the period

of affiliation, may be determined, computed, as-

sessed, collected, and adjusted in such manner as

clearly to reflect the income and to prevent avoid-

ance of tax liability.

lieiiulations 76, Article 37.—Dissolutions—Recogni-
tion of Gain or Loss.

(a) During Consolidated Return Period. Gain
or loss shall not be recognized upon a distribution

during a consolidated return period, by a member
of an affiliated group to another member of such

group, in cancellation or redemption of all or any
portion of its stock ; and any such distribution shall

l)e considered as intercompany transaction.

Revenue Act of 1934.
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of that Act, set out in the margin^, confines the priv-

ilege of filing consolidated re- [18] turns to common

carriers by railroad. Therefore, if respondent's con-

tention and determination on this question is cor-

rect, the gain resulting to petitioner from the liqui-

dation will be recognized.

This question as to when the liquidation of the

Northern Grocery Co. occurred is largely a ques-

tion of fact and it should be borne in mind that the

determination by respondent, that it occurred in

1934, is prima facie correct as to the facts involved.

"Sec. 141. Consolidated Returns of Railroad Corpo-
rations.

* * * * * * *

(d) Definition of ''Affiliated Group".—As used
in this section an "affiliated group" means one or

more chains of corporations connected through
stock ownership with a common parent corporation
if—

(1) At least 95 per centum of the stock of each
of the corporations (except the common parent cor-

poration) is owned directly by one or more of the

other corporations; and

(2) The common parent corporation owns di-

rectly at least 95 per centum of the stock of at least

one of the other corporations ; and
(3) Each of the corporations is either (A) a

corporation whose principal business is that of a
common carrier by railroad or (2) a corporation the

assets of which consist principally of stock in such
corporations and which does not itself operate a
business other than that of a common carrier by
railroad. * * *
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If petitioner had proved, by convincing testi-

mony, that it had actually taken over the assets of

its subsidiary on December 30, 1933, pursuant to

the intention of both corporations to thereby effect

a liquidation on that date, the liquidation might

be considered as occurring on December 30, 1933,

even though certain formalities were not completed

until 1934, since both petitioner and its subsidiary

were closely held [19] corporations. Harry A.

Beckum, 11 B. T. A. 39. However, in the instant

case, there is not convincing evidence that petitioner

actually took ever the assets of its subsidiary on

December 30, 1933. Northern Grocery Co. remained

in existence throughout 1934. There is no evidence

that possession of its assets passed from the hands

of its officers and employees into the hands of the

officers and employees of petitioner. In view of this

fact, and of the close corporate relationship of

petitioner and its subsidiary, it was apparent that

any transfer of assets would be a matter of book-

keeping entries or of formal conveyance by one

corporation to the other. In this case the formal

conveyance was by bill of sale executed and ac-

knowledged by the proper officers of the Northern

Grocery Co. on January 2, 1934, and authorized

by the formal minutes of a stockholder's meeting

signed by its president and secretary on January

2, 1934 and bearing the same date. The bookkeep-

ing entries which set out the transfer of the assets

of the Northern Grocery Co. to petitioner were
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prepared as to form by the bookkeeper prior to

December 30, 1933, but were not entered by him

in the proper books of petitioner and its subsidiary

until the early part of 1934, since it was necessary

for him to wait until after the closing inventory

started December 30, 1933 in order to obtain the

necessary figures. Whent he obtained these figures

he made the proper entries in the books as of De-

cember 30, 1933, with the exception of an entry on

the ledger book of petitioner which was made as of

January 2, 1934.

No formal meeting of the stockholders of North-

ern Grocery Co. took place on January 2, 1934.

The plans with regard to the liquidation of this

subsidiary of petitioner were made at several in-

formal meetings [20] of the stockholders of both

companies early in 1933, of which no minutes were

prepared or kept. It was the intention of the stock-

holders and officers of the companies to continue

the operation of Northern Grocery Co. throughout

the year 1933, and then to liquidate that company

AS OF the last of 1933, continuing the business

in 1934 as a branch of petitioner. However, the in-

tention to liquidate at some date immediately after

the end of the year AS OF December 31, 1933 is

not equivalent to an intent to liquidate ON Decem-
ber 30, 1933. Pierce Oil Corp., 32 B. T. A. 403, 432.

We can find no intent to liquidate the Northern

Grocery Co. ON December 30, 1933, since there is

no evidence of an actual taking over of the assets
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of that company by petitioner in 1933; since the

bookkeeping entries evidencing such taking over

were not made in the books of that company and

petitioner until 1934, and since the formal convey-

ance by bill of sale was not made until 1934, we

must conclude that petitioner has not overcome the

presumption of the correctness of respondent's

determination; and that the liquidation of North-

ern Grocery Co. occurred in the taxable year 1934,

and the gain resulting to petitioner as a result of

such liquidation is to be recognized.

It is, therefore, necessary to consider the ques-

tion of whether respondent erred in computing the

profit to petitioner resulting from such liquidation.

Petitioner contends that the fair market value of

the 315 shares of stock of the Northern Grocery

Co., which it had acquired prior to March 1, 1913,

was considerably in excess of the value of such

shares as determined by respondent from the books

of that company. Petitioner [21] also contends that

the valuation of the assets of that company coming

to petitioner as a result of the liquidation is erro-

neous in that it includes four items amounting, ac-

cording to respondent's valuation, to $7,498.84,

which, in reality, were without value. The evidence

adduced by petitioner, which was uncontradicted,

convinces us that the fair market value as of March

1, 1913, of the 315 shares of the stock of Northern

Grocery Co. acquired by petitioner before that

date, was $250 a share or the sum of $78,750. This
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we conclude not only from the expert testimony, but

also from the history of the company and from its

earnings in 1911 and 1912.

With regard to the several items which petitioner

contends were erroneously included by respondent

in a valuation of the assets transferred to it by

Northern Grocery Co. at the time of its liquidation,

we have concluded that as to two of such items

petitioner has not introduced evidence sufficient

to overcome the presumption of the correctness of

respondent's determination. These items are $691.-

89, representing a charge-off for bad debts restored

by respondent to the asset account of Northern

Grocery Co., and $2,205.95, representing deprecia-

tion taken by that company on its furniture and fix-

tures and automobiles and disallowed by respond-

ent as excessive. Petitioner's evidence on these two

items was vague and imconvincing.

However, the testimony of petitioner's witness

as to the items of $1,000 representing the value of

certain corporate stock owned by Northern Grocery

Co., and alleged to be worthless, and of $3,600 rep-

resenting a [22] reserve for bad debts, was definite,

convincing and uncontradicted.

Therefore, we conclude that the valuation placed

by respondent on the assets transferred by North-

ern Grocery Co. to petitioner upon its liquidation,

exceeded the proper valuation of such assets by the

sum of $4,600.

Decision will be entered under Rule 50.

Entered Feb 13, 1939 [23]
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United States Board of Tax Appeals

Washington

Docket No. 88764

NATIONAL GKOCERY COMPANY,
Petitioner,

V.

COMMISSIONER OF INTERNAL REVENUE,
Respondent.

DECISION.

Pursuant to the Memorandum Findings of Fact

and Opinion of the Board entered February 13,

1939, the petitioner and respondent herein having

on March 23, 1939, filed agreed recomputation, now

therefore, it is

Ordered and Decided: That there is a deficiency

in income tax for the taxable year 1934 in the

amount of $5,561.89.

[Seal] JOHN W. KERN,
Member.

Entered March 30, 1939. [24]

[Title of Board and Cause.]

PETITION FOR REVIEW AND
ASSIGNMENT OF ERRORS.

Comes now National Grocery Company, a cor-

poration, by its attorneys, H. B. Jones and Robert

E. Bronson, and respectfully shows:
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I.

That the National Grocery Company is a corpora-

tion duly organized and existing under and by vir-

tue of the laws of the State of Washington, and

having its principal office at 1000 Fourth Avenue

South, Seattle, King County, Washington; that the

income tax return for the calendar year 1934, which

is involved in this proceeding, was made to and

filed w4th the Collector of Internal Revenue for the

District of Washington, whose office is located in the

City of Tacoma, Washington, which is within the

jurisdiction of the United States Circuit Court of

Appeals for the Ninth Circuit.

11.

The nature of the controversy is as follows, to-

wit:

During the year 1933 and both prior and subse-

quent thereto the petitioner was engaged in the

wholesale grocery business, [25] having its principal

office at Seattle, Washington, and carrying on busi-

ness at other points in Washington and Idaho

through the medium of branches or subsidiary cor-

porations. Such a business was carried on at Belling-

ham, Washington, through Northern Grocery Com-

pany, a Washington corporation, of w^hich 100%

of the capital stock was acquired by the petitioner

on or about July 1, 1933, and thereafter petitioner

was at all times the owner of all of the stock of

said corporation.
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III.

During the course of the calendar year 1933 the

stockholders of said Northern Grocery Company

determined upon and adopted a plan of liquidation

of the assets and business of said Northern Grocery

Company to become effective at the close of business

upon the last business day of 1933 and providing

that thereafter the operations of said business would

be carried on solely as a unit and branch of peti-

tioner corporation. Pursuant to said plan, all of

the certificates for shares of the capital stock of

Northern Grocery Company were surrendered for

cancellation on or prior to December 30, 1933, and

were cancelled of record as of December 28, 1933.

Entries were made in the books of record of both

corporations giving effect to the liquidation of

Northern Grocery Company as of the close of busi-

ness on December 30, 1933, and from and after that

time the business formerly conducted by said North-

ern Grocery Company at Bellingham, Washington,

was operated and carried on as a branch of peti-

tioner corporation under an assumed trade name.

All steps necessary to accomplish such liquidation

pursuant to said plan were taken during the calen-

dar year 1933. [26]

IV.

Thereafter respondent ruled that the liquidation

of the Northern Grocery Company did not occur in

1933 but took place on January 2, 1934, basing such

ruling on the execution of a formal bill of sale cov-
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ering the personal property of Northern Grocery

Company, a corporation, which was signed and

acknowledged on January 2, 1934, and the recording

of certain entries in the minute book of Northern

Grocery Company under that date, both of which

were unnecessary to and independent of the actual

liquidation of said Northern Grocery Company,

which occurred in fact and in substance within the

calendar year 1933 and if any formal proceedings

were necessary with respect thereto, they were not

taken during the calendar year 1934.

V.

The Commissioner of Internal Revenue assessed a

deficiency against petitioner for the calendar year

1934 in the amount of $13,131.58, of which assess-

ment the amount of $12,654.99, based upon an al-

leged profit to petitioner, as the owner of all of the

capital stock of the Northern Grocery Company,

made upon the liquidation of said affiliate corpora-

tion, was disputed.

VI.

From the foregoing determination the petitioner

appealed to the United States Board of Tax Ap-

peals upon the ground that the said liquidation had

occurred during the calendar year 1933, and, there-

fore, the liquidation being subject to the Revenue

Act of 1932, in force during that year, that no gain

or loss should be found to the petitioner upon the

said liquidation. [26A]
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Thereafter a hearing was had by said Board upon

September 22, 1938, and on February 13, 1939, the

Board rendered its decision in favor of the Com-

missioner, as to the issue, upon the ground "that

the petitioner has not overcome the presumption of

the correctness of respondent's determination; and

that the liquidation of Northern Grocery Company

occurred in the taxable year 1934, and the gain

resulting to petitioner as a result of such liquida-

tion is to be recognized."

YII.

Petitioner, being aggrieved by the findings and

conclusions of law contained in said decision pro-

mulgated March 30, 1939, desires to obtain a review

thereof by the United States Circuit Court of Ap-

peals for the Ninth Circuit.

Wherefore, it petitions that a transcript of record

be prepared in accordance with the rules of the

United States Circuit Court of Appeals for the

Ninth Circuit, and transmitted to the clerk of said

court for filing and appropriate action, to the end

that the error complained of may be reviewed and

corrected by the said United States Circuit Court of

Appeals for the Ninth Circuit.

VIII.

The petitioner's

ASSIGNMENTS OF ERROR

are as follows:
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1. That under the law and evidence in the

case, the Board of Tax Appeals erred in hold-

ing that petitioner had not presented sufficient

evidence to overcome the presumption of the

correctness of respondent's determination. [27]

2. That under the law and evidence in the

case, the Board of Tax Appeals erred in hold-

ing that the liquidation of the Northern

Grocery Company did occur in the taxable year

1934.

3. That the Board of Tax Appeals erred in

refusing to admit into evidence petitioner's

Exhibit #3, this being a copy of the dissolu-

tion statement of the Northern Grocery Com-

pany as of December 31, 1933.

4. That under the law and evidence in the

case, the Board of Tax Appeals erred in hold-

ing that there was no actual taking over of

the assets of the Northern Grocery Company

by petitioner in 1933.

5. That the Board of Tax Appeals erred

in assessing to petitioner additional taxable

income for the year 1934 in the amount of

$92,036.32, which amount represented the al-

leged taxable profit on the liquidation of the

Northern Grocery Company.

6. That the Board of Tax Appeals erred in

its conclusions of law as set forth in its opinion

herein, and that such conclusions are not re-

sponsive to its findings of fact and are con-
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trary to, and not supported by, the evidence

and facts in the case.

(Signed) H. B. JONES,
(Signed) ROBERT E. BRONSON

Counsel for Petitioner.

610 Colman Building,

Seattle, Washington. [28]

State of Washington,

County of King—ss.

H. B. Jones, being first duly sworn on oath, de-

poses and says: That he is one of the attorneys

for National Grocery Company, a corporation, peti-

tioner herein, and makes this verification for and

on behalf of said petitioner, being thereunto duly

authorized; that he has read the foregoing peti-

tion, is familiar with the statements therein con-

tained and that the facts therein stated are true.

(Signed) H. B. JONES.

Subscribed and Sworn to before me this 31st day

of May, 1939.

[Seal] Signed A. P. BOWER,
Notary Public in and for the State of Washington,

residing at Seattle.

[Endorsed]: U. S. B. T. A. Filed June 5, 1939.

[29]
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[Title of Board and Cause.]

STATEMENT OF EVIDENCE

The above-entitled proceeding came on for hear-

ing on this, the 22nd day of September, 1938, before

the Honorable John W. Kern, Member of the

United States Board of Tax Appeals, at Seattle,

Washington, pursuant to notice of hearing hereto-

fore given; whereupon the following proceedings

were had and testimony heard, H. B. Jones, Esq.

appearing on behalf of petitioner, and B. H. Neb-

lett, Esq. appearing on behalf of respondent.

The opening statement of counsel having been

made; thereupon

RICHARD LANG

was sworn and testified as follows:

I am President of the National Grocery Company

and have acted in such capacity since the early

part of 1930, succeeding my father, J. C. Lang. All

of my working hours are devoted to the business

of the National Grocery Company. [30]

At the close of 1933 the National Grocery Com-

pany owned 100% of the stock of the Northern

Grocery Company, which had been the situation

from about July 1, 1933. Prior to that date the

National had owned about 70% of the said stock,

the remainder being held by individual stockholders.

The National, during the early part of 1933, had

several affiliated or subsidiary companies similar

to the Northern Grocery Company. These included

the Washington Grocery Company operating the
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(Testimony of Richard Lang.)

Lewiston Mercantile Company and the Pullman

Mercantile Company and the Walla Walla Grocery

Company, these latter organizations operating in

northern Idaho, eastern Washington, and part of

Oregon. The Northern Grocery Company carried

on its business in northwestern Washington.

Q. State whether or not in 1933 you deter-

mined upon any business plan with respect to

the continuance of discontinuance of these af-

filiated companies.

A. In 1933 it was decided by the various

stockholders of the other corporations—by the

other, I mean the corporations affiliated but

not owned one hundred per cent by the Na-

tional Grocery Company—to have the National

Grocery Company be the sole corporation, and

to be effective as of the end of that year, and

during 1933 the stock was acquired of these

other companies, one hundred per cent pursuant

to that plan. [31]

Q. That is, in each case, where you discon-

tinued an affiliate or a subsidiary as a corpo-

ration you still continued to use the name that

had been previously used as a style of business ?

A. Yes.

Each unit was handled as a separate entity. Mr.

Frye was general manager of the Northern, both

as a corporation, and later as a part of the Na-
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tional. I had power, as President of both companies,

to take any action deemed necessary. In 1933 Mr.

Slusher, who died, I think, in 1934, was the finan-

cial man of the Northern, and Mr. Fred Drake was

Mr. Frye's assistant. Both were stockholders. These

were the only individuals actively connected with

the Northern in 1933. In the National organization,

Mr. Carlson, our auditor and also a stockholder

of the National, participated in the discussion as

to the consolidation and liquidation of the North-

ern. Mr. DeLong, who was a stockholder of both

companies and is now credit manager of the Na-

tional, was involved in the discussions.

Various meetings were held at the office of the

National Grocery Company with the minority stock-

holders of both the National Grocery Company and

the Washington Grocery Company and additional

meetings were held at my mother's home. [32]

At these meetings the entire matter was dis-

cussed, whether it would be to the best interests

of the National Grocery Company and all stock-

holders of the various corporations to have a con-

solidation, or whether it would not be to the best

interest. The stockholders of both corporations

agreed, unanimously, that all stock was to be turned

over to the National Grocery Company. During

some time in the spring of the year or summer,

I am not positive, a letter was written by myself

to Mr. Homer Frye, of the Northern Grocery Com-
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pany, and Mr. Drake and Mr. Slusher, telling them

that after discussing the entire program, I had

decided that the logical time to liquidate the North-

ern Grocery Company would be as of the end of

the year 1933.

The subject of this liquidation was discussed at

i'requent intervals during the spring and summer

uf 1933, and we had it investigated by our legal

counsel.

I don't know exactly how many stockholders

there were in the early part of 1933. There were

2,000 shares of preferred stock and 1,000 shares

of common stock at the time. The Lang Securities

Company, a Delaware corporation holding the as-

sets of the estate of the Lang family, controlled

65% to 70% of the stock. I was the directing head

of this company.

The National Grocery Company had informal

meetings with the various executives of the company

from time to [33] time and the stockholders' meet-

ings of the National Grocery Company were con-

ducted in the same manner. The directors' meetings,

or trustees ' meetings rather, of the National Grocery

Company were drawn up by myself and then signed

by the directors.

The witness then identified petitioner's Exhibit

1 as a copy of a letter he had written August 22,

1933 to Slusher, Drake and Frye at Bellingham,

Washington.
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Then, the witness continued to testify as fol-

lows:

It was right at the end of the year—I am not

positive of the date—that the stock that had pre-

viously been owned by Messrs. Frye, Drake and

Slusher and DeLong was consolidated into one or

more certificates and issued to the National Gro-

cery Company. Then that stock with the stock

previously held by the National Grocery Company

was placed in the stock book and I signed the cer-

tificate as cancelled, and I believe Mr. Carlson also

cancelled the certificates, and the revenue agent

stated that we needed no stamp tax on the surren-

der of the certificates.

The witness was then shown the petitioner's Ex-

hibit 2, which exhibit consisted of a series of six

stock certificates, which were identified by him from

time to time through his testimony, photostatic

copies of which were admitted into evidence with-

out objection at the close of the hearing. (Tr. page

185) [34]

The witness then proceeded to testify:

Having been shown stock certificate No. 8 of the

Northern Grocery Company, this being for one

share issued under date of May 18, 1909, to J. H.

Allen, Jr., an original stockholder of the Northern

Grocery Company, which bears the endorsement of

Mr. Allen and also the following endorsement: ''De-

cember 28, 1933, this stock is hereby surrendered
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for cancellation and liquidation, National Grocery

Company' " signed by myself as President in the

presence of H. Carlson, I will say that the latter

signature is that of Mr. Carlson.

Frankly, I don't remember if the endorsement

was put on the stock on December 28th or 29th,

or exactly when it w^as done, but in discussing the

matter informally with Mr. Carlson, we wanted to

get matters out of the way before our inventory,

and it was done around that time. I ca.nnot say

positively. My memory is that the stock was en-

dorsed before January 1, 1934. We took inventory,

I believe, the last Saturday of the year. I think

it was December 30th, which I think was a Satur-

day. My testimony on all of the certificates that

were surrendered for cancellation, the entire five

hundred shares of the Northern, would be the same.

The witness then testified similarly as to the

surrender and cancellation of each of the stock

(certificates [35] of the Northern Grocery Company

;

following which Mr. Jones' request that leave be

granted to introduce photostatic copies of said cer-

(ificates into evidence was granted by the Member,

over objection of respondent.

The witness proceeded to testify as follows:

Q. Well, the certificates bear on the back

an endorsement that they are surrendered for

cancellation December 28, I think it is, 1933.

Now, was that endorsement put on the certifi-
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cates at the time of this occasion when they

were surrendered?

A. I believe some of them were put in the

book and cancelled prior to that time, and the

last ones around December 28th.

The National Grocery Company did not, so far

as I recall, make any written record with respect

to this transaction.

Q. I show you what purports to be minutes

of a special meeting of stockholders of the

Northern Grocery Company, and ask you to

state w^hether you can identify that, and if so

what it is.

A. Those are the minutes of a meeting of

the Northern Grocery Company.

No formal meeting was held as represented by

these minutes. I dictated them some time during

1933 to my secretary, and these were what she

wrote. They were similar to minutes that were

drawn up with reference [36] to the Washington

Grocery Company. All our meetings were held in

a similar fashion. They were very informal. We de-

cided what we were going to do, and then the min-

utes would be dictated to the secretary, and she

would type them at her convenience, and the secre-

tary and the president, or some other officer would

sign them.

Q. Now, will you read that record that you

have there before you? It is pasted in the min-

ute book.
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A. It says, ''Minutes. Special meeting of

the stockholders of the Northern Grocery Com-

pany.

"Pursuant to call a special meeting of the

stockholders of the Northern Grocery Com-

pany was held at the office of the company, in

Seattle, Washington, on Tuesday, January 2nd,

1934, at 10:30 a.m. All the stock was prepre-

sented at the meeting.

"The president stated the meeting had been

called for the purpose of acting upon a pro-

posal from the National Grocery Company.

The said National Grocery Company is now the

owner of all the capital stock of the Northern

Grocery Company and as it is the desire of

the National Grocery Company to liquidate

the Northern Grocery Company as a corpo-

ration as of December 30, 1933, the National

Grocery Company has tendered to the North-

(irn Grocery Company all of the capital stock

of the Northern Grocery Company in exchange

for all of the assets, both tangible and intan-

gible, of the Northern Grocery Company. [37]

"The following resolution was thereupon in-

troduced, seconded and unanimously carried

:

" 'Be It Resolved, That this proposal be ac-

cepted as of this date, and that the proper of-

ficers of the Northern Grocery Company be

authorized to execute a deed conveying to the
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National Grocery Company all of the real prop-

erty of the Northern Grocery Company.
'* 'Resolved Further, That officers of the

Northern Grocery Company be authorized to

execute a bill of sale in favor of the National

Grocery Company of all the Northern Grocery

Company personal property, and an assign-

ment and transfer of all the Northern Grocery

Company's accounts, and notes receivable and

securities, and all other claims and credits that

may be due the said Northern Grocery Com-

pany. '

''This being the final meeting of the North-

ern Grocery Company, a financial statement of

the business for the period ending December

30, 1933, was submitted, read and ordered placed

in the minutes.

"It was then duly moved, seconded, and

unanimously carried that the actions of the

officers and trustees of the company during the

year 1933, be ratified and approved.

"There being no further business, the meet-

ing adjourned.

"R. E. LANG,
President

;

H. CARLSON,
Secretary."
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There are no subsequent entries or records in the

minutes book of the Northern Grocery Company. I

(Testimony of Richard Lang.)

dictated [38] these minutes some time in 1933, and

we had also at that time instructed the bill of sale

to be drawn up, merely carrying out what had

already been decided, and it was done.

The language ''Be It Resolved' that this pro-

posal be accepted as of this date" was copied from

minutes of a meeting of the board of trustees of the

Washington Grocery Company, which was used as

a model in drawing the minutes of the Northern

Grocery Company just read.

There was then a discussion as to the materiality

of reading the minutes used as a model into the

record, the descussion being as to whether the words

used could be explained. The Member finally over-

railed the objection and the resolution was read into

the record.

'' Special meeting of the board of trustees

of the Washington Grocery Company.

"A special meeting of the board of trustees

of the Washington Grocery Company was duly

called and held in the office of the company in

Seattle, Washington, on the 30th day of June,

1933. A majority of the trustees of the com-

pany were present.

"The president stated the meeting was called

for the purpose of acting upon a proposal from

the National Grocery Company. The said Na-

tional Grocery Company is now the owner of
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all the capital stock of the Washington Grocery

Company, and as it is the desire of the [39]

National Grocery Company to liquidate the

Washington Grocery Company as a corporation

as of June 30, 1933, the National Grocery Com-

pany has tendered to the Washington Grocery

Company all of the capital stock of the Wash-

ington Grocery Company in exchange for all

assets, both tangible and intangible, of the

Washington Grocery Company.

"The following resolution was thereupon in-

troduced, seconded and unanimously carried:

" 'Be It Resolved, That this proposal be ac-

cepted as of this date, and that the proper of-

ficers of the Washington Grocery Company be

authorized to execute a deed conveying to the

National Grocery Company all of the real prop-

erty of the Washington Grocery Company.
'' 'Resolved Further, That the officers of this

company be authorized to execute a bill of sale

in favor of the National Grocery Company of

all the Washington Grocery Company's per-

sonal property, and an assignment and transfer

of all the Washington Grocery Company's ac-

counts and notes receivable and securities and

all other claims and credits that may be due the

said Washington Grocery Company.'
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''There being no further business, the meet-

ing adojurned.

''R. E. LANG,
President

;

H. CARLSON,
Secretary." [40]

Q. Was that the resolution that you had be-

fore you and followed in dictating the resolu-

tion covering the Northern Grocery Company?

A. Yes, it was.*******
Q. I wdll ask you whether or not the use of

the phrase—^possibly I asked you this question

before—''this date", as used in the Northern

Grocery Company resolution, what you had in

mind in the use of that phrase? .*******
A. It was a distinct intention, it w^as my

distinct intention in drawing all these resolu-

tions, that the effective date of the liquidation

was to be stated in all of the meetings, June

30th on some, and December 30th on others, and

the word "this" or "that" didn't enter my
mind.

Q. Well, answer more specifically as to this

resolution.

A. The Northern Grocery Company resolu-

fion distinctly, my intention was that it refer
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to December 30th, and we had every intention

and belief until many months that the corpora-

tion had been dissolved as of December 30th.

Q. 1933? A. 1933. [41]

With regard to the physical assets of the North-

ern, private ledger entries were made turning over

these assets, as actual tangible assets of the Na-

tional. This was done before the inventory of 1933.

On
Cross Examination,

the witness testified:

That since the day of its inception the National

Grocery Company was a family-controlled affair

and all meetings, excepting the formal meetings and

annual meetings, or where a bank required a formal

resolution, were considered informal. Nobody ever

showed up at stockholders' meetings, and the trus-

tees' meetings were hold at somebody's home, or not

at all. The individuals signed the minutes at their

convenience. We felt questions of policy from a

legal angle did not have to be put in minute books.

The final minutes are dated January 2, 1934. This

was the last meeting of the company. The minutes

are dated January 2nd, 1934, and the minutes were

dictated or copied prior to that date. I have a very

definite recollection that we didn't have any formal

meeting. I merely dictated or instructed the secre-

tary to copy something. I do not remember when the
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papers were signed. They were dictated to Mr. Van

DeVanter, I believe, but I do not know for certain.

I presume the minute was signed subsequent to

January 2, 1934. I don't know if he was our sec-

retary on January 2, 1934. I cannot tell you who

was the secretary on January 2, 1934.

I am also uncertain as to the exact date on which

(he stock certificates were endorsed. It was around

December [42] 28, 1933, some time in the neighbor-

hood of that particular time. All of the certificates

were entered in the book prior to December 30, 1933.

I am positive that they were not endorsed on Janu-

ary 2.

I am not familiar with corporate law, so I don't

know whether I could describe what I would con-

eider a formal meeting, but I would say if someone

were instructed to send out notices, and there was

a certain definite time required and proxies were

sent out, that it would be formal. If I were shown

a minute book kept in the regular course of this

corporation's business, which had in it a minute

r-ecording a meeting held on January 2, 1934, I

wouldn't consider that a formal meeting of the

stockholders of that corporation, if I knew the facts.

Q. You wouldn't consider that a formal

meeting? Now, Mr. Jones interrogated you

about your understanding of the words "this"

and "that". The meeting referred to specifically

says "as of this date".
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A. It says ''as of this date".

Q. Yes, and did not the date which is shown

in the minute book, was not that date January

2nd, 1934?

A. The date closest to the word "this" was

December 30th, 1933.

Q. But doesn't this meeting according to

your minute book, purport to have been held

on January 2nd, 1934? [43]

A. No.

Q. Why doesn't it?

A. It purports to be December 30, 1933,

and that was the specific intention of myself in

signing it, and Mr. Carlson's intention.

Q. Why is the date January 2nd, 1934, used

at all, Mr. Lang?

A. Because that is probably the day the sec-

retary typed it.

We shouldn't have put the minute in the book,

dated as it was. I can see that. I had never taken

steps to eradicate this minute from the minute book

because we don't do business that way. We didn't

even consider these minutes. We thought anyone

seeing the minutes would infer this to mean Decem-

ber 30, 1933, though. That is the date we wanted the

program to be effective, and we so stated in the

minutes.

We have no minute on the book of any formal

meeting in 1933.
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This is not the first minute I have dictated but

I have not dictated many.

The stock certificates all bear the endorsement

dated December 28, 1933, regardless of when ac-

tually endorsed. This record speaks the truth be-

cause we intended the certificates to be cancelled on

December 28, [44] and until all certificates were can-

celled the corporation couldn't be considered liqui-

dated. I don't know what date the certificates were

endorsed.

Q. Why didn't you make the certificates

speak the truth and put the exact date on the

certificate that the man who endorsed it at the

time—I am asking you, Mr. Lang, why you

didn't make the certificate speak the truth, aud

place on the certificate the actual date it was

endorsed.

A. Well, I don't know what date they were

endorsed. Here is one certificate that was en-

dorsed in 1909. I suppose I should write 1909

on that certificate.

Q. You wrote December 2nd

A. That was the date it was cancelled.

Q. And you knew when you wrote that on

there that wasn't the date of endorsation?

A. We are not talking about endorsation.

We are talking about cancellation, and you are

talking about endorsation, two different things.



vs. Commr. Internal Revenue 51

(Testimony of Richard Lang.)

The minutes were not written up on December 28,

1933, as we have quite a lot of work at the end

of the year taking inventory, and that was probably

the reason they weren't typed until January 2nd.

Thereupon

H. CARLSON

was sworn, and testified as follows

:

I am an auditor and accountant associated with

the [45] National Grocery Company since 1923 and

connected with its related interests since 1910. In

1933 I was assistant secretary of this company and

participated in some of the meetings in which the

matter of liquidating the Northern Grocery Com-

pany was under consideration. They were held about

the middle of 1933. Mr. Lang, Mr. DeLong, Mr.

Frye and Mr. Griggs ati:ended the meetings at

which I was present, and it was decided that the

National Grocery Company should liquidate the

Northern at the end of the year 1933. I do not know

whether or not anything was written to anybody

with respect to that decision. [46]

I was instructed by Mr. Lang that the liquidation

was to take place as of December 30, 1933, and that

I would have to prepare the proper entries on the

books reflecting this transaction. You will find an

entry in the private journal under date of Decem-

ber 30, 1933, showing the transfer of the assets.
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The witness then identified the private journal

and opened the book to the entries just described.

He then read the entries as follows:

** Investment Northern Grocery Company
branch house is debited with $178,933.28. North-

ern G-rocery Company stock account is credit

with $94,455.80, and the surplus account with

$34,537.48. To record the liquidation of North-

ern Grocery Company of the corporation as of

December 30, 1933, and thereafter to be con-

ducted as the branch house, profit on liquida-

tion not taxable on accoiuit of consolidated tax

return filed during the year 1933, which in-

cluded them."

The instructions to make this entry were given

long prior to December 30, 1933, though I do not

know just when this entry was made, but it was

from a rough draft which I always prepare in ad-

vance, which draft was made some time prior to

December 30, 1933, possibly in October or Novem-

ber. The figures entered reflect the figures shown

b}^ the books of the Northern. It reflects the taking

[47] over of the assets of the Northern Grocery

Company.

This is the only entry in the books and is the

primary and controlling entry of the transaction,

as a matter of accounting.

The witness was then shown the stock certificates

of Northern Grocery Company, constituting peti-
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tioner's Exhibit 2, and identified his signature to

the endorsements of the National Grocery Company
thereon.

The witness then proceeded to testify:

These endorsements might have been were made

at the end of 1933 though I couldn't state exactly

when.

There was no meeting of the stockholders of the

Northern held on January 2, 1934. I do not know

when the last minutes, bearing date of January 2,

1934, were dictated. I could not say whether or not

they were dictated prior to January of 1934. I did

not dictate them.

December 30 fell on a Saturday, I believe, in 1933.

Bellingham is ninety miles from Seattle and in the

ordinary course of communication a document, exe-

cuted as of the close of business on Saturday, De-

cember 30, 1933, and placed in the mail—although

if placed on a special train it could be transmitted

in a matter of two or three hours—could hardly be

transmitted to Bellingham so as to be recorded in

the recording office on that date.

A bill of sale conveying the properties of the

Northern to the National was prepared about the

close of 1933. The property was located in Whatcom

County, in which Bellingham is located, and that is

the county seat and where the recording office is

located. I do not know what date the bill of sale
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or transfer was filed with the auditor of Whatcom

County. [48]

We had some correspondence subsequently with

the Collector's office with respect to the capital

stock tax return and the furnishing of a liquidation

statement of the Northern Grrocery Company. The

Northern failed to file a capital stock tax return for

the year 1934, and thus, received a circular letter

from the Collector, dated November 14, 1935.

An offer of proof was then made by Mr. Jones

that the file identified by the witness would show

that in 1935, following the discussion with the Col-

lector, the Northern Grocery Company, acting

through the National, advised the Collector that the

company was liquidated as of December 31, 1933,

and that the liquidation statement was filed showing

liquidation as of that date, and this situation w^as

accepted by the Collector's Office. The Member sus-

tained objections to the introduction of this evi-

dence.

The witness then testified that he had filed a liqui-

dation statement covering the liquidation of the

Northern Grocery Company with the Collector of

Internal Revenue at Tacoma in 1935. Counsel ob-

jected to the introduction of the liquidation state-

ment into evidence which had been marked peti-

tioner's Exhibit 3 and properly identified by the

witness, upon the basis it was immaterial, irrele-

vant and attempted to vary the terms of the cor-

porate minutes of January 2, 1934. The Member
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sustained the objection. Mr. Jones excepted upon

the ground that it was corrobora- [49] tive in

nature and that this case is not like the ordinary

case of controversy between private litigants, where

their rights are determined by a contract and other

evidence may have a tendency to vary or contradict

the arrangement. The question in these tax cases

is what was the actual fact as to what was done,

and while this statement was subsequent to the

event it did show a course of conduct consistent

with the position upon which the petitioner relied

in the instant case.

PETITIONER'S EXHIBIT 3

(Marked for identification)

Statement of facts covering the dissolution of

Northern Grocery Co. a corporation.

1. Date of dissolution December 31, 1933.

2. Exact steps taken to dissolve the corporation

Capital Stock exchanged for their Assets.

3. Date the distribution was paid to the stock-

holders December 31, 1933.

4. Name and address of each stockholder at the

time of dissolution—National Grocery Co., Seattle,

Wash.

Number & Par value of shares of stock of each

—

500 shares of $100 Par Value.

Amount of money received by each during course

of dissolution—None.
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Amount & nature of assets received by each dur-

ing course of dissolution—All the assets of the Cor-

poration having a book value of $178,993.88 received

in exchange for their Capital Stock.

Dissolution and distribution made during a con-

solidated return period.

5. List the names and address of each individual

or corporation other than shareholders and credi-

tors, if any, that received assets at dissolution and

the amount or value received by each. None.

6. If any consideration was paid for any of the

assets, state the name and address of the individual

or corporation making such payments and the exact

amount paid by each. None.

7. If any money or porperty remains undistrib-

uted, state the amount, nature and value of the same

and why it has not been distributed. None.

Signature

[Endorsed]: Petitioner's Exhibit 3. Marked for

identification. Sept. 22, 1938. [67]

The witness, on

Cross Examination

then proceeded to testify

:

December 30, 1933 was chosen as the date of the

purnal entry because it was the final business day

for the Northern Grocery Company and the entry
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could not have been made until inventory was taken

on December 30. The certificates of stock could

have been endorsed just as well on December 30 but

we were busy around inventory time and you have

a lot of things you want to get out of your way and

not wait until the last moment. The certificates

could have been endorsed on December 1st as they

had no bearing on the final result.

This journal entry was subsequently posted in a

ledger, being posted in the surplus on December 30,

1933, and the other entry in the ledger was in the

Northern Grocery Company common stock account.

I do not know what [50] date I might have posted

that. It might not have been December 30 but that

date is the date of the journal entry, which is the

original entry and, thus, is the controlling date. I

have no other book here in Court or elsewhere that

will show any reference to this transaction.

I do not know the exact date the stock certificates

were endorsed. They might have been signed before

or after January 2, 1934.

I previously overlooked mentioning the invest-

ment account of the Northern Grocery Company.

It reads: "Investment in Northern Grocery Com-

pany branch, December 30, 1933, journal entry No.

48, $178,993.28." I did make an error in posting

this item and changed the date because of it but

the journal entry is the controlling date, Decem-

ber 30th. There were two entries on which I changed

the dates—where I closed out the stock account and



58 National Grocery Co.

(Testimony of H. Carlson.)

the investment account. The date was changed, I

think, at the time the Revenue Agent made his

audit, certainly more than sixty days ago. I don't

know exactly when.

I do not know what date was there before I

changed it to December 30, 1933. I don't know

whether it was January 2 or not, but I presume

it was. Nobody instructed me to change any dates.

The original entry shows no change, December 30,

1933, which is the controlling date. [51]

The bills of sale were recorded in Whatcom
County. I do not have a carbon copy of the letter

directing this, nor any notation showing that they

were sent. I do not know that they were recorded.

The papers were sent to Bellingham for recording,

directed to the Northern Grocery Company. They

would probably have a document in their files. The

papers weren't returned to us with any official re-

cording on them.

A copy of a bill of sale dated January 2, 1934 was

then produced and the witness read into the record

the signature thereon—Northern Grocery Company
by R. E. Lang, president, and attested by H. Carl-

son, secretary.

The bill of sale was accepted into evidence as

respondent's Exhibit A without objection. Said

RESPONDENT'S EXHIBIT A
is as follows:
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''CONVEYANCE

''Know all men by these presents, That

Northern Grocery Company, a corporation hav-

ing its principal place of business in the City of

Bellingham, Washington, hereinafter called

first party, does hereby, for a valuable and suffi-

cient consideration, bargain, sell, assign, trans-

fer, convey and set over unto National Grocery

Company, a corporation having its principal

place of business at the City of Seattle, Wash-

ington, hereinafter called second party, all of

its properties and assets of every kind and char-

acter whatsoever, and wheresoever situated, in-

cluding, but not limiting the generality of the

foregoing, the following properties, to-wit:

All goods, wares and merchandise, fixtures,

equipment, (including trucks and automo-

biles), machinery and other tangible prop-

erty, together with the good will of the busi-

ness heretofore transacted by said first party,

and all licenses, patents, copyrights and simi-

lar property incident thereto. [52]

"All book accounts, notes and other obliga-

tions due to the first party from any source

whatsoever.

All stocks, bonds, certificates and choses in

action of every kind whatsoever.

All other properties, whether real, i:)ersonal

or mixed, and wheresoever situated.
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''And first party further covenants and

agrees to give or cause to be given to second

party, appropriate transfers and conveyances

covering any of its properties and assets which

may be desired, upon demand of the second

party.
'

' In witness whereof, first party has hereunto

set its hand and seal this 2nd day of January,

1934.

[Seal] NORTHERN GROCERY
COMPANY,

By (Signed) R. E. LANG
President.

Attest: (Signed) H. CARLSON,
Secretary

State of Washington,

County of —ss.

"On this 2nd day of January, 1934, before

me personally appeared R. E. Lang and H.

Carlson, to me known to be the President and

Secretary, respectively, of the Northern Gro-

cery Company, the corporation that executed

the within and foregoing instrument, and ac-

knowledged the said instrument to be the free

and voluntary act and deed of said corporation

for the uses and purposes therein mentioned,

and on oath stated that they were authorized to

execute said instrument, and that the seal

affixed is the corporate seal of said corporation.
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*'In witness whereof, I have hereunto set my
hand and affixed my official seal the day and

year first above written.

[Seal] (Signed) R. W. NISBET
Notary Public in and for the State of Wash-

ington, residing at Seattle."

The witness then proceeded to testify as follows:

I probably signed this conveyance around Janu-

ary 2, 1934. I imagine it was signed on that date

as it was [53] notarized before a Notary Public,

unless the date was inserted and the Notary Public

did not notice the date when he signed it.

I do not know whether or not any deeds were

prepared because Northern itself owned no build-

ings. It rented the property it occupied.

On
Redirect Examination,

the witness testified:

It is physically impossible to make all entries

on the date they bear in the ordinary practice of

a business [54] of this kind. This is particularly

true at the end of a year, and it is a recognized

and customary practice to make closing entries

after the last business day of the year. The exact

figures were not available on December 30, 1933,

which ultimately would be entered in the ledger.

Income tax had to be computed and adjustments,

etc., made, which are determined by the profits.

Until the profits were determined those adjustments

could not be made except on an arbitrary basis.
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The two entries in the private ledger which origi-

nally boie a date other than December 30, 1933,

relating to the Northern Grocery Company, were

entries posted from the journal. I believe the

changes were made to conform with the journal

entry at the time the Revenue Agent made an

audit and determined to assess a tax on the liqui-

dation. The change was made after the Revenue

Agent had seen whatever the original date was.

I changed it solely because of the controlling date

in the journal. I did not advise the agent I was

making the change.

The entry in the journal was not made until the

specific figures and the original had been prepared

in a rough draft, and was simply copied from this

rough draft. This rough draft was prepared before

the end of the year. The specific figures were not

available at the time the rough draft was made but

became so available probably right after the first

of the year. [55] No figures were available on De-

cember 30th because the inventory was taken at that

date, and we did not have the figures until some

time after that.
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LeROY DeLONG
was sworn, and testified:

I have been connected with the National Grocery

Company for twenty-seven years and I am now
and was, in 1933, the credit man for the said Na-

tional Grocery Company. I was a stockholder of

the Northern Grocery Company. I participated in

various meetings concerning the disposition of that

company held in 1933. These meetings commenced

in about March or April of that year, and a number

were held through the balance of the year. Mr.

Lang, Mr. Frye and Mr. Drake were present, and

Mr. Carlson was present at some. Among other

matters, the time of liquidation was discussed and

December 30, 1933 fixed for that purpose.

In a general way I am familiar with the steps

taken to carry that policy into effect. As to the

cancellation of the stock, I surrendered mine for

cancellation some time during the summer of 1933.

I know that it was ordered and expected that the

National Grocery Company would take over the

physical operation of the Northern Grocery Com-

pany as of December 30, or the end of the [56]

year, that date being the last business day beyond

which no business could be transacted.

Upon

Cross Examination,

the witness testified:

I do not know how many informal meetings were

held. I attended about twenty-five or thirty from
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May through December. I think it was at the first

meeting that December 30, 1933 was determined

as the liquidation date. These other meetings had

no reference to that question. The first meetings

were in March, April or May. I wouldn't say it

was definitely decided at the first meeting but that

was the object of the meeting—to discuss the liqui-

dation as of December 30.

I have never seen the Northern Grocery Company

minute book nor do I know about the entry of

January 2, 1934 in this book. I have discussed with

Mr. R. E. Lang the minute appearing on page 20,

dated January 2, 1934, but I don't recall ever hav-

ing seen it. I discussed it with him Monday of this

week. The first I knew of it was the preceding

Friday.

Thereupon,

HOMER FRYE

was sworn, and testified as follows

:

Through 1933 I was manager of the Northern

Grocery Company and in 1933 participated in dis-

cussions with Mr. R. E. Lang and other parties of

the National Grocery [57] Company regarding the

liquidation of the Northern. We had about twenty-

five discussions—maybe more. Some were held in

Mr. Lang's office, one, I believe, at his residence,

the residence of his mother, and either one or two

at Bellingham. There were several telephone dis-
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cussions and many letters. The matter of the time

of liquidation of the Northern was discussed a good

many times and we definitely stated that we wanted

it cleaned up during 1933 so it would be effective

at the end of that year.

I transferred my stock in the Northern Grocery

Company over into stock of the National Grocery

Company as a part of that general program.

It is my unde;?standing that the Northern Gro-

cery Company was to cease to exist at the end of

business in 1933. Subsequently from that time we

carried on business under the same name of North-

ern Grocery Company, under a certificate of trade

name.

On
Cross Examination,

the witness testified:

I became manager of the Northern Grocery Com-

pany in August of 1930. I have never seen the

minute heretofore referred to. I managed the

Northern Grocery Company until its liquidation

and looked after its properties. I transferred the

stock I held in Northern in July, 1933, I think.

We took a midyear inventory at the end of June,

and after those figures were completed we accepted

National Grocery Company's stock based upon

them. I couldn't give you the exact date. We made

the transaction on, say, the 10th or 15th of July.

[58]
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EDWARD F. DRAKE, JR.

was sworn, and testified:

I was connected with the Northern Grocery Com-

pany from 1909, at the time of its formation, so

long as it remained an operating corporation, and

was a stockholder until some time in 1933. My offi-

cial capacity with the company was as salesman,

general executive, everything. I actively partici-

pated with Mr. Frye and Mr. Slusher in the ques-

tions of management and executive policies of the

company.

Mr. Slusher died in 1935. During 1933 I sat in

on conferences with parties representing the Na-

tional, at which discussions were had in connection

with the National becoming sole owner of the stock

of the Northern and the matter of liquidating the

Northern. The representatives of the National at

these meetings were Mr. Lang and Mr. DeLong.

I do not know who else was present for the Na-

tional. Mr. Frye was present. I made four or five

trips at least to Seattle to discuss these matters.

The discussions commenced early in 1933 before the

midyear inventory period, and a plan w^as adopted

for the surrender of the stock of the individual

stockholders of the Northern to the National in

exchange for stock of the National. This exchange

occurred in the latter part of July, or the early

part of August. [59]

The program included the taking over of the

physical assets of the Northern by the National.
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This was to be done as of the last inventory in

the year 1933. I never discussed this particular

step with Mr. Lang but did receive a letter from

Mr. Lang, a copy of which is marked as petitioner's

Exhibit 1 for identification, which was addressed

to Mr. Slusher, Mr. Frye and myself. I do not know

where the original of that letter is. It was pre-

sumably kept by Mr. Slusher. He was generally

custodian of all the letters.

On
Cross Examination,

the witness continued:

The stock was transferred in the middle of the

year. My understanding was that the old Northern

went out of existence and the National took it over

before the end of the year. I was not a stockholder

of the Northern on January 2, 1934 as all of the

stock was transferred before that. I do not remem-

ber attending any meeting of the Northern or that

any meeting of the Northern was held on January

2, 1934. I never heard of this meeting before nor

did I know that a meeting was posted in the min-

utes of the Northern book until today.

I do remember attending a meeting of the Na-

tional on March 15, 1933 but no formal meeting

of the stockholders of the Northern in 1933, [60]
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Upon
Redirect Examination,

the witness proceeded to testify:

I ceased being a stockholder of the NorthtH-n

in the latter part of July or the early part of Aug-

ust. There were no stockholders of the Northern

except the National at the end of 1933.

On
Recross Examination,

the witness proceeded to testify:

I held forty shares of stock in the Northern. I

had fifteen of my own and twenty-five of my
father's, who started the Northern with Mr. Lang.

Both were turned in, the latter being trusteed in my
name. However, certificate No. 31 for twenty-five

shares, as well as certificate No. 39 for fifteen shares,

were surrendered by me, together at the same time

in 1933. Certificate No. 31 was endorsed by my
brother, who is attorney-in-fact for my father. It

came into my custody in 1933 when it was sent in

for exchange for National stock.

Counsel for both parties then stipulated that

the Northern filed no return for the year 1934 nor

for any part of that year.

Petitioner's Exhibit 4, being a copy of the ninety-

day letter, was then offered and admitted into evi-

dence without objection.

Petitioner's Exhibit 5, being a copy of an of-

fice letter, dated November 5, 1936, referred to in
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the ninety- [61] day letter, was offered and ad-

mitted into evidence without objection.

Whereupon

H. CARLSON

having previously been duly sworn, was recalled

to the stand and testified as follows:

I handle tax matters for the National Grocery

Company and received the document shown me, ad-

dressed to the National Crocery Company. This

came across the mailing desk of the National Gro-

cery Company. An examination of our books and

records by the Internal Revenue Agent for the year

1934 was made prior to the receipt of this report,

but I do not remember exactly when.

Petitioner's Exhibit 6, being a copy of a report,

dated June 29, 1936, prepared by the Internal

Revenue Agent, Lewis E. Blakel, was then offered

as evidence for the purpose of showing what is

in dispute between the parties, and to show the

method of computation followed by the Commis-

sioner in arriving at the ground for the deficiency

involved in the proceeding; and not in any way as

evidence of any of the facts contained in the cor-

respondence. It was admitted into evidence over

respondent's objection. [62]
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Whereupon

GEORGE L. NELSON
was sworn.

Respondent objected to his testifying under Ar-

ticle 80, Regulation 12, the witness being an agent

of the Internal Revenue Department. The Member

,'itated: "I will overrule the objection. If this witness

respectfully declines pursuant to the words in the

regulation to answer, I don't know what power

there is to make him answer."

Mr. Jones: Are you willing to answer, Mr.

Nelson, or do you refuse?

Mr. Neblett: I am going to instruct him

that he can decline to answer that. If you want

my advice, Mr. Nelson, I advise you to decline,

respectfully decline to answer.

The Witness: I decline to answer.

Mr. Jones:

Q. You decline to answer any questions

that I may submit to you with respect to the

subject matter of this proceeding'?

A. Yes.

Mr. Jones: I will state then. Your Honor,

that I propose to prove by this witness—

I

think I have to make an offer. [63]

The Member: I would like for you to make

an offer.

Mr. Jones : That being a revenue agent rep-

resenting the respondent, he made an investi-

gation of the Northern Grocery Company for
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the year 1933, such investigation being made

some time the latter part of 1935, and that he

ascertained at that time and his report shows

that in effect it was a final closing audit for the

Northern Grocery Company. If I said National

a moment ago, I misspoke myself, it is North-

ern, that the company was liquidated at the

end of 1933.

At the conclusion of the introduction of evi-

dence, petitioner's Exhibit No. 1, being a copy of

a letter written by Richard Lang, president of the

National Grocery and Northern Grocery Company,

dated August 22, 1933 to Slusher, Drake and Frye

at Bellingham, Washington, was admitted into evi-

dence over the objection of respondent, upon the

grounds that it is immaterial and incompetent, as

a self-serving declaration, and attempts to vary

the written minutes.

PETITIONER'S EXHIBIT 1

Aug. 22/33

Messrs. Frye, Drake & Slusher:

Received your letter, Mr. Frye, with comments,

and I am now preparing the stock certificates.

I am enclosing a letter in duplicate to each of you

setting up the details of the arrangement as per

letter recently sent you, containing my personal

assurances as well as the bonus arrangement be-

tween you and the National Grocery Co.
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You will note I have retained Paragraph 5 of

my assurances but have moved it up to the place

of Paragraph 2. After talking the matter over with

people here I feel it is the only way the National

or you would be safe. For example, should one of

you become mentally incompetent, it would not be

fair to the other stockholders for the firm to be re-

quired to keep you. On the other hand it should

not create any hardship on me or anyone else for

me to have to buy the stock of that person. The

same argument holds in the case dishonesty should

develop. Or, should a person because of illness be

unable to attend to his duties for a long period of

time it should not be necessary to discharge him,

as he should resign voluntarily.

Actually, as long as everything works smoothly

under this new arrangement there is going to be

no need of any assurances from anyone. I am sure

that on thinking this matter over you will be satis-

fied with the enclosed letters. If you are, will you

please write at the bottom of each page of the du-

plicate the word "Accepted" or "Approved" and

sign your initials under it and return the duplicate

to me?

We will not discontinue the Northern Grocery

Co. as a corporation until the end of the year. How-

ever, 100% of the stock being owned by the Na-

tional Grrocery Co. as of July 1, 1933, we will be

able to save a good many hundreds of dollars in
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taxes the balance of this year, and at the close of

this year the Northern Grocery Co. will cease to do

business as a corporation as far as the Federal

and State governments are concerned.

Have you filed your capital stock tax yet? Re-

member this must be filed prior to the end of this

month. If you have not already filed it, would sug-

gest you send your blank to us for filing together

with an estimate of your expected earnings for the

year 1933. We will then multiply that figure by

eight to arrive at the capital to be filed and thus

avoid any excess profits tax.

I want to thank you gentlemen for the time and

consideration spent with me in working up this

matter. I sincerely believe that under this new ar-

rangement all of us can work even more closely to-

gether than we have in the past.

Yours truly,

REL/V
Enc.

[Endorsed]: Petitioner's Exhibit 1. Admitted in

evidence Sept. 22, 1938. 166^
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The income and excess-profits tax return of the

National Grocery Company for the calendar year

1934 was offered and received in evidence as

EESPONDENT'S EXHIBIT B. [64]

** Schedule K—'Consolidated Balance Sheet as of

December 30, 1933 (amended) of the National

Grocery Company,' attached to the said return

shown (Ex. B) * Capital Stock' items as follows:

National Northern
Capital Stock Grocery Co. Grocery Co. Elfanlnatlong Con. B/S

Common $100,000 $50,000 $50,000 (d) $100,000

Preferred 200,000 — 200,000

It is hereby stipulated and agreed by and be-

tween the parties hereto, by their respective at-

torneys, that the foregoing is all the material evi-

dence adduced at the hearing before the United

States Board of Tax Appeals on September 22,

1938, and that the Board may settle the same ac-

cordingly.

H. B. JONES
ROBERT E. BRONSON

Counsel for Petitioner

610 Colman Building

Seattle, Washington.

J. P. WENCHEL
K

General Counsel, Bureau of

Internal Revenue

Attorney for Respondent.
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Approved and ordered filed this 11 day of August

1939

(s) JOHN W. KERN
Member

[Endorsed]: U.S.B.T.A. Lodged June 19, 1939.

Lodged Aug. 8, 1939. Filed Aug, 11, 1939. [65]

[Title of Board and Cause.]

PRAECIPE FOR RECORD.

To the Clerk of the Board of Tax Appeals:

You are hereby requested to prepare and certify

and transmit to the Clerk of the United States

Circuit Court of Appeals for the Ninth Circuit

with reference to a petition for a review hereto-

fore filed by the petitioner in the above case a

transcript of the record in the above cause prepared

and transmitted as required by law and by the

rules of said Court, and to include in said tran-

script of record the following documents or certi-

fied copies thereof, to-wit:

1. The docket entries of all proceedings before

the Board of Tax Appeals.

2. Pleadings before the Board of Tax Appeals

as follows:

(a) Petition for redetermination. [81]

(b) Answer of the respondent.

(c) Reply, (not of record)

3. Memorandum opinion of the Board of Tax

Appeals entered February 13, 1939.
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4. Board's decision entered March 30, 1939.

5. The petition for review filed by petitioner

in the above cause.

6. Statement of evidence settled upon by the

parties hereto.

7. Petitioner's Exhibits 1 and 3, and respond-

ent's Exhibits A and B.

8. This praecipe.

H. B. JONES
ROBERT E. BRONSON

Counsel for Petitioner

610 Colman Building

Seattle, Washington.

Agreed to:

J. P. WENCHEL
K

Chief Counsel Bureau of

Int. Rev.

[Endorsed] : U.S.B.T.A. Filed Aug. 10, 1939. [82]

[Title of Board and Cause.]

CERTIFICATE.

I, B. D. Gamble, clerk of the U. S. Board of Tax

Appeals, do hereby certify that the foregoing pages,

1 to 82, inclusive, contain and are a true copy of

the transcript of record, papers, and proceedings

on file and of record in my office as called for by

the Praecipe in the appeal (or appeals) as above

numbered and entitled.
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In testimony whereof, I hereunto set my hand

and affix the seal of the United States Board of

Tax Appeals, at Washington, in the District of

Columbia, this 16th day of August, 1939.

[Seal] B. D. GAMBLE
Clerk,

United States Board of Tax

Appeals.

[Endorsed]: No. 9276. United States Circuit

Court of Appeals for the Ninth Circuit. National

Grocery Company, a corporation. Petitioner, vs.

Commissioner of Internal Revenue, Respond-

ent Transcript of the Record. Upon Petition to Re-

view a Decision of the United States Board of Tax

Appeals.

Filed August 28, 1939.

PAUL P. O'BRIEN,

Clerk of the United States Circuit Court of Appeals

for the Ninth Circuit.
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In the United States Circuit Court of Appeals for

the Ninth Circuit.

Case No. 9276.

NATIONAL GROCERY COMPANY,
a corporation,

Appellant,

vs.

COMMISSIONER OF INTERNAL REVENUE,
Respondent.

STATEMENT OF POINTS ON APPEAL.

Comes now the National Grocery Company, a

corporation, appellant in the above-entitled action,

and as its statement of points on which it intends

to rely in the instant appeal from the decision ren-

dered in the above-entitled case by the United

States Board of Tax Appeals, it hereby files the

following

:

1. The Board of Tax Appeals erred in re-

fusing to admit into evidence appellant's Ex-

hibit #3, this being a copy of the dissolution

statement of the Northern Grocery Co. as of

December 31, 1933.

2. Under the law and evidence in the case,

the Board of Tax Appeals erred in holding that

appellant had not presented sufficient evidence

to overcome the presumption of the correctness

of respondent's determination.

3. Under the law and evidence in the case,

the Board of Tax Appeals erred in holding that
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the liquidation of the Northern Grocery Co.

did occur in the taxable year 1934.

4. Under the law and evidence in the case,

the Board of Tax Appeals erred in holding that

there was no actual taking over of the assets

of the Northern Grocery Co. by appellant in

1933.

5. The Board of Tax Appeals erred in as-

sessing to appellant additional taxable income

for the year 1934 in the amount of $92,036.32,

which amount represented the alleged taxable

profit on the liquidation of the Northern Gro-

cery Co.

6. The Board of Tax Appeals erred in its

conclusions of law as set forth in its opinion

herein, and such conclusions are not respon-

sive to its findings of fact and are contrary to,

and not supported by, the evidence and facts

in the case.

EGBERT E. BRGNSGN
Counsel for Appellant

610 Colman Building

Seattle, Washington

[Endorsed] : Filed Sept. 1, 1939. Paul P. O'Brien,

Clerk.
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[Title of Circuit Court and Cause.]

DESIGNATION OF PORTIONS OF RECORD
TO BE PRINTED.

Comes now the National Grocery Company, a

corporation, appellant, and. designates that the en-

tire record, excepting respondent's Exhibit B, shall

be included in the printed transcript by the Clerk

of the above-entitled court, these portions of the

record being necessary for the consideration of

the points on which appellant intends to rely on

this appeal.

ROBERT E. BRONSON
Counsel for Appellant

610 Colman Building

Seattle, Washington

[Endorsed] : Filed Sept. 1, 1939. Paul P. O'Brien,

Clerk.
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I IN THE

UNITED STATES
CIRCUIT COURT OF APPEALS

FOR THE NINTH CIRCUIT

I

National Grocery Company, a corpo-

ration, Petitioner,

vs. \ No. 9276

Commissioner of Internal Revenue,

Respondent.

On Petition for Review of Decision of the United
States Board of Tax Appeals

Honorable John W. Kern, Member

PETITIONER'S BRIEF

JURISDICTION

This is a petition to review a decision of the United

States Board of Tax Appeals entered March 30, 1939,

determining a deficiency in income taxes for the

year 1934 in the sum of $5,561.89 (Tr. 28). Peti-

tioner is a corporation having its principal place of

business at Seattle, Washington, which filed its 1934

tax return with the Collector of Internal Revenue for

the District of Washington at the City of Tacoma

therein (Tr. 29. Petition was filed with the Board of

Tax Appeals June 5, 1939 (Tr. 34). This court has

jurisdiction under Sections 1141 and 1142, I.R.C.



STATEMENT OF THE CASE

Petitioner corporation, organized in 1902, has car-

ried on a wholesale grocery business and has had its

principal place of business at Seattle and operated

in other parts of the State of Washington, as well as

in Idaho and Oregon, through branches or affiliated

companies. From 1902 to 1909 its business at Bel-

lingham was operated as a branch house. In the

latter year the Bellingham business was incorporated

as Northern Grocery Company, a Washington cor-

poration, with 500 shares of stock, of which 315

shares were at all times owned by petitioner. The

remaining 185 shares were held by various employees

of Northern Grocery Company up until about the

middle of 1933, when they were acquired by the

petitioner, and from and after July 1, 1933, it was

the owner of all of the stock of Northern Grocery

Company (Tr. 15-17).

During 1933 a program of liquidation of all of

petitioner's subsidiary corporations was undertaken

and carried out. Some of them were liquidated at

June 30, 1933, but Northern Grocery Company was

to be operated until and liquidated at the end of the

last business day of that year, which was Saturday,

December 30 (Tr. 35, 36).

Under the Revenue Act of 1932, applicable to the

year 1933, affiliated companies were entitled to make

consolidated returns, and under regulations author-

ized by that section, the Commissioner ruled that no

gain or loss would be recognized upon a distribution
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in liquidation from one member of an affiliated group

to another/

' Revenue Act of 1932.

Sec. 141. Consolidated Returns of Corporations.

(a) Privilege to File Consolidated Returns.—An
affiliated group of corporations shall, subject to the

provisions of this section, have the privilege of mak-

ing a consolidated return for the taxable year in lieu

of separate returns. The making of a consolidated

return shall be upon the condition that all the corpora-

tions which have been members of the affiliated group

at any time during the taxable year for which the

return is made consent to all the regulations under

subsection (b) (or, in case such regulations are not

prescribed prior to the making of the return, then

the regulations prescribed under section 141 (b) of

the Revenue Act of 1928 in so far as not inconsistent

with this Act) prescribed prior to the making of such

return ; and the making of a consolidated return shall

be considered as such consent. In the case of a cor-

poration which is a member of the affiliated group

for a fractional part of the year the consolidated

return shall include the income of such corporation

for such part of the year as it is a member of the

affiliated group.

(b) Regulations.—The Commissioner, with the ap-

proval of the Secretary, shall prescribe such regula-

tions as he may deem necessary in order that the tax

liability of an affiliated group of corporations making
a consolidated return and of each corporation in the

group, both during and after the period of affiliation,

may be determined, computed, assessed, collected, and
adjusted in such manner as clearly to reflect the in-

come and to prevent avoidance of tax liability.

Regulations 76, Article 37.—Dissolutions—Recog-



Such privilege was withheld, however, by the Reve-

nue Act approved May 10, 1934 (except as to railroad

corporations, Tr. 23) so that the question of whether

or not liquidation of the Northern Grocery Company

was a taxable transaction depended upon whether it

occurred in 1933 or 1934. The respondent ruled that

it took place January 2, 1934, and that it resulted in

a gain of $92,036.32 to petitioner (Tr. 11). The

appeal to the Board presented both the question of

amount of gain realized and whether liquidation

occurred in 1933 or 1934 (Tr. 5). The amount of

gain was determined by the Board, pursuant to cer-

tain findings and directions contained in its opinion,

and is not now in dispute. The taxability of such

gain, depending upon whether the Board was right

in determining that liquidation occurred on January

2, 1934, is the sole question presented in this appeal.

nition of Gain or Loss.

(a) During Consolidated Return Period.—Gain or

loss shall not be recognized upon a distribution during

a consolidated return period, by a member of an

affiliated group to another member of such group, in

cancellation or redemption of all or any portion of

its stock; and any such distribution shall be consid-

ered as intercompany transaction.

Revenue Act of 1934.



OUTLINE OF ARGUMENT

(a) There being no change of physical possession,

the matter of liquidation in this case must be gov-

erned largely by intent. The record affirmatively

shows, without contradiction, a definite intent to

liquidate the Northern Grocery Company prior to

the close of 1933, consummated by appropriate book-

keeping entries, and from that time on the business

was absorbed and carried on by the National Grocery

Company.

(b) This result was not only a matter of intent but

of agreement constituting a contractual obligation

between petitioner and the former individual stock-

holders of Northern Grocery Company whose con-

tractual rights would be unjustly prejudiced by de-

ferring liquidation until 1934.

(c) If liquidation did not occur in 1933, then far

less did it take place in 1934 under the statutes and

decisions of the State of Washington, which forbid

distribution to stockholders, except when carried out

strictly in conformity with law.

ARGUMENT
(a) The intent was to liquidate in 1933, and the officers

and stockholders acted to consummate that objective.

Respondent offered no evidence upon the hear-

ing before the Board, and the matter now for de-

termination is, therefore, one of conclusion to be

drawn from undisputed testimony and records, pre-

senting a mixed question of law and fact, which is

open to review by this court.



It was said in Kauffman v. Commissioner^ et al.y

44 F. (2d) 144:

"The determination of the Commissioner is

presumptively correct and must be approved if

supported by evidence. Ordinarily an appellate

court will not reverse a judgment dependent

upon the credibility of witnesses, but when there

is no dispute as to the facts, and the conclu-

sion depends upon the legal effect of undisputed

facts, an appellate court will examine the facts

and determine the legal effect for itself^ (Em-
phasis ours)

Sanitary Company of America v. Commis-
sioner, 34 F. (2d) 439;

Brown Lumber Company, Inc., v. Commis-
sioner, 35 F. (2d) 880; and

George Feick & Sons Co. v. Blair, 58 App.

D. C. 168, 26 F. (2d) 540.

A case of this kind involving the liquidation of a

wholly owned subsidiary and entailing merely a

change in the corporate form, without any physical

distribution or disposition of the property, depends,

primarily, on intent.

As the Board said in its opinion (Tr. 24)

:

"If petitioner had proved, by convincing testi-

mony, that it had actually taken over the assets

of the subsidiary on December 30, 1933, pursuant

to the intention of both corporations to thereby

effect a liquidation on that date, the liquidation

might be considered as occurring on December
30, 1933, even though certain formalities were
not completed until 1934, since both petitioner

and its subsidiary were closely held corpora-

tions."



The Board found, however, that "it was the intention

of the stockholders and officers of petitioner and the

Northern Grocery Co. to effect this liquidation after

the expiration of the year 1933" (Tr. 17) ; that "we

can find no intent to liquidate the Northern Grocery

Co. on December 30, 1933, since there is no evidence

of an actual taking over of the assets of that company

by petitioner in 1933" (Tr. 25-26), and that "the

intention to liquidate at some date immediately after

the end of the year as of December 31, 1933, is not

equivalent to an intent to liquidate on December 30,

1933" (Tr. 25). We shall expect to show, however,

that these conclusions are not only unsupported by,

but are contrary to the undisputed evidence in the

case.

The evidentiary facts are shown by the record as

follows : During the early part of 1933 the petitioner

had several affiliated or subsidiary companies operat-

ing in Washington, Idaho and Oregon, including the

Northern Grocery Company, which carried on its

business in northwestern Washington, having its loca-

tion at Bellingham. During 1933 the stockholders of

these various subsidiary companies decided that they

wanted the petitioner. National Grocery Company,

to be the sole corporation, and pursuant to such plan

petitioner, during 1933, acquired the stock of each of

these subsidiary companies and proposed to discon-

tinue the subsidiaries as separate corporations and

operate the various businesses as branches under the

same trade name that had previously been used (Tr.

35-37,51,63,65,66).

The petitioner was a closely held corporation con-
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trolled by the Lang Securities Company under the

management of Richard E. Lang, who was also the

president of petitioner. It was a family controlled

corporation which was not in the habit of holding

formal meetings or adopting formal minutes, except

where necessary (Tr. 38, 47). The Northern Grocery

Company was likewise closely held, principally by

the petitioner, with the remainder of its stock owned

by a few of its employees. Meetings of both com-

panies were held and conducted informally at various

times and places. There were probably twenty-five

or thirty discussions relating to the closing out of

the Northern Grocery Company (Tr. 38, 51, 63, 64,

65). These meetings began in the early part of 1933

and it was the arrangement between the petitioner

and the other stockholders of Northern Grocery Com-

pany that petitioner would acquire all of the stock

of Northern Grocery Company and would take over

the business of the Northern Grocery Company at the

close of the last business day of 1933. In view of

the Board member's statement in this regard that

the intention was to effect the liquidation after the

expiration of the year 1933 (Tr. 17) and that there

was no intent to liquidate on December 30, 1933 (Tr.

25) or no evidence of an actual taking over of the

assets of Northern Grocery Company by petitioner

in 1933 (Tr. 25-26), it becomes necessary to ex-

amine in detail the evidence on those points.

Mr. Lang, president of both petitioner and North-

ern Grocery Company, stated that at these various

meetings, after discussion of the question of consoli-

dating the various corporations with the petitioner
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*The stockholders of both corporations agreed, unani-

mously, that all stock was to be turned over to the

National Grocery Company. During some time in

the spring of the year or summer, I am not positive,

a letter was written by myself to Mr. Homer Frye,

of the Northern Grocery Company, and Mr. Drake

and Mr. Slusher, telling them that after discussing

the entire program, I had decided that the logical

time to liquidate the Northern Grocery Company

would be as of the end of the year 1933" (Tr. 37-38).

The letter referred to. Petitioner's Exhibit 1 (Tr.

71) was dated August 22, 1933, and amongst other

things, says:

"We will not discontinue the Northern Grocery

Co. as a corporation until the end of the year.

However, 100% of the stock being owned by the

National Grocery Co. as of July 1, 1933, we will

be able to save a good many hundreds of dollars

in taxes the balance of this year, and at the

close of this year the Northern Grocery Co. will

cease to do business as a corporation as far as

the Federal and State governments are con-

cerned."

Other testimony of Mr. Lang, which will be dis-

cussed later, corroborates this intent.

Mr. DeLong, credit man for the petitioner and a

stockholder of Northern Grocery Company, testified

to the meetings and said

:

"Among other matters, the time of liquidation

was discussed and December 30, 1933, fixed for

that purpose.
"* * * I know that it was ordered and expected

that the National Grocery Company would take

over the physical operation of the Northern Gro-
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eery Company as of December 30, or the end

of the year, that date being the last business

day beyond which no business could be trans-

acted." (Tr. 63)

Mr. Frye, the manager, and a stockholder of the

Northern Grocery Company, said:

'The matter of the time of liquidation of the

Northern was discussed a good many times and

we definitely stated that we wanted it cleaned

up during 1933 so it would be effective at the

end of that year.

'1 transferred my stock in the Northern Gro-

cery Company over into stock of the National Gro-

cery Company as a part of that general program.

"It is my understanding that the Northern

Grocery Company was to cease to exist at the

end of business in 1933. Subsequently from that

time we carried on business under the same
name of Northern Grocery Company, under a

certificate of trade name." (Tr. 65)

Mr. Drake, an executive and stockholder of North-

ern Grocery Company, said:

''The program included the taking over of the

physical assets of the Northern by the National.

This was to be done as of the last inventory in

the year 1933.
«* * * jy|-y understanding was that the old

Northern went out of existence and the National

took it over before the end of the year." (Tr.

66-67)

In December of 1933 certificates covering all of

the stock of Northern Grocery Company were en-

dorsed as follows: "December 28, 1933, this stock

is hereby surrendered for cancellation in liquidation.

National Grocery Co.", signed by the president and
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secretary of the National Grocery Company. These

certificates were surrendered to the Northern Gro-

cery Company and returned to the stock book, and

across the face of each stock certificate was written:

^'cancelled December 29, 1933" (Tr. 17).

While some of the certificates may have been sur-

rendered and cancelled at an earlier date, they were

all turned in and cancelled by December 28 or 29

(Tr. 41, 48).

In expectation of closing the transaction, Mr. Carl-

son, the auditor and accountant of petitioner, was

instructed to prepare in advance the proper entries

to reflect a transfer of the assets in liquidation as

of December 30, 1933 (Tr. 51). These instructions

were given long prior to that date and in October

or November of 1933 he prepared a rough draft in

advance of a journal entry reflecting the taking over

of such assets, which was transferred into the book

of original entry as soon as the figures were available

after the close of the year. This entry, made as of

December 30, 1933, reads as follows:

'Investment'Northern Grocery Company branch
house is debited with $178,933.28. Northern Gro-

cery Company stock account is credit with $94,-

455.80, and the surplus account with $34,537.48.

To record the liquidation of Northern Grocery

Company of the corporation as of December 30,

1933, and thereafter to be conducted as the

branch house, profit on liquidation not taxable

on account of consolidated tax return filed during
the year 1933, which included them." (Tr. 52)

Mr. Carlson said:

"This is the only entry in the books and is
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the primary and controlling entry of the trans-

action, as a matter of accounting." (Tr. 52)

Mr. Lang stated:

"With regard to the physical assets of the

Northern, private ledger entries were made turn-

ing over these assets, as actual tangible assets

of the National. This was done before the in-

ventory of 1933." (Tr. 47)

The closing inventory for 1933 was taken on De-

cember 30, which was on a Saturday (Tr. 40). The

entry could not be completed as to actual amount of

assets received until the inventory was taken on that

date and corresponding entries were made from the

journal to the ledger as of the same day (Tr. 57).

It would have been physically impossible to actually

make the closing entry on December 30, which the

Board recognized (Tr. 20), as the exact figures to be

entered were not available until after certain adjust-

ments were made, but they became available right

after the first of the year, and the entry that was

made used those figures as applied to the preliminary

draft which had been prepared before the end of

the year in anticipation of closing (Tr. 61-62). This

formal problem of bookkeeping certainly would not

alter the legal effect of the basic transaction.

Criticism may be urged of corrections admitted

by Mr. Carlson to have been made in the postings

from the journal to the ledger regarding this trans-

action (Tr. 57, 58). These, however, were not with

relation to the primary entry but concerned the

transfer from that record to a secondary one. And,

furthermore,

"Inasmuch, however, as the evidence shows
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that the reversal of entries on petitioner's books

was in accordance with the facts as they existed,

we do not think that the fact that these revers-

ing entries were made after the revenue agent's

audit is of any controlling significance. Book

entries are evidential but not conclusive." Ameri-

can Utilization Company, 38 B.T.A. No. 47, p. 6.

Sitterding v. Commissioner, 80 F. (2d) 939;

Doyle V. Mitchell Bros. Co., 247 U. S. 179, 62

L. ed. 1054.

There was obviously no effort made to disguise or

in any way to cover up the fact that changes in the

ledger had to be made to make it conform with the

journal. The bookkeeper's testimony was that the

change was made "at the time the Revenue Agent

made his audit" (Tr. 62). Where the purpose and

intent are clearly established, a failure through mere

inadvertence to give them full effect (and there is

no reason why a ledger entry would be necessary to

give full effect) is not controlling and should not be

allowed to prevent recognition of the true trans-

action.

Joseph B. Wilson, 38 B.T.A. No. 62 (p. 5)

;

Dee Furey Mott, 35 B.T.A. 195;

C. B. Ferree, 32 B.T.A. 725, affirmed 84

F. (2d) 124;

Ruml V. Commissioner, 83 F. (2d) 257.

No minutes or formal corporate records, other than

the accounting entries, were made by the petitioner

covering this transaction (Tr. 41). As far as the

Northern Grocery Company was concerned, however,

there was a minute record made and it is upon this
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that the respondent and the Board principally rely

in holding that the liquidation occurred in 1934. This

minute, which is set out at length in the Board's

opinion (Tr. 17) and also in the course of the testi-

mony (Tr. 42) purports to embody the action of a

special meeting of stockholders of Northern Grocery

Company held on January 2, 1934 (It should be re-

membered that the petitioner was then the sole stock-

holder). The minute recites the purpose of the meet-

ing to act upon a proposal from the petitioner to

liquidate Northern Grocery Company as a corpora-

tion "as of December 30, 1933," and that petitioner

has tendered all of its stock in exchange for the

assets of Northern Grocery Company, followed by

a resolution that this proposal be accepted ''as of

this date" and authorizing formal conveyances and

transfers of the property.

There was also put in evidence, and relied upon

by the Board for support in holding for liquida-

tion in 1934, a bill of sale dated January 2, 1934,

conveying to the petitioner the properties and assets

of the Northern Grocery Company (Tr. 59).

The Board found that there was no formal meeting

held on January 2, 1934, "but these minutes were

prepared and signed on or subsequent to January 3,

1934," in order to record the previous decision of

liquidation (Tr. 19). While it is true that these

minutes were signed on or after January 2, 1934,

the Board is incorrect in saying that they were not

prepared until that time, for the testimony very

definitely shows that they had been dictated prior

to the end of 1933. An obvious inaccuracy appears
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between this statement of the Board and its state-

ment that the bill of sale executed January 2, 1934,

was prepared at the same time as the minutes (Tr.

20) for if the bill of sale was prepared on the 2nd

of January and the minutes were prepared on or

subsequent to the 3rd of January, as the Board finds

(Tr. 19) then of course they were not prepared at the

same time ; and just as obviously there is a lack of regu-

larity in their sequence, for these minutes authorized,

and therefore should precede, the bill of sale. The

actual fact was that they were both dictated prior

to the end of 1933.

Mr. Lang stated:

"No formal meeting was held as represented

by these minutes. I dictated them some time

during 1933 to my secretary, and these were

what she wrote." (Tr. 41)

And again (Tr. 44)

:

"1 dictated these minutes some time in 1933,

and we had also at that time instructed the bill

of sale to be drawn up, merely carrying out what
had already been decided, and it was done."

The fact that these minutes were drawn in the

form and under the date that was used, was the

result of following in their dictation the language

that had been used in other minutes covering the

liquidation of another subsidiary. Mr. Lang very

clearly explained that in preparing them he either

dictated or instructed his secretary to follow the

language used in another resolution with reference

to liquidation previously adopted by another subsid-
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iary, the Washington Grocery Company (Tr. 41).

He said:

"The language 'Be It Resolved, that this pro-

posal be accepted as of this date' was copied from

minutes of a meeting of the board of trustees

of the Washington Grocery Company, which was
used as a model in drawing the minutes of the

Northern Grocery Company just read." (Tr. 44)

He stated further that there was no meeting of

the Northern Grocery Company on January 2, 1934,

but that the minutes written up were simply what

he had dictated or instructed his secretary to write

up prior to that date.

That the resolutions were lifted bodily from the

similar provisions of the earlier minutes is confirmed

by the fact that the two paragraphs of the minutes

beginning ''Be It Resolved" and "Resolved Further"

appear within quotation marks in the original minutes

and are so shown in the record (Tr. 18-19, 42-43).

They adopted, verbatim, the language of the minutes

of the Washington Grocery Company's meeting of

June 30, 1933. But in that instance the date of the

meeting coincided with the date of liquidation so that

the reference in the resolution to the acceptance of

the proposal "as of this date" was a natural expres-

sion which would have been entirely appropriate had

the minute been dated December 30, 1933. It obvious-

ly becomes inapplicable, however, where the minute

is dated upon a date different from that adopted for

the liquidation.

As further evidence of the fact that the minutes

in the present case inappropriately followed the min-
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utes of the Washington Grocery Company meeting

is the provision for the execution of a deed conveying

to the petitioner *'all of the real property of the North-

ern Grocery Company" (Tr. 18), which followed

exactly the language of the resolution relating to the

Washington Grocery Company (Tr. 45), although

the Northern Grocery Company had no real estate

and only a bill of sale of personal property was actu-

ally executed (Tr. 59, 61).

While these circumstances reasonably account for

the use of the language in the present case, the refer-

ence here to accepting the proposal ^'as of this date"

is, as a matter of strict construction, more applicable

to December 30, 1933, the last preceding date men-

tioned in the next previous paragraph, than to the

date of the meeting mentioned at the beginning of

the minutes. In any event, the meaning is ambiguous

and should be controlled by the testimony. The inten-

tion to refer to December 30, 1933, rather than to

January 2, 1934, is absolutely established by the

uncontradicted evidence that has been pointed out

above, in addition to which Mr. Lang further testified

as follows:

a* * * j^ ^^g j^y distinct intention in drawing
all these resolutions, that the effective date of

the liquidation was to be stated in all of the

meetings, June 30th on some, and December 30th

on others * * *." (Tr. 46)
«* * * rpj^g Northern Grocery Company reso-

lution distinctly, my intention was that it refer

to December 30th, and we had every intention

and belief until many months that the corpora-
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tion had been dissolved as of December 30th."

(Tr. 46-47)

''It purports to be December 30, 1933, and

that was the specific intention of myself in sign-

ing it, and Mr. Carlson's intention." (Tr. 49)
u* * * That is the date we wanted the program

to be effective, and we so stated in the minutes."

(Tr. 49)

The minutes themselves clearly indicate the intent

in stating:

"It is the desire of the National Grocery Com-
pany to liquidate the Northern Grocery Company
as a corporation as of December 30, 1933."

(Tr. 42)

It was stipulated at the hearing that the Northern

Grocery Company filed no tax return whatsoever for

any part of the year 1934 (Tr. 68) although the

Board found that it continued in existence through-

out that year (Tr. 24). Had it been actively in busi-

ness even for a day, or part of a day, it would have

been obligated to file a return and presumably would

have complied with such obligation, and the fact

that it did not do so is indicative of its intent and

understanding that it transacted no business in 1934.

The revenue agent who audited the Northern Gro-

cery Company return for 1933 was called by the

petitioner as a witness, but he refused to testify with

respect to any matters involved in this proceeding.

The petitioner offered to prove by such agent that

he made an investigation of the Northern Grocery

Company for the year 1933 which was treated as a

final closing audit for that company (Tr. 70-71).

The Bellingham business, which had been carried
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on by the Northern Grocery Company, a corporation,

up to December 30, 1933, was operated from and

after that date under a certificate of trade name

and not as a corporation (Tr. 65).

Petitioner offered to prove that in the regular

course of filing tax returns, it filed a liquidating state-

ment showing liquidation of its assets as of Decem-

ber 31, 1933, which was accepted by the Collector of

Internal Revenue (Tr. 54-55), this being before any

dispute arose as to its taxability on this transaction.

Rejection of this evidence is relied upon by the peti-

tioner as an error on the part of the Board. Inas-

much as it is documentary evidence and is before the

court as an exhibit for identification (Tr. 55-56) it

should, if deemed admissible, be considered by this

court in arriving at its conclusion upon this petition,

and if the case should be remanded for further de-

termination by the Board, appropriate instructions

should be given as to the recognition of this evidence.

We think that this statement is entitled to be con-

sidered as one of the facts and circumstances tending

to establish the intention of the taxpayer, it having

been prepared and filed in regular course pursuant

to law and regulations and prior to the inception of

the present controversy.

Edward S. Harkness, 31 B.T.A. 1100, at

1106.

Determination of tax liability is basically a prac-

tical matter in which substance, rather than form,

should control and the transaction should be consid-

ered as a whole.

"In Helvering v. General Utilities <& Operating
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Co. (C.C.A., 4th Cir. 74 F. (2d) 972, the court

said: 'Where a plan of action is proven the

courts will consider it as a whole rather than

divide it into independent steps.' A rule which

is equally well established and is applicable to

the facts in this case is that in matters of taxa-

tion the substance, rather than the form, will be

regarded. See United States v. Phellis, 257 U. S.

156; Phelps v. Commissioner (C.C.A., 7th Cir.)

54 F. (2d) 289; certiorari denied, 285 U. S. 558;

Labrot v. Burnet, 57 F. (2d) 413; Reed v. Unit-

ed States (C.C.A., 8th Cir.) 51 F. (2d) 941."

Appeal of Kent Oil Company, 38 B.T.A. No. 69,

p. 5.

Prairie Oil and Gas Co. v. Hotter, 66 F.

(2d) 309;

Tulsa Tribune Co. v. Commissioner, 58 F.

(2d) 937, 940;

Ahles Realty Corporation v. Commissioner,

71 F. (2d) 150;

Helvering v. Security Savings & Commercial

Bank, 72 F. (2d) 874;

Commissioner v. Ashland Oil & Refining

Co., 99 F. (2d) 588.

Liquidation is particularly a matter of substance

and fact rather than form to be determined according

to whether there was, from a practical standpoint, a

cessation of the business of the liquidated corporation

and a transfer of its assets to its stockholders.

"Liquidation is a question of fact, ,W. E. Guild,

19 B.T.A. 1186. It has been repeatedly held

that the nature of a distribution will not be

determined by what it was called when made,

but by the facts and circumstances in the case.
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In the Guild case, supra, we said

:

"Liquidation is not a technical status which

can be assumed or discarded at will by a cor-

poration by the adoption of a resolution by its

stockholders, but an existing condition brought

about by affirmative action, the normal and

necessary result of which is the winding up of

the corporate business." John Milton v. Com-

missioner, 33 B.T.A. 4, at 8.

W. E. Guild, 19 B.T.A. 1186;

James P. Gossett and Sallie Brown Gossett,

22 B.T.A. 1279; affirmed, 59 F. (2d)

865;

Fred T. Wood, 27 B.T.A. 162;

Holmby Corporation, 28 B.T.A. 1092;

Ward M. Canaday, Inc., 29 B.T.A. 355.

Closely held corporations, such as the petitioner

and the Northern Grocery Company, very often trans-

act business in a loose and informal way by conversa-

tion and unrecorded agreement, and such determina-

tions will be given effect when established by the

testimony.

"Closely held corporations, as is well known,

act very much like partnerships, their decisions

being made in conversations, and oftentimes

recorded not in the minutes, but by action. To
this condition the attention of the courts has

been called, and the position that a corporation

can act through its directors informally without

written minutes or formal resolutions, and the

acts of its directors effected pursuant to oral

understanding are as binding as though sancti-

fied by the most rigid adherence to legal formal-
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ity, has been sustained." Reub Isaacs & Co.,

1 B.T.A. 45, at 48.

Harry A. Dockum, 11 B.T.A. 39, 41;

Benz Brothers Co., 20 B.T.A. 1214.

Inasmuch as liquidation transactions are consid-

ered taxable as a transfer or exchange of the assets

of the liquidating corporation for the surrender of

the stock, there is applicable to such a case a long

line of tax decisions holding that the date of the

transaction depends upon the intent of the parties

and is not governed by the time of delivery of an

instrument of conveyance. The latest departmental

expression on the subject is G.C.M. 21503, 393 C.C.H.

Par. 6445, holding that where the contract for the

sale of stock was entered into on December 31, the

sale is considered to occur in that year, although

delivery of the stock was not made until January 2nd

the following year.

In A.R.M. No. 189, C.B. 1-2, p. 68, where it was

argued that the transaction could not be construed

as a sale because legal title to the property did not

pass, the Committee, quoting from the opinion of

the Solicitor, said:

^'However, in deciding whether the transaction

was a sale it is immaterial that legal title did not

presently pass."

Also in Law Opinion 988, quoted at length in the

above A.R.M. 189, it was said:

"* * * Nq gain or loss is realized by the ven-

dor until there has been in substance an ex-

change of assets by the parties to the sale. The
time at which such exchange takes place will be

determined from the facts in each case, consid-
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ered from a practical business standpoint. The

postponement of transfer of a legal title is not

decisive. Usually when the vendee is put in

possession and clothed with all the benefits and

burdens of beneficial ownership, the sale will be

considered complete, even though the delivery

of the deed and the execution of a mortgage be

postponed beyond that time."

In Davidson & Case Lumber Co. v. Motter, 14 F.

(2d) 137, the District Court of Kansas held that

where an arrangement was made for sale of prop-

erty, a small down payment made and the possession

turned over to the purchaser, the sale was completed

at the time of the arrangement for the purposes of

taxation, although 90% of the purchase price was

not paid and the title did not pass until the following

year.

"The delivery of a deed (sale) may be postponed

and payment of part of the purchase price may be

deferred by installment payments; but for taxing

purposes * * *" the sale is completed when the vendor

gains an absolute right to the consideration. CommW.
V. Union Pacific Ry., 86 F. (2d) 637.

Walter Hort, 39 B.T.A. No. 134;

Dee Furey Mott, 35 B.T.A. 195;

Bernard Lang, 1 B.T.A. 792

;

Arthur Lang, 1 B.T.A. 796;

J. T. Pittard, 5 B.T.A. 929.

Numerous decisions have considered this issue in

determining the year in which a gain or loss could

be taken. A leading case on the subject states in

this regard: *'It is enough that the obligation to
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deliver is so fixed that the loss is reasonably certain

in fact and ascertainable in amount." The court

then proceeded to hold that when the evidence of

realization is a sale of personal property, it is not

always necessary to deliver the property before there

may be a deduction of a loss. Ruml v. Commissioner,

83 F. (2d) 257 (Intention of the parties was empha-

sized).

Lucas V. American Code Co., 280 U. S. 445,

75 L. ed. 538;

Hoffman v. Commissioner, 71 F. (2d) 929;

Commissioner v. Ferree, 84 F. (2d) 124;

Huntington Nat. Bank v. Commissioner, 90

F. (2d) 876;

Commissioner v. Robinson, 103 F. (2d)

1009;

Commissioner v. Mott, 103 F. (2d) 1009;

Commissioner v. Dashiell, 100 F. (2d) 625;

and

John Thomas Smith, 40 B.T.A. No. 67.

One earlier appeal presented by the Board of Tax

Appeals, that of Harry A. Dockum, 11 B.T.A. 39,

is similar to the present one. There, as here, peti-

tioner was being charged with taxes upon liquidation

claimed by the respondent to have been received in

the taxable year 1919, and which the petitioner claimed

accrued at the end of 1918. Petitioner was the prin-

cipal owner of a drug store, of which over 10% of

the stock was held by employees, and which he de-

cided, for reasons of taxation, to liquidate during

the year 1918. A stockholders' meeting was held on

December 28, 1918. At that time petitioner owned

95% of the stock and proposed to buy out the other

I
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5%, liquidate the business and conduct it as a per-

sonal venture. The stockholders agreed to this pro-

posal, the meeting was informally conducted and no

minutes were made. The transfers were recorded on

the books as of December 31, 1918.

Apparently the only formal record made was a

notice of resolution, which on January 2, 1919, was

sent to the Secretary of State. The Board, after

reciting the pertinent facts, pointed out that in the

case of a close corporation, formal action is often

dispensed with and is not necessary ; that the question

is not controlled merely by the date or form of the

resolution, and that a termination of the actual ex-

istence of the corporation need not be contemporan-

eous with the liquidation, and held that the assets

having been taken over by the petitioner at or before

the end of the year, this constituted, in fact, the

realization of his investment and fixed the time of

the receipt of the proceeds of liquidation as being in

the year 1918.

See also

Appeal of Edwards S. Harkness, 31 B.T.A.

1100, at 1106.

Another very similar case is Taber v. United States

(C.C.A., 8th Cir.) 59 F. (2d) 568; Cert. Den. 287

U. S. 636. There the taxpayer had determined upon

dissolution and taken all of the requisite preliminary

steps at or before the end of 1920 but had deliber-

ately undertaken to delay distribution until after

midnight of the last day of that year so as to throw

it into 1921. The Commissioner held, and the trial

and appellate court sustained him, that the trans-
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action was effective as of December 31, 1920, and

while there are some technical considerations that

may afford a basis for slight distinction, the follow-

ing language which sums up the opinion of the ap-

pellate court is very significant and applicable to

the present situation:

"The validity of the tax here involved depends

upon the facts disclosed by the record, and, in

deciding the question presented, the court should

look to the substance rather than to the form
of the transaction. The facts unquestionably

are that, while the corporation may not have

been legally dissolved until early in the year

1921, they in fact ceased to function as corpo-

rate entities on December 31, 1920, when the

distribution of the corporate assets was made
and the business and property was taken over

by the partnership. The appellants received the

property on December 31, 1920, and have re-

mained in undisputed possession and enjoyed the

benefits and privileges of absolute ownership

of it ever since said last-mentioned date. The
income thus derived is clearly taxable, and, as

it was actually received by the taxpayers in 1920,

the conclusion necessarily follows that the hold-

ings of the Commissioner and the Trial Court

were correct." 59 F. (2d) 568, at 571.

In a case such as this involving no physical change

of possession, the paramount factor must necessarily

be the intention of the parties. We submit that there

is nowhere anything in the record, and we challenge

the respondent to point to any such evidence, sup-

porting the finding of the Board that it was the in-

tention to effect this liquidation after the expiration



27

of the year 1933 (Tr. 17). We further challenge the

Board's statement that it "can find no intent to

liquidate the Northern Grocery Company on Decem-

ber 30, 1933" (Tr. 25). Such intention is definitely

established by the testimony of the witnesses Lang,

Carlson, DeLong, Frye and Drake, by the letter of

August 22, 1933 (Tr. 72-73) and by the basic, pri-

mary and controlling entry covering the transaction

prepared for this specific purpose long prior to the

end of the year, except only for completion by the

necessary figures. The resolution upon which re-

spondent and the Board relied is not a correct repre-

sentation of the situation and in tax cases the facts,

and not the record, control.

Doyle V. Mitchell Bros., 247 U. S. 179, 62

L. ed. 1054, 1060;

Southern Pacific R. R. v. Muenter, 260 Fed.

837;

Baldwin Locomotive Works v. McCoach, 221

Fed. 59;

Mollohon Manufacturing Co., 13 B.T.A. 952,

955.

Neither is the matter determinable against the re-

spondent by reason of the bill of sale. Such a convey-

ance was not necessary to accomplish the transfer as

between the parties.

No formal bill of sale was necessary to pass the

title in personal property over to the petitioner under

the laws of the State of Washington.

Marston v. Rue, 92 Wash. 129, 159 Pac.

111.

The time when the transaction became effectively

considered as a sale, or exchange of property, de-
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pended upon the intent of the parties and the execu-

tion and delivery of a bill of sale at a later date is

immaterial. It could have been entirely omitted.

Rem. Rev. Stat., §5836-18, provides:

''Property in specific goods passes when par-

ties so intend. (1) Where there is a contract to

sell specific or ascertained goods, the property

in them is transferred to the buyer at such time

as the parties to the contract intend it to be

transferred.

"(2) For the purpose of ascertaining the in-

tention of the parties, regard shall be had to

the terms of the contract, the conduct of the par-

ties, usages of trade and the circumstances of the

case."

(b) The contract between stockholders required comple-

tion of liquidation in 1933.

There runs throughout the decision of the Board

a recognition of the basic principle that the case is

controlled by the intention of the parties and with

that principle we entirely agree. As bearing on it

and on its application, there is a further consideration

that involves not only the petitioner and its subsidiary

company, but likewise the individuals who had previ-

ously been the stockholders of the Northern Grocery

Company. The testimony shows that such individuals,

who in the early part of 1933 owned about 30% of

its stock, assented to a program which involved ex-

changing such stock for stock of the petitioner and

permitting the latter to absorb the Northern Grocery

Company upon the distinct understanding that this

would be accomplished at the end of the year 1933.

This was an integral part of their agreement. It was,
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in fact, a contract between them and the petitioner

upon which they were entitled to rely. They knew

that this could be done in that year without imposing

a tax liability upon the petitioner and without thereby

affecting the value of the stock they were to obtain.

While, of course, they did not know in 1933 or in

January of 1934 what the tax act of 1934 was going

to provide, it was, nevertheless, generally in contem-

plation that changes would be made in the law y^-

specting affiliated corporations and consolidated re-

turns, and it was but a natural protection of their

interests that prompted the requirement that this

liquidation should be carried out in 1933. They were

promised that in the letter of August 22, 1933, in

which the tax angle of the transaction was noticed

(Tr. 72-73). Mr. Frye, the manager and principal

individual stockholder of Northern Grocery Com-

pany said:

''The matter of the time of liquidation of the

Northern was discussed a good many times and
we definitely stated that we wanted it cleaned

up during 1933 so it would be effective at the

end of the year." (Tr. 65)

And Mr. DeLong (Tr. 63) and Mr. Drake (Tr. 67)

testified to the same effect. It was, therefore, a part

of the agreement with these stockholders that this

should be done, which not only confirms the intent

but constitutes a contractual relationship between

them which it would be presumed was carried out as

agreed. To sustain the respondent in his assessment

is to distort the agreement of the parties and in ef-

fect make a new contract for them contrary to their

expressed desires and intention.
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Consideration of this agreement between the

minority stockholders of Northern Grocery Com-

pany and the petitioner make particularly applicable

the authorities above noticed determining for tax

purposes the date of a transaction of sale according

to the intent of the parties as to when it shall be-

come effective and binding.

(c) If liquidation did not occur in 1933 neither did it

occur in 1934.

So far we have considered this matter upon the

same basis adopted by the respondent of recognizing

that a liquidation did take place. But the respond-

ent's position is purely a technical one and it may
be adequately met by another technicality. If liquida-

tion did not occur in 1933, then no more did it take

place in 1934. The Board has found that "Northern

Grocery Company remained in existence throughout

1934" (Tr. 24). This means, of course, that the

Northern Grocery Company was not dissolved in ac-

cordance with the statute or at all. The liquidation

of a corporation means the taking over by its stock-

holders of its assets in exchange for the surrender of

its stock. Regulations 101, Art. 115-5 (b). A wrong-

ful absorption of assets does not constitute a liquida-

tion but simply substitutes for the physical property

the personal obligation of the recipient. Under the

laws of the State of Washington the property of a

corporation cannot be distributed or returned to its

stockholders, except only in compliance with very

specific requirements of the law.

Rem. Rev. Stat, provides as follows:

"§3803-48. Dissolution—Methods.
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**1. A corporation may be wound up and dis-

solved either voluntarily or involuntarily.

**2. If the proceedings are voluntary, they may
be conducted either out of court or subject to the

supervision of the court.

"3. If the proceedings are involuntary, they

must be subject to the supervision of the court.

''§3803-49. Voluntary dissolution, how ef-

fected.

"I. Voluntary proceedings for dissolution may
be instituted whenever a resolution therefor is

adopted by the holders of at least two-thirds of

the voting power of all shareholders at a share-

holders' meeting duly called for the purpose.

"II. The resolution may provide that the af-

fairs of the corporation shall be wound up out

of court, in which case the resolution must
designate a trustee or trustees to conduct the

winding up, but such appointment shall not be

operative until

**a. duplicate copies of such resolution have

been signed and acknowledged by a majority of

the directors or by shareholders holding a ma-
jority of the voting power of all shareholders,

and

"b. one of such copies has been filed for record

in the office of the Secretary of State and the

other copy filed in the office of the Auditor of

the county in which the corporation has its

registered office."

In no other way can a Washington corporation be

dissolved other than in the manner prescribed by

statute.

0. C. Moore v. Los Lugos Gold Mines, 172
Wash. 570, 21 P. (2d) 253.
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This situation has been before this court directly in

the case of Am. Pac. Whaling Co. v. Commissioner

,

74 F. (2d) 613, 815-616, where it was said:

"Under the law of the State of Washington as

well as under that of Montana a corporation can

only be dissolved in accordance with the statutory

proceeding therefor requiring the action of the

superior court * * *."

Also note Rasmussen v. Eddy^s Steam Bakery^ Inc.^

57 F. (2d) 27.

Another section of the Washington statutes limiting

the right of a corporation to distribute its assets should

likewise be considered.

«* * * 4 ]sjo corporation shall pay dividends,

a. in cash or property, except from the surplus of

the aggregate of its assets over the aggregate of

its liabilities, including in the latter the amount
of its capital stock, after deducting from such

aggregate of its assets the amount by which such

aggregate was increased by unrealized apprecia-

tion in value or revaluation of fixed assets; * * *"

Rem. Rev. Stat., §3803-24.

The basis for deficiency here is a finding of profit

on the exchange of stock for assets. If there was no

exchange or surrender in accordance with the positive

requirements of statute law, there was likewise no

completed transaction of exchange giving rise to a

profit. There has only been a wrongful receipt of

assets creating a liability for their restoration or

value.

For this reason, which we admit is a wholly techni-

cal one but no more so than that governing the re-

spondent's action, we submit that the finding of the

liquidation in 1934 cannot be sustained.
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Respondent will undoubtedly urge in reply that in

considering whether there was a liquidation regard

should be had to the substance rather than to com-

pliance, or lack of compliance with formal require-

ments. But if such an argument is thought applicable

and controlling it should, by the same token, be like-

wise applied to a determination of what was in fact

and in substance the intention of the parties and the

consummation of the transaction by the petitioner.

CONCLUSION

The petitioner, and all those individuals who were

stockholders of the Northern Grocery Company prior

to July, 1933, clearly intended that corporation to

be liquidated before the close of 1933. Petitioner's

position that a liquidation did occur in accordance

with this intention is not based upon a legal theory,

but upon fact. The preparation of the journal entry,

the correspondence between the parties, the surrender

and cancellation of the stock of all the stockholders

during 1933, the operation of the subsidiary organiza-

tion under a certificate of trade name after Decem-

ber 30, 1933, and the subsequent course of conduct

of petitioner all combine to establish clearly that the

parties involved acted affirmatively to carry out their

previously determined intention, and that the prop-

erty of the Northern Grocery Company was trans-

ferred to petitioner in liquidation of the subsidiary

at the end of 1933. Furthermore, these acts were

legally sufficient to accomplish the result desired.
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Petitioner's position is based upon undisputed testi-

mony.

Wherefore, petitioner respectfully submits that the

Honorable Court should find the liquidation of the

subsidiary Northern Grocery Company to have oc-

curred in 1933, and that the United States Board of

Tax Appeals erred in finding to the contrary.

Respectfully submitted,

H. B. Jones,

Counsel for Petitioner.
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OPINION" BELOW

The only previous opinion in this case is the

memorandum opinion of the Board of Tax Appeals

(R. 14-27), which is unreported.

JURISDICTION

This petition involves income tax for 1934 in the

amount of $5,561.89, and is taken from a decision

of the Board of Tax Appeals entered on March 30,

1939. (R. 28.) The case is brought to this Court

by a petition for review filed by the taxpayer on

June 5, 1939 (R. 28-34), pursuant to the provisions

of Sections 1141-1142 of the Internal Revenue

Code.

(1)



QUESTION PRESENTED

Whether the liquidation of the taxpayer's sub-

sidiary, Northern Grocery Company, occurred on

December 30, 1933, and did not result in any taxable

gain as the taxpayer contends or whether such

liquidation occurred subsequent to January 2, 1934,

and resulted in gain which is taxable as the Board

determined.

STATITTES AND REGULATIONS INVOLVED

The statutes and regulations involved are set

forth in the Appendix, infra, pp. 18-22.

STATEMENT

The pertinent facts as found by the Board of Tax

Appeals are as follows (R. 14^21) :

The taxpayer, a Washington corporation, was

organized in 1902 by J. C. Lang for the purpose of

carrying on a wholesale grocery business with its

principal place of business in Seattle. (R. 14-15.)

From 1902 to 1909, taxpayer carried on a branch

of its business in the City of Bellingham, Wash-

ington. In the latter year, the business of that

branch was taken over by the Northern Grocery

Company, a Washington corporation with a capital

stock of $50,000, consisting of 500 shares of the par

value of $100 each. The taxpayer owned 315 shares

of this stock at the time of the incorporation of

Northern Grocery Company and continued to hold

these shares until the time of the liquidation of

Northern Grocery Company. The remaining 185



shares of Northern Grocery Company were held by

employees of the company who were allowed to pur-

chase the stock under an agreement which gave to

J. C. Lang the first right of re-purchase in the event

of sale on the basis of the book value of the stock.

(R 15.)

J. C. Lang died in the latter part of 1929 and was

succeeded by his son Richard E. Lang as president

and manager of taxpayer. In the spring of 1933,

R. E. Lang and the principal individual stock-

holders of taxpayer and Northern Grocery Com-

pany who were employees of these companies

agreed upon a program of consolidation, the North-

ern Grocery Company to be a business branch of

taxpayer. This program involved the acquisition

by taxpayer of the 185 shares of the capital stock

of Northern Grocery Company not theretofore

owned by taxpayer in exchange for stock of tax-

payer corporation, the subsequent surrender by

taxpayer for cancellation of all of the capital stock

of Northern Grocery Company, and the transfer to

taxpayer of all of the assets of Northern Grocery

Company. In this way the Northern Grocery

Company was to be liquidated, and the business to

be carried on as a branch of taxpayer. It was the

intention of the stockholders and officers of tax-

payer and the Northern Grocery Company to effect

this liquidation after the expiration of the year

1933, but as of December 30, 1933. (R. 16-17.)

On June 22, 1933, taxpayer acquired 25 shares

of the capital stock of Northern Grocery Company



for $11,452.22, and on July 1, 1933, acquired 150

shares for $50,503.58. It had previously acquired,

on December 13, 1921, 10 shares of the capital stock

of Northern Grocery Company for $4,275.03, and

therefore, after July 1, 1933, owned all of the capi-

tal stock of Northern Grocery Company. In De-

cember, 1933, certificates representing this stock

were placed in the stock book of the Northern

Grocery Company with the following notation en-

dorsed on each :

'

' December 28, 1933, this stock is

hereby surrendered for cancellation in liquidation.

National Grocery Co.", which notation bore the

signature of R. E. Lang, president, and H. Carlson,

secretary. Across the face of the stock certificates

was written in typewriting "cancelled December

29, 1933." (R. 17.)

The minute book of the Northern Grocery

Company showed that a call meeting was held on

January 2, 1934, for the purpose of acting on a

proposal of the taxpayer to liquidate the Northern

Grocery Company as of December 30, 1933. Pur-

suant to this end, the following resolution was

adopted (R. 18-19) :

Be It Resolved, That this proposal be ac-

cepted as of this date, and that the proper

officers of the Northern Grocery Company
be authorized to execute a deed conveying

to the National Grocery Company all of the

real property of the Northern Grocery

Company.



Resolved Further, That officers of the

Northern Grocery Company be authorized

to execute a bill of sale in favor of the Na-

tional Grocery Company of all the Northern

Grocery Company personal property, and

an assignment and transfer of all the North-

ern Grocery Company's accounts, and notes

receivable and securities and all other

claims and credits that may be due the said

Northern Grocery Company.

This is the last entry in the minute book of that

company. It was signed on or subsequent to Jan-

uary 2, 1934. There was no formal meeting of the

stockholders of the company held on that date, but

these minutes were prepared and signed on or sub-

sequent to January 3, 1934, in order to record de-

cisions of the stockholders of the company made

by them at the informal meetings held in the

spring and early summer of 1933 and of which

no minutes were kept or prepared. (R. 19.)

The Northern Grocery Company was a closely

held corporation and meetings of its stockholders

were frequently held of which no minutes appeared

in the minute books. The bookkeeping entries giv-

ing effect to the liquidation of the Northern Gro-

cery Company and the transfer of the investment

account of the National Grocery Company from

the corporate stock of Northern Grocery Company
to the tangible property taken over pursuant to the

liquidation, were prepared as to form during 1933,

but were not entered upon the books of the com-
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panies until 1934, since the correct figures would

not be available until after taking the closing in-

ventory of Northern Grocery Company after the

close of business on December 30, 1933. The ap-

propriate bookkeeping entry was made in the

journal of taxpayer in the early part of 1934, but

as of December 30, 1933. Another entry regard-

ing the same transaction from the standpoint of

the investment account of taxpayer was entered in

the ledger of taxpayer on the same day but as of

January 2, 1934. Subsequently, this was changed

to make the entries as of December 30, 1933.

(R. 19-20.)

By bill of sale dated January 2, 1934, and signed

and acknowledged before a notary on that date by

R. E. Lang, president, and H. Carlson, secretary,

the Northern Grocery Company conveyed its assets

to taxpayer. This instrument was prepared at the

same time the minutes were prepared which were

dated January 2, 1934. (R. 20.)

Although Northern Grocery Company was not

dissolved, it filed no income tax return for the year

1934 or any part thereof. The balance sheets as of

December 30, 1933, submitted with the income tax

return for 1934 of taxpayer, disclose the Northern

Grocery Company as a separate corporate entity on

December 30, 1933, while the balance sheets in the

same return showed it to be a branch of taxpayer

on December 31, 1934. (R. 20-21.)

The liquidation of Northern Grocery Company
and the acquisition of its assets by taxpayer oc-



curred in 1934. The value of the assets received

by taxpayer as a result of such liquidation was the

sum of $181,692.12. (R. 21.)

The Board held that the liquidation occurred in

1934 and resulted in taxable gain. Accordingly, it

decided that there is a deficiency in income tax for

1934 in the amount of $5,561.89. (R. 28.)

SUMMARY OF ARGUMENT

The Board properly sustained the Commission-

er's determination that the liquidation of the tax-

payer's subsidiary occurred in 1934 and held that

the gain resulting therefrom to the taxpayer was

subject to income tax under the revenue law in

force in 1934. The burden of proof was on the

taxpayer to show that the Commissioner's de-

termination as to the facts was not correct but it

failed to meet its burden.

The taxpayer contends that it was the intention

of the stockholders to have the subsidiary liqui-

dated in 1933 and attempted to prove its contention

by the testimony of certain officers and employees

that it was the understanding that the liquidation

should be made ^^as of" December 30th. As the

Board pointed out, this is not the same as a liquida-

tion ^'on" December 30th. Moreover, the state-

ments were made five years after the transactions

occurred and are obviously self-serving declara-

tions of interested parties. Such statements made

under these circumstances cannot overcome the

192870—39 2



effect of documents made by the subsidiary's offi-

cials and showing that the transfer occurred in

1934, and this determines the time of liquidation.

Such written evidence being prepared at the time

of liquidation is the best evidence of the taxpayer's

intention. Furthermore, it is supported by the

taxpayer's witnesses since they indicate that it was

the general understanding that the subsidiary was

to continue as a separate business concern through-

out all of 1933 and that it was to be liquidated after

the close of the year when the inventory had been

taken. As the question presented is largely one of

fact and the Board's decision is amply supported

by the evidence, it should be followed here.

ABGUMENT J

The Board correctly held that the liquidation of the tax-

payer's subsidiary occurred in 1934 and under the law

then in force, the income realized therefrom by the I

taxpayer is subject to income tax

The sole question in this case is whether the

liquidation of the taxpayer's subsidiary, the North-

ern Grocery Company, occurred at the close of

business on December 30, 1933, as the taxpayer

contends, or subsequent to January 2, 1934, as the

Board and the Commissioner determined. If the

taxpayer 's contention is correct, it is admitted that

the gain realized by the taxpayer from the liquida-

tion is not taxable owing to the provisions of Sec-

tion 141 of the Revenue Act of 1932 and Article 37

of Regulations 78, which allow affiliated groups of
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corporations to file consolidated returns and do not

require recognition of gain realized from a distri-

bution during a consolidated return period by a

member of the group to another member in cancel-

lation or redemption of the first member's stock.

(See Appendix, infra, pp. 18, 22.) On the other

hand, if the liquidation did not occur until 193-1,

these companies were not in an affiliated group and

no longer had the privilege of filing consolidated

returns since Section 141 of the Revenue Act of

1934 confines such privilege to railroad companies

and the gain resulting from the liquidation is

taxable under Section 115 (c) of the 1934 Act.

(Appendix, infra, p. 18.)

It is generally recognized that liquidation of a

corporation is accomplished when its debts are

paid, its other affairs are brought to an end and

its assets, if any, are transferred or distributed to

the stockholders. Guild v. Commissioner, 19 B.

T. A. 1186, 1202. It is not necessary that legal

dissolution be already accomplished or that the

same procedure be followed in every case. But, in

order to tax any gain realized by a stockholder

from liquidation, it must be shown that the stock-

holder has actually received the liquidating divi-

dend or asset, if on a cash basis, as we assume this

taxpayer was since there is no showing to the con-

trary. Cf . Avery v. Commissioner, 292 U. S. 210.

Thus regardless of what steps may be taken to

effect a liquidation, it seems clear that it is not
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the intention of the parties in regard to the liqui-

dation, as this taxpayer contends, but the transfer

of assets which is the chief factor in determining

when a liquidation actually occurs. Taher v.

United States, 59 F. (2d) 568 (C. C. A. 8th), cer-

tiorari denied, 287 U. S. 636; Wells Fargo Bank

<& Union Trust Co. v. Blair, 26 F. (2d) 532 (App.

D. C.) ; Pierce Oil Corp. v. Commissioner, 32 B. T.

A. 403, 432 ; Harkness v. Commissioner, 31 B. T. A.

1100, Hat-field v. Commissioner, 32 B. T. A. 1;

Dockum V. Commissioner, 11 B. T. A. 39 ; Sutliff v.

Commissioner, 4 B. T. A. 1068.

The question as to when the liquidation occurs

for tax purposes is largely one of fact and as to

the facts involved, the Commissioner's determina-

tion is prima facie correct. The burden of proof

was on the taxpayer but, as the Board stated (R.

24), it failed to produce any convincing evidence

that it took over the assets of its subsidiary on

December 30, 1933, as it now contends.

Where a taxpayer owns all or a large part of the

stock of a subsidiary, it is necessary for it to prove

definitely when it was substituted as owner in the

place of its subsidiary and in effecting a liquida-

tion under such circumstances not all of the for-

malities may be omitted. Rasmusson v. Eddy's

Steam Bakery, 57 F. (2d) 27, 29 (C. C. A. 9th).

Accordingly, due to the close relationship of the

companies here, it is apparent that a transfer or

distribution of the assets would necessarily be a
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matter of bookkeeping entries or of formal con-

veyance by the subsidiary to the taxpayer. Such

evidence was introduced in this case by the tax-

payer and by the Commissioner, and although the

taxpayer attempts to explain these contemporane-

ous records by placing different meanings on them,

we submit that the language is clear and shows

unmistakably that the actual transfer of assets

was made in 1934 and that the liquidation occurred

in that year.

A bill of sale covering all the property of the

Northern Grocery Company was executed by its

president and secretary on January 2, 1934, and

was sworn to before a Notary Public on that date.

This conveyance was authorized by a resolution

contained in the minutes of a stockholders' meeting

of that company called for January 2, 1934, and

these were signed by the president and secretary.

(R. 42-43.) The president testified that these

minutes were typed on January 2nd. (R. 51.)

The bookkeeping entries also support our position

here. It is true bookkeeping entries are not always

conclusive and may be explained but it should be

noted that while the taxpayer does make some ex-

planation as to the time of entry, it does not actually

attempt to repudiate these entries or claim that

they are not records of a transfer. So we contend

that they must be considered. The entries which

set out the transfer of the assets of the Northern

Grocery Company to the taxpayer were prepared
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in rough draft prior to the end of 1933, but the

figures contained in the entries were not available

until after the inventory was taken on Saturday,

December 30, 1933, and were actually entered after

the latter date. Thus, although the formal entry

bears the date of December 30, it indicates that it

refers to a liquidation "as of" that date and the

figures it gives could not have been entered until

some time in 1934. The auditor also admitted that

the two ledger entries were made in 1934 but he

changed the original dates so that these entries

now bear the date of December 30, 1933. He did

this after an audit was made of the books by a

revenue agent. (R. 52, 57-58, 62.)

We submit that the best evidence of what a cor-

poration intended to do or actually has done is

shown in its official documents and records. Thus,

while the taxpayer has attempted to show that the

evidence just referred to does not mean what it

says, and that we should not rely on formalities to

show the time of liquidation, it is evident under the

circumstances here that the Board properly held

that such documentary evidence is convincing and

entitled to more weight than the testimony of the

taxpayer's witnesses, all of whom were stockholders

or employees of these companies and so were inter-

ested parties. Moreover, the Board's hearing was

held approximately five years after the liquidation

occurred and their testimony shows that they did

not have a definite recollection of many of the de-
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tails surrounding the liquidation. Certainly the

date of liquidation is not to be determined by self-

serving statements of interested parties made years

after the liquidation has been completed. Milton

V. Commissioner, 33 B. T. A. 1, 8.

The objection made here by the taxpayer as to re-

liance on such documentary evidence is similar to

that made in Southern Power d- Mfg. Co. v. Com-

missioner, 82 F. (2d) 104 (C. C. A. 5th), in which

a corporation, which was the taxpayer, denied that

a man named Pottharst had transferred any inter-

est in a contract to other persons prior to the trans-

fer of the contract to the taxpayer. However,

minutes of the taxpayer indicated that there had

been such a transfer and the court approved the

Board's finding that the minutes should be accepted

as controlling. The language of the opinion very

aptly expresses the position as to documentary evi-

dence which we believe should be taken here. The

court said (p. 105) :

The Board was well justified in findiiig

that the formal record of the transfer con-

temporaneously made states the truth, that

it was then considered that Pottharst had
come to hold the title to the contract for the

benefit of all three, and that he was trans-

ferring it to the corporation for all three.

The formal documents thus representing

the matter bear the signature of each of the

witnesses who now, after ten years, remem-
ber it otherwise. These documents are the
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records of the taxpayer, and are original

evidemce against it, being its own admissions,

if not indeed the written memorial of the

transaction and the exclusive evidence of it.

There was thus at least a conflict of evidence

to be settled by the Board. Its finding of

the fact is not subject to review in this

court. * * * [Italics supplied.]

As we have already indicated, the taxpayer relies

largely on the testimony of its witnesses showing

that there were a number of informal meetings held

during 1933 about liquidation and that it was the

general understanding that the Northern Grocery

Company was to be liquidated ''as of" December

30, 1933. (R. 36-38, 51, 63-67.) But as the Board

pointed out (R. 25) ''as of" December 30th is not

the same as "on" December 30th. See also Pierce

Oil Corp. V. Commissioner, 32 B. T. A. 403, 432.

Moreover, it is evident that all of the vs^itnesses

understood the plan to be that the Northern Gro-

cery Company should continue as a going business

concern, separate from the taxpayer, throughout

the entire year of 1933, and that while the tax-

payer would take over the business "as of " the end

of the year apparently they did not mean for this

to be until after the close of the year and after the

inventory was taken. So even from the testimony

of the taxpayer's own witnesses, it does not appear

that there is sufficient basis for their contention

that the assets were transferred in 1933 and that

liquidation occurred in that year. Certainly their
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testimony shows that the Northern Grocery Com-

pany actually continued throughout the entire year

as a going business concern and the records re-

ferred to prove its affairs were not wound up imtil

the begiiming of 1934. Furthermore, on their in-

come tax return for 1933, the consolidated balance

sheet of the taxpayer reports the capital stock of

the Northern Grocery Company as still outstanding

on December 30, 1933, which was the last business

day of the year. (R. 74.)

Two of the taxpayer's witnesses refer to the en-

dorsement and cancellation of the stock of the

Northern Grocery Company. (R. 48-50, 57.)

But their statements are very indefinite as to the

actual date although it appears that the cancella-

tion may have been made toward the last of De-

cember. However, this is not a controlling factor

since cancellation might well occur before assets

are distributed or a liquidation is finally effected.

The taxpayer has also called attention to a letter

and a report as supporting its contention. The

letter (R. 71-73) was written in August, 1933, by

the taxpayer's president and stated that the North-

ern Grocery Company was not to be discontinued

until the end of the year. The letter also stated

that since all of the stock of its subsidiary was then

owned by the taxpayer, there would be a great sav-

ing in taxation for 1933. Since it has been inti-

mated that such saving would be the result of a
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liquidation in 1933, we call attention to the fact

that the writer could not have known that the pro-

visions of the Revenue Act of 1932 would be super-

seded by the 1934 Act. Moreover, it is obvious

that the writer referred to the fact that his com-

panies could file a consolidated return and in that

way effect a saving. Prior to 1933, the taxpayer

had never owned the required percentage of stock

of its subsidiaries so it had not been allowed to file

a consolidated return until that year.

The report (R. 55-56) which the taxpayer pro-

duced at the hearing was one which was filed in

1935 with the Collector of Internal Revenue and

in which it was stated that dissolution of the North-

ern Grocery Company and distribution of its assets

occurred on December 31, 1933, which happened

to be Sunday. None of the witnesses at the hear-

ing used this date and it does not appear that the

taxpayer can now seriously contend that any trans-

action actually occurred on December 31. More-

over, the report was filed after the enactment of

the Revenue Act of 1934, and about two years after

the liquidation, and is in fact a statement, like the

testimony here, by the interested party. The

Board properly found that this and other evidence

produced by the taxpayer was not sufficiently con-

vincing and did not overcome the determination of

the Commissioner which was based on substantial

evidence.
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CONCLUSION

The Board's decision is correct and should be

affirmed.

Respectfully submitted,

Samuel O. Clark, Jr.,

Assistant Attorney General.

Sewall Key,

Louise Foster,

Special Assistants to the Attorney General.

November, 1939.
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Revenue Act of 1934, c. 277, 48 Stat. 680:

Sec. 115. Distributions by corporations.*****
(c) Distrih tit ions in Liquidation.—

Amounts distributed in complete liquidation

of a corporation shall be treated as in full

payment in exchange for the stock, and
amounts distributed in partial liquidation

of a corporation shall be treated as in part
or full payment in exchange for the stock.

The gain or loss to the distributee resulting

from such exchange shall be determined
under section 111, but shall be recognized
only to the extent provided in section 112.

Despite the provisions of section 117 (a),

100 percentum of the gain so re^cognized

shall be taken into account in computing net
income. ^ * * (U. S. C, Title 26, Sec.

115.)

Sec. 141. Consolidated returns of rail-

road CORPORATIONS.

(a) Privilege to File Consolidated Re-
turns.—An affiliated group of corporations
shall, subject to the provisions of this sec-

tion, have the privilege of making a con-
solidated return for the taxable year in lieu

of separate returns. * * ******
(d) Definition of ^'Affiliated Group."—

As used in this section an "affiliated group"
means one or more chains of corporations
connected through stock ownership with a
common parent corporation if

—

(18)



19

(1) At least 95 per centum of the stock

of each of the corporations (except the

common parent corporation) is owned
directly by one or more of the other cor-

porations; and
(2) The common parent corporation owns

directly at least 95 per centum of the stock

of at least one of the other corporations ; and
(3) Each of the corporations is either

(A) a corporation w^ose principle business
is that of a common carrier by railroad or
(B) a corporation the assets of which con-

sist principally of stock in such corporations
and which does not itself operate a busi-

ness other than that of a common carrier

by railroad. For the purpose of deter-

mining whether the principal business of a
corporation is that of a common carrier by
railroad, if a common carrier by railroad

has leased its railroad properties and such
properties are operated as such by another
common carrier by railroad, the business

of receiving rents for such railroad prop-
erties shall be considered as the business of

a common carrier by railroad.*****
(U. S. C, Title 26, Sec. 141.)

Revenue Act of 1932, c. 209, 47 Stat. 169

:

Sec. 141. Consolidated returns of cor-

porations.

(a) Privilege to File Consolidated Re-
turns.—An affiliated group of corporations
shall, subject to the provisions of this sec-

tion, have the privilege of making a con-
solidated return for the taxable year in lieu

of separate returns. The making of a
consolidated return shall be upon the con-
dition that all the corporations which have
been members of the affiliated group at any
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time during the taxable year for which the

return is made consent to all the regulations

under subsection (b) (or, in case such regu-
lations are not prescribed prior to the mak-
ing of the return, then the regulations

prescribed under section 141 (b) of the

Revenue Act of 1928 in so far as not incon-

sistent with this Act) prescribed prior to

the making of such return ; and the making
of a consolidated return shall be considered
as such consent. In the case of a corpora-
tion which is a member of the affiliated

group for a fractional part of the year the

consolidated return shall include the income
of such corporation for such part of the
year as it is a member of the affiliated group,

(b) Regulations.—The Commissioner,
with the approval of the Secretary, shall

prescribe such regulations as he may deem
necessary in order that the tax liability of

an affiliated group of corporations making
a consolidated return and of each corpora-
tion in the group, both during and after the
period of affiliation, may be determined,
computed, assessed, collected, and adjusted
in such manner as clearly to reflect the in-

come and to prevent avoidance of tax
liability.*****

(d) Definition of '^Ajfiliated Group''.—As
used in this section an "affiliated group"
means one or more chains of corporations
connected through stock ownership with a

common parent corporation if

—

(1) At least 95 per centum of the stock of

each of the corporations (except the common
parent corporation) is owned directly by one
or more of the other corporations ; and

(2) The common parent corporation owns
directly at least 95 per centum of the stock
of at least one of the other corporations.
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As used, in this subsection the term "stock"
does not inckide nonvoting stock which is

limited and preferred as to dividends.

* •jfr * * *

Remington's Revised Statutes of Washington,

Annotated (1931) :

§ 3803-48. Dissolution—MetJiods.

1. A corporation may be wound up and
dissolved either voluntarily or involuntarily.

2. If the proceedings are voluntary, they
may be conducted either out of court or sub-

ject to the supervision of the court.

3. If the proceedings are involuntary they
must be subject to the supervision of the

court. [L. '33, p. 807, § 48.]*****
§ 3803^9. Voluntary dissolution, how

effected.

I. Voluntary proceedings for dissolution

may be instituted whenever a resolution

therefor is adopted by the holders of at

least two-thirds of the voting power of all

shareholders at a shareholders' meeting
duly called for the purpose.

II. The resolution may provide that the
affairs of the corporation shall be wound up
out of court, in w^hich case the resolution

must designate a trustee or trustees to con-
duct the winding up, but such appointment
shall not be operative until

(a) duplicate copies of such resolution
have been signed and acknowledged by a
majority of the directors or by shareholders
holding a majority of the voting power of
all shareholders, and

(b) one of such copies has been filed for
record in the office of the Secretary of State
and the other copy filed in the office of the
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Auditor of the county in which the corpora-
tion has its registered office.

* * * * »

Treasury Regulations 78, relating to consoli-

dated returns of affiliated corporations (prescribed

under Section 141 (b) of the Revenue Act of 1932) :

Art. 31. Consolidated Net Income.
(a) Definition.—Except as otherwise pro-

vided in these regulations, the consolidated

net income of an affiliated group, which
makes or is required to make a consolidated

return for any taxable year, shall be the

aggregate of the gross income of each of the

members of such group less the aggregate
of the allowable deductions of each of

such members, except that gain or loss

will not be recognized upon transactions

between members of the group (referred to

in these regulations as "intercompany
transactions").*****

Art. 37. Dissolutions—Recognition of
Gain or Loss.

(a) During Consolidated Return Pe-
riod.—Gain or loss shall not be recognized
upon a distribution during a consolidated re-

turn period, by a member of an affiliated

group to another member of such group, in

cancellation or redemption of all or any por-

tion of its stock; and any such distribution

shall be considered an intercompany trans-

action.

(b) After Consolidated Return Period.—
Any such distribution after a consolidated
return period, whether in complete or
partial liquidation, shall be treated as a sale

of the stock, and the adjustments specified in

articles 34 and 35 will be made, and article

36 will be applicable.
us. GOVERNMENT PRINTING OFFICE: 1939
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ATTORNEYS OF RECORD
FAULKNER & BANFIELD

Juneau, Alaska.

For Defendant-Appellant.

HENRY RODEN
Juneau, Alaska.

For Plaintiff-Appellee.

In the District Court for the Territory of Alaska,

Division Number One, at Juneau.

No. 4274-A

OLAF DALE,
Plaintiff,

vs.

HARRIET S. PULLEN, ROYAL R. PULLEN
AND KATHERINE NYE,

Defendants.

COMPLAINT AS AMENDED
Plaintiff complains and for cause of action against

the defendants alleges as follows, to-wit:

1.

That at all times herein mentioned the defendants

Harriet S. Pullen and Royal R. Pullen were, and

now are, the owners of that certain real property and

the buildings, annexes and improvements thereupon,
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situate in the Town of Skagway, Skagway Precinct,

Alaska, described as follows, to-wit

:

Beginning at comer Number 1 of the J. Ber-

nard Moore claim, running thence S. 35 deg. E
158 feet distance to the beginning of comer No.

1 of the Wm. Moore claim ; thence S. 37 deg. 19'

E. 187 feet to corner No. 2 of the Wm. Moore

Claim ; thence N. 41 deg. 19' E. 386 feet to corner

Number 3; thence N. 36 deg. 13' E. 105.5 feet to

corner N. 4; thence N. 48 deg. 38' W. 142.4 feet

to corner No. 5 ; thence S. 44 deg. 28' West 180

feet to corner number 6; thence S. 45 deg. 59'

West 275.9 feet to corner number 1 of the Wm.
Moore tract; excepting and excluding there-

from the following tract, to-wit

;

A tract of land 100 by 100 feet situated on

the S. E. corner of that certain tract known as

the Moore lot, as the same appears on Plat of

the City of Skagway, made by Frank H. Reid

and Thibedeau and adopted by the Council of

the City of Skagway on March 8, 1899, begin-

ning at the S. E. corner of the said Moore's lot,

running thence in a northerly direction along

the right-of-way of the Pacific and Arctic Rail-

way and Navigation Co. 100 feet, thence N. 37

deg. 19' W. 100 feet ; thence S. 37 deg. 19'W 100

feet ; thence southeasterly to the place of begin-

ning, being the same premises and parcel of land

upon which is situate that certain building, with

annexes and outhouses known as the ''Pullen
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House and Annexes", in said Town of Skagway,
Alaska. [1*]

2.

That the defendant Katherine Nye has or claims

(o have some right, title or interest in and to said

property or some portion thereof, but the same is in-

ferior and subject to the lien and claim of the plain-

tiif.

3.

That on or about the 15th day of May, 1933, the

defendants Harriet S. Pullen and Royal E. Pullen

weie and ever since have been in possession of the

said premises and of the buildings thereon and in

the actual occupancy thereof. That on or about said

day plaintiff entered into an oral contract with said

last named defendants Harriet S. Pullen and Royal

R. Pullen, the latter acting by and through his agent,

the said Harriet S. Pullen under the terms and pro-

visions whereof the plaintiff was to perform all the

work and labor necessary or required in the con-

struction, alteration or repairs of the buildings

upon said premises and to do and perform all car-

penter work, electrical work, painting, paper hang-

ing and plumbing needed in or about said buildings,

or any of them, so as to make and keep them in fit

and proper condition for use and occupancy; that

said defendants promised and agreed to pay plain-

tiff for such work and labor a monthly compensation

of $90.00 with board and lodging.

*Page numbering appearing at the foot of page of original certified

Transcript of Record.
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4.

That pursuant to said contract and between the

said 15th day of May, 1933, and the 9th day of Au-
gust, 1938, plaintiff performed 54 and one-half

months of work and labor of the kind and nature in

the preceding paragraph described, all of which was

performed in the construction, alteration and repair

of said buildings, and on account thereof plaintiff

earned the sum of $4905.00' and said defendants be-

came indebted to said plaintiff in that sum
; [2] that

no part thereof has been paid except the sum of

$990.00 and there is now due and owing plaintiff

from said defendants, on account thereof, a balance

of $3915.00 with interest amounting to the sum of

$760.00. Payment of said sum was made as follows:

$90.00 on or about August 1, 1933-^100.00 on or

about September 1, 1935, and $800.00 on or about

August 1, 1938.

5.

That said services were concluded on the 9th day

of August, 1938 ; that thereafter, to-wit, on the 29th

day of August, 1938, plaintiff duly filed in the office

of the Eecorder for said Skagway Precinct his claim

and notice of lien, a copy whereof is hereto attached,

marked "Exhibit A" and the same is here, by ref-

erence thereto, made a part of this complaint.

Wherefore plaintiff prays judgment against the

defendants Harriet S. Pullen and Eoyal R. Pullen in

the sum of $3915.00 and interest accrued thereon

amounting to the sum of $760.00 to date ; for the sum

of $8.50 for the preparation and recording of the
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said notice and claim of lien, for the sum of $500.00

as compensation for his attorney for services ren-

dered and to be rendered in the prosecution of this

action and for his costs and disbursements herein ex-

pended, and that all of the said sums of money be

adjudged and decreed to be a lien upon the said

premises and the buildings and improvements there-

upon hereinbefore described, and that it be decreed

by the Court that the said premises be sold by the

United States Marshal for the Territory of Alaska,

First Judicial Division, in the manner provided by

law and that from the proceeds derived from such

sale the plaintiff be paid the amounts aforesaid, and

if the proceeds from such sale be not sufficient to pay

the same, that plaintiff have judgment for any de-

ficiency against the [3] said defendants Harriet S.

Pullen and Royal R. Pullen and that plaintiff may
become a purchaser at said sale; and that the claim

of each and all of the defendant (s) in and to said

premises or any part thereof be adjudged inferior

to and subject to the lien of plaintiff; and for such

other and further relief as to the Court may seem

proper.

HENRY RODEN
Plaintiff's Attorney. [4]

United States of America,

Territory of Alaska—ss.

Olaf Dale, being first duly sworn, on his oath de-

poses and says: I am the plaintiff named in the

within entitled action; I have read the foregoing
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complaint, know the contents thereof and that the

same is true as I verily believe.

[Seal] OLAF DALE
Subscribed and sworn to before me this 26th day

of September, 1938.

HENRY RODEN
Notary Public in and for Alaska.

My commission expires Aug. 8, 1942.

[Endorsed] : Piled October 1, 1938. [5]

[Title of District Court and Cause.]

ANSWER OF DEPENDANTS HARRIET S.

PULLEN and ROYAL R. PULLEN.

Come now the defendants, Harriet S. Pullen and

Royal R. Pullen, and in answer to the complaint of

plaintiff, admit, deny and allege as follows

:

I.

Referring to the allegations contained in Para-

graph 1, the defendants admit that Royal R. Pullen

was at the times mentioned in said paragraph, and

now is, the owner of the real property, buildings and

improvements mentioned and described in said para-

graph; and deny that Harriet S. Pullen owns or

claims to own any part of same.

II.

Referring to the allegations contained in Para-

graph II, these defendants admit that Katherine
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Nye has and claims some interest in and to the prop-

erty described in Paragraph I, and allege that the

same is by virtue of a real estate mortgage given by
the defendant, Royal R. Pullen, to Katherine Nye;

and deny that the mortgage and the lien thereof are

inferior and subject to any lien and claim of the

plaintiff, but these defendants allege that the said

mortgage is a first, prior, paramount and preferred

lien and mortgage on said premises and property,

and that the same was such at all times mentioned

herein. [6]

III.

Defendants deny each and every allegation con-

tained in Paragraph III of the complaint.

IV.

Referring to the allegations contained in Para-

graph IV, defendants admit that the plaintiff was

employed as Manager of the property described in

the complaint and of the hotel situated on the real

property described at Skagway, Alaska, during the

period from May 15th, 1933, to August 9th, 1938;

deny that he earned the sum of $4905.00; deny that

he performed 54% months of work and labor in

the construction, alteration and repair of the

buildings described in the complaint; admit that

certain payments were made to him, as set forth

in the complaint; and allege that other pay-

ments were made to him, and that during

said period he was the manager of the hotel herein

mentioned and mentioned and described in the com-
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plaint as the ''Pullen House and Annex", and in

sole charge thereof, and operated the same, and that

he appropriated to himself all the proceeds and
profits from the operation of said hotel during the

period mentioned ; and defendants deny that the sum
of $3915.00, or any other sum, is due the plaintiff

from either of the defendants.

Y.

Referring the the allegations contained in Para-

graph V, these defendants have no knowledge upon

which to base a belief as to the truth or falsity thereof,

and, therefore, deny the same; and defendants deny

that plaintiff has or is entitled to any lien or claim

of any nature against the premises described in the

complaint and herein described, and they deny that

he is entitled to judgment in any sum against either

of the defendants. [7]

Wherefore, these defendants pray that this action

be dismissed and that they have and recover of and

from the plaintiff their costs and disbursements

herein, including a reasonable attorney's fee.

FAULKNER & BANFIELD
Attorneys for Defendants,

Harriet S. Pullen and Royal

R. Pullen.

United States of America

Territory of Alaska—ss.

I, H. L. Faulkner, being first duly sworn, depose

and say ; that I am the attorney for the defendants
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Harriet S. Pullen and Royal R. Pullen, hereinabove

named and named in the foregoing answer; that I

have read the said answer and know its contents, and

that the facts stated therein are true and correct, as

I verily believe; and that I make this verification

for the reason that neither of the defendants is at the

place where the verification is required to be made,

and that the defendant Royal R. Pullen is in Lead,

South Dakota, and the defendant Harriet S. Pullen

is in Skagway, Alaska, both more than 100' miles

from the place where this verification is required to

be made.

H. L. FAULKNER
Subscribed and sworn to before me this 1st day

of February, 1939.

[Seal] MARTHA WENDLING
Notary Public for Alaska.

My commission expires October 1, 1942.

Copy received February 2, 1939.

HENRY RODEN
Attorney for Plaintiff. P. 1).

[Endorsed] : Filed February 2, 1939. [8]

[Title of District Court and Cause.]

FINDINGS OF FACT and CONCLUSIONS OK
LAW.

This cause coming on regularly for trial on June

8, 1939, before the Hon. Geo. F. Alexander; Ihc
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plaintiff appeared in person and by his attorney,

Henry Eoden, the defendants, Harriet S. Pullen

and Katherine Nye, appeared in person and by their

attorneys, Messrs. Faulkner & Banfield, and the de-

fendant, Royal E. Pullen, appeared by his attorneys,

Messrs. Faulkner & Banfield

;

Thereupon the said parties introduced all their

testimony and evidence, and after due consideration

thereof, the Court makes the following

—

FINDINGS OF FACT

I.

That on or about the 15th day of May, 1933, at

Skagway, Alaska, the defendants, Harriet S. Pullen

and Royal R. Pullen, the latter acting by his agent,

Harriet S. Pullen, contracted with the plaintiff to

perform work, labor and services for them as a la-

borer, handyman and janitor in about the "Pullen

House", and annexes, located at said Skagway,

Alaska ; that said Pullen House and annexes, during

all the times mentioned herein and in the complaint

were operated by the defendant, Harriet S. Pullen,

as an hotel and apartment house; that said defend-

ants, Harriet S. Pullen and Royal R. Pullen, prom-

ised and agreed to pay [9] plaintiff, for the work,

labor and services to be performed by him as afore-

said, at the rate of $90.00 per month and to furnish

him with board and lodging. That during all the

time mentioned herein, the defendant. Royal R.

Pullen, resided in South Dakota and was not at any

time in Alaska.
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II.

That pursuant to said contract, and between the

15th day of May, 1933, and the 9th day of August,

1938, plaintiff performed fifty-four and one-half

months of work, labor and services under the terms

of said contract ; that such work consisted of paper-

ing- and painting said Pullen House and annexes,

both in and outside, repairing the roofs and founda-

tions thereof, making alterations in the interior

thereof, installing therein lighting, heating and

bathroom fixtures and appliances, and, in general,

did all work necessary or required to restore said

buildings to and keep them in a reasonable state of

repair ; that at the time of the commencement of the

performance of said work and labor, said buildings

were in a run-down and dilapidated condition, and

the work and labor performed by plaintiff added

greatly to the value thereof
;
plaintiff also performed

services as janitor in and about said premises, and

other services at the same time.

III.

That on account of the performance by plaintiff of

said work, labor and services performed as afore-

said, plaintiff earned the total sum of $4905.00, and

said defendants, Harriet S. Pullen and Royal R.

Pullen, became indebted to plaintiff in that sum;

that no part thereof has been paid except the sum of

$990.00, and there is now due and owing plaintiff,

from said last named defendants the sum of

$3915.00, with interest accrued, at eight per cent per
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annum, which interest, on the 1st day of August,

[10] 1938, amounted to the sum of $760.00.

IV.

That on the 29th day of August, 1939, and within

thirty days after plaintiff ceased to perform said

work, labor and services, he caused to be filed in the

office of the Recorder in and for Skagway Precinct,

Alaska, that being the precinct in which said prem-

ises are situate, his notice and claim of lien upon said

premises and the land upon which the same are sit-

uate ; that said notice of lien contains a statement of

his demands after deducting therefrom all just

credits and offset, with the names of the owners

thereof and a statement of the terms of his contract

and a description of the premises sought to be

charged with said lien ; that a true copy of said lien

notice is attached to the complaint filed in this cause,

and by reference thereto is made a part of said com-

plaint. That no testimony has been introduced show-

ing the value of the services performed by plaintiff

in making repairs separately from the value of ser-

vices as janitor and the other services joerformed by

plaintiff during the period covered by the pleadings.

V.

That the defendant, Katherine Nye, holds a mort-

gage upon the premises described in the complaint

and in said notice and claim of lien, upon which

there remains due and owing the sum of $2140.01, to-

gether with interest at eight percent per annum

from the 15th day of July, 1938 ; that said mortgage
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was duly filed for record at the time plaintiff com-
menced to perform said work, labor and services, in

the office of the Recorder for said Skagway Precinct,

Alaska, and the same is now and was at all times

mentioned herein, a prior lien on the premises de-

scribed in plaintiff's complaint. [11]

And from the foregoing Findings of Fact, the

Court draws the following conclusions of law, to-

wit:

CONCLUSIONS OF LAW
I.

That plaintiff is entitled to recover of and from

the defendants, Harriet S. Pullen and Royal R. Pul-

len, the sum of $3915.00, together with interest ac-

crued thereon up to the 1st day of August, 1938,

amounting to the sum of $760.00, and interest at the

rate of six percent upon said principal sum from

said 1st day of August, 1938, until paid.

IT.

That plaintiff is not entitled to a lien upon the

premises described in the complaint and his notice

and claim of lien for the work, labor and services

performed by him as set forth in the foregoing Find-

ings of Fact.

TIL

That the defendant, Katherine Nye, has a valid

and subsisting mortgage lien upon said premises in

the sum of $2140.00, together with interest thereon

at eight percent per annum from the 15th day of

July, 1938.
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TV.

That Plaintiff is entitled to recover his costs and

expenses herein incurred, from the defendants,

Harriet S. Pullen and Royal R. PuUen.

Defendants are allowed an exception to these

findings.

Done at Juneau, Alaska, this 30 day of June, 1939

GEO. F. ALEXANDER
District Judge.

[Endorsed] : Filed July 1, 1939. [12]

En the District Court for the Territory of Alaska,

Division Number One, at Juneau.

No. 4274-A

OLAF DALE
Plaintiff,

vs.

HARRIET S. PULLEN, ROYAL R. PULLEN
and KATHERINE NYE,

Defendants.

JUDGMENT.

This cause coming on regularly for trial before

the Court on June 8, 1939, before the Hon. Geo. F.

Alexander; the plaintiff appeared by his attorney,

Henry Roden, the defendants Harriet S. Pullen and

Katherine Nye appeared in person and by their at-

torneys Messrs. Faulkner & Banfield, and the de-
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fendant Royal R. Pullen appeared by his attorneys

Messrs. Faulkner & Banfield.

Thereupon the said parties introduced all their

testimony and evidence and after due consideration

thereof the Court made its Findings of Fact and

Conclusions of Law which are now on file and of rec-

ord in this cause. And now, the Court being fully

advised

:

Does order, adjudge and decree that the plaintiff

do have and recover of and from the defendants

Harriet S. Pullen and Royal R. Pullen, jointly and

severally, the sum of $3915.00 principal and $760.00

interest together with interest upon said principal

sum of $3915.00 at the rate of six per cent per annum

from the first day of August, 1939, until paid, to-

gether with his costs and disbursements herein ex-

pended, to be taxed by the Clerk.

Defendants are allowed an exception.

Done at Juneau, Alaska, this 1st day of July, 1939.

GEO. F. ALEXANDER
District Judge.

Entered Court Journal # 12 Page 444.

[Endorsed] : Filed July 1, 1939. [13]

[Title of District Court and Cause.]

PETITION FOR APPEAL

Come now Harriet S. Pullen and Royal R. Pullen,

defendants herein, and feeling themselves aggrieved

by the decision, judgment and decree of the court
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raade, signed and entered in this court and cause

against the defendants on July 1st, 1939, wherein the

court found that Harriet S. Pullen and Royal R.

Pullen were jointly and severally indebted to the

plaintiff, Olaf Dale, in the sum of $3915.00 principal

and $760.00 interest, plus interest upon the total

amount of $4675.00 from August 1st, 1938, until

[)aid, together with plaintiff's costs and disburse-

ments, do hereby appeal from the said final judg-

ment and decree, and the whole and every part

thereof, to the United States Circuit Court of Ap-

peals for the Ninth Circuit, for the reasons specified

in the Assignments of Error filed herewith; and

pray that said appeal be allow^ed; and further pray

that the court herein fix the amount of bond to be

given by Royal R. Pullen on this appeal, such bond

to operate as both cost bond and supersedeas and

bond on appeal; and further pray that the time be

fixed by the court for preparation and settlement of

I) ill of exceptions in this cause.

HARRIET S. PULLEN
and ROYAL R. PULLEN,

defendants.

By: FAULKNER & BANFIELD
Their Attorneys. [14]

Service of copy of the foregoing Petition for Ap-

()eal is hereby acknowledged this 6th day of July,

1939.

HENRY RODEN
Attorney for Plaintiff-Appellee.

[Endorsed] : Filed July 6, 1939. [15]
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[Title of District Court and Cause.]

ASSIGNMENTS OF ERROR
Come now Harriet S. Pullen and Royal R. Pullen

;

appellants herein, and make and file the followini.'.

Assignments of Error, upon which they will rely in

prosecuting their appeal in the above entitled

action

:

I.

The court erred in rendering its decision herein Xo

the effect that defendants-appellants. Royal R. Pul-

len and Harriet S. Pullen, were either jointly or

severally indebted to the plaintiff for the amounts

claimed in the complaint, or any portion thereof.

II.

The court erred in holding the defendant, appel-

lant, Royal R. Pullen, liable, as owner, and defend-

ant-appellant, Harriet S. Pullen liable, as ageni,

for the amount claimed by plaintiff.

III.

The court erred in finding, as in Paragraph I of

the Findings of Fact, that Harriet S. Pullen was

acting as agent of Royal R. Pullen, and that Royal

R. Pullen entered into any contract with the plain-

tiff on May 15th, 1933, or otherwise, to perform

work, labor and services for him as a laborer, handy

man, janitor or otherwise, in and about the Pullen

House at Skagway, Alaska, and that [16] the said

Royal R. Pullen promised and agreed to pay plain-

tiff for any work, labor or services to be performed
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by him, at the rate of $90.00 per month, or in any

other sum.

IV.

The court erred in finding, as in Finding of Fact

No. 11, that the plaintiff performed any services for

Royal R. Pullen pursuant to any contract made with

liim by the said Royal R. Pullen.

V.

The court erred in refusing to find that during a

portion of the period mentioned in Finding of Fact

No. 11, to-wit, between May 15, 1933, and August 9,

1938, the plaintiff, Olaf Dale, acted as manager in

charge of the Pullen House.

VI.

The court erred in making Finding of Fact No.

Ill, for the reason that the same w^as not supported

by the evidence.

VII.

The court erred in entering Conclusion of Law No.

1, for the reason that the same is not supported by

the evidence.

VIII.

The court erred in entering Conclusion of Law

No. IV, for the reason that the evidence does not

support the same

;

IX.

The court erred in entering judgment herein

which is contrary to the law, and evidence and

|)leadings herein.
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To all of which errors, defendants appellants ex-

cepted and had an exception allowed.

FAULKNER & BANFIELD
Attorneys for Defendants-

Appellants.

Service admitted Jul. 6, 1939.

HENRY RODEN
Attorney for Plaintiff-Appellee.

[Endorsed] : Filed July 6, 1939. [17]

[Title of District Court and Cause.]

ORDER ALLOWING APPEAL
In consideration of the petition of defendants-

appellants for allowance of appeal in the above en-

titled cause, and the court being fully advised in the

premises

;

It is hereby ordered that the said petition for ap-

peal be, and the same is hereby allowed, and thai

transcript of the record in said cause, duly authenti-

cated, may be prepared and forwarded, pursuant to

law and the rules of the court, to the United States

Circuit Court of Appeals for the Ninth Circuit at

San Francisco, California, by the clerk of this court
;

and,

It is further ordered that the supersedeas bond on

appeal and cost bond on behalf of the defendant-

appellant. Royal R. PuUen, is hereby fixed in the

sum of $5300.00, conditioned that the appellant.

Royal R. Pullen, will answer all damages and costs

if he fails to make his plea good, including such
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judgment as may be finally entered against him and

costs, and that such bond be given with two approved

sureties, to be approved by either the judge of the

above entitled court or the clerk thereof; and that

upon the giving of said bond and approval of same,

(execution and further proceedings be stayed herein

as to defendant Royal E. Pullen, and, [18]

It is further ordered that defendants-appellants

shall have until July 31st, 1939, within which to pre-

pare, file and settle Bill of Exceptions herein.

Dated and signed in open court in Juneau, Alaska,

this 6th day of July, 1939.

GEO. F. ALEXANDER
District Judge.

Copy received, July 6, 1939.

HENRY RODEN
Attorney for Plaintiff-Appellee.

Entered Court Journal #12 Page 452-453.

[Endorsed] : July 6, 1939. [19]

(Title of District Court and Cause.]

CITATION

The President of the United States of America, to

Olaf Dale, Plaintiff hereinabove named, and to

Henry Roden, his attorney of record

:

You are hereby cited and admonished to be and

appear in the United States Circuit Court of Ap-

peals for the Ninth Circuit in the City of San Fran-
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Cisco, California, within thirty (30) days from the

date hereof, pursuant to an order allowing an ap-

peal entered in the office of the clerk for the Dis-

trict Court of the Territory of Alaska, Division No.

1, at Juneau, wherein Olaf Dale is plaintiff and Har-

riet S. Pullen, Royal R. Pullen and Katherine Nye

are defendants; and to show cause, if any there be,

why the judgment mentioned in said appeal should

not be corrected and speedy justice be done to the

parties in that behalf.

Witness the Hon. Charles Evans Hughes, Chief

Justice of the Supreme Court of the United States,

and the seal of the District Court, Territory of

Alaska, Division No. 1, this 6th day of July, 1939.

GEO. F. ALEXANDER,
District Judge.

Attest

:

ROBERT E. COUGHLIN
Clerk of the District Court, Territory of

Alaska, Division No. 1.

Entered Court Journal No. 12 Page 453-454. [20]

Service of the foregoing Citation admitted this

6th day of July, 1939.

HENRY RODEN
Attorney for Plaintiff.

[Endorsed] : Filed July 6, 1939. [21]
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[Title of District Court and Couse.]

BOND ON APPEAL
Know all men by these presents, that we, Royal R.

Piillen, as principal, and John Reck and Elwood

McClain, as sureties, hereby acknowledge ourselves

to be indebted and firmly bound to pay Olaf Dale,

the plaintiff hereinabove named, the sum of Fifty-

fhree Hundred Dollars ($5300.00), lawful money of

the United States, the payment of which well and

truly to be made we bind ourselves, and each of us,

and our heirs, executors and administrators, jointly

and severally firmly by these presents.

Sealed with our seals and dated this 6th day of

July, 1939.

The condition of this obligation is such that,

whereas the above bounden Royal R. Pullen has ap-

pealed to the United States Circuit Court of Ap-

peals for the Ninth Circuit from that certain judg-

ment rendered, made and entered in the above en-

titled action on July 1st, 1939, wherein and whereby

it is ordered, adjudged and decreed that said Olaf

Dale, the above named plaintiff, have and recover

from the defendant, Royal R. Pullen, the above

named principal, the sum of $4675.00, with interest

at 6% per annum from August 1, 1938, until paid,

together with his costs and disbursements herein

expended to be taxed by the clerk
; [22]

Now, therefore, if the said Royal R. Pullen shall

prosecute his said appeal to effect and shall answer

for any pay all such damages and costs as may be

awarded against him, if he fails to make his plea



vs. Olaf Dale 23

good, then this obligation shall be null and void

otherwise to remain in full force and effect.

ROYAL R. PULLEN"
By:H. L.FAULKNER

His Agent and Attorney

(Princiijal)

JOHN RECK
ELWOOD McCLAIN

(Sureties)

United States of America

Territory of Alaska—ss.

We, the undersigned, John Reck and Elwood

McClain, whose names are subscribed to the forego-

ing bond as sureties thereon, being first severally

duly sworn, each for himself and not one for the

other, depose and say : That we are residents of the

Territory of Alaska, over the age of twenty-ono

years, and not in any manner interested in the fore-

going action or the outcome thereof, and that we are

each worth the sum of $5300.00 over and above all

our just debts and liabilities, exclusive of property

exempt from execution. Neither of us is an attorney,

counsellor at law nor officer of any court.

JOHN RECK
ELWOOD McCLAIN

Subscribed and sworn to before me this 6th day of

July, 1939.

[Seal] MARTHA WENDLING
Notary Public for Alaska.

My commission expires Oct. 1, 1942.

[Endorsed] : Filed July 6, 1939. [23]
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OEDER
On this day, it is hereby

Ordered, that the foregoing bond on appeal be,

and the same is hereby approved as to amount and

sufficiency of sureties, and it is further

Ordered, that said bond shall operate as a super-

sedeas from the date of the filing thereof.

Done in open court this 6th day of July, 1939.

GEO. F. ALEXANDER
District Judge.

Copy of foregoing bond received and approved

this 6th day of July, 1939.

HENRY RODEN
Attorney for Plaintiff, Olaf Dale.

Entered Court Journal #12 Page 453.

[Endorsed] : Filed July 6, 1939. [24]

[Title of District Court and Cause.]

STIPULATION RE. PRINTING TRANSCRIPT
OF RECORD.

It is stipulated between counsel for the respective

f)arties hereinabove named that in printing the rec-

ord in this cause for use in the Circuit Court of Ap-

[)eals for the Ninth Circuit, all captions should be

omitted after the title of the cause has been once

printed, and the words "caption" and "title" and

the name of the paper or document should be substi-



vs. Olaf Bale 25

tilted therefor. All other parts of the record should

be printed.

Dated at Juiieau, Alaska, this 2nd day of August,

1939.

H. L. FAULKNER
N. C. BANFIELD

Attorneys for Appellants.

HENRY RODEN
Attorney for Appellee.

[Endorsed] : Filed August 5, 1939. [25]

[Title of District Court and Cause.]

BILL OF EXCEPTIONS.

Be it remembered, That on June 8, 1939, this cause

came regularly on for trial before the court without

a jury, the Honorable Geo. F. Alexander, Judge,

presiding, and all parties being represented by coun-

sel, whereupon the following proceedings were had:

Plaintiff's witness,

OLAF DALE,

being first duly sworn, testified

:

Direct Examination

My name is Olaf Dale. I am sixty years old. I am
acquainted with Mrs. Pullen and with Royal Pullen.

I first became acquainted with Royal Pullen at

Skagway Alaska in 1919.

Mrs. Pullen wrote to me at Portland *'if I wanted

to come fix her place '

' and I came, landing in Skag-
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(Testimony of Olaf Dale.)

way May 15, 1933. I started to work the next day.

She was supposed to pay me $90.00 a month and

board and room. That was agreed. I was supposed to

do carpenter work, painting, fix all the rooms, paper

the rooms, put a new foundation [27] under the

house, new roof on it; and I made three apartments

and a new museum.

Besides the Pullen House there is included in the

Pullen property two annexes about 35 feet apart, on

the same lot. The Pullen House is a three-story

building, 85 feet long, three stories high, the main

Pullen House is three-story in part and part two

story, the first story is a tw^elve foot ceiling, the sec-

ond a ten foot ceiling. It has 8,000 square feet floor

space, equal to eight or nine fair rooming houses,

forty-three bedrooms, dining room eighteen by

ninety feet, sun parlor about eighteen by forty.

Mrs. Pullen told me to fix the foundation of the

Pullen House. James Gordon helped me with this

work which I started immediately after my arrival.

We dug a ditch to get imder the house, took out the

board, the posts were rotten, timbers and some of the

joists rotten. We got creosote piling for posts and

carried big flat rocks on which to set the posts. We
put new posts all through there, and got through the

last of June. The work included took in the founda-

tion of the building except one end. Mrs. Pullen

came out and told us to cover the ditch, nail the

boards back because tourists were coming.

On request of Mrs. Pullen I next painted the

house, two coats outside all by myself. Then about
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(Testimony of Olaf Dale.)

September (of 1933) I built a storm porch with door

and windows on the front of the house, as the south

wind is always very strong there. I painted the

porch and windows. That took me about a week. I

made twelve storm windows and hung two storm

doors, painting the windows before putting them on.

I don't remember just how^ long I took with this

w^ork, don't know exactly the date I finished all I

did. [28]

Next I repaired the furnace, I mean the oil

burner. It made a terrible flame, it smoked up the

house badly. Mrs. Pullen told me she had sat and

watched it during the tourist season and her face got

black from the smoke. I changed the oil burner, put

it in the lower part put a brick wall around it, took

it apart, fixed the trouble entirely, and it has worked

w^ell since. I worked about a week on it.

I started work in Room 4, two rooms connected

with bath. I tore all the loose plaster off—it came off

at a touch, and replastered walls and ceiling and

kalsomined—two coats—and painted all woodwork

in the two rooms and the bath-room. I do not remem-

ber how long this work took.

I next started on the dining room; it is built in

three sections, two sets of French doors. The plaster

was cracked and loose. I took the loose plaster off, re-

plastered, I replastered, kalsomined the ceiling,

three coats, and ''re-done the dining room," floor

was worn out, about ^yq feet wide down to the

grooves, and big slivers loose in the floor. I chopped
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(Testimony of Olaf Dale.)

that out with a chisel and replaced the flooring and
repainted the dining room floor three coats and
painted all the doors and windows. I painted all the

woodwork in there. I was through there sometime in

March, 1934. Mrs. Pullen told me to fix the dining

room.

There was a serving room. The floor was worn
down to the grooves, very uneven. I put in news

joists and floor, tore out old plaster and put in new
plaster, kalsomined two coats. I repainted the doors

and windows and floor. This was done before the

tourist season of 1934. Also, before that tourist

season I painted the kitchen which was black from i

[29] furnace smoke. I gave the floor two coats.
'

Mrs. Pullen then wanted me to work upstairs on

two rooms—7 and 8. I kalsomined and replastered, 1

took out the loose plaster and replastered and kalso-

mined two coats. The carpet was worn out, green

rags nailed at some of the corners. I know in 1933 i

people would not stay there at all, just walked right
]

out. In the smaller rooms she had small carpets, same

pattern. I took them and made one carpet for the big

room and then cut the bad places from the carpet

from the big room and used it in the small rooms.

She didn't have to buy a new carpet.

About the 1st of April, 1934, she asked me to raise

the roof on two rooms, number 9 and 8.

The Court : I thought this was 7 and 8.

The Witness : That one I kalsomined, but this was

8 and 9.

The Court : Do you have two number eights ?
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(Testimony of Olaf Dale.)

The Witness: No, that was 6 and 7; the others

what I kalsomined. This was 8 and 9, on the other

side of the hotel.

The rafters came down to the floor on two sides,

you couldn't stand straight in the room except where

you came in from the door, the bed was under the

lean. I tore the roof off and built one dormer for the

two rooms, the dormer is about twenty-four feet by

sixteen. I put a shingle roof on the dormer and tAvo

windows in the corner ; fixed it so you could put twin

beds in the center of the room; made a clothes

closet; wired it; put ceiling switches in, and plugs

and carpets, papered the rooms. When I tore out the

roof I had to put ceiling joists in and sealed it and

papered it with wall paper and painted the wood-

work. I done the same thing in number 9. There I

had to change the radio, also the wash basin; made

a window seat [30] at Mrs. Pullen 's request, to cover

the big steam pipes. I just finished this work before

the 1934 tourist season, which starts the last part of

June and lasts about two months.

During the tourist season in 1934 she asked me to

clerk in the office when the boat came in. I told her

I didn't care for that work or know about it, but she

told me she couldn't get anybody to do it. Her

grand-daughter took care of the office in 1933 and

then got married. That is why she wanted me to do

it. During the tourist season I did all necessary re-

pairs, like bathroom faucets. She has old faucets

where there is a rubber ball inside; they swell and
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(Testimony of Olaf Dale.)

you can't get water. I had to shut the water off and

fix it, put a new ball in or whatever was needed.

Same with the nickle plated pipe, it wears out and

leaks. Kitchen drains plug up and have to be taken

apart and cleaned. She has several oil burners which

get very dirty. You have to take them apart and

clean them. When a boat came I clerked, if no boat I

put on old clothes and work outside.

After the tourist season in 1934 I started to put a

new roof on the main Pullen House which has a

shingle roof. Mrs. Pullen told me it had been on

thirty-five years and was entirely rotten. Mrs. Pul-

len told me to fix it. I put 40,000 shingles on the

main roof, without help, put in valley tins and new

tin shingles around dormers, finishing about the first

of October. Then she asked me to tear down an old

building she had back of the first annex. The founda-

tion and roof were gone. I told her the best thing to

do was tear it out. She told me to go ahead. I took

the ceiling out first, took the nails out and tore the

siding off outside. It was one by twelves up and

down. I took the nails out and carried the lumber up

to the Pullen [31] House. Mrs. Pullen had curios

scattered around in two rooms, with a bath connect-

ing. She asked fifty cents to go in, but they didn't

want to pay it. I made some concrete blocks for the

museum and started to frame them up. She hired

Frank Jimmey to help me raise the floor up. The

building (museum) is about twenty by fifty, fifteen

foot ceiling. I framed the building up first, framed
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(Testimony of Olaf Dale.)

six windows and door and had the first floor on ; and

then she asked me—there is an opening between—it

is a long building, of three stories, back of the Piillen

House, built into the Pullen House, or the main Pul-

len House; there is two rooms there; between this

long building and the main Pullen House is an open-

ing about fifteen feet. She asked if I could put two

walls and a roof and make a room out of it. Yes.

Then I framed that out and put a roof over it, paper

roof, and framed in two windows, one on each side.

After that then a cold winter started and I couldn't

do more outside. I started to work inside on the room

and tore out the old roof and put in ceiling joists in

this room. I cut out rafters, put in floor and ceiling

joists and sealed it up with ceiling from this old

building; and then I pasted paper on the walls and

ceiling and repapered with wall paper and made

frames and installed the windows and straightened

up the windows and door and baseboards and put in

a floor and painted it and the woodwork and wired

it with ceiling lights, switches and plugs. There is

a little hall from this room into the main hall.

Alongside this was a big bath room. Mrs. Pullen

asked if I could move the partition over and make

another bath room for this room, which I did. I in-

stalled all the fixtures and plumbing and sealed it up

inside, the same as the room. That was in the spring

of 1935. [32]

I then went back to the museum. I made six win-

dow frames and door frame, put in the windows, and
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(Testimony of Olaf Dale.)

hung the door ; built a brick chimney in the musemn,
laid the floor, sealed the walls and ceiling with ply-

wood and then painted it three coats and wired it

for two ceiling lights, two plugs and one switch,

painted the floors two coats; and it was the tourist

season again—in 1935.

During the tourist season of 1935 I did necessary

repair work. When no boat was in I worked in the

rooms, fixed the foundation where it was unsound,

fixed the toilets and locks, etc.

Then I started to work on rooms upstairs. I put a

bath-room in for Room 40 and papered it, wired, in-

stalled the plumbing and changed the door, repaired

carpets and painted everything. I made a large linen

closet with eight large drawers for blankets. That

was in the fall of 1935. I kept on with the rest of the

rooms, papered and replastered and kalsomined and

painted all the rooms and fixed the carpets. There

were forty-three rooms in the main building. I done

every room in the house. I fixed up five rooms in the

annex. I kept on with all the rooms then up to the

1936 tourist season. Then she asked me to go over to

the annex and put in a new bath room, because there

was no bathroom for the five rooms. I put a sewer

from the top floor clear to the ground, ran a drain

for the wash basin and installed a water tank, elec-

tric water heater and laid linoleum down for that

room and cleaned up the other rooms so that she

could use it for the smnmer. I imagine that took

about two weeks.
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( Testimony of Olaf Dale.

)

I went back to the Pullen House. I scraped the

floor in the sun parlor, as I do every spring ; scraped

the shellac off and sandpapered and shellaced it, two

coats [33] every spring because people walk on it so

much. I painted the bathroom floors every spring

and kalsomined the bathroom.

Q. We are now talking particularly about the

spring of 1936. What did you do during that time?

A. That is what I was doing, working on the

rooms up to the tourist season.

During the tourist season I did necessary repairs,

even when they were around something happened,

the drain clogged, sometimes I had to clean it two or

three times a week ; and care for the oil burners and

act as Clerk too.

In September, 1936, Mrs. Pullen asked if I could

make an apartment in the first annex (about 35 feet

from the Pullen House) for a school teacher who

wanted to bring his family to Skagway. The first

thing, I put in a sewer for the bath room—for three

bath rooms at the same time, saving money. I had to

connect the waterline, which comes from the power

plant. The pipe line was old and rotten. I had Frank

James and Bill Frank Jimmy to help me. We dug a

ditch, put in 250 feet of pipe, repaired the box which

held the pipe. This was in the fall after I started

work on the apartment.

The apartment used to be a store, had big store

windows in front. I took the window out and put in

one big new one in front, one French on each side,
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two in the nook, one in the kitchen, one in the bed-

room, one in the bath room; cut new openings for

them, put in a partition, made a living room, kitchen,

bedroom, bath and one big closet. I made built-ins,

ironing board, linen clothes cupboard in the bath-

room, two drawers for blankets. Then I celatexed the

whole, rewired, put in fixtures, etc., installed bath-

room fixtures, sewer, drain, water tank and [34]

kitchen sink. I done all the wiring and plumbing,

painting and paper hanging and laid linoleum in the

kitchen, nook and bathroom. The apartment or

building, before I started these improvements was

not habitable. After I finished it was occupied prac-

tically every day. I got through there about January

7th this man moved in there then. This was 1937.

That winter I worked on the Pullen House, on the

rooms. A boiler maker working for the White Pass

asked Mrs. Pullen if she couldn't make him an

apartment. Mrs. Pullen asked me to see if I could

fix up one for him to Annex Number 2, which was

not fit for habitation as it was. I put in a partition,

made a living room and two bedrooms and kitchen

and bathroom and two clothes closets and celatexed

part of it. I painted and papered the rooms. I in-

stalled an oil burning circulating heater, with oil-

tank outside on a stand, connected the oil line and

connected the plumbing and bath room. In order to

place the door properly I had to move the bath tub

to the other side and connect it up. I moved the sink

to the kitchen and put a regular wash basin in the

bath room. This was in February, 1937.
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Also in 1937 I fixed the foimdation on this build-

ing here that time; then I went back to the PuUen
House and worked paper, replastering, wiring the

rooms and fixing cabinets. I worked there until

around May 1st. Mr. and Mrs. Horn asked Mrs. Pul-

len for a couple of rooms to be fixed for them in the

first annex. I went to work and put in a partition,

bath room, and sewer and fixed it the same as I did

in the other apartment, with storage cupboard, in-

stalled a watertank, electric water heater, wired it,

laid linoleum, and installed a wash basin and [35]

everything. I painted the bathroom three coats, cela-

texed it, wired it, and cut a window in it; papered

and celatexed this partition between the bathroom

and another closet in the bathroom and another for

Mr. Horn in the bedroom with some built-ins in it,

and papered the living room. '

During the tourist season of 1937 I did all the nec-

essary repairs, faucets, oil-burners, fans and man-

gle and pipes and drains in the kitchen and rooms.

One lady let her stockings go down through the drain

pipe. I worked all night to get it in shape again.

In September, 1937, Mrs. Pullen asked me to build

on a kitchen, dining room and large closet and back

entrance for Horn. I told her I could keep on like

this and never get any money. Her grand-daughter

and she both went after me '

'You must do it—if you

don't we will have to get somebody else to do it." I

did it. The materials were ordered. I started to make

the cement blocks and put them in and put sills on

and joints and frame it up. That apartment of
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Horns had the same kind of a window as the other

one. It was broken up from settling. We took that

out and framed in the old front for one big window
in the center and one French window on each side,

and seven other windows in the various rooms; and

I made frames and put windows in. We sent for the

window sash. I installed them and hung the door,

and put a shingle roof on it, and I built a chimney. I

forgot to tell you I built a chimney for the first

apartment, of brick. I celatexed the whole thing and

made built-ins as for the other apartment, installed

the plumbing. At Mr. Horn's request I installed the

water tank in the bathroom, against my own judg-

ment. It would not work and I had to do consid-

erable extra work and re-installed it in the kitchen

and after that it worked fine. That work [36] done in

'38, in the spring, in January. On this place for

Horn I also hung storm windows and touched up

here and there, small ideas. It was around the mid-

dle of February when I finished.

Back at the Pullen House—the waterline for six

rooms ran along the outside wall. The pipes froze. I

sawed the pipes out, changed and reconnected the

plumbing (pipes) and fixed the pipes inside the

room in such a way that when the water was turned

off and the faucets opened they drained. It was a

considerable saving of fuel.

In the spring of 1938 before the tourist season I

repapered, plastered another room 3 made a clothes

closet and changed the wash basin, which was on the
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wrong side. I put in a drain and hot and cold water,

and made a window seat to cover the steam pipes ; I

also built a little case on top of the pipes, for books,

magazines, etc., and painted it. This takes us up to

about May, 1938. Every year you have to paint the

bathroom floors, kalsomine the walls and ceilings

and also fix the sun parlor, shellac it. There is three

bathrooms, public bathroom on the second floor, two

on the third; only two rooms in the house with full

bath, the rest has just tub and wash basin. I imagine

there is about nine or ten rooms with those baths;

there is only two had complete bathrooms. I painted

and fixed up, painted the dining room floor in 1938.

I painted that floor in 1933 and again in 1938 and

also the kitchen floor.

During the tourist season of 1938 I did necessary

repairs, as before, fixing the faucets, etc.

I ceased being employed there August 9th, 1938.

Mrs. Pullen had sent for a new gas burner for the

mangle. I installed that gas burner, repaired the

pipes. Then the [37] morning of August 9th Mrs.

Pullen told me her bathroom was plugged up, the

water closet. I went in there and took the closet ofl',

but couldn't get it cleaned out. It was nearly lunch

time. I didn't get a chance to put the toilet back on. I

went to wash up and down to the kitchen to eat. I

went back to my room to put my overalls on again

and go finish the bathroom. Then Mrs. Pullen and

her grandson and the Marshal came to my room,

knocked. Mrs. Pullen showed me a telegram. The
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telegram says "Discharge Olaf at once, Royal." I

know who "Royal" was,—Royal Piillen, her son.

The telegram was addressed to her.

During this time I received some pay, sometime in

August, 1933, she gave me a check for $90.00; she

paid me $100.00 in 1935, I think in August; and in

1 938 she had a crowd and August 1st when they left

she had eight or nine hundred dollars and I asked

her for that and she says all right. I had a conversa-

tion with her that time in 1933 about paying me. She

said $90.00 is all she could spare that time because

she owed so many people, phone, light, hardware,

bills, Frye Bruhn $900.00, Jim Neal $800.00. I asked

her if she was afraid they would sue her. She said

"Oh no, I am not afraid, because I had to put the

XDroperty in my son's name so they wouldn't bother

me with the bills.
'

' I told her I could not keep on like

that without pay. She said "My son will pay you."

She said she was running the place for her son and

she was his agent. I said "Why don't you write to

Royal Pullen and tell him I was working there and

doing repairs" and try to get a loan on the place and

fix it up. She wrote right there. She said, in the let-

ter, that she sent to Portland for me. Royal knew me

before and that I was there working. She gave me

the letter to read and mail. [38] She got an answer

in about three weeks. I brought it. She opened and

read it. It says in the letter, "Go ahead and fix the

place up * * * have Olaf fix it and I will pay for it."

Mr. Lee the cook was there at the time and his wife
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was there helping him that evening; James Gordon
was there. Altogether I put in fifty-four and a half

months at the rate of $90.00 a month and have been

paid $990.00. I filed a lien. That is my signature on

the paper shown me, in both places, sworn to August

23, 1938, recorded by Canvas Write who is United

States Commissioner. During the time I was there

Mrs. Pullen hired me, told me what to do. Mrs. Pul-

len ran the place up there, hired James Gordon and

paid him. She sent Frank Jimmy to me to help me.

Mrs. Pullen hired him and paid him. When I worked

in the office I did collect some of the money from

tourists. I left it right there, put it in the safe at

night. The records for tourists were kept on sheets

of paper, noting w^hat was due from them, number

of days they stayed, etc. The hotel was run mostly

on the American plan. Mrs. Pullen had a number of

city roomers and boarders. She collected the rentals

from them and from the annex apartments. I never

collected any of those sums. Mrs. Pullen paid the

bills, but she sent me over to pay the bill. I looked

to Royal for my pay up there, because he promised to

pay it, in that letter. While I was there Mrs. Pullen

did not hire any other mechanic to work on' the place.

When I went there the Pullen house floor was set-

tled so much it was "just like an ocean wave." When
you walked on it it shook all over. The annex was

piled up with old broken furniture. Lee lived in the

second annex. After he left nobody would rent it.

When I got through the house was in good shape.
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Mrs. Pullen expressed approval of my work and

(old many [39] people how nice the work was and

I low wonderful the improvement, and if it wasn't

for me she would be flat on her back, couldn't have

(hme it. My occupation is carpenter.

Cross Examination

I was fired very suddenly by a telegram from

Royal in August, 1938. The Marshal didn't read the

telegram but a letter from Banfield. That was the

first time the Marshal had been there. There were

some teachers that lived there. I do not know of one

named Helen Smith, but somebody by the name of

Helen Smith worked there.

Q. As a matter of fact didn't the telegram come

because Helen Smith wrote Royal a letter and told

him you called his mother a son-of-a-bitch and told

her to go to hell, and several other things—^which

tielen told you she was going to do ?

A. No, I never stated and never said such word.

I don't know why Royal suddenly telegraphed to

fire me. All the telegram said was to discharge Olaf,

just out of a clear sky. I don't know why. I never

saw him after 1919. Royal knew I was there. I cut

wood with him in Alaska in 1919. I married his sis-

ter in 1922. I never had trouble with Royal about

that, never any at all. Royal and I are good friends.

I am sure he knew I was there. Mrs. Pullen was

there all the time I was except in the fall of 1937

when she was out for two months and one time be-
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fore, she went away, I think in 1936. When I acted

as clerk there I took in some money. The money

was kept there, all the time. It was paid out in bills.

Mrs. Pullen sent in to the office and gave me an order

to pay it.

Q. Yoii took the money and paid the bills'?

A. Not all the bills. I didn't take the money

either [40] because she collected the rents from the

boarders and some of the tourists. Frank Ridley

she collected herself. Her grandson collected some.

Sometimes I had to go out and the first thing, if a

boat was going out, she and him collected the money.

Sometimes I collected it, and paid some of the bills.

I ordered material, she told me to make up a bill

and order it. I was not her general manager. I didn 't

swear at her at any time. Royal promised to pay

me. I went there in May, 1933. I got the $90.00 in

August. I started in May, 1933. I got $100.00 in Au-

gust, 1935; not from Royal; waited three years be-

fore I got more. All this time Royal promised to pay

me. I did think it was strange he let two or three

years go by and never paid me a dime. She prom-

ised to pay and Royal promised to pay. She told me
not to worry about pay, Royal would pay me. Royal

would get a loan on the ]:)lace and pay. I often got

discouraged and wanted to quit. She started to cry,

"Don't leave me now. I want to get the place fixed

up and get business back again. '

'

Mrs. Pullen told me she was Royal's agent that

time in the fall of '33 when she told me she put her
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property in her son's name so people would not

bother her for bills. The bills was paid every year.

My own wasn't paid. I didn't know it was in Royal's

name when I came there. I found it out in 1933 the

year I came. Then I found out Nye had a mortgage

on it and had for three years. I knew^ that all the

time, knew it wasn't paid. I didn't go on working

thinking I had a lien on the house.

Q. Where did you get the idea of agency? Isn't

it a fact that you got that after you got the lien?

You were advised you could not have a lien unless

you did this work for the owner acting through his

agent? [41] A. No.

Mrs. Pullen told me she was running the place for

her son. I was to take over his business. That was

after I found out she deeded it to him. I found out

Royal had a deed for six years in 1933 when Mrs.

Pullen told me, when I asked her ''Aint you afraid

somebody is going to sue you?" She said, *'The

place is in my son's name."

Q. Then did she turn around right then and say,

in order to protect you, she was her son's agent?

A. I asked her after that.

I asked her if she was his agent, or running the

place, or what. I knew at that time what the lien

law was, that you would have to connect the owner

of the property directly or through his agent. She

came and told me she was Royal 's agent ; that is the

reason I stayed on; he wTote a letter and said he

v.'ould stand good for it. I haven't the letter. It said.
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''You know the best—if the place needs fixing up

have Olaf fix it and I will pay for the improve-

ment."

Q. As a matter of fact Royal never did like you?

A. Oh yes he did.

Q. He didn't want you there?

A. Oh yes.

I never saw a letter he wrote his mother telling

her not to have me around there. She wrote to him

about '33 and told him I was there; and he wrote

back and approved. I do not know from the corre-

spondence that Royal never wanted me there at all,

never wanted his mother to have me there, and

wanted her to give it up and come to South Dakota.

She went for a little visit to see her grand-daughter

in Seattle—twice. During that time she told me to

look after the place and take care of it, nobody

managed it. [42] During those times I took care of

it, paid the bills, took in the money. I didn't do

everything that needed to be done around the place.

In the evening after dinner I got the coal and wood,

etc. I mean to say I was brought up there to do

repairs on the house at $90.00 a month. I worked

eight hours a day, sometimes in the evening I car-

ried coal, looked after the burners. I put in an hour

and a half doing that, never did any other work, but

I did work on the schoolhouse in the evening; I

don't remember what I got for that work, I think

it was $50.00, $100.00, something like that. As to
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other work anywhere else I think one or two days

when I first came there I papered a room in the

wireless station.

Q. Mr. Dale, isn't it a fact you went up there to

frike charge of the hotel—just make what you could

out of it—operate, manage it, take in money, pay

the bills, get your board and room"? Isn't that what

you did?

A. No.

The $800.00 was in currency, which I was paid. It

came from Mrs. Pullen ; it was right in the cash reg-

ister. That was August 1938. I didn't pay myself. I

did pay bills when she come and told me to, that is

all. I knew about the mortgage and deed from the

fall of '33.

Mr. Horn moved there June 1st 1937 into that two

rooms. I fixed this kitchen and dining room for him

in the fall of '37. I don't know how much that cost.

I had no arrangement with Horn about spending

money or how much it would cost, or cost him. Mrs.

Pullen told me to ask him $30.00 a month for the

apartment.

Q. As a matter of fact didn't that job cost

$800.00 and isn't that the $800.00 you were paid?

A. I don't know exactly how much it cost.

I didn't figure it exactly, but I imagine it [43]

would be around $900.00. Yes, I mean to tell the

court that for fifty-four and a half months, I worked
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there continuously doing carpenter work and other

work in the hotel, did outside work, acted as clerk;

that was all put in there for the $90.00 a month.

Q. You didn't give Mrs. Pullen any credit on

this outside work? A. What outside work"?

Q. You said $100.00 on the school house.

A. Certainly.

Q. No credit for that? A. Surely.

Q. That was just clear, and you never thought of

j&ling a lien or writing to Royal for money until

after you were fired?

A. No.

I was fired because out of a clear sky Royal sent

a telegram to his mother and told her to fire me;

Mrs. Pullen and the Marshal came and told me that.

She gave me two hours to get out and had a letter

from Banfield telling me if I didn't get out in two

hours to have me arrested for trespassing on the

property. I don't know why all this force about get-

ting rid of me. I told her, ''That is all right with

me as long as you tell me what I have coming."

Philip is her grandson; he came, I think, in '34.

I had no trouble with him neither before nor after

the telegram. Before I left I made a fire in my
room and burnt up my personal letters. That is all

I burned up. I didn't burn any of Mrs. Pullen 's

letters. It wasn't a warm night for a fire. Yes I said

I got this $90.00 in 1933 skipped two years, got

$100.00 in 1935, had no money in all that time
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Going back to the work I did for Horn [44] I com-

menced that in September 1937 and finished it in

Ihe middle of February '38. Horns went out for a

vacation I think the last part of November ; he came

back the middle of January and Mrs. Horn about

February 1st.

That year the hotel closed the night before Christ-

mas. The apartment for Horn wasn't then finished.

I framed it on the outside but didn't finish on the

inside because I had to cut an arch from the dining

room to the living room. The dining room was open

up to that time, up to pretty near Christmas. When
Horn came back he went to the apartment, it was

finished so he could live there.

I had no money at all from August 1933 until

August 1935. I had $500.00 cash when I landed in

Skagway and $200.00 sent after that, also tips from

tourists for carrying baggage, etc. I didn't deposit

in the savings account and bank in Molde, Norway,

five thousand crowms then. That was in 1918 or

something like that. I never deposited any after

that. I am pretty sure, not quite sure. That is my
signature on the letter handed me, but that was

sent from there when I worked at the Pullen House

the first time; not this time. I don't know the exact

date of that letter, but it was long before this time.

There were many cooks at the Pullen House. I knew,

Mrs. Jacobson. I never said in her presence, or that
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of any other cook that so far as money was con-

cerned I would take care of Olaf first.

I know Mrs. Nye. I never had any conversation

with her about payments of money or receipts at

the Pullen House except when Mrs. Pullen came in

there and told me to pay her the interest on the

money. I was clerking in the office. I paid her the

interest. I did not tell Mrs. Nye that Mrs. Pullen

had no money and I wouldn't give her any [45]

because she spent it too fast.

MRS KEONG LEE,

plaintiff's witness, being first duly sworn, testified:

Direct Examination

I know Mrs. Pullen. In 1933 I was in the Pullen

House cooking for Mrs. Pullen. I knew Mr. Dale

and saw him there. He was doing a little of every-

thing at that time. I saw him put the foundation

under the main Pullen House. Two natives, Frank

Jimmy I believe, and Jimmy Gordon helped him. I

left there in April 1934. I was there one evening

when Mrs. Pullen got a letter from her son. Present

were Maggie Kadanaha, my husband, myself, Mrs.

Pullen, Mr. Dale. She read it aloud. He stated in

the letter if the place was so run down to have Olaf

do the necessary repairs and he would pay for it.
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She handed the letter to Olaf to read and I read

through it with him.

Cross Examination

The letter didn't say anything about paying any-

1 h ing else, nor anything about paying me and my
husband or anybody else, or supplies and materials,

only Olaf. I have an occasion to remember some of

the things about paying Olaf because at that time

Mrs. Pullen owed my husband and I wanted to

know what was in the letter, it might have been

something pertaining to what she owed us.

JIMMY GORDON,

plaintiff's witness, being first duly sworn, testified:

Direct Examination

My name is Mr. Gordon; I live in Skagway. I

know Mrs. Pullen and have since 1931- '32. I worked

at the Pullen house in '31, '32, '33, '34, '35. [46] I

remember when "Slim"—Mr. Lee worked there,

and remember when Olaf Dale came there. Mr. Lee

was cook, he was there before Olaf came. I do all

kinds of work there with Mr. Dale. I helped him

sometimes. I helped him fix the foundation. Then

T went fishing. Then after fishing I came back and

went to work again, Mrs. Pullen hired me and paid

me. T went back in '33, '34, and '35, and always
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before fishing I worked for Mrs. Pullen and again

after fishing. She told me what to do. I know Mrs.

Pullen got a letter from Royal Pullen. I hear "she"

reading it. Royal Pullen say if house need fixing

let it be fixed and he will pay for it. She said that,

she read it out of the letter. The cook, his wife and

myself and my wife and him were there.

Q. Maggie there too? A. No.

Cross Examination

I see the letter but don't read letter. I didn't see

signature on it; I don't know where it came from

but she says from his son and said if the house

needed fixing let it be fixed and I will pay for it.

He didn't mention Olaf's name. I didn't hear no

name, but it says if the house needs fixing let it be

fixed and he will pay for it.

HARRIET S. PULLEN,

plaintiff's v/itness, being first duly sworn, testified:

Direct Examination

I am Harriet S. Pullen of whom we have been

speaking in this case. I recognize the signature on

the letter shown me as that of my son Royal R.

Pullen. It is dated March 14, 1934, addressed to me.

(Whereupon said letter was admitiied in

evidence and marked
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PLAINTIFF'S EXHIBIT ''V

and reads as follows:) [47]

March 14, 1934

Dear Mother:

You didn't get what I mean about the houses

in my name. Your income is not big enough to

make you pay an income tax but they hook me
every year.

I can take depreciation on all the buildings

that are in my name and as long as we are not

putting in as much money as they are depreciat-

ing we must take a loss in the form of deprecia-

tion on the buildings.

I put the value of the Pullen House group in

at $40,000.00 as of 1929. If we put all the build-

ings up new again that is what it would cost us

so I am going to take a loss of $2000.00 a year

which will save me $80.00 tax every year.

Did you pay the interest on the Chas. Nye

notes if not find out how much it is so I can

pay it. I am going to try to get the government

to take over the mortgage on the hotel it will

save us 3% interest on the place.

Thank goodness I still have a job and can pay

most of my bills. I think that there is going to

be a boom in Alaska for the next 4 or 5 years

so we will come out all right in Skagway.
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Remember that if an income tax collector

asks you what it would cost to rebuild the Pul-

len House group as good as it was before the

war say $40,000 or better. I really feel that it

would cost you $50,000.00 to replace all the

buildings. I am not going to give the govern-

ment any of my hard earned money if I can

help it.

With love

ROYAL [48]

GRACE W. BURRELL,

plaintiff's witness, being duly sworn, testified by

deposition read in evidence on the trial, as follows:

My name is Mrs. Grace W. Burrell. I reside at

467 Arrowhead Avenue, San Bernardino, Califor-

nia. I am an employed teacher in the schools of

San Bernardino, with substitute status. I resided at

the Pullen House from September 1, 1935 to May
21 1936 inclusive. In the fall of 1936 I resided there

until October 1, 1936, when I went to the Ward
Apartments. During that time and until I left the

house I saw Mrs. Pullen practically every day. I

had Thanksgiving dinner with her in 1936. I often

saw her on the streets and elsewhere. I knew Olaf

Dale very well. He was carpenter-janitor, etc. in the

establishment. He brought my coal and kindling, etc.
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in his capacity of handy man. He was, during the

time, rebuilding the house. He had just finished a

large suit when I arrived. Mrs. Pullen showed it to

me and exclaimed over his work. He renovated the

room which I later occupied, put in a more modern

heatmg system, built a bath room, relined clothes

closets, made window^ seats, etc. He was busy doing

things of this sort as the weather permitted and

other duties allowed the time. He carried baggage,

cleaned and mopped, carried up coal etc. for the

people who did not carry up their own. I often

wrote letters for Mrs. Pullen, among others one to

her son Royal in Lead, South Dakota. In one letter

I asked Mr. Royal Pullen if he could send his

mother $150.00 so that she might go outside. She

did not ask me to write it but sanctioned it. He did

not answer the letter so far as I know and I re-

gretted writing it. In the other letter she was called

out before she finished it and when I inquired what

else I should say she said, ''Oh tell him all about

how Olaf is fixing up my [49] house. Tell him it is

simply lovely." I did so. I do not know whether the

letter was mailed or not. I presume Olaf Dale him-

self mailed it. I do not remember whether Mrs.

Pullen signed this letter. She usually signed every-

one of them as I took them to her. Mrs. Pullen con-

stantly spoke of the wonderful work Olaf did. Once

she said, "If he left me I'd be simply ruined. I'd

just have to close up my house is all," or something
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to this effect. She often showed visitors his work and

said "Oh I tell you he's a worker" or something of

the sort. She praised the new apartments he built.

After I left the Pullen house I continued to reside

in Skagway mitil I think about May 21, 1937 I can-

not remember Mrs. Pullen ever mentioned Mr.

Dale's compensation. In my mind there is the

stipend $90.00 a month and found. I also seem to

remember Mrs. Pullen told me he was putting every

cent back into the house, to be paid when times were

better, but I am not positive. Olaf took the most

conscientious interest in the menage. She seemed

attached to Olaf Dale, something as she might have

felt toward her own son. She "leaned" on him in

all ways in regard to the house management. This

is of no moment to me. I am not concerned in any

manner. I merely answer the questions propounded

to me. I should have preferred not to have been in-

volved in the controversy.

Mr. Roden: I overlooked introducing the lien

notice.

(Lien Notice was admitted in evidence and

marked

PLAINTIFF'S EXHIBIT "3"

and is attached to the complaint herein) [50]
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OLAF DALE,
claimant,

vs.

HAREIET S. PULLEN and

ROYAL R. PULLEN,
defendants.

NOTICE OF CLAIM OF LIEN.

Notice is hereby given that Olaf Dale claims

a lien upon the following described parcel of

land, situate in the Town of Skagway, Alaska,

more dfmitely described as follows:

Beginning at corner Number one of the J.

Bernard Moore claim, running thence s. 35 deg.

E. 158 feet distance to the beginning of corner

No. 1 of the Wm. Moore claim; thence S. 37

deg. 19' E. 187 feet to corner No. 2 of the Wm
Moore claim; thence N. 41 deg. 19' E. 386 feet

to corner Number 3; thence N. 36 deg. 13' E.

105.5 feet to corner number 4 ; thence N. 48 deg.

38' West 142.4 feet to corner nwmbere 5 ; thence

S. 44 deg. 28' W. 180 feet to corner number 6;

thence S. 45 deg. 59' W. 275.9 feet to comer

number 1 of the Wm. Moore tract

;

also that certain tract of land sold by James

Bernard Moore to Harriet S. Pullen in that

certain deed dated January 31. 1914, of record



vs. Olaf Dale 55

in the said Skagway Recording District in vol-

ume 9 of Deeds at page 163, bounded as follows,

to-wit

:

On the northern boundary by Sixth Avenue;

on the eastward by the William Moore tract,

also known as the "Pullen Tract," on the west-

ward by the Peniel Mission property and on the

southward by the property of Minnine Moore,

all in said Town of Skagway, Alaska, being the

same premises and land upon which is situate

the '

' Pullen House and annexes, '

' and also upon

all of the buildings and structures thereon, in-

cluding said Pullen House and annexes, for

work and labor performed in the construction,

alteration and repair of said Pullen House and

annexes and each and all of them.

That the defendants, at all times herein men-

tioned were the owners and reputed owners of

said premises and buildings and were in the

actual possession thereof during all of such

time and said defendants, at all times, had no-

tice and knowledge of such construction, altera-

tions and repairs being done and made;

that said work and labor was' performed at

the instance and request of the defendant Har-

riet S. Pullen acting for herself and as agent

of the defendant Royal R. Pullen.

Claimant's claim for which said lien is

claimed, is as follows:
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That on or about the 15th. day of May 1933,

at said Skagway, Alaska, claimant entered into

a contract with the said defendants, the said

Harriet S. Pullen acting for herself and as

agent for said Royal R. Pullen, under the terms

of which said contract claimant was the per-

form all work and labor necessary or required

in the construction, alteration and repair of

said buildings and to do all carpenter work,

electric wiring, painting, paper-hanging and

plumbing in connection therewith or which

might become necessary in the construction,

alteration and repair of said buildings, for

which defendants promised and agreed to pay

plaintiff a monthly wage of $90.00 and to fur-

nish him board and lodging.

That pursuant to said contract claimant per-

formed such work and labor from the 16th. day

of May 1933 until the 9th. day of [76] August

1938, and on account of the performance of the

said work and labor as aforesaid defendants be-

came indebted to claimant in the sum of

$4815.00 no part of which has been paid except

the sum of $990.00 and there is now due and

owing claimant from defendants, on account

thereof, a balance of $3825.00 with interest

amounting to the sum of $735.75.

That there are no credits, offsets or counter-

claims to the same and claimant hereby claims
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a lien upon said tract of land and upon the said

buildings thereon in the sum of $4560.75.

OLAF DALE
Claimant.

United States of America,

Territory of Alaska, ss

Olaf Dale, being first duly sworn, on oath de-

poses and says: I am the person named as

claimant in the foregoing Notice of Claim of

Line; I have read said foregoing claim of lien,

know the contents thereof and that the same is

true as I verily believe.

OLAF DALE

Subscribed and sworn to before me this 23rd.

day of August 1938.

[Seal] HENRY RODEN
Notary Public in and

for Alaska.

My commission expires Aug. 8, 1942.

[Endorsed]: Pltfs. Exhibit No. 3. Received

in evidence Jun. 8, 1939.

[Endorsed] : United States of America,

District of Alaska, ss. I hereby certify that

the within instrument was Filed for record, and

recorded this 29 day of August 1938 at 30 min-

utes past 3 o'clock P.M. in Vol. 4 record of

Misc. Records at page 309-310 records of Alaska

at Skagway. Canvass White, District Recorder

for Skagway District. [77]
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DEFENDANT'S CASE IN CHIEF.

OLAF DALE
defendants' witness, testified as follows:

I said I was not manager and not in charge of

the Pullen House when I was there. How I hap-

pened to have some of Mrs. Pullen 's personal corre-

spondence, that time I got discharged she gave me
two hours to get out and I had all the papers scat-

tered all over the place and my own to get packed.

All I could see of her's I left, and took mine. I

burned just some scraps of paper. Mrs. Pullen kept

the letter Royal wrote in '33 saying he would pay

me. I don't know where she kept it. She brings up

the letters to read, lots of times.

HARRIET S. PULLEN,

defendant, in her own behalf, being duly sworn,

testified

:

Direct Examination

I am one of the defendants in this case. I am

eighty years old my next birthday and have lived in

Skagway forty-two years. I don't know how long I

have known Olaf Dale. I didn't know him very well.

He just came along and I needed someone. He did

marry my daughter. I have a hotel at Skagway; it

has been there thirty-eight years. I have a son

Royal. He owns the property and has for I think

ten years or more. I owned it before he got it. I
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signed a deed to Royal. There was no real arrange-

ment with Olaf Dale about the pay. He worked for

me on the ranch for $90.00 a month and would do

the same for me, but that was all that was said, no

agreement. He wrote me from Portland and wanted

to come work for me. I said I have lots of work to

do but don't know how I could pay you. He

said, [51] '^Well, I am coming to Juneau; if I can't

get anything to do there I will come work for you.

He was to do roustabout work, janitor, handyman,"

coal carrier, everything of that sort. I don't remem-

ber how long I stayed there after he came. I went

back to Royal's, I needed a change. I left Olaf in

charge. Royal wanted me to live with him. He didn't

know anything about my hiring Olaf. I never re-

ceived a letter in which Royal stated he would pay

Olaf with money. I think Royal knew he was there

when I went back, but he didn't say anything about

paying him. My son didn't have anything to do with

m}^ affairs up there at all. I never told Olaf I was

hiring him as Royal's agent. Olaf did put a founda-

tion under the house, it looks all right where any-

body would see it, but it is ready to fall down. I

have to have a new foundation right away or we
will all sink in. He shingled the roof; my son fur-

nished shingles; it leaks like a riddle. He did lots

of work over a period of five years. The first month

I paid him $90.00, that is the only money I ever

paid him, because he said he could run the place
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and would make me a lot of money. I turned every-

thing over to him. He run the place, collected all the

money, paid the bills, took care of everjrthing, but

the last two years got unbearable. I was afraid to go

near the office. The first two years I thought I was

satisfied. He got a little worse and worse. He kept

saying he was going to shoot. I didn't know who; I

thought it was me. The 8th of July last he swore at

me and threatened me in presence of the cook and

others, called me dreadful names. A girl wrote and

told Royal. He always had the money in his pocket

;

he never put it in the till nor in the safe. I did

not pay him $100.00 in 1935. He paid himself. I paid

him nothing in 1938. He paid himself. I don't know

how much. [52] I had a man look at the books. He
said in two years we had taken in $9,000.00 and two

years before that $8,000.00 each year. I never had a

cent. My daughter bought my dress, my son my
shoes. I think I turned things over to him about five

years ago about a year and a half after he came.

When he went he took every receipt, every book

from the office, he didn't leave one penny in the

office ; he took my personal correspondence. He took

check stubs and checks along, burned some. I didn't

have a bank account after he came, he wouldn't

have it; there were receipts and things; I don't

know anything about the checks ; he never left any-

thing. I don't know whether he had a bank account

or what he did with the checks. When he left I
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brought the Marshal because I was afraid to go near

him. When I gave him the telegram the Marshal

and Philip were there, and he (Olaf) said he would

blame Philip for it. This property was mortgaged

to Mr. Nye. (The mortgage was admitted—Tp. 75)

On one occasion Mrs. Nye came to me for the inter-

est on the mortgage. I sent her to Olaf . He wouldn't

pay it; he said it wasn't for me to pay it. Olaf

didn't say anything in my presence about not giving

me money.

Olaf did quite a little work outside, covered a

couch for Kellers. When I came back from my son's

two years ago Olaf told me the bills were all paid.

But Mr. Itjen said I owed him $500.00' and Olaf had

not paid him. It was for hauling coal, freight and

different things. Olaf has been paying the bills. He
is supposed to have paid them all. When we fired

him he said I owed him $5,000.00. He ordered every-

thing; run things like the place was his own; he

paid for all the materials; he is supposed to have

paid all the bills. He told one lady once when she

asked ''How about your pay?"—''I always take

care of Olaf first." [53] I remember when Olaf

built the kitchen and dining room for Mr. Horn. I

think it was in 1937; he commenced in September

and finished the first of January 1938. He collected

the rents. Once in a while somebody would say they

wanted to pay so and so, but I turned it over to
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Olaf. When I took a trip below I sold a lot for

$150.00 for the money. He never gave me any

money. He locked his room whenever he left it; he

kept all the money in his room. I didn't care if he

stole a little money. I thought as long as he didn't

touch the property it was all right with me.

Cross Examination

The coal for which Mr. Itjen is not paid was de-

livered before Olaf ever got there. I see the paper

handed me. On it I say I agree to pay him $90.00 a

month; on March 1st. 1935 I told him I owed him

$1845.00 and promised to pay him $90.00 a month

and board. I didn't say that a moment ago, because

he came to me and I was scared. I didn't fire him

if I was scared because my son told me he would

f)ack me. I didn't tell Mrs. Burrell he was a "dar-

ling" because I was afraid of him. Royal paid for

the shingles, he sent me $100.00 to pay for them.

1 told Royal Olaf would put the shingles on. My
grandson, Royal's son was there in 1934. I expect

fie went back home and told his father all. I think

he was there in 1935 and 1936 and 1937. He is not

now. He has been there every summer. I always had

a bank account until Olaf came. I don't know what

lie done with all the receipts. I should have said

"receipts" instead of "bank accounts." Mr. Horn

[)aid by check, made to me, T endorse it and gave

it all to Olaf. I never got the money. I gave it to
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him to pay bills with. I was never sued for debts.

I paid the interest on the mortgage. It is RoyaPs

mortgage. He didn't pay the [54] interest. I did

that. I have a musemn from which I make a little

money, but Mrs. Nye went to Olaf for the interest,

he paid it. The museum is the one Olaf built but it

is unfinished, no siding or anything. I am using it

every day, making money from it.

(Letter was admitted in evidence and marked

PLAINTIFF'S EXHIBIT "2"

and reads as follows:)

"Skagway, Alaska March 1st 1935

I promise to pay to Olaf Dale $90.00 ninety

Dollars per month and board.

And I owe to Olaf Dale $1845.00 One thou-

sand eight hundred and forty five dollars. For

Carpenter Labor<^ and painting. (9p to March

1st 1935.

And in case suit or action is instituted to col-

lect this Wages or any portion thereof I Har-

riet S. Pullen promise and agree to pay. in addi-

tion to the costs and disbursements provided by

statute in like United States money for Attor-

ney's fees in said suit or action.

H. S. PULLEN"
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Thereupon witness Harriet S. Pullen further

(estified

:

Redirect Examination

When Olaf left the office was swept clean, there

wasn't a book nor receipt, everything gone. I had

•I thousand dollars worth of tools, now I haven't

any except what he did leave—old and broken.

When he came he had a suit case, a little trunk;

when he left he had all he could pile on a truck.

Plaintiff's Exhibit '^2" which I signed he came and

wanted me to sign it. He was going to sue if I

didn't. It was to be paid out of the proceeds when

he became manager of the hotel. I bought my sup-

plies from C. W. Ask & Son mostly. We owe him

$300.00. I paid $51, still owe $300.00. [55] We run a

bill and he (Olaf) went and paid it. Ask told me

be had paid $100.00 that month—the month Olaf left

—on it. The bills were charged to the Pullen House

—might be H. S. Pullen—I think it is charged to

fue. I haven't paid any of the bills for three and a

fialf or four years ; he always paid them. We bought

our oil from Howell. He paid for that. He took

every cent from the tourists. I thought he was pay-

ing the bills. Phillip didn't get w^ages, nothing, but

he might have got a little carrying baggage. His

father paid his way up; he is sixteen. Once when

r told him we took in $535.00 he said '^Oh he—Olaf
—has taken in $1350.00"—and he gave me $535.00.
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Cross Examination

I remember when my grand-daughter Mrs. Mary

Beam was up in 1937 and when he asked Blanchard

to go over the books. He did so. He gave Olaf and

me a copy on a slip of everything taken in. It says

what was taken in in 1934, 1935, 1936 and 1937.

As to whether it is all right or not I don't know

anything about it.

Mrs. Jacobson worked for me at the Pullen

house. Olaf paid her. Mrs. Kadanaha worked there

I think in 1938, 1937, 1936, 1935, 1934 and 1933. She

helped me when I needed her. Olaf paid her. I told

him to. Olaf ordered the groceries. He ordered all

the material for the house. No, I didn't know all

about it. I ordered the shingles. He ordered the

paint. I didn't know about it when he ordered th(5

paint. He bought everything, never said a word to

me. He had the money and he paid for all that stuff.

He kept the money in his pocket and the books in

his room, locked the door every time. The checks

from Mr. Horn I gave to Olaf. I signed (endorsed)

the checks when he brought them to me when he

wanted to pay bills. That has [56] been going on

two or three years. I didn't complain about it. I

stick up for my helpers. Olaf was one of my help-

ers. I heard you read what Mrs. Burrell said I said

of Olaf. You can do better if you think your em-

ployers appreciate your work.
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rrestimony of Harriet S. Pullen.)

(Memo Sheet was introduced and marked

DEFENDANT'S EXHIBIT ''A"

and reads as follows:)

"1934— 4080.91

1935— 7944.46

1936— 8791.35

1937— 8045.50

28862.22

(on reverse)

Paid out

28871.22

Taken in

28871.22

Paid Out

27916.37

On Han
954.85

27924.92

27916.37

08.55"

Defts Exhibit No. A Received in Evidence Jun

9 1939 in cause No. 4274-A. Robert E. Coughlin,

(/lerk, b}^ Deputy
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MRS. MARGARET JACOBSON,

Defendants' witness, being duly sworn, testified

Direct Examination

I know Olaf Dale and have since the spring of

1918 when he was taking care of the cows and chick-

ens at the Pullen House. I worked there off and on,

cooking and helping; worked there two or three

months last year. Olaf paid me. He did carpenter

work in summer, fixing up the rooms, but in the

tourist season he was doing the office work and

managing everything. I was afraid of Olaf, and

kept out of his way, he never liked me very well.

Four years ago I heard Olaf call Mrs. Pullen some

terrible names behind her back or to her face, but

she is hard of hearing. I heard nothing last summer.

I was there only a few days. [57]

Cross Examination

I came there when she was short of help. I might

say ''I'll do the cooking'' and she would say "All

right." It is true Olaf fixed the Pullen House up

so you wouldn't know it. Olaf paid me. Olaf or-

dered the groceries, meats, etc. He paid for them.

I started to order. Olaf called Mrs. Pullen down

something awful and told her not to let me order

anything, but to let him do it ; and he told the store-

keepers not to give me anything on my orders. Olaf

had all the money. Mrs. Pullen didn't even get

enough for a new dress. She said "I hate to ask

Olaf for money." She was afraid of him.
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MES. KATHERINE NYE,

a defendant, in her own behalf, being first duly

sworn, testified;

Direct Examination

I lived in Skagway continuously from 1914 to

1937 where, during that time, my husband and I

were in the electric light and j^ower business. I

knew Mrs. Pullen during that period. I was in the

Pullen House quite frequently. I recall w^hen Olaf

Dale came there in 1933. I never saw the floors sag-

ging and undulating as he described. In the course

of my business I sold electric fixtures and materials

of various kinds, and some to Olaf Dale. I wanted

to know who was ordering them. I said to him,

"Who are you?" He said, "Olaf Dale, Manager of

the Pullen House." He paid for the goods, consist-

ing of wire, sockets, etc. The mortgage mentioned

and admitted in the record was to secure the pay-

ment of $2,000.00. Nothing has been paid on it ex-

cept some interest. The principal is all due since

1930.

Cross Examination

The Pullen House never had such a very large

bill with us; Mrs. Pullen never owed into the hun-

dreds, though [58] I could not say positively. I

don't know how many times Olaf Dale paid the

interest on the mortgage. He paid me once and

once refused to pay. The rest of the time Mr. Nye

(collected it but I don't know from whom. Olaf re-

fused to pay me once but it was afterwards paid.
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He paid me in 1938, when he sent me to Mrs. Pullen

and she sent me back to him. He paid me $124.00

in cash and a check from Mr. Horn for $36.00

which made the total of $160.00.

Redirect Examination

Once when Mrs. Pullen sent me to Olaf for money

he said to me, ''Well, the reason I am not giving

her any money is because she wastes it, spends it

foolishly.
'

'

Recross Examination

I think the check referred to above is only $36.00,

not $88.00, but the total of the check and cash was

$160.00. It was Mr. Horn's check, payable to the

Pullen House, but I don't remember if it was en-

dorsed by Mrs. Pullen.

PLAINTIFF'S REBUTTAL

JIMMY GORDON
plaintiff's witness in rebuttal testified:

Direct Examination

I worked at the Pullen House from 1931 to 1937,

inclusive. Olaf and I fixed the foundation. We put

the posts on rocks. The house is firm. I was in it

often. It did not shake. There was nothing wrong

at all. In each year I worked there Mrs. Pullen

hired and paid me I lived there. I also helped han-

dling w^all paper, fixing the roof and museum and
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the annexes. Mrs. Pullen was living in the annex

before we fixed it up.

Cross Examination

Mrs. Pullen paid me; not much, a dollar some-

times, [59] sometimes two, but sometimes it is hard

to get it from her; no regular pay. Olaf never pay

me, got no time. He did carpenter and plumbing

and shingle work, did good job in the rooms, put in

bath tubs, carried baggage when tourists come. He
got no time to work in office ; he has no time to pay

anybody out; never had time to go down town to

order supplies; he kept at his work. She came in

to order sometimes. I take up the note to the store,

butcher shop, hardware, I didn't work there

steadily. When fishing time I fish. When fishing is

over I come back and work. So I don't know what

went on there in summer. Mrs. Pullen does not owe

me any money now.

MRS. MARY KADANAHA,

plaintiff's witness, being duly sworn, testified:

Direct Examination

I have known Mrs. Pullen for twenty years. I

know Olaf Dale. I worked in the Pullen House last

year and in 1937. Mrs. Pullen hired me. Mrs. Pul-

len sometimes pay me one dollar a, day, sometimes

hard to get my money, Mrs. Pullen sent me to Olaf
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for my pay. She writes paper. I give Olaf. Mrs.

Piillen write ''Two dollars" sometimes, sometimes

"One dollar" and he give it to me. I washed and

ironed, sometimes clean up room, wash dishes,

kitchen work. I never went to the store to buy any-

thing for the place. Mrs. Pullen told me what to

wash and where to wash, and came to my house to

get me.

Cross Examination

I did not work there every day, sometimes a w^eek,

sometimes one day a week; sometimes she pay me,

sometimes Olaf. I know Olaf quite well. My hus-

band is dead. I will not remarry. I did not promise

to marry Olaf. I got lots of friends. Olaf is a nice

man, everybody friend at that time. [60]

KEONG LEE,

plaintiff's witness, being duly sworn, testified:

Direct Examination

I know Mrs. Pullen and Olaf Dale. I cooked at

the Pullen House at Skagway in 1932, 1933 and

1934. Mrs. Pullen hired and paid me. Mrs. Pullen

ordered the groceries.

Cross Examination

I was there tw^o years. I left in 1934 in March.

Olaf Dale was there during that time; he was car-

pentring, painting, packing coal, oil burner, janitor.
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r. was supposed to get $100.00 a month. I have got-

ten it all. One time she owed me. I settled it up.

Olaf never paid me anything during all that time. I

got my pay regularly two or three months, after

fhat in smaller amounts maybe twenty-five, maybe

fifteen, or forty. Sometimes she paid me cash, some-

times endorsed a check to me.

OLAF DALE,

plaintiff, recalled, testified:

Direct Examination

When I was there in 1938 the foundation was in

first class condition, there was nothing to indicate

the house had settled. When I left in 1938 there

wasn't a crack in the dining room. At no time did I

make any arrangement with Mrs. Pullen or Royal

to take over the hotel and run it. My understanding

was I was to get the $90.00 a month. When I

started to clerk there in 1934 she told me to take a

piece of paper and write down the room number,

how many were in the room, how much a day and

when the people checked out, which I did. If they

denied they ate breakfast I had to take that off

the list. The list was laid on the desk in front of

Mrs. Pullen; when I got through I wrote it in a

[)ook which was kept in the desk drawer. [61] I

didn't sro back to the desk that time the Marshal
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came. He took the keys to the office. I remember

when Mr. Blanchard, Auditor for the White Pass

iook an abstract of the books, and made computa-

tions. He gave Mrs. Pullen a copy and me one. Mrs.

Pullen sometimes gave orders to me to pay money

out. When I was asked for pay I told them to go

to Mrs. Pullen and ask her to give me permission

to pay. I paid no bills without her knowledge. Local

business men sometimes brought up their bills. I

didn't pay them until Mrs. Pullen saw the bill. I

got receipts. They were at the Pullen house. As the

payments were made they were entered in the book,

everything paid out or that came in. I never ordered

unnecessary goods for the Pullen House or of which

Mrs. Pullen had no notice. She told me to make out

a bill of what I needed for lumber and paint, which

i. did and gave to her. There was a lot of hardware.

She ordered it. I did not take the record book with

me when I left, nor the receipts. They were all in

the office and I did not go back to the office. Mr.

I.tjen bought, paid for and delivered the coal, that

was before I came. She never tried to pay it. She

told me, "Well, it's nearly six years old now^" and

then she doesn't ''have to pay the old bill." The

time I put in on the school house was in the eve-

ning after my work. I got $100.00 for it and fur-

nished the lumber. It is only a partition across the

room. In addition I papered an office room, about

a days work. I was not supposed to put in more than
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an ordinary shift for my $90.00 a month. In the

tourist season I started at 7 A.M. and worked until

11, 12 or 1 o'clock at night. In figuring the amount

due me I excluded two months each year to allow

for the tourist season. There was not a bank ac-

count kept up there. She told me she was afraid to

put money in the bank because she [62] Frye

Bruhn $900.00, and other amounts. Tourists pa}/

sometimes by coupons, sometimes cash. The ageni

would pay for the whole party. Sometimes i1

amounted to $250.00 or $300.00. One party had forty

people. The check was for $350.00. Most of the peo-

ple living in the annexes and main building paid

Mrs. Pullen by check and she would usually en

dorse the checks and turned some of them over tn

me, some she did not. I had no serious difficulties

with Mrs. Pullen. I did not express displeasure al

the way she did things. I remember buying some fix-

tures, electric fixtures, from Mrs. Nye. She did not

ask who I was, she knew\ Nothing was said then

except she said she didn't want to trust Mrs. Pullen

any more. Mr. Nye wrote Mrs. Pullen a letter in

1933. I read it. The bill was $525.00 approximately

and the letter said if she did not pay at a certain

time the light would be cut out. Of that bill $128.00

was paid w^hen I was in the office in '36 or '37.

When I left I destroyed no records. I carried off no

tools. She had no tools but old ones. I had a full

set of carpenter tools when I came there. Royal and
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r were good friends, no difficulties ; we cut wood one

winter for the Pullen House. My father died in

1914. I supported my mother from 1914 to 1929. I

sent the five thousand crowns, referred to, to the

hank in Norway for her account; that was in 1918.

Cross Examination

I did not send any money after that—1918.

Recross Examination

Q. Mr. Dale, you said in answer to a question of

Mr. Roden a few minutes ago that Mrs. Pullen

made this arrangement [63] to pay you $90.00 a

irionth herself? A. Yes.

Q. It was Mrs. Pullen 's contract? A. Yes.

Q. Between you and her personally?

A. Yes.

Q. Sure of that?

A. Yes.

When I left I took no records nor books. These

things I have introduced happened to be mixed up

with my effects. Mr. Blanchard gave me that. (Ex-

hibit "A") I asked for it. This letter accidentally

(iame into my possession. I have no more. In the

(wenings after my work Mrs. Pullen brought sev-

(iral letters for me to read and answer.

When the account was taken off, of money taken

in, he gave me no statement of how much was paid

out; it was in the books. Those are my figures on

the back of that. I made those at the same time I



76 Harriet S. Pullen et al.

(Testimony of Olaf Dale.)

figured out she had about nine hundred dollars,

when I started to build this place for Mr. Horn.

I figure the Pullen House made seven or eight

thousand dollars in the last three or four years I

was there. Her fuel bills run from $100.00 to $180.00

groceries $300.00 and up, light and water $30.00 to

$50.00 a month. She pays the cook $50.00, waitress

$30.00. She goes in the hole every winter around

$100.00. She runs credit for that and next summer

has to pay it up. She ordered about $150.00 worth

of paint and paper every fall for me to work on in

the winter time, and pay it up next summer and

when she gets through paying next summer she

wont have any more left. The hotel is about break-

ing even. There is only two months in the summer.

She used [64] to make good money until the boats

changed schedule and the tourists got off the boat

and onto the train and returning boarded the boat

from the train, so that now fewer people stop at the

hotel, only a few round-trippers. She charged more

than the boats for staying all night, and other extra

expenses helped keep guests away. I think the ma-

terial used in the work I did on the house would

come to something like $800.00. Circulating heaters

for Mr. Horn's room came to $100.00 and an oil

burning range $145.00. She bought circulating heat-

ers for the other apartments^ and also one range, an

oil burner and all the celatex, paint, paper, plumb-

ing fixtures.
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Wlien I came there she didn't have a sheet in the

house. There were no towels. She bought two hun-

dred sheets, pillow cases and towels when I was

there, all of which was paid for from hotel receipts.

After buying all that stuif I figured there was a

net profit of $954.85 during the period covered from

1934 to 1937, inclusive, after paying for the ma-

terials used in the work on the house. She took this

$950.00 and invested it in an apartment for the

Horns, and is now taking the $80.00 a month for

the apartments and $8.00 for one cabin I fixed up.

The Pullen House was very much run down, so

much so that some guests left immediately after reg-

istering in. Mrs. Pullen ordered everything, includ-

ing groceries. The accounts were brought over to the

office in the summer time. When they brought them

to me then I told them they would have to see her.

I paid the bills in the summer time from June 1934.

In the winter sometimes she gave me the money and

I paid the bill. Not all the money was turned over

to me. When Mrs. Nye came with her bill I told her

there wasn't enough money to pay her interest

because she already paid me $800.00 August 1st.

Mrs. Pullen [65] had a check from Horn—$88.00. I

told Mrs. Nye to get Mrs. Pullen. She came and

told us she had the check from Horn, was going to

use it for something else. I said she better pay this

interest. I gave her credit for $88.00, put it on the

book. I paid the rest in cash, still unsatisfied. The
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rest of the money Mrs. Pullen got from the museum

to make the $160.00.

Redirect Examination

There was no income from Annex Number One

before I fixed it up. Since it has been fixed the in-

come is $55.00 a month. There was no income from

Annex 2 before it was fixed and it is now $25.00 a

month. Had the carpenter work, plumbing, paper-

ing, kalsomining I did there during five years been

done by an outside I would estimate the cost at

about Eight or Nine Thousand dollars.

Recross Examination

The tourist season really starts up there after the

4th of July; when tourists come through the first

of June the roundtrippers go right back. In com-

puting the amount on the lien I took out two months

in the summer. I was not paid for them ; I have not

sued for that. Those two months would be July and

August, for which I made no charge.

Both sides rest. [_66^

The Court: I don't think the labor the plaintiff

performed over there is a lienable item. He was em-

ployed simply as a handy man around there. He
wasn't employed as a mechanic, he wasn't employed

as a carpenter. The evidence all indicates he did

anything necessary around there, just a general
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handy man around the hotel. He wouldn't be en-

titled to a mechanic's lien any more than a cham-

bermaid if she happened to kalsomine a room.

I do think he did a lot of very valuable work

around the hotel and as far as I have been able to

ascertain he has never been compensated for it.

Neither Mrs. Pullen nor anyone else seems to have

any idea of how much, if anything, he hotel was

making. They seem to finally generally agree that

what money the hotel made was turned over to the

plaintiff and disbursed by him for the ordinary

expenses, but he built up a place there where at

least they have three or four apartments which are

making something that wasn't being made before.

I happen to know something about the condition

of the Pullen House from 1933 on, myself, because

I have been in and out of it three or four times in

the course of that time, so that I don't need to de-

pend altogether on what somebody else says of the

condition of the premises. I have no knowledge who

was doing it, or anything of that kind, but appar-

ently as matters stand there has been very valuable

work done around there, and apparently it has

been paid for, except for the labor.

Mrs. Pullen says she never paid the plaintiff any-

thing except $90.00 at one time. He admits he re-

ceived $900.00 at least, more than she says she paid

him. Of course, as to how this is figured out, it is

all a mystery to me. I have been trying to find out

what the real [67] situation was up there. Mrs. Pul-
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len is getting to be quite an old lady, and I don't

think she would wilfully misrepresent anything, but

I think her memory is not as good as it used to be,

because I noticed several times she would make one

statement, and then her memory would be refreshed,

and she would reverse herself.

I think, from the testimony, that the plaintiff is

entitled to recover what he claims in the way of

wages as against Royal Pullen and Mrs. Pullen, as

a personal judgment, but not as a lien against the

premises, and Royal Pullen as the owner and Mrs.

Pullen personally and as agent for Royal Pullen.

Judgment may be entered accordingly.

Mr. Faulkner: We ask an exception to the Court's

ruling, which I suppose we can take, at the time the

judgment is entered, to the judgment itself.

The Court: Exception allowed. There is no proof

offered of payment. All the testimony in the case

indicates without equivocation the plaintiff worked

there during the time he claims. The only testimony

on the part of the plaintiff is that of Mrs. Pullen,

who claims he got $90.00 at one time, and he claims

he got $900.00 at one time, which is $900.00 more

than she claims to have paid him.

[Endorsed] : Filed Aug. 5, 1939. [69]
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[Title of District Court and Cause.]

ORDER SETTLING AND ALLOWING BILL
OF EXCEPTIONS.

The foregoing Bill of Exceptions was filed on

August 5tli, 1939, within the time allowed for the

filing thereof by the order and the rules of this

Court, and I, the undersigned. District Judge for

the First Judicial Division of the Territory of

Alaska, who presided at the trial of the above-

entitled cause, do hereby certify that the foregoing

Bill of Exceptions contains all the material facts,

matters, things, proceedings, objections and rulings

and exceptions thereto, occurring upon the trial of

said cause and not heretofore a part of the record

herein, including all evidence adduced at the trial,

material to the issues presented by the Assignments

of Error herein; and I further certify that the

Exhibits set forth, referred to and included therein,

to-wit Plaintiff's Exhibits 1 and 2 and Defendants'

Exhibit A, and Plaintiff's Exhibit 3 set out in full

in the Clerk's Transcript of Record, constitute all

the exhibits offered in evidence at the said trial, and

I hereby make all of said exhibits a part of the

foregoing Bill of Exceptions; and hereby settle and

allow the foregoing Bill of Exceptions as a full,

true and correct Bill of Exceptions in this cause and

order the same filed as part of the records herein,

and the Clerk of this Court is hereby directed to

transmit said Bill of Exceptions with said original
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exhibits, above specifically enumerated, to the Cir-

cuit Court of Appeals for the Ninth Circuit. [70]

I further certify that the foregoing Bill of Ex

ceptions complies with all the rules of this Court

relating to the extension of the term for the purpose

of presenting, settling and filing the Bill of Excep-

tions, and all orders made by me extending the time

for such presentation, settling and filing, and that

the foregoing Bill of Exceptions was presented and

is hereby settled and allowed within the time pre-

scribed for that purpose and at the same term of

Court at which the judgment in said cause was

rendered and entered.

Done in Open Court this 5th day of August, 1939.

GEO. F. ALEXANDER,
District Judge.

Entered Court Journal No. 13, Page 6-A.

[Endorsed] : Filed Aug. 5, 1939. [71]

[Title of District Court and Cause.]

APPELLANTS' POINTS.

In the above entitled cause on appeal the following

is a statement of the points and parts of the record,

for consideration thereof, upon which appellants

intend to rely on their appeal.

Point I.

The court erred in making and filing herein thai

part of Finding of Fact No. 1 which reads as fol-

1
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lows: "That on or about the 15th day of May, 1933,

at Skagway, Alaska, the defendants Harriet S.

PuUen and Royal R. Pullen, the latter acting by his

agent, Harriet S. Pullen, contracted with the plam-

tiff to perform work, labor and services for tlieni

as a laborer, handyman and janitor in and about

the Pullen House and annexes located at Skag^vay,

Alaska;" to which appellants excepted as set forth

in Assignment of Error No. Ill, filed herein. (As-

signment of Error No. Ill; Tr. p. 17). Appel-

lants contend that there was no evidence of any

contract between Dale and Royal Pullen and no

evidence that any relation of principal and agent

existed between Harriet S. Pullen and Royal R.

Pullen.

Point II.

The court erred in finding that the services men-

tioned in Finding of Fact No. II were performed

pursuant to a contract between appellee and both

appelhmts, and particularly that the services men-

tioned in Finding No. II [72] were performed "pur-

suant to said contract", appellants contending that

plaintiif-appellee never performed any services for

Royal R. Pullen pursuant to any contract. (Tr.

p. 18; Assignment of Error No. IV).

Point III.

That the court erred in refusing to find under

the evidence that Olaf Dale, appellee, acted as man-

ager in charge of the Pullen House during a por-
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tion of the time between May 15, 1933, and August

9, 1938, (Assignment of Error No. V; Tr. p. 18).

as the evidence showed he did so act.

Point IV.

The court erred in Finding of Fact No. Ill in

fiolding therein as follows: '^
. . . and said de-

fendants Harriet S. Pullen and Royal R. Pullen

became indebted to plaintiff in that sum . . . ",

thereby finding that appellant Royal R. Pullen was

indebted to the appellee in the sum of $3915.00,

with interest in the further sum of $760.00, (Tr.

p. 18; Assignment of Error No. VI), for the

reason that there was no evidence that Royal Pullen

was indebted to plaintiff in any sum.

Point V.

The court erred in entering Conclusion of Law
No. 1 as follows: ''That plaintiff is entitled to re-

cover of and from the defendants, Harriet S. Pul-

len and Royal R. Pullen, the sum of $3915.00, to-

gether with interest accrued thereon up to the 1st

day of August, 1938, amounting to the sum of

$760.00, and interest at the rate of six percent upon

said principal sum from said 1st day of August,

1938, imtil paid;" (Tr. p. 18; Assignment of

Error No. VII), for the reason that there was no

evidence of any privity of contract between ap-

pellee Dale and appellant Royal R. Pullen and no

evidence that Royal R. Pullen [73] was indebted to
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Dale in any sum, and the evidence does not support

any such conclusion.

Point VI.

The court erred in making and entering Conclu-

sion of Law No. IV, which reads as follows: ''That

plaintiff is entitled to recover his costs and expenses

herein incurred, from the defendants, Harriet S.

Pullen and Royal R. Pullen;" (Tr. p. 18; As-

signment of Error No. VIII), for the reason that

there was no evidence to support a joint judgment

against appellants Harriet S. Pullen and Royal R.

Pullen and no evidence to support any judgment

against Royal R. Pullen.

Point VII.

The court erred in entering judgment herein

against the defendants-appellants Harriet S. Pullen

and Royal R. Pullen jointly and severally in the

sum of $3915.00, plus $760.00 interest, and interest

on both sums at the rate of 6% per annum from

August 1, 1938, until paid, together with plaintiff's

costs and disbursements in the lower court, (Tr.

p. 14, Judgment), for the reason that there was

no evidence to support a joint and several judgment

against the appellants and no evidence to support

any judgment against Royal R. Pullen.

Point VIII.

Appellants rely upon this appeal upon the con-

tention that the Findings complained of hereinabove
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and in the Assignments of Error and the Conclu-

sions and Judgment were not supported by any evi-

dence, and that under the law the plaintiff, appellee

Iierein, could not recover a judgment against both

[Principal and agent nor a judgment on the theory

that appellants were partners, for the reason that

(here is no evidence that the relation of principal

and agent existed between them, and no evidence

[74] that a partnership existed of which the ap-

pellant Harriet S. Pullen was the agent.

Point IX.

Appellants contend that the pleadings, findings

and judgment are all inconsistent, one with the

other. That neither the Findings nor Conclusions

can find support in the complaint, and that the

judgment is not consistent with either the plead-

ings, evidence, findings or conclusions of law.

The testimony has been reduced to narrative

form, and the bill of exceptions contains all the

testimony, and appellants think, in order for the

apellate court to pass upon the questions involved,

it is necessary to print the whole bill of exceptions

and that the whole record is necessary for a con-

sideration by the court of the questions involved in

Ihe Assignments of Error and points relied upon;

Ihe broad question being that there is no evidence

1(> p,upport those portions of the court's Findings

nnd Conclusions complained of herein and referred

fo in the Assignments of Error and hereinabove re-
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ferred to or to support the court's decision, or to

support the judgment entered herein.

H. L. FAULKNER,
N. C. BANFIELD,

(Attorneys for Appellants).

Copy Received at Juneau, Alaska, this 2nd day

of August, 1939.

HENRY RODEN,
Attorney for Appellee. [75]

[Title of District Court and Cause.]

ORDER EXTENDING TIME FOR FILING, AL-

LOWING AND SETTLING BILL OF EX-
CEPTIONS AND FOR THE RETURN OF
THE CITATION AND ENLARGING THE
RETURN DAY AND EXTENDING THE
TIME TO FILE AND DOCKET RECORD
ON APPEAL.

On July 6th, 1939, defendants having filed a peti-

tion for appeal and assignments of error, and an

order having been entered on that date allowing

the appeal, and supersedeas and appeal bond having

been filed and approved, and citation issued, all on

July 6th, 1939; and plaintiff appearing by his at-

torney, Henry Roden, and defendants by their at-

torney, H. L. Faulkner, and counsel for plaintiff-

appellee having stated in open court that he was

about to leave the Territory for a period of three
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or four weeks and would be unable to attend to

the matter of settlement of the bill of exceptions

until after his return, and counsel for defendants-

appellants having announced that the bill of excep-

tions would be ready for settlement within five days,

and it having been agreed between counsel for

plamtiff and counsel for defendants that the time

for settling the bill of exceptions might be extended

at the request of counsel for plaintiff-appellee;

It Is Hereby Ordered that the time within which

the bill of exceptions in this case may be filed,

allowed and settled be, and the same is hereby ex-

tended until September 23d, 1939, and that the term

of this court at which said judgment was entered

is hereby extended for that purpose; and that the

time for the return of the citation [78] herein be,

and the same is hereby extended and enlarged until

October 7th, 1939, and that the defendants-appel-

lants have until October 7th, 1939, within which to

file and docket their record on appeal with the

(ylerk of the Appellate Court in San Francisco,

(California, and the term of this court is hereby

extended for that purpose.

Done in open court this 22nd day of July, 1939.

GEO. F. ALEXANDER,
U. S. District Judge.

Entered Court Journal #12 Pages 480-481.

[Endorsed] : Filed July 22, 1939. [79]
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[Title of District Court and Cause.]

PRAECIPE.

To the Clerk of the District Court for the Terri-

tory of Alaska, Division Number One:

You will please prepare and transmit to the Cir-

cuit Court of Appeals for the Ninth Circuit, in con-

nection with the appeal herein, copies of the follow-

ing papers and documents:

1. Plaintiff's complaint, as amended;

2. Answer of Defendants Harriet S. Pullen and

Royal R. Pullen;

3. Findings of Fact and Conclusions;

4. Judgment;

5. Petition for Order allowing Appeal;

6. Assignments of Error

;

7. Order allowing appeal and fixing amount of

bond;

8. Citation;

9. Supersedeas and cost bond on appeal

;

10. Stipulation re. printing transcript of record

:

11. Bill of Exceptions ; and Order Allowing same •

12. Appellants' Points;

13. Original of Plaintiff's Exhibit No. 3

;

14. This Praecipe.

15. Order extending time for filing, etc.

H. L. FAULKNER,
N. C. BANFIELD,

Attorneys for Defendants-

Appellants.
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Service of copy of the above Praecipe acknowl-

edged this 3rd day of August, 1939.

HENRY RODEN,
Attorney for Plaintiff-

Appellee.

[Endorsed] : Filed August 5, 1939. [80]

[Title of District Court.]

United States of America,

Territory of Alaska,

Division No. 1—ss.

CERTIFICATE.

I, Robert E. Coughlin, Clerk of the District Court

for the Territory of Alaska, Division Number One

I hereby certify that the foregoing and hereto at-

tached 80 pages of typewritten matter, numbered

from 1 to 80, both inclusive, constitute a full, true,

and complete copy, and the whole thereof, of the

record prepared in accordance with the praecipe of

defendant-appellants on file herein and made a part

hereof, in cause No. 4274-A, wherein Harriet S.

Pullen and Royal R. Pullen are defendant appel-

lants and Olaf Dale is Plaintiff-appellee, as the same

appears of record and on file in my office, and that

said record is by virtue of a petition for Appeal and

Citation issued in this cause and the return thereof

in accordance therewith.
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I do further certify that this transcript was pre-

pared by me in my office, and that the cost of prepa-

ration, examination and certificate, amoimting to

Thirty Dollars and Sixty Five Cents ($30.65) has

been paid to me by counsel for Appellant.

In Witness Whereof, I have hereunto set my
hand and the seal of the above-entitled Court this

9th day of August, 1939.

[Seal] ROBERT E. COUGHLIN,
Clerk.

[Endorsed]: No. 9268. United States Circuit

Court of Appeals for the Ninth Circuit. Harriet S.

Pullen and Royal R. Pullen, Appellants, vs. Olaf

Dale, Appellee. Transcript of Record Upon Appeal

from the District Court for the Territory of Alaska,

Division Number One.

Filed August 21, 1939.

PAUL P. O'BRIEN,

Clerk of the United States Circuit Court of Appeals

for the Ninth Circuit.
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STATEMENT OF FACTS

This was an action brought in the District Court,

First Division, Alaska, by the appellee to foreclose

a lien on certain real property and buildings at Skag-

way, Alaska. The suit was brought by Olaf Dale

against Harriet S. Pullen, Royal R. Pullen and Kath-

erine Nye.



The complaint alleges that the two defendants

Harriet S. Pullen and Royal R. Pullen, the appel-

lants herein, were the owners of certain real property

and buildings and improvements thereon situated in

the town of Skagway, Alaska, and particularly de-

scribed in the complaint ; that both appellants Harriet

S. Pullen and Royal R. Pullen were in possession of

the premises and the actual occupancy thereof, and

had been since May 15, 1933, and that on May 15,

1933, plaintiff entered into an oral contract with

Harriet S. Pullen and Royal R. Pullen, the latter act-

ing by and through his agent, Harriet S. Pullen,

under which the plaintiff was to perform certain

work in the construction, alteration and repair of the

buildings on the premises. It is alleged in Paragraph

III of the complaint (Tr. p. 3) that the contract pro-

vided for construction, alteration and repairs to the

buildings. No claim is made for services in any other

capacity. In Paragraph IV of the complaint, (Tr. p.

4), plaintiff claims there is due him the sum of

$3,915.00 for such work, with interest thereon

amounting to the further sum of $760.00, and that

the services for which this was due consisted wholly

in the construction, alteration and repair of the

buildings described.

Plaintiff claimed a lien on the property de-

scribed, and he sought foreclosure of the lien on the

property.

The answer alleges that the property in ques-



tion belonged to Royal R. Pullen, and denies that

Harriet S. Pullen owned or claimed to own any part

of the same. It admits that the plaintiff was em-

ployed at the Pullen House, and alleges he was em-

ployed as manager and that he was paid in full for

his services; denies that he performed the work al-

leged, in the construction, alteration and repair of the

buildings, and denies that plaintiff was entitled to

any lien or the payment of any sum whatsoever.

The proof showed conclusively and the court

found that the property which was the subject of

the action was owned by appellant, Royal R. Pullen,

but occupied by his mother, Mrs. Harriet S. Pullen,

an old lady 80 years of age at the time of the trial.

Mrs. Pullen had occupied the property from thirty-

eight to forty years, and operated a hotel, which in

later years began to depreciate and require some

ordinary repairs and upkeep from time to time. The

property had been in the name of Royal R. Pullen

since 1927.

Mrs. Katherine Nye, one of the defendants in the

court below, held a mortgage on the property, which

the court found to be valid and in effect at the time

of the trial. No judgment was entered against Mrs.

Nye.

The proof further showed that Royal R. Pullen,

the son of Mrs. Harriet S. Pullen, had lived in South

Dakota for many years, and that he was not at any



time in Skagway during the period covered by the

pleadings, nor for many years prior thereto.

The testimony shows that Dale came to work at

what is known as the Pullen House on the premises

in question on or about May 15th, 1933, "as a car-

penter, handyman and janitor in and about the Pullen

House and annexes located at Skagway, Alaska, and

that said Pullen House and annexes during all the

times mentioned herein and in the complaint were

operated by the defendant, Harriet S. Pullen, as a

hotel and apartment house." (Finding of Fact No. ],

Tr. p. 10). The testimony further shows that Dale

was to receive for such services $90.00 a month and

board and room. There was a conflict in testimony

as to payment, the appellant Harriet S. Pullen claim-

ing that Dale took over the operation and control of

the Pullen House and the management of the same,

and that he paid himself from the proceeds. Dale

remained employed at the Pullen House until August

9th, 1938, a little over five years.

The court held that Dale had no lien upon the

premises or buildings, but entered judgment against

the appellants Royal R. Pullen and Harriet S. Pullen,

jointly and severally, in the sum of $4,575.00, with

interest from August 1st, 1938. The appeal is taken

from this decision.

The judgment which was entered against both

appellants, based upon the findings, is for work, labor



and services as a laborer, handyman and janitor and

not for construction, alteration or repairs of buildings

as sued for.

BASIS OF JURISDICTION

The District Court had jurisdiction in this case

by virtue of the provisions of Section 1091, Compiled

Laws of Alaska 1933. The judgment show^s the

amount in controversy to be over $4,000.00. (Tr.

p. 15).

The Circuit Court of Appeals has jurisdiction

to review the final judgment in this cause upon

appeal. Section 225, Title 28, U. S. C. A., as

amended.

SUMMARY OF BRIEF AND APPELLANTS'
POINTS

Appellants contend that the joint and several

judgment is not supported by any evidence nor by the

pleadings ; that the judgment against Royal R. Pullen

is not supported by any evidence, and that the court

erred in making its Findings of Fact and Conclusions

of Law and in entering judgment upon the testimony

adduced. The record will show that appellee came

into the trial court seeking foreclosure of a lien

against the property in question, the record title of

which stood in the name of the appellant. Royal R.

Pullen, and that he contended, during the trial, that



the property was operated and controlled by Royal

R. Pullen through his mother, who acted as his agent.

This seems to have been appellee's contention. If that

were so, then the judgment should have been against

Royal R. Pullen, if supported by the evidence, for it is

a well-known principal of law that under such cir-

cumstances a judgment cannot be obtained against

both the principal and agent. However, there was no

testimony to support a judgment on such theory, for

there was no testimony that the property was oper-

ated, controlled or managed by Royal R. Pullen or

that he had any interest whatsoever in the operation

of the hotel ; he lived in South Dakota, and was not at

any time in Skagway, and there was no privity of

contract whatsoever between him and Dale, the ap-

pellee.

The court's judgment, however, is not based upon

the fact that Royal R. Pullen was the principal and

Harriet S. Pullen his agent in the operation of the

hotel, but found them jointly liable and entered judg-

ment against them jointly and severally. This, in

effect, was a finding that they were jointly operating

the hotel and business at Skagway, Alaska. There is

no evidence to support this theory. In other words,

the Assignments of Error raised the question as to

the validity of a judgment against the appellants

jointly and as to the validity of any judgment against

Royal R. Pullen under the evidence, on any theory.
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ARGUMENT AND AUTHORITIES

There is no dispute about the fact that Mrs.

Pullen employed Dale, the appellee, on or about May
15th, 1933, and that he remained in her employ until

August 9, 1938, working as a janitor, handy man,

laborer, etc., in the operation of the old hotel at Skag-

way known as the Pullen House, and that he was to

be paid the sum of $90.00 a month and board and

room, for all of such services. Mrs. Pullen contended

that Dale had taken over the management of the

hotel, received the proceeds from the business and

paid the expenses, including his own salary, and oper-

ated it as his own business. Dale admits this in

part, but claims that everything he did was done

under the direction and supervision of Mrs. Pullen.

The court's findings in this respect are in favor of

Dale, and since there was conflicting evidence, of

course, such findings will not generally be disturbed

on appeal.

The questions presented on this appeal are two

—

First, can the judgment be sustained against both

appellants, defendants below, on the evidence, and,

if so, on what theory?

Second, can any judgement be sustained against

the appellant Royal R. Pullen, and, if so, on what

theory?

Since the questions of law and fact involved in
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a consideration of these two points are so interwoven,

we may for convenience discuss the two questions

together.

We wish to first point out an apparent discrep-

ancy between the courts decision at the conclusion of

the trial, and the Findings, as entered. The court

in its decision, after first stating, with reference to

the payments alleged to have been received by Dale,

the appellee, which, of course, would determine the

amount due, " .... It is all a mystery to me; I have

been trying to find out what the real situation was

up there ....", then concludes that, "
. . . . The plain-

tiff is entitled to recover what he claims in the way
of wages as against Royal Pullen and Mrs. Pullen

as a personal judgment, but not as a lien against the

premises, and Royal Pullen, as the owner, and Mrs.

Pullen personally and as agent for Royal Pullen

" (Tr. p. 80).

This indicates that the court was basing its

opinion upon the matter of agency, and he was holding

both the principal and the agent to be liable. This,

as we have stated, is contrary to the fundamental

principles of the law of agency. A plaintiff cannot

get judgment against both the principal and the agent.

This principle of law is too well-known and estab-

lished to require the citation of any authorities.

**The generally accepted rule seems to be
that when the agency has been disclosed before



suit is filed, a judgment obtained therein against

the agent, although unsatisfied, is a bar to an
action against the principal."

R.C.L. Vol. 21, p. 894, Sec. 68.

In the Findings, however, the court finds, after

first stating that the hotel and annexes in question

".
. . . during all the times mentioned herein and in the

complaint were operated by Harriet S. Pullen as a

hotel and apartment house ....", (Finding of Fact,

No. 1, Tr. p. 10), that the defendants-appellants Har-

riet S. Pullen and Royal R. Pullen jointly promised

to pay plaintiff-appellee.

It is difficult to determine from the court's de-

cision and from the Findings just on what theory a

joint judgment can be supported, for in the court's

decision the court bases the judgment on the fact that

Royal R. Pullen was the owner and Mrs. Harriet S.

Pullen was the agent. Such a judgment might have

been proper if the court had upheld the claim of lien,

but the court could not do that under the evidence,

and the court did not do it, but expressly held, in

Conclusion of Law No. 2, (Tr. p. 13), that Dale was

not entitled to a lien. In Finding No. 1 (Tr. p. 10)

the court found that both appellants Harriet S. Pullen

and Royal R. Pullen promised and agreed to pay the

appellee Dale.

If we lay aside the apparent inconsistencies be-

tween the court's decision at the conclusion of the
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trial and the Findings of Fact, we might assume that

the court based its judgment on the statement in the

first part of Finding of Fact No. 1, (Tr. p. 10), that

the "
. . . . defendants Harriet S. Pullen and Royal

R. Pullen, the latter acting by his agent Harriet S.

Pullen, contracted with the plaintiff to perform work,

labor and services . . . .
" If this is so and the judg-

ment is based upon that theory, then the court, in

effect, found that the defendant-appellants, Royal R.

Pullen and Harriet S. Pullen, were operating the hotel

jointly, or, in other words, that they were partners or

joint adventurers.

The same rules of law govern whether they were

joint adventurers or partners. Ruling Case Law, Vol.

15, p. 500, Sec. 2, reads as follows:

"2. Nature of Relation. While it is true

that at common law coadventurers in an enter-

prise were recognized in courts only when the

element of partnership was disclosed and on
proof of the essentials of a partnership, this is not

the law at the prsent time, and, although courts

in modern times do not treat a joint venture as

identical with a partnership, it is so similar in its

nature and in the contractual relationships

created thereby that the rights as between the

adventurers are governed practically by the same
rules that govern partnerships. A joint adven-
ture generally relates to a single transaction. The
usual test of a partnership as between the parties

to a joint adventure is their intent to become
partners."

It would seem, therefore, that the court must
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have based its judgment on a finding that the appel-

lants Royal R. Pullen and Harriet S. Pullen, his

mother, were partners. We have in Alaska what is

known as the Uniform Partnership Act. This is

found in Chapter XLVIII, page 539, commencing with

Section 2729, Compiled Laws of Alaska, 1933. Sec-

tion 2734 defines partnership as follows:

"1. A partnership is an association of two
or more persons to carry on as co-owners a busi-

ness for profit.

"2. But any association formed under any
other statute of this Territory, or any statute

adopted by authority, other than the authority
of this Territory, is not a partnership here-

under, unless such association would have been
a partnership in this Territory prior to the adop-
tion hereof, but this article shall apply to limited

partnerships except in so far as the statutes

relating to such partnerships are inconsistent

herewith."

This law has been in effect since 1917, and the por-

tion quoted is Section 6, Chapter 69 of the Session

Laws of Alaska, 1917.

Section 2735, Compiled Laws of Alaska, pre-

scribes the rules for determining the existence of a

partnership. These are found in the first three sub-

divisions of Section 2735, which reads as follows:

"1. Except as provided by Section 2744
persons who are not partners to each other are
not partners as to third persons.
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"2. Joint tenancy, tenancy in common, ten-

ancy by the entireties, joint property, common
property, or part ownership does not of itself

establish a partnership, whether such co-owners
do or do not share any profits made by the use
of the property.

"3. The sharing of gross returns does not
of itself establish a partnership, whether or not
the persons sharing them have a joint or common
right or interest in any property from which the

returns are derived."

The fourth subdivision relates to the effect of sharing

of profits of a business, but this has no bearing upon

the case for the reason that there is no evidence that

any profits were ever shared by Royal R. Pullen and

his mother, nor that any losses were borne jointly

between them in any proportion.

"A partnership is frequently described as a
contract of two or more competent persons to

place their money, effects, labor and skill, or
some or all of them, in lawful commerce or busi-

ness, and to divide the profit and bear the loss in

certain proportions, (citing decisions). The test

in most cases is that there must be a community
of interest and a joining as principals in carrying
on business for joint profit.

"And so it has been held that a mere recep-
tion of a certain portion of the profits is in-

sufficient."

Georgia Casualty Co. v. Hoage, 59 Fed.
(2d) 872.
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As a general rule, of course, the appellate court

will not ordinarily disturb the findings of fact of a

trial court, and they are considered binding, although

it has been held that,

"If, upon review of evidence, appellate court

reaches contrary conclusion, it will, if findings

of chancellor appear clearly wrong, give its own
conclusions effect."

Mcintosh et al v. Leisk, 95 Fed. 2d, p. 164.

In Volume 5, C. J. S. p. 686, on the subject of

REVERSAL AND AFFIRMANCE IN GENERAL,
after stating the well known rule that

"Fact findings of the trial judge are always
accorded great weight or deference and will be
disturbed or reversed only when clearly or mani-
festly wrong or erroneous;"

it is stated,

"Error of law, which will result in re-

versal, exists, however, if the fact finding or

conclusions are manifestly or clearly wrong or

erroneous, contrary to the evidence, obviously or

clearly against the weight of the evidence, as
noted infra Sec. 1658, without support in the

evidence, due to, or colored by, an error or mis-
conception of law, or are clearly the result of

passion or prejudice, or an abuse of discretion,

on the part of the trial judge. Apparent incon-

sistencies in the findings will not cause a re-

versal if they are susceptible of reconciliation

with one another and with the judgment."

In note 96 on P. 692, there is cited the case of
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Am. Natl, Bank of Milwaukee v. Lewis, 225 N. W.

751, as holding that,

"Findings based on erroneous assumption of

fact will not be regarded as conclusive,"

and the case of Alsip v. Perkins 32 S. W. (2nd) 565,

which holds that,

"If it is clearly and plainly apparent to

appellate court that the real facts are otherwise
than as found by the trial court, the findings are
not binding, but may be set aside."

Then in note No. 97 on the same page 692, we are

referred to a decision of this court in the case of

Hooper v. First Exchange National Bank of Coeur d'

Alene, found in 53 Fed. (2nd) 593, in which the court

said, at page 597:

"We should be slow to disturb the finding
of the trial court if there appeared to be a sub-
stantial conflict in the testimony, but we can-
not allow ourselves to be bound by a finding
which is in direct conflict with all the evidence
in the record touching the fact found."

The court refers in that case to a "fringe of fact

and circumstance" drawn into the record. In the case

at bar we submit that there was not even a fringe of

fact or circumstance to support the theory that a

partnership or joint venture or the relation of prin-

cipal and agent existed between the appellants.

Here we think the Findings, with reference to
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the appellants being either joint adventurers or part-

ners, are clearly wrong and not supported by any

evidence. In such cases, of course, the Findings

should not be sustained, nor the decision of the trial

court affirmed.

Let us see what the testimony of the appellee

Dale is upon this point. We quote all the pertinent

parts of the record of the testimony as given by him

:

"Mrs. Pullen wrote me at Portland if I

wanted to come up and fix her place . . . She was
supposed to pay me $90.00 a month and board
and room. That was agreed." (Tr. p. 25-6).

"Mrs. Pullen told me to fix the foundation

.... On the request of Mrs. Pullen I next painted

the house." (Tr. p. 26).

"Mrs. Pullen told me to fix the dining
room." (Tr. p. 28).

"Mrs. Pullen wanted me to work upstairs."

(Tr. p. 28).

"In September 1936 Mrs. Pullen asked me to
fix an apartment. (Tr. p. 33).

"Mrs. Pullen wanted me to fix up Annex
No. 2." (Tr. p. 34).

"Mrs. Pullen asked me to build on a kitch-

en." (Tr. p. 35).

"Mrs. Pullen hired me, told me what to do.

Mrs. Pullen ran the place up there, hired James
Gordon and paid him. She sent Frank Jimmy to
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me to help me. Mrs. Pullen hired him and paid
him." (Tr. p. 39).

"I never saw Royal after 1919." (Tr. p. 40;
also Finding No. 1, Tr. p. 10).

"Mrs. Pullen paid me $800.00." (Tr. p. 44).

Then we have the note dated Skagway, March 1,

1935, (Plaintiffs Exhibit No. 2, Tr. p. 63), in which

Mrs. Pullen promised to pay Olaf Dale $90.00 a month

and board and room, and part of which reads: '1,

Harriet S. Pullen, promise and agree to pay . . . .

"

Then near the concluusion of Dale's testimony,

(Tr. p. 75), we have the following questions and

answers

:

"Q. Mr. Dale, you said in answer to a ques-

tion of Mr. Roden a few minutes ago that Mrs.
Pullen made this arrangement to pay you $90 a

month herself?

"A. Yes.

'^Q. It was Mrs. Pullen's contract?

"A. Yes.

'^Q. Between you and her personally?

"A. Yes.

^'Q. Sure of that?

"A. Yes."

As pointed out hereinabove, the court in Finding

of Fact No. 1, which seems to contain the theory

upon which the court proceeded to enter judgment,
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finds that the ^'defendants Harriet S. Pullen and

Royal R. Pullen, the latter acting by his agent, Har-

riet S. Pullen, contracted with the plaintiff . . . .

"

This, in effect, is a finding not that Royal R. Pullen

was the principal and Mrs. Pullen his agent, but that

they both contracted with Dale, Royal R. Pullen con-

tracting through his agent Mrs. Pullen, and Mrs. Pul-

len contracting for herself.

Let us see what evidence there is to support

this finding. Taking the testimony of Dale on this

point in the order in which it appears, we first find

reference to a telegram which Royal sent to Mrs.

Pullen on August 9th, 1938, which Dale says directed

her to "discharge Olaf Dale, at once." (Tr. p. 38).

No reason is given, and no theory is advanced, by

Dale, to account for the motives which impelled Royal

to send such telegram. However, at the time this tele-

gram was delivered, Mrs. Pullen had called to her

aid the Marshal, who came to her. The motive for

sending the telegram is found in the testimony of

Mrs. Pullen, (Tr. p. 60), as follows:

''I was afraid to go near the office. The
first two years I was satisfied. He got a little

worse and worse. He kept saying he was going
to shoot. I did not know who, I though it was
me. The 8th of July last he swore at me and
threatened me in the presence of the cook and
others, called me dreadful names. A girl wrote
and told Royals
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It is not strange therefore, that Royal, in South

Dakota, learning that his mother, 80 years of age,

was being threatened and cursed by Dale, should

communicate with the Marshal and wire Mrs. Pullen

to discharge Dale at once.

We next have, in Dale's testimony, the fol-

lowing :

"She said, 'My son will pay you.' She said

she was running the place for her son. I said,

'Why don't you write to Royal Pullen and tell

him I was working there and doing repairs and
try to get a loan on the place and fix it up. She
wrote right there. She got an answer in three

weeks. It said, *Go ahead and fix the place up.

Have Olaf fix it and I will pay for it.' " (Tr. p.

38).

"Royal promised to pay me. She promised
to pay and Royal promised to pay. She told me
not to worry about pay. Royal would pay me.
Royal would get a loan on the place and pay me.
She told me she was Royal's agent." (Tr. p. 41).

"Mrs. Pullen told me she was running the

place for her son. She came and told me she

is Royal's agent." (Tr. p. 42).

"I looked to Royal for my pay up there be-

cause he promised to pay in that letter^ (Tr.

p. 39).

This testimony, while insufficient for the pur-

pose, seemed to be given in an effort to establish the

fact that Royal was the principal and Mrs. Pullen the
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agent, not that they were partners. Indeed, it does

not even serve the purpose of supplying any evidence

to support either the contention that Royal was the

principal and she the agent, or that they were part-

ners, for he says he asked her to write to Royal **and

try to get a loan on the place and fix it up." (Tr. p.

38). Royal, the principal, would hardly be lending

money to his agent '*to fix up" his own property.

Royal, the partner, would hardly be lending money

to his other partner "to fix up" partnership property.

The only other evidence upon which appellee

might seem to rely to establish a partnership is a

letter from Royal to his mother, dated March 14,

1934, which was introduuced in evidence as plaintiff's

Exhibit 1, (Tr. p. 50). The evidence discloses that

when Dale left the Pullen House, he helped himself

quite freely to Mrs. Pullen's correspondence, and the

undisputed evidence shows that he had access to it

during the more than five years he was there, yet

he could not produce anything in writing in which

Royal ever claimed to be the principal in the business

of the Pullen House, or a partner, or in any manner

connected with it. The letter referred to (Tr. p. 50),

speaks of depreciation on the buildings for the pur-

pose of Royal's income tax return. That is the only

thing discussed in the letter.

It must be remembered that the property had

been in Royal's name and stood in his name on the
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record of deeds at Skagway since 1927. He had

allowed his mother to use the property, that is all.

Sometimes she paid the interest on the mortgage

notes, and sometimes he paid it. The mortgages were

given by Royal. It is true in this letter Royal uses

the words "we" and **us" several times, but appar-

ently he referred to himself and his wife, but, at any

rate, there is no evidence on this point, and it would

not make any difference under our law of partnership

hereinabove quoted if the property had been in the

joint names of Royal and his mother. The significant

fact about the letter is that it discusses only depre-

ciation on the buildings, with reference to income tax

returns. It does not say anything about profits or

losses of the business. The business was either mak-

ing a profit or sustaining a loss. It is not within the

realm of possibility that the receipts were exactlj^

equal to the disbursements each year. As a matter of

fact, if we take Dale's testimony at its face value, he

says that "the Pullen House made $7,000.00 or $8,-

000.00 in the last three or four years he was there."

(Tr. p. 76).

Even if the receipts and expenditures exactly

balanced each year, and Royal and his mother were

operating the hotel jointly, or as partners, one would

think that some accounting would have to be made in

income tax returns, yet the letter from Royal, Exhibit

No. 1, (Tr. p. 50), does not even hint at profits or

losses, but discusses only depreciation.
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It is true that Mrs. Pullen paid the interest on

the mortgage; but that is no evidence that she was in

partnership with her son, the owner. She was oc-

cupying and using the property and apparently pay-

ing no rent or Dale would have known of it and given

testimony to that effect. It would not be a very

unusual thing for a son, whose aged mother insisted

on living on in the dying town of Skagway where she

had lived practically all her adult life, to allow her to

use and occupy the property which was in his name, by

simply paying the small amount of annual interest

occasionally. In the letter, Ex. 1 (Tr. p. 50) Royal

even offered to pay that. It would not be unusual for

Royal to send his mother money from time to time,

as when he sent her the money for shingles (Tr. p.

59) and for the shoes; (Tr. p. 60), no more so than

for her daughter to buy her a dress (Tr. p. 60).

Taking the testimony of plaintiff at full face

value, we have nothing in the record to connect ap-

pellant Royal Pullen with the employment of Dale

or any promise to pay him the amount plaintiff-

appellee claimed, and which the trial court found was

due from both him and his mother. Nothing except

the fantastic story of Dale, corroborated by Keong

Lee, the Chinese cook, his wife, and two Indians that

they had all seen a letter from Royal to his mother

written five years before the suit was commenced,

in which it was stated that Royal would pay for some

repairs. (Tr. p. 38).
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Although the corroboration of this story by a

Chinaman, a colored woman and two Indians who all

swore that they remembered seeing or hearing read

the letter referred to, a letter written almost six

years ago, comes close to the border line of the realm of

incredibility; and although the testimony constitutued

secondary evidence, still if the trial court believed it,

his finding that it was true may be final.

However, the letter, if written and received, falls

far short of being sufficient to establish the fact of

partnership or joint venture. What does it say?

According to Dale, "Go ahead and fix the place up

.... Have Olaf fix it and I will pay for it." (Tr. p.

38). Just what repairs was he to make? When
were they to be made? How much was Royal to pay,

and when? The record is silent on these points. As

a matter of fact, if Royal promised to pay for repairs

on his own property, the cost of these repairs would

be a lien on the premises, if, of course, the cost of the

repairs had been established and the dates fixed by

the testimony ; but the trial court must have concluded

this was not done, for the claim of lien was rejected.

(Finding No. 4, Tr. p. 12). The court said in this

Finding—"No testimony has been introduced show-

ing the value of the services performed by plaintiff

in making repairs separately from the value of

services as janitor and the other services performed

by plaintiff during the period covered by the plead-

ings." And it said again in Conclusion of Law No.



23

2, (Tr. p. 13), "That plaintiff is not entitled to a

lien." What the court ordered Royal to pay, by its

judgment, was not the cost of the repairs referred to

in the alleged letter, but the monthly salary of $90.00

claimed to be due Dale under the terms of the original

contract with Mrs. Pullen in May 1933, long before

the letter is claimed to have been written.

No bill was ever sent Royal for these repairs for

which Dale says Royal promised to pay. That alleged

promise was said to have been made in 1933. The

years rolled on. Cooks and other employees came to

the Pullen House and went—all hired, paid and fired

by Mrs. Pullen. (Tr. pp. 69-70-71). Yet there was

no communication from Royal, no demand made on

him for pay for Dale, or anyone else; no mention

seems to have been made to anyone that Dale con-

sidered Royal owed him anything. He said, *1 looked

to Royal for my pay up there, because he promised to

pay me in that letter.'' (Tr. p. 39). What did he

promise to pay? Surely not for his services as hotel

clerk, janitor and handy man. Surely not the pay

already owed him before the letter was written, yet

the trial court gave him a judgment for that, too.

And if this bit of testimony of Dale is true and

Royal's liability was established by the alleged myster-

ious letter, then how is Mrs. Pullen also liable?

There is testimony * about correspondence with

Royal. Plaintiff's witness, Grace W. Burrell, testi-
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fied that she had often written letters for Mrs. Pullen,

and she mentions two, in one of them she asked

Royal if he could send his mother $150.00 to go

outside. In another she tells about "Olaf fixing up

my house." (Tr. p. 52). Dale seems to have had

access to Mrs. Pullen's correspondence and papers,

and he seems to have helped himself when he left

there, yet he produced not one scrap of paper in which

Royal ever admitted that he had anything to do with

the operation of the Pullen House, either as sole

proprietor, operating through his mother as agent,

or as a partner with his mother. Dale had over

five years in which to ascertain who was his employer

and to learn the nature of the relations between Royal

and his mother. The court cannot fail to discover the

fact, from an examination of the whole record, that

Dale had pretty full charge of the operation of the

Pullen House; he received rents; Mrs. Pullen en-

dorsed checks and turned them over to him. (Tr. p.

62). He paid bills. (Tr. p. 60). He knew the

profit from 1934 to 1937. (Tr. p. 76). He had access

to her correspondnce. (Tr. p. 75). He told Mrs. Nye

he was manager of the Pullen House. (Tr. p. 68).

He admits that Mrs. Pullen was away part of the time

in 1936 and 1937, (Tr. pp. 40-41), and yet he has

been unable to produce a single letter, contract, docu-

ment or telegram indicating that Royal was either the

principal or a partner. This burden was on him as

plaintiff, and he did not sustain it, but wholly failed.
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Mrs. Pullen alone could not create herself agent

of Royal without his consent; she alone could not set

up a partnership with her son without an express

agreement with him for that purpose, and the record

is totally void of testimony as to any acts of Royal

which would establish a partnership by estoppel with-

in the meaning of the provisions of Sec. 2744, Com-

piled Laws of Alaska 1933, which provides that,

"When a person, by words spoken or writ-
ten, or by conduct, represents himself, or con-
sents to another representing him to anyone, as
a partner in an existing partnership, or with one
or more persons not actual partners, he is liable

to any such person to whom such representation
has been made, who has on the faith of such rep-
resentation, given credit to the actual or apparent
partnership . . . .

"

On this subject the Circuit Court of Appeals for

the Fourth Circuit states the law in the case of

Standard Ace. Ins. Co. v. Simpson^ 64 Fed. (2nd)

588, as follows:

"And we see no evidence whatever upon
which agency by estoppel may be predicated. To
raise such estoppel it must appear that the party
asserting it has acted upon an appearance of
authority with which the principal has clothed

the agent. As said in 21 R.C.L. 856: *A party
dealing with an agent must prove that the facts
giving color to the agency were known to him
when he dealt with the agent. If he has no
knowledge of such facts, he does not act in reli-

ance upon them, and is in no position to claim
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anything on account of them/ There is nothing
in the evidence to show that, when McCrae made
the agreement to extend the coverage of the bond,
the contractor knew any facts which justified

the assumption that he possessed any such
authority. The fact that McCrae assumed to

exercise the authority was, of course, no ground
of reliance. 2 C. J. 563; Metropolitan Casualty
Ins. Co. V. Potomac Builders' Supply Co., 61 App.
D.C. 255, 61 F. (2d) 407. If it were, the agent,

and not the principal, would control the limits

of authority. As was well said by the late Judge
Woods, speaking for this court in Richmond
Guano Co. v. E. I. DuPont de Nemours & Co.,

284 F. 803, 806 : "It is elementary that those who
deal with agents must ascertain at their peril the

scope of the agency. Dows v. National Exchange
Bank, 91 U. S. 618, 636, 637, 23 L. Ed. 214;
Thatcher v. Kaucher, 131 U. S. Appendix cxlvii,

24 L. Ed. 511 ; Owens Bottle-Machine Co. v. Kan-
awha Banking Co. (4th Circuit) 259 F. 838, 170

C. C. A. 638 ; Raven Red Ash Coal Co. v. Herron,
114 Va. 103, 75 S. E. 752; 2. Corpus Juris 562,

563, 564, 569, 594. 'The mere fact that one is

dealing with an agent, whether the agency be
general or special, should be a danger signal,

and, like a railroad crossing, suggests the duty
to "stop, look and listen,'^ and he who would bind
the principal is bound to ascertain, not only the

fact of agency, but the nature and extent of the

authority, and in case either is controverted the

burden of proof is upon him to establish it. In

fine, he must exercise due care and caution in

the premises.' Brutinel v. Nygren, 17 Ariz. 491,

154 P. 1042, L. R. A. 1918 F, 713, 717.'

"

Dale's testimony, hereinabove set out and re-

ferred to, says he made his contract with Mrs. Pullen,

and he introduced Exhibit 2 to prove it. His whole
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testimony shows that during the entire time he was

employed there was no variation in the contract re-

lating to the nature of his work or in the rate of pay.

He is now seeking to charge Royal, and he asks the

court to do this on nothing but conjecture.

Royal was not present at the trial. Knowing

that he had not been in Alaska for twenty years and

that he had written nothing which could by the widest

stretch of the imagination be construed as creating

a partnership between him and his mother, he felt

it was not necessary to be there; but Mrs. Pullen,

his mother, who employed Dale, was there, and we
think these facts are fully established from her uncon-

troverted testimony:

She is 80 years old, and has been in Skagway

42 years. She has been operating the Pullen House

38 years. She had the property in her name until

more than ten years ago, when it was deeded to

Royal. Olaf Dale was at one time married to her

daughter. She hired Dale in 1933, (Tr. p. 40). Her

son Royal wanted his mother to leave Skagway and

go to live with him in South Dakota. He had nothing

to do with her affairs in Skagway, and never promised

to pay Dale anything, and she never did tell Dale she

was agent for Royal. (Tr. p. 59). She was an old

lady, and turned the place over to Dale to manage.

She made the original arrangement to pay him $90.00

a month, but paid him only one month for the reason
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she made a later agreement with him to "run the

place, collect all the money, pay all the bills, take

care of everything." Dale said **he would make me
a lot of money." (Tr. p. 60).

From that time on he seems to have dominated

this old lady. He read her correspondence, he had her

sign the document which is Exhibit 2 (Tr. p. 63). He
took complete charge and finally became so over-

bearing, threatening and abusive, that a young lady

named Helen Smith wrote Royal, who wired her to

discharge him and who made arrangements for the

Marshal to go to the hotel and protect her. (Tr. pp.

37; 61).

Mrs. Pullen's testimony is borne out by the con-

duct of Dale. She says he took over the management

and complete control after the first month. Well, the

testimony of Dale is that he was paid $90.00 in

August 1933, and then not a cent for two years until

August 1935, and then nothing more for three years

more. This, indeed, seems strange; and Dale said,

on cross-examination, he thought it was strange. (Tr.

p. 41). Not a dime paid in two whole years, and then

only $100.00; then another period of three long years

without a dime, and during this whole period of five

years not a single demand made on Royal, whom he

said Mrs. Pullen represented would pay him, not a

scratch of a pen from Royal ratifying the alleged

promise. Not only was it strange, but amazing,
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incredible. The only explanation is found in Mrs.

Pullen's testimony that he was in complete charge

of everything, collecting all the money, paying all the

bills, etc. (Tr. p. 60) ; in fact, just helping himself.

This testimony is corroborated by Mrs. Nye, (Tr.

pp. 68-9), and by Mrs. Jacobson, (Tr. p. 67), and by

Dale's own witness, Mrs. Mary Kadanaha, who says,

"Mrs. Pullen sent me to Olaf for my pay." (Tr.

p. 70).

There is another question which is just as serious

as those we have discussed hereinabove, and that is

that the Findings and Judgment are not only not

supported by the evidence, but they are not supported

by the pleadings. It will be observed from an exam-

ination of the complaint that appellee claimed pay

only for construction, alteration and repair of the

buildings. He did not claim anything else, (Para-

graphs III and IV of Complaint; Tr. pp. 3-4), and

prayer of Complaint (Tr. p. 5). The trial court,

however, in its Judgment, based upon its Findings,

allowed him pay not for construction, alteration and

repairs of buildings, but for services as a laborer,

handyman and janitor. This is not the issue the de-

fendants were called upon to meet in the trial court.

In other words, the plaintiff alleged one thing, and

his proof was directed to something different, and

there was no offer or request to amend the pleadings.

If such offer had been made, defendants would have

been entitled to and required to change their answer
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to meet the new issue tendered, and they would have

been entitled to an adjournment of the trial until

their evidence could have been produced to meet the

changed allegations of plaintiff.

The errors assigned raise the question of the cor-

rectness of the findings and of the judgment on the

evidence, and pleadings, and we think they cannot be

sustained.

CONCLUSION

Dale, the plaintiff-appellee herein, sued to fore-

close a lien for alleged services in "construction,

alteration and repair" of buildings, on the theory

that the property itself should be subjected to the pay-

ment of his claim. This was his complaint. Not

being able to establish a lien he shifted his ground

at the trial without any change in his pleadings either

before or after the proof was in, and he included

other services such as janitor, handyman, clerk, etc.

and he contended that Mrs. Pullen who hired him did

so as the agent for her son Royal ; that Royal was the

principal and his mother only his agent; that Royal

was the debtor, not his mother. His entire testimony

was to that effect. It is true there are discrepancies

in his testimony, and in some parts he imputes the

contract and alleged debt to Royal, and in other parts

to Mrs. Pullen; but at no place in the entire record

do we find him making any claim that both were
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liable. There is absolutely no testimony touching any

such claim or tending to support it.

The trial court dismissed the claim of lien stat-

ing in the opinion at the close of the testimony that

"he wouldn't be entitled to a mechanic's lien any

more than a chambermaid if she happened to kalso-

mine a room." Then in his decision he held Royal

liable for Dale's services as janitor, laborer and

handyman "as the owner," and Mrs. Pullen also

liable as the "agent for Royal Pullen" (Tr. p. 80).

Then in the findings this is changed, and both Royal

and his mother are held jointly liable although he

also finds that the "Pullen House and annexes, dur-

ing all the times mentioned herein and in the com-

plaint were operated by the defendant Harriet S.

Pullen as an hotel and apartment house *****"
(Finding No. 1 Tr. p. 10). The trial court did not

connect Royal with the operation of the hotel; but

made him liable for the wages of Dale as a janitor,

laborer, etc.

Then again in the judgment the liability is

further extended beyond the language of the Find-

ings, and plaintiff is adjudged the right to recover

from both defendants "jointly and severally," and to

recover not for services in the construction, alteration

and repair of buildings as alleged in the complaint,

but for services as laborer, handyman and janitor.

(Tr. p. 10).
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Thus we have the plaintiff claiming one form of

relief in the complaint; and the court holding in its

decision that he was not entitled to that, but to some-

thing quite different; and finding facts upon which

it based a joint liability, and then entering a judg-

ment against the defendants jointly and severally.

We submit that the testimony does not support

either the findings or judgment and that neither Find-

ings nor judgment is justified under the pleadings;

and we respecfully request that the judgment be

reversed.

Respectfully submitted,

H. L. FAULKNER,

N. C. BANFIELD,

Attorneys for Appellants.
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STATEMENT OF FACTS

We do not deem it necessary to make any addi-

tions to the statement of facts contained in appellants'

Brief except to add that the Record discloses that the

Appellants made no demand for a jury trial after the



Trial Court had denied Appellee Dale a mechanic's

lien.

SUMMARY OF BRIEF AND APPELLEE'S

POINTS

The Appellee contends that the judgment entered

herein can be and should be affirmed for the following

reasons

:

1. It is admitted by Appellants in their Brief

and it is likewise clearly established by the evidence,

that Appellee Dale performed the services alleged in

his Complaint and that there is due and owing to him

the amount found due in the judgment.

2. The evidence clearly supports the finding

that Harriet S. Pullen acted as the agent of Royal R.

Pullen, the owner of the property.

3. The failure of Appellee Dale to maintain his

mechanic's lien does not avoid recovery for money due,

because under the Statute in Alaska abolishing the

distinctions between suits in equity and actions at law,

a mechanic, whose lien failed in a lien foreclosure suit,

is still entitled to a judgment for money due in the

same suit.

4. Notwithstanding the general rule that a judg-

ment cannot be had against both principal and agent,

the judgment in this case is a joint and several judg-

ment, and can be maintained because a recovery from
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either principal or agent would preclude a recovery

from the other.

ARGUMENT AND AUTHORITIES

Much ado about the question of a partnership or

a possible joint adventure existing between the Appel-

lants has been raised in their brief and argument.

By no stretch of the imagination can it be said that

such a relationship exists. Neither do we contend,

nor have we ever sought to prove, that the Appellants

are Co-partners or Joint-adventurers. Certainly the

evidence introduced at the trial contains no hint of

such fact and the pleadings are likewise silent. There-

fore it is difficult to understand why the Appellants

should have gone to such lengths to cite section after

section of the Compiled Laws of Alaska, and authority

after authority dealing with the question of Co-part-

nership.

We next wish to point out that it is clearly

admitted by the Appellants in their brief (page 7),

and it is clearly established by the evidence, that the

Appellee Dale was employed at the Pullen House in

Skagway, Alaska, from on or about. May 15, 1933

until August 9, 1938, working as a janitor, handy-

man, laborer, etc., and that he was to be paid the sum
of $90.00 per month and board and room for such

services. The Trial Court, hearing all the evidence,

found that the Appellee Dale was entitled to the sum
of $3,915.00 together with accrued interest to August
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1, 1938 amounting to $760.00 and interest at the rate

of 6% per annum on said principal sum from August

1, 1938 until paid (Tr. p. 13).

Appellants raise the point that there is a variance

between Appellee's Complaint and the proof, in that

the Complaint alleges he was to be paid for construc-

tion, alteration and repairs of buildings and the Find-

ings of the Court allow him recompense for services

as laborer, handy-man and janitor. We do not see

the force of this argument. Certainly it does not take

any feat of mental gymnastics to understand that

services as a laborer, handy-man and janitor could

easily include services in construction, alteration and

repairs of buildings. The proof clearly shows that in

this case they did, and the Findings of the Trial Court

clearly establish it. Consequently, the Findings of the

trial court will not be disturbed unless manifestly

against the weight of the evidence.

5 C. J. S. 686.

We now come to the question of agency. The

trial court found that Harriet S. Pullen acted as the

agent of Royal R. Pullen. (Tr. p. 10). The finding is

amply borne out by the record. Royal R. Pullen is the

ostensible owner of the property in question and he

exercised overt acts of ownership over it. Plaintiff's

Exhibit 1 (Tr. p. 50) is a letter from Royal R. Pullen

to Harriet S. Pullen, dated March 14, 1934, in which,

after referring to the property in question here, he

states

:



*7 can take depreciation on all the buildings

that are in my name and as long a^ we are not

putting in as much money as they are depreciat-

ing we must take a loss in the form of deprecia-

tion on the buildings so I am going to take

a loss of $2,000.00 a year which will save me
$80.00 tax every year^

Evidently when he wrote this letter he knew what

amount was "being put in" ;the plaintiff had then been

working on the property as a mechanic for several

months at $90.00 per month—$1060.00 a year—an

amount less than the $2000.00 depreciation he propos-

ed to claim.

In the same letter he asks: "Did you pay the in-

terest on the Chas. Nye notes if not find out how
much it is so I can pay it .... I think there is going

to be a boom in Alaska for the next 4 or 5 years so

we will come out all right in Skagway."

The agency cannot be disputed—the principal

gives orders to his agent who was in charge and tak-

ing care of his property at Skagway.

Again it is clearly established that Royal R.

Pullen authorized and ratified the work being done

and to be done by the Appellee Dale in a letter written

to Harriet S. Pullen in which Royal R. Pullen said,

"Go ahead and fix the place up * * * have Olaf fix

it and I will pay for it." (Tr. p. 38). This fact is

corroborated by the testimony of Mrs. Keong Lee

(Tr. p. 47), and Jimmy Gordon (Tr. p. 48). Had
Harriet S. Pullen been operating the Pullen House



in her own behalf she would not have needed any

authorization from Royal R. Pullen. Royal R. Pullen

paid for shingles for the buildings. (Tr. p. 59). He
took advantage of depreciation on the buildings in his

income tax returns. He had executed the mortgage

on the premises and at times had advanced money to

pay the interest. Finally, but most important, Royal

R. Pullen issued the order to discharge the Appellee

Dale, (Tr. p. 38).

Even though it might conceivably be argued that

Harriet S. Pullen was acting in her own behalf for

her own benefit, she was undeniably the agent of

Royal R. Pullen and therefore he cannot avoid

liability.

3 C. J. S. p. 185, Sec. 253. "If the principal

consents or authorizes the agent to deal with his

property as the owner, then such dealing, al-

though for the agent's sole benefit and to the

knowledge of the third party, will bind the

principal."

A. L. Jepson Mfg. Co. v. Shank, 154 p. 516.

"Where the third party acted in good faith and
with no notice of the fact that the agent was act-

ing for his own benefit, the principal cannot
avoid liability."

Seaboard Air Line Ry. Co. v. Gleason, 278
U. S. 349.

Rancho San Carlos v. Bank of Italy National
Trust and Savings Assn. 11 P. (2nd.)
424.

Barthelmess v. Cavalier, 38 P. (2nd.), 484.
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DEFENDANT-APPELLANT ROYAL R. PULLEN

ADMITS HE EMPLOYED PLAINTIFF-

APPELLEE

Royal R. Pullen argues that as he did not employ

the plaintiff-appellant either directly or through his

agent, he should not be called upon to pay for his

services.

Let us see what he alleges upon this feature in

his answer to the complaint.

In paragraph four of the complaint (Tr. p. 4)

the plaintiff alleges that pursuant to said contract

(entered into between him and both defendants as set

forth in paragraph three of his complaint) between

May 15th, 1933 and Aug. 9th, 1938, he performed

54 and one-half months of work and labor in the con-

struction, alteration and repair of said buildings and

that he earned thereby the sum of $4,905.00; that

$990.00 were paid thereon and that there remains a

balance of $3,915.00 and interest due him.

The defendant Royal R. Pullen and his co-defend-

ant Harriet S. Pullen answer these allegations as fol-

lows: (Tr. p. 7).

"Referring to the allegations in paragraph
four defendants admit that the plaintiff was
employed as manager of the property described
in the complaint—during the period from May
15th, 1933 to August 9th, 1938; deny that he
earned $4,905.00; deny that he performed 54%
months of work and labor in the construction,
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alteration and repair of the buildings described
in the complaint; admit that certain payments
were made to him as set forth in the complaint;
that other payments were made to him and that
during said period he was the manager of the

hotel operated upon the premises and that he
appropriated the proceeds from these operations,

and that there is nothing due him."

In this paragraph the defendants appellees ad-

mit they employed plaintiff appellee — not as a

mechanic as alleged by him but as manager of their

hotel during the entire period that he claims to have

been employed by them as a mechanic ; they admit that

he performed 54 1/^ months of work but deny that this

was performed in the construction, alteration or re-

pair of the buildings, and they admit they made cer-

tain payments to him. In other words they admit

employing him for 54% months and paying him

$990.00 on account thereof and the only issue raised

is as to the kind of work he performed.

The Appellants raise the question as to the valid-

ity of the judgment herein due to the finding of the

Trial Court that the Appellee Dale was not entitled to

a mechanic's lien. The failure of the Appellee Dale

to maintain his mechanic's lien does not avoid recovery

for money due, because under the Statute in Alaska

abolishing distinctions between suits in equity and

actions at law, a mechanic, whose lien fails in a lien

foreclosure suit, is still entitled to a judgment for

money due in the same suit.



Mitchell V. Beaver Dredging Co. 8 Alaska
566.

The statute above referred to is found in Chapter

LXVIII of the Compiled Laws of Alaska, 1933, and

provides as follows

:

Sec. 3351. "ONLY ONE FORM OF AC-
TION. The distinction between actions at law
and suits in equity, and the forms of all such
actions and suits, are abolished, and there shall

be but one form of action for the enforcement or
protection of private rights and the redress or
prevention of private wrongs, which is denom-
inated a civil action."

In 40 C. J. p. 495, it is stated:

"A personal judgment in favor of claimant
against his debtor may under the practice more
generally followed be rendered, although claim-
ant fails to establish or maintain his alleged
lien."

The above quoted rule is predicated on the exist-

ence of Statutes similar to Sec. 3351 of the Compiled

Laws of Alaska 1933, supra. The following cases

have also announced this rule

:

Madden v. McKenzie (C. C. A.) 144 F. 64.

Floreth v. McReynolds, 205 Mo. 143, 224 S.

W. 995.

Minnesota Lumber and Coal Co. v. Roinstady

167 Minn. Ill, 208 N. W. 548.

Blinn Lumber Co. v. Pioneer Drainage Dis-
trict, 50 Cal. App. 364, 195 P. 750.

Bettigen Lumber Co. v. Kerrin et al., 99 Cal.
App. 686, 279 P. 163.
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Hallet V, Phillips, 73 Wash. 457, 132 P. 51.

Pioneer Sand and Gravel Co. v. Hedlundy 178
Wash. 273, 34 P. (2nd.) 878.

Volker-Scowcroft Lumber Co. v. Vance, 36
Utah 348, 103 P. 970.

Western Plumbing Co. v. Fried, 33 Mont. 7,

81 P. 394.

Millick V. O'Malley et al, 47 Idaho 106, 273
P. 947.

Young et al, v. Vail et at., 29 N. M. 324, 222
P. 912.

6 Bancroft's Code Practice Sec. 5012.

18 R. C. L. 992.

The Appellants denied that the Appellee Dale

was entitled to a lien and when the Trial Court found

this to be a fact, the Appellants had the right to ask

for a jury trial to determine the question of whether

or not there was any sum owing from the Appel-

lants to the Appellee. The record discloses no such

demand for a jury trial on the part of the Appellants

and therefore, they are deemed to have waived their

right to a jury trial.

Mitchell V. Beaver Dredging Co., Supra.

Consequently there has been no violation of the

constitutional right of trial by jury.

Appellants contend that the judgment cannot be

sustained because it was entered against both the

principal and the agent. As a general proposition, a

judgment cannot be had against both the principal
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and the agent, but under some circumstances it may-

be proper.

Menveg v. Fishbaugh, 11 P. (2nd.) 438.

Here it must be pointed out that the judgment

in the case at bar is a joint and several one against

Royal R. Pullen and Harriet S. Pullen. Therefore it

seems to us that the judgment can be sustained be-

cause a recovery on the judgment from either the

principal or agent would preclude a recovery from the

other. Certainly under all the facts and the law ap-

plicable thereto, there can be no question of the

validity of the judgment against Royal R. Pullen the

principal and owner.

CONCLUSION

Because it is admitted by the Appellants in their

brief, and is likewise clearly established by the evi-

dence, that the Appellee Dale performed the services

alleged in his Complaint and there is due and owing

to him the sum of $3,915.00 principal and $760.00

interest, together with interest on said principal sum
of $3,915.00 at the rate of 6% per annum from Aug-

ust 1, 1938 until paid; because the evidence clearly

supports the finding that Harriet S. Pullen acted as

the agent for Royal R. Pullen the owner of the prop-

erty; because the failure of the Appellee Dale to

maintain his mechanic's lien does not avoid recovery

for money due for the reason that under the Statute

in Alaska abolishing the distinction between suits in
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equity and actions at law, a mechanic, whose lien

failed in a lien foreclosure suit, is still entitled to a

judgment for money due in the same suit; and be-

cause the judgment entered in this case is a joint and

several one it can be maintained for the reason that

payment of the judgment by either principal or agent

would preclude recovery from the other, we respect-

fully submit that the Judgment of the lower Court

should be affirmed.

Respectfully submitted,

HENRY RODEN,
MAURICE T. JOHNSON,

%!i':l Attorneys for Appellee.
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